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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

TUFAMERICA, INC.,
Plaintiff,

- against OPINION AND ORDER

CODIGO MUSIC LLC, CIGO PUBLISHING LLC, 11 Civ. 1434(ER)
CODIGO ENTERTAINMENT, LLC, THE CLYDE
OTIS MUSIC GROURandMORTON CRAFT,

Defendants.

Ramos, D.J.:

This is a copyrigh&ind trademark case arising from the creation of a group of musical
compositions, sound recordings, and a trademark in the late 1960s. The dispute hasicome to
head only recently because, in 2006, the pop artist Christina Aguilera obtained affimense
some of the defendants in this case to sample one of the songs aPissudf TufAmerica
Inc. is a company that acquires music rights and licenses tigbgg to thirdparties for
exploitation. Pl.'s Statement of Undisputed Facts in Support of Its Cross-Motion for Summary
Judgment (Doc. 132) (“Pl.’s 56.1") § 2®laintiff accuse®efendants Codigo Music LLC,

Codigo Publishing LLC, and Codigo Entertainrherl C (collectively “Codigo”) and
Defendant The Clyde Otis Music Group (“COR)Gtogether with Codigo, the “Defendants?),
of unauthorized copying, misappropriation, and trademark infringenkaintiff asserts
ownership in the intellectual propertyissue by virtue of a contractual agreement with

Defendant Morton Craft (“Craft”), a music producer, but when Craft deniedremntars

L While Morton Craft is also a named defendant, the Court will refemticskparate and apart from Defendants
Codigo and COMG for ease of reference, mainly because Codigo and COMG heagefarcsummary judgment
and submitted all of their briefing togetharile Craft has only opposed, in separate briefing, Pldmgimmary
judgment motion.
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agreement in the course ofghitigation, Plaintiff added Craft as a defendant and asserted claims
against him for egjtable relief.

Before the Court are Plaintiéfand Defendantrossmotions for summary judgment
(Docs. 121, 131). For the following reasons, both motion&GRANTED in part and DENIED

in part.

|. BACKGROUND
A. The Intellectual Property at Issue

This case cacerns an original musical composition, another composition and four sound
recordingghat are all based on the original compositeong a trademark associated with a
record label. Below is a description of each work, organized chronologicallgien air
creation.

Happy Man Composition and Sound Recording:Sometime in 1966 or 1967, a
songwriter named Bobby Marin compogsbd music and lyrics to a soegtitled “I'll Be a
Happy Man” (the “Happy Man Composition?).The song was written at the request of music
producer and Defendant Morton Craft, although the nature of the relationship betwesahdari
Craft with regard to the Happy Man Composition, contractual or otherwise, ipurtelisere.
SeePl’s 56.111 3-6; Memorandum of Law in Opposition to TufAmeris@otion for Partial
Summary Judgment (Doc. 147Dgfs. Oppn™) at 2-3. Soon thereafteGraft had a band
namedThe Latin Blus Band recorda performancef the Happy Man Compositiomith
instrumentals andocals(the “Happy Man Sound Recording”), and that sound recording was
included on amlbum titled “Take a Trip Pussycat,” released on the Speed recordnaivel

around 1968. Pl.’s 56.1 | Befs! Oppn at2-3. While theparties agreéhat Craftwas

21t is undisputed that the Happy Man Composition was never published.
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involved with the Speed label, the parties dispute whether Craft whksbie sole owner, a ¢co
owner, onf he played some other rol&seeCodigo and COMG’s Counter Rule 56.1 Statement
(Doc. 148) (Defs: 56.1 Counter”){1 £2. In addition to musical compositions and sound
recordings, the trademark for the Speed record label is also a contested pieglkeofual
property at issue here.

Happy Soul Sound Recording:In 1967 or 1968, Craft and Marin together edited out
the vocal tracks and shortened the length of the Happy Man Sound Recording. The new
recording wasitled “Happy Soul” (the “Happy Soul Sound Recordingghd it was released in
1968 on another Speed album entitled “Land of Love,” which credited the song tnth@&Hte
Moon Peopleeven though the underlying tracks were the very same tracks originaligigdco
by The Latin Blues BandSeePl.s 56.1 § 10Defs! Oppn at 3-4.

Happy Soul with a Hook Sound Recording:In 1968, a musician by the name of Dave
Cortez (a/k/a Dave Clowny) recorded an instrumental organ,tvatikch was addetb the
Happy Soul Sound Recording. This new recording was titled “Happy Soul with a Hook” (the
“Happy Soul with a Hook Sound Recordingdnd was also released on the Speed kba
singlein or around 1969SeePl.’s 56.1 1 13—-13efs! Oppn at 4.

Hippy Skippy Composition andSound Recording: In 1969, a musician named Harold
Beatty composed new version of the Happy Man Composition and titled it “Hippy Skippy
Moon Strut (Opus #1)” (the “Hippy Skippy Compositipn'Beattysold the rights to the Hippy
Skippy Composition “and all copyrights thereof” to Slew Enterprises, L&le{/”), pursuant to
a Standard Songwriters Contract between Beatty and Se@Pl.'s 56.1 § 17Defs! Oppn at

4; Declaration of Isidro Otis (Doc. 125)dtis Decl.”), Ex. R (Beattslew contract). Slew was
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a Latin music record label owned and operated by Stanley Lewis, a busimesstasd Morton
Craft. SeePl’s 56.1 1 16Defs! Oppn at 4 n.5.

On October 15, 1969, Stanley Lewis executed a written transfer agreehszabw in
exchange for $1.00, he purported to “sell,” “assign,” and “transfer all rights” to gy ISkippy
Composition (and two other compositions) to EdeniM@®. (“Eden”), a music company
owned by Clyde Otis, who wdkefounder of Defendant COMGOtis Decl. §If 4-6,Ex. S;

Defs! Oppn at 4-5; Plaintiff's Respnse to Defendants’ Statement of Undisputed Facts (Doc.
136) 1 30. Eden registered the copyright for the Hippy Skippy Composition on November 14,
1969, listing Slew as a calaimant,and obtained Copyright Registration No. EU159713. Otis
Decl. 17, Ex. B

Also in 1969, Slew recorded a performance of the Hippy Skippy Composition (the
“Hippy Skippy Sound Recording”) and released it as a sitiggelabel of which creditetH.
Beatty” as the songwriter aficthe Moon Peoplas the performing artist, and listedtb “Eden
Music Corp./BMI” and “Slew Music/BMI.” SeePl.s 56.1 | 17Defs! Oppn at 5; Declaration
of Scott Zarin (Doc. 137) (“Zarin Decl.”), Ex. H (scanQlewrelease). Around that same time,
a record label named Roulette Recotds. (“Roulette”) also released a single of the Hippy
Skippy Sound Recording, which credited the writing to Beatty and the performahesMioon
People, analsolistedboth Eden and Slew on the face of the record it&g&Zarin Decl., EX. |

(scan of Roulette releasé)nder Defendantsersion of the facts, further articulated beléin

3 Eden, along with Iza Music Corp. (“Iza”), another company affiliated ®@lffde Morris and COMG, renewed this
copyright on July 6, 2000, obtaining renewal number RE&R Otis Decl. § 8, Ex. U. Additionally, on July 11,
2000, Iza and Argon Productions, yet another affiliate of COMG, appliead dopyright registration in the Hippy
Skippy Saind Recording with the U.S. Copyright OfficBeclamtion of Scott Zarin (Doc. 137x. O; Defs. 56.1
Counter 1 28. It is undisputed that Eden never transferred any righesHiipiy Skippy Composition or Sound
Recording to Plaintiff.

4 See infraSec. I.C.2.
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1969Roulette*acquired Speed and Slésventire Latin music catalog,” which included all of the
sound recordings identified above, and which (if true) would likjlainthe Roulete release
of the Hippy Skippy Sound Recording. Defs.” Opp’n at 5.

Critically, it is undisputedhatthe Hippy Skippy Compositioandall for Sound
Recordingsat issueherearederivativeworks> with thepre-existing,underlying work beinghe
Happy Man CompositionSeg e.g, Defs! 56.1 Counteff{ 2122 Defs! Oppn at 5

B. Previous Litigation Over the Hippy Skippy Sample

In May 2006,COMG entered into a licensing agreement with RCA Music Group, a
division of Sony BMG Music EntertainmeriSony”), which allowed Sony to use a sample of
the Hippy Skippy Sound Recording (the “Hippy Skippy Sample”) in a song by the psip arti
Christina Aguilera, titled “Aift No Other Mari’ Zarin Decl., Exs. W, XPl's 56.1 11 44, 47
Defs! Oppn at 7. Aguilera releasetiAin’'t No Other Man'with the Hippy Skippy Sample in
August 2006 to substantial commercial success. Pl.’s 56.1 1 43e#9;0ppn at 7.

On August 11, 2006, around thametime “Ain’t No Other Man” was releasemusica
Records LLC (“Emusica”), a music company that was subsequently acquired by Cawage,
to Sony claiming that Emusica, not COM&as the rightful owner of the Hippy Skippy Sound
Recording® Emusica requested that Sony hold biiekroyalty payments generated byir{A
No Other Magi’ and nominally owed to COMG under the aforementioned licensing agreement,

until Emusica and COMG resolved thewnership disputeSeeZarin Decl., Ex. Z; Pl.’'s 56.1

5“A ‘derivative work is a work based upon one or more preexisting works, such as a tamsiaisical
arrangement, dramatization, fictionalization, motion picture versimmd recording, art reproduction, abridgement,
condensation, or amther form in which a work may be recast, transformed, or adaptedrk consisting of
editorial revisions, annotations, elaborations, or other modificatioithwdis a whole, represent an original work of
authorship, is &derivative work.” 17 U.S.C § 101. Generally, “[a] sound recording is a derivative work in
relation to the musical work recorded therein, just as a motion pictudeisvative work in relation to the novel or
screenplay upon which it is basedl”"Nimmer on Copyright § 2.10[A}.8(2015) (citations omitted)

6 The basis for Emusi¢a claim of ownership in 2006 is further explainefia Sec. I.C.2.
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51. In July 2007, COMG filed a copyrightfringement action in the United States District
Court for the District of New Jersey (the “DNJ Action”) against Enausitd other parties who
claimed ownership in the sound recordings used in “Ain’t No Other Man,” and Emustta fil
counterclaims seeking a declaration tBatusicaowned the Happy Man, Happy Soul, and
Hippy Skippy Compositions and Sound RecordingeePl.’s | 5354;Defs! Oppn at 78;
Zarin Decl, Exs.AA, BB (COMG complaint and Emusica counteiaia).’

On February 28, 2009, the DNJ Action was resolved pursuant to a settlement agreement
among Emusica, COMG, and other parties to the action (the “DNJ Settlementtardiien of
Garrett S. Livingston (Doc. 144) (“Livingston Decl.”), Ex. BB (DNJ &ettent);see alsdl.’s
56.1 1 55Defs! Oppn at 8. The core terms of the DNJ Settlement were: (i) a complete
assignment to Emusica of all ownership rights in the Happy Man, Happy Soul, Haydpyith
a Hook, and Hippy Skippy Sound Recordings; (ilagneement to share revenues generated
from the Happy Man, Happy Soul, Happy Soul with a Hook, Hipgpy Sippy Compositions;
and (iii) an agreement to share royalties generated from the 2006 licagsgegnent between
Sony and COMG .SeeDefs! Oppn at8 (summarizing terms); Livingston Decl., Ex. BB aB2
Pl's 56.1 Y 55-57.

C. The Present Action

1. Plaintiff TufAmerica 's Chain of Title

Plaintiff' s suit is based on theontention that it is the rightful owner of the musical
compositions, sound recordings, and traderaaiksue. Plaintifs alleged chain of title rests on

two propositions: (i) Morton Craft was the owner of all the disputed copyrightstfr@m

" Neither Plaintiff TufAmerica nor Defendant Morton Craft were deferslamthe DNJ action, and neither party
had any direct indeement in that litigation.



Case 1:11-cv-01434-ER Document 159 Filed 02/16/16 Page 7 of 57

inception up through 2004, and (ii) Craft aRldintiff executed two agreemenits2004 that
granted Plaintiff an exclusive license in perpetuity to all of the works at issue

First, relying almost exclusively on Morton Craftieposition testimony taken in this
litigation, Plaintiff claims that Craft was the owner of the Speed recbsd, lthat “Craft owned
all of the music he distributed on hiSpgeedrecord label unless he made an agreement with the
writer of the music or a thirgarty to the contrary,” and that Craft “entered an agreement” with
Bobby Marin “pursuant to which Marin agreed to write and record songs for Crafs"5€.1
19 4. Thus, according to Plaintiff, Marin wrote and recorded the Happy Man Corapositi
pursuant to a contractual agreement with Craft, and consequently Craft pgreamat the
copyright in both the Happy Man Composition and the Happy Man Sound Recording from the
date of the creation of those two workd. {1 4-6. Plaintiff adds that Craft and Stanley Lewis
had a “business relationship” and releasessictogether, including the “Take a Trip Pussycat”
album on Craft’'s Speed label, which contained somelaim-music tracks owned by Craft
(including the Happy Man Sound Recording) and other Latin-music tracks owned sy Lebwi
19 79. Furthermore, in addition to never having transferred rights to the original IN&gppy
CompositionPlaintiff maintains tha€raft was the impetus for the various derivations of the
Happy Man Sound Recording that resulted in the creation and release of the Happy Soul and
Happy Soul with a Hook Sound Recordings, and thus personally owned the copyright to those
recordings upon theareation Id. 11 16-15;see alsd”laintiff's Omnibus Memorandum of Law
(Doc. 133) (“PL5 Br.”) at 32-35. As for the Hippy Skippy Composition and Sound Recording,
Plaintiff attests that Craft) was the rightful owner of thoskerivativeworks by virtue of his
ownership of the Happy Man Composition, (ii) did not authorize the creation of theseoworks

the contract between Beatty and Lewis assigning ownership to Slewydsinot aware aind
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did not authorizehe record releaséxy Slew or Rouletteand (iv) did not authorize Lewis or
Slew to transfer ownership of the works to Edeh’s 56.191 16-20, see alsd®l.’s Br. at 24—
29, 33.

SecongPlaintiff points to documentary evidence and deposition testimony to establish
the existence and validity of two contractual agreeméots 2004 (the “2004 Agreements”) in
which Craft granted to Plaintiff all igs in the copyrights for the musical compositions, sound
recordings, and trademaak issuehere Specifically, in the first agreemedated October 27,
2004 (the “October2004 Agreement”)Plaintiff claims thaCraft grantedo it all copyrights and
exdusive, perpetuahdministrativeand licensing rights tepecificmusical compositions and
sound recordings listed in three schedules attached @ctiober2004 Agreemengs well as
rights to “compositions, sound recordings or any other property owng8gded Records,” “all
rights Craft has as artist, writer, producer, publisher or label owned,” anthtda#l in the master
tapes and all physical property relating to these copyriglztarin Decl., Ex. P October2004
Agreement) at8 1, Pl's 56.1  32.Schedule A of th©ctober 2004 Agreemerd,list of
musical compositions, includes a composition titled “Happy Geitih a ook)” [sic],® Schedule
B, a list of individual sound recordings, includes the Happy Soul with a Hook Sound Recording,
and Schedule C, a list of albums, includes the “Take a Trip Pussycat” aloumUajithBlues
Band, on which the Happy Man Sound Recordiuag originally releasedOctober2004
Agreementat Schedules A, B, C; Pl.’s 561 33-35. The Octobe2004 Agreementequired
Craft to warrant that he was the “sole owner of the copyrights being adsmecidty this

agreement,” that previously he had validly obtained all the copyrights via “Vgtields

8 Neither party discusses in detail a separate composition for “Happy8bw Hook,” and indeed the only

original element of such a work would be Dave Codgezgan track, which was merely laid atop the original Happy
Man Sund Recording in the studio. Nothing decisive turns on this discregamegyer, and so the Court simply
notes it, and will continue to discuss only the Happy Soul with a HookdSReacording.

8
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agreements with each and everl[y] artist, producer, songwriter and anyagiiieglat holder
associated with these copyrights” that “transfer all right, interest antbti@eaft,” that Craft
“has not granted and...will not grant to any other person or entity the rights grarged’he
October2004 Agreemenat § 3° Both parties warranted that ti@ctober 2004 Agreememtas
“being freely and voluntarily given by each without duress or coercion, aftepeaty has had
an opportunity to consult with legal counsel of its choice,” and Craft additiomatyntedhat
he wa “an experienced veteran of the music industry and warrants that he undeistzritie a
terms and conditions of this contractd. at§ 11.

In exchangdor the copyrights it receivedPlantiff paid Craft a twethousandive-
hundred dollar ($2500) advance and a fifty percent (50%) royalty in all procee&daiinditf
generated from the exploitation of the copyrights granted by Craft. O@06bérAgreemenrdt
81; Pl's 56.1 1 32.Additionally, Plaintiff promised to @y Craft an additional one-thousand
dollars ($1000) per album up@rafts producingthe physical mster tapeshat together
constituted‘each of the aloums on Speed Records,” up timtal advance of tethhousandive-
hundred dollars ($10,5005eeOctoker 2004 Agreemer#t§ 1.i; Pl’s 56.1 § 37.The October
2004 Agreement appears to be signed by both Craft and Aaron Fuchs, the President of
TufAmerica, and both men appeared to initial each page, including the three schigtules.
According to the 200Agreemerits preamble and Craft signature line, Craft executed the
agreement on behalf of “himself, Speed Records, Peek A Book and Slew Music.” Q€ober

Agreementat pp. 1, 3.

9 The October 2004 Agreement also required Craft to warrant that he “futigdy the compositions and sound
recordings in Schedules A and B, but did not require him to so wéorahie compositions and sound recordings in
Schedule C. October 2004 Agreemer§ &t
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In a separate letter dated the same @ayober 27, 2004 (the “2004 Amdment”),

Plaintiff's counsel wrote to Craft to clarify that, upon execution ofetter, the October 2004
Agreementvould be construed %) “an exclusive license in perpetuity in and to all rights in

and to the copyrights in the musical compositions and sound recordings referenced oreSchedul
‘A, ‘B, 'C, and ‘D’ [sic], under common law and the Copyright Act of 1976..., including
without limitation the right to sue and recoveramctruedand futurecause®f action related

thereto; and (2) “an exclusive worldwide license in perpetuity to the trademarks and trade
names Speed Records, Peek A Boo, and Slew Music....” Zarin Decl., Ex. Q (“2004
Amendment); Pl's 56.1 § 36. The 2004 Amendment also appears to be signed by both Fuchs
on behalf of Plaintiff and Craft on behalf of “himself, Speed Records, Peek A Booeamd Sl
Music.” 2004 AmendmenDeclaration of Steven M. Kdan (Doc. 124), Ex. H'Fuchs Tr.”) at
150:18-20 (Fuchs’ deposition testimony that signature on 2004 Amendment is his).

“Around the time"the 2004 Agreements were executed, Plaintiff asserts that it paid Craft
the $2500 advance owed to him under@utober2004 Agreement, and then paid Craft an
additional $250Ghortly thereafter Pl.’s 56.1 { 38; Zarin Decl., Ex. R (Plainti#f'Vendor
QuickReport’for calendatyear 2004/|isting one $250&heckon 10/25/2004 and another $2500
checkon 11/1/2004, both made “Monty Craft” [sic]); Zarin Decl., Ex. S (scan of cheftkm
Plaintiff that appears to biated “10/24/04,” made out to “Mort Craft” in the amount of $2500,
signed by Fuchdor “agreement: Speed Records: Oct. 277).

Plaintiff attests that, in November 200&filed an application with the U.S. Copyright
Office seeking a registration for each and every musical composition and soording’
transferred under the 2004 Agreements, but has not submitted into the record any evidence of

successful copyright registration].’®56.1 § 39. Plaintiff also submitted a copy of @&ober

10
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2004 Agreement to the Copyright Office in November 2004, and received a Cerbficate
Recordation (the “2004 Certificate of Recordation”) indicating that the i@gy\Office had
received the&locument in January 200%.; Zarin Decl., Ex. T (2004 Certificate of
Recordation). In February 2008e Copyright Office issued a further Certificate of Recordation
(“2008 Certificate of Recordationfipdicating that it had receive an affidavit ttkaichs
submittedattachingwo additional lists of musical compositions and sound recordthgs
“2008 Fuchs Affidavit”), all of which purported to “expand upon and amplify” the specific
works that were transferred by tBetober 2004 Agreemenh particular the collection of
individual songs included on the albums listed in Schedule C of the October 2004 Agreement,
“whose individual titles were not known at the time of recordation of@utolber2004
Agreement].” Zarin Decl., Ex. U (2008 CertificateRécordation an@008 Fuchs Affidavit);
Pl's 56.1 1 40.

Some unspecified time after executing the 2004 Agreentelaistiff released an album
titled “Big OI' Bag O Boogaloo (Volumes 1, 2 & 3),” which contained some of the sound
recordings at issue her®l.’s 56.1 § 42. Plaintiff submits what it purports to be a royalty
statement from 2010 reflecting royalties generated from the releaserndifPtaalbum and
owed to Craft under the 2004 Agreements, but since those royalties were notrguéfioseEoup
the $5000 advance already paid to Craft, Plaintiff “did not [] pay Craft any moieyhig
statement.”ld. 1 43; Zarin Decl., Ex. V (copy of royalty statement).

2. Defendants Codigo and COMGS Chain of Title

Defendantsaturally take a different viethan Plaintiff of the initiabwnership of the
copyright to the Happy Man Composition. Relyaigostexclusively on Bobby Marirs

declaration submittetch support of their motion for summary judgment, Declaration of Bobby

11
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Marin (Doc. 145) (“Marin Decl.”)Defendants claim th&raft approached Marin with a request

to compose a collection of Latin songs that Craft would consider releasing on éukl &,
co-owned by Craft and Lewis at thiene. SeeDefs! 56.1 Counter at 22, § 1After Marin

composed the music and lyrics to the Happy Man Composition, and after Speed put outthe Lat
Blues Bands recording of the Happy Man Sound Recording on the “Take a Trip Pussycat”
album, Marin told Craft that Marin owned the rights to the Happy Man Composition, and that
Craft would have to compensate Marin for use of the Happy Man Sound Recdddiag22, 1
3—4;see alsd.ivingston Decl., Ex. Z (BMI registration for Happy Man Composition listing
“Bobby Marin Music Publishing” as publishelj. According to Defadants Craft “agreed

Marin owned the rights to the Happy Man Composition, and told Marin he would soon send him
a written agreement either for the purchase of the Happy Man Composition, oetise lio use

it.” Defs! 56.1 Counter at 22, | Despitethese promisesnd despite Maris' “repeatedly
request[ing] Craft to compensate him and dandan agreement,” Defendaratest thaMarin

was never paid any compensation by Craft, Lewis, or anyone else at Speedt 4tjd this

day, Marin has never agreed, either orally or in writing, to transfer any ownisrship rights in

the Happy Man Compositidno anyone,‘and thus Marin still owns the Happy Man

Composition.” Id. at 22-23, § 6. Apart from the “repeated” requests to Craft for payment,
neither Defendants nor Marin asserts that Marin, at any other time priora6Qaieagreement
described below, made any demand to anyone for payment for the sale of rightsapgie H

Man Composition or for licensing fees.

10«gMI” stands for Broadcast Music, Inc., onéthe major performing rights organizations in the United States.
BMI collects licensing fees on behalf of composers and artists and diss¢rithose fees back out to the composers
and artists as royaltieSeeBMI, http://www.bmi.com (last visited Jaaty 12, 2016).

12
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Following release of the Hapan Sound Recording in 196Befendants assert that
Marin worked with Craft to remove the vocal trdobm and shorten the length in order to create
the Happy Soul Sound Recording, thdthe did not have any involvement in the creation of the
Happy Soul with a Hook Sound Recording or the Hippy Skippy Composition or Sound
Recording.ld. at 23-24, {1 7-12Marin’s lack of authorization notwithstanding, Defendants
statethat Beatty composed the Hippy Skippy Composition and transferred it to Slewittgsnw
agreement signed by Beatty and Lewlst Slew then sold the Hippy Skippy Composition to
Eden, and that Eden subsequently registered for and obtained a copyright in the work on
November 14, 1969ld. at 23-24, 11 12—13; Otis Decl. Ex. T (1969 cerafie of copyright
registration, listing “Eden Music Corp. & Slew Music” as copyright claimarislen is a
subsidiary of Clyde Otis, the founder of Defendant COMI@fs’ 56.1 Countert 24, § 131

The partiestheoriesof the factdiverge everfurtherin or around April 1969 when,
according to Defendants, Roulette Records, (fiRoulette”) “acquired Speed and Sleaentire
Latin music catalog, which included the Happy Man Sound Recording, and all of the other
Sound Recordings identified abovdd. at 24, 1 16. Having failed to locate a physical written
document to establish this acquisitiphe “Roulette Acquisition”)Defendants instead rely on
Marin's declaration that he “know][s] as a fact that Roulette indeed acquired Speed dsd Slew
entire Latn catalog,” including the musical works at issue here, because at the time Marin
worked for a record company that “shared offices with Roulette” and one dafy t@me into

the office and. told [Marin] that he was there because he bedis had sold SpedRecord§]

11 Eden subsequently renewed the copyright in the Hippy Skippy Compasitidaly 6, 2000. Defs56.1 Counter
at 24, 1 14; Otis Decl., Ex. U (2000 certificate of registration). Althowgtexplicitly stated, Defendanttheory
appearsd be that Defendant COMG, via Clyde Otis and Eden, has validly owaedjttis to the Hippy Skippy
Composition since 1969. As discussed further below, this view datteis at least in tension with Defendants
failure to assert that Marinthe owner 6the composition from which the Hippy Skippy Composition was
derivative—authorized Beattg creation of the Hippy Skippy Composition.

13
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entire Latin mui catalog to Roulette and they were closing the transaction.” Marin Tecl.
12-13. Marin claims that “[s]hortly afterwards” he “learned that the sale had indwesl g
through” and “recall[ed] also seeing mention of it in the industry trade pagderg"13.
Defendants submit a copy of an article frimae music publicatioBillboard dated April 26,
1969(the “Billboard Article”), which reads in full: “Roulette’s Ethnic Tapes, Inc. has acquired
the Speed catalog. Owned by MoKraft [sic], the label will be released under Ethaitatin

soul line.” Id., Ex. CC(Billboard Article).1?

Defendants next contend that, on July 29, 1975, Fania Records, Inc. (“Fania”) entered
into a written agreement with Roulette (the “Rouléttmia Agreement”) to purchase “certain
assets” from Roulette, including thappy Man, Happy Soul, Happy Soul with a Hook, and
Hippy Skippy Sound Recording®efs. 56.1 Counter at 25, I 18ee alsdeclaration of Scott
Zarin (Doc. 156) (“ZariDecl.1l”) , Ex. QQ (RouletteFania Agreement).

Fania later changed its nameSonido around 1986 and, according to Defendants,
entered into a written agreement dated July 22, 2005 in which Emusica purchasedsSonido’
assets (theSonidoEmusicaAgreement”), including all four Sound Recordings and the rights to
use theSpeed trademarkDefs! 56.1 Counter at 25,1fL8-19;see alsd.ivingston Decl., Ex. W
(Sonido-Emusica Agreement), Ex. X (Oct. 13, 20fiter fromSonidoaddressedtb performing
rights organizations confirming execution and details of Sokimoisica Agreement).

Next,on November 16, 2007, Marin enteriatb an “Exclusive Administration
Agreement’with Emusica (the “MarirfEmusica Agreement”), in which he assigned to Emusica

all admnistration rights to the copyrights in a list of compositions that included the Hdppy

2 Although the Marin Decl. states that Roulette acquired “Speed andsSiatire Latin music catalog,” Mat#
specificrecollection refers only to the Speed label, and likewise the Billboardéréfers only to the Speed label.
On the other hand, Rouletserelease of the Hippy Skippy Sound Recording does list Slew on the’ sefama],
suggesting that that somgasincluded in the Roulette AcquisitiorBeeZarin Decl., Ex. | (scan of Roulette release).

14
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Composition, in exchange for a $20,000 advance and an additional 80% r®efty.56.1
Counter at 25,  20; Livingston Decl., Ex(Marin-Emusica Agreemept® The Marin

Emusica Agreement was extended in December 2013 and remains operativeOiisat 6;
Marin-Emusica Agreement at 8(letter from Codigo to Marin exercising right to extend Marin
Emusica Agreement).

As described above, in February 2008uUsica became party to the DNJ Settlement, in
which Emusicaurported tdurther clear its title to the Happy Man Compositeomd the Happy
Man, Happy Soul, Happy Soul with a Hook, and Hippy Skippy Sound Recordiags.

Livingston Decl., Ex. BB (DNJettlement).

Finally, in April 23, 2009, SE Music Acquisition, LLC—which soon thereafter changed
its name to Codigo Music, LLCentered into a written agreement to purchase the assets of
Emusia (the “EmusicaCodigoAgreement”), which by that point included the administrative
rights to the Happy Man Composition, the rights to all four Sound Recordings, and the Speed
trademark Defs! 56.1 Counter at 25-26, {{ 222 Livingston Decl., Ex. AA (Emusica-Codigo
Agreement Thus, as a result of the above transactions and the DNJ Settlement, Defendants
Codigo and COMG@naintain that they are the rightful owners and/or administrators of the rights
in all of the musical compositionspund recordings, and tradematkssuen this litigation.

Defs! 56.1 Counter at 26, § 23.

The partiesrespective chains of title are summarized in the below flow chart:

13 Schedule A of the MardEmusicaagreement appears to be a list of compositions owned by Bobby Marin
Publishing, and it indeed includes the Happy Man Composition. Addity, the schedule includes an unlabeled
column corresponding to each composition that includes a certain pereeatadjgvhile the Happy Man
Composition is listed as “100%,” the schedule also includes the Happy&h a Hook Composition, credited to
Dave Cortez and listed as “50%,” and the Hippy Skippy Compositioditedeto Harold Beatty and listed without
any percentage. MariBmusica Agreement at 7. Neither party has attempted to explain the meaning of these
listings, but that is perhaps beside the point, as Defendants are oinlg mythe MariREmusica Agreement for the
proposition that Emusica obtaintdte copyrights to the Happy Man Composition.
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Defendant Codigo an

Plaintiff’'s Chain of Titl COMG’s Chain of Titl

( 3\ ( 3\
Happy Man Composition created by Marin and Happy Man Composition created and owned|by
assigned to Craft (1966) Marin (1966)
| J | J

s s

Happy Man, Happy Soul, and Happy Soul wit]-u g Happy Man, Happy Soul, and Happy Soul wit]-u a

—— Hook Sound Recordings created and owned| by Hook Sound Recordings created and owned| by
Craft and/or Speed (19638) Speed (196'68)
Unauthorized creation of Hippy Skippy Hippy Skippy Composition and Sound
—— Composition and Sound Recording by Beatty fa Recording created by Beatty and transferred to
Slew (1969) Slew (1969)
4 4 3\

2004 Agreements: Craft transfers Happy Mgn
Composition and Sound Recording, Happy Spu
and Happy Soul with a Hook Sound Recording,

and Speed mark to TufAmerica

. . J

Hippy Skippy Composition transferred from
—— Slew to Eden, subsidiary of Clyde Otis, whic
registers copyright (1969)

-

4 3\

Roulette Acquisition (1969): All four Sound
—— Recordings and Speed mark transferred fro
Speed and Slew to Roulette

3

. J

4 3\

RouletteFania Agreement (1975): All four
—— Sound Recordings and Speed mark transferfed
from Roulette to Fania.

— Fania changes name to Sonido (1986)

. J

s N

SonideEmusica Agreement (2005): All four
— Sounding Recordings and Speed mark
transferred from Sonido to Emusica

. J

s N

Marin-Emusica Agreement (2007): Happy Man
—— Composition administrative rights assigned By
Marin to Emusica

EmusicaCodigo Agreement (2009):
—— Compositions, Sound Recordings, and Spegd
mark transferred from Emusica to Codigo

. J

16



Case 1:11-cv-01434-ER Document 159 Filed 02/16/16 Page 17 of 57

3. The Parties Claims for Relief
Plaintiff s AmendedComplaint contains eleven causes of action against Codigo, COMG,
and Craft. Amended Complaint (Doc. 36) (“Compl.They are for:
1) Common law copyright infringement against Codigo (Compl. {1 38—43)
2) Common law trademark infringement against Codigo (Compl. 11 46-50)
3) Unfair competition against Codiguith respect toaund recordinggCompl. 1 5357)
4) Unjust enrichment against Codigo and COMG (Compl. 11 58-60)
5) Misappopriation against Codigo and COMG (Compl. 1 61-62)

6) Declaratory judgment against Codigo declaring Plaistiffhts in and to the musical
compositions and sound recordings at issue (Compl. Y 63-67)

7) Declaratory judgment against Codigo declaring Plaistifighs in and to the Speed
trademark(Compl. {1 68-72)

8) Declaratory judgment against COMG declaring as void COMBpyright registration
in the Hippy Skippy Composition, and declaring Plaintiff's rights in and to theyHipp
Skippy Composition (Compl. §{ 73-76)

9) Declaratory judgment against Crdgclaringthat theOctober 2004 Agreemeirt valid
and enforceable (Compl. {1 78-81)

10)Declaratory judgment against Cra#édlaring that the 2004 Amendment is valid and
enforceable (Compl. 71 82—-85)

11)Injunctive relief against Craft seeking specific performance of the 2gfg&ements and
an injunction preventing Craft from transferring any of the rights thag wansferred to
Plaintiff via the 2004 Agreements (Compl. §{ 86—96)

DefendaniCodigoassertdive counterchims against PlaintiffCodigo’sAnswer to
Plaintiffs Amended Complaint, Affirmative Defensé&punterclaimand Cros<claim (Doc.
46) (“Codigo Answer”). The couarclaimsare for
1) Declaratory judgment enforcing the terms of the DNJ Settlement and declatng th
Codigo is the sole and exclusive owner of the musical compositions sound recordings,
and trademarfat issue in this cagexcept the Hippy Skippy Compositigrand a

permaneninjunction restraining Plaintiff from exploiting any of that intellectual property
in any manner@odigo Answeit 1719, 47#51)
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2) Copyright infringement@odigo Answer at 19 52-59)

3) Unfair competition under § 43(a) the Lanham #ith respect to musical compositions,
sound recordings, and trademark (Codigo Answer 8f2603-65)

4) Unjust enrichment (Codigo Answer at 2], 66-68)
5) Misappropriation (Codigo Answer at 2§f 69-70)
Defendant COMG asserts fooounteclaims against Plaintiff. Counterclaims, Cross
Claim and Answer of Defendant COMG (Doc. 44) (“COMG Answer”). The couaierslare
for:

1) Declaratory judgment enforcing the terms of the DNJ Settlement and declatng th
COMG is the sole and exclusive owner of the Hippy Skippy Composition, and a
permanent injunction restraining Plaintiff from exploitithg Hippy Skippy Composition
(COMG Answerat 19-20,11 29-34)

2) Common law unfair competition with respect to musical compositions and sound
recordinggCOMG Answerat 26-21, 1 35-40)

3) Unjust enrichment (COMG Answer at Al 41-44)
4) Misappropriation (COMG Answer at 21 45-47)

Finally, Defendant Craft asserts three counterclaims against Plaintiff. Answvier wit
Counterclaims (Doc. 43) (“Craft Answer”). The counterclaimdare

1) Rescission of the October 2004 Agreement based on Plaintiff's undue influence over
Craft (Craft Answer 1 16308)

2) Breach of thectober 2004 Agreement based on Plaintiff’s failure to exploit the sound
recording subject to the agreement and to comgnudepay royalties owed to Craft (Craft
Answer 11 109-13)

3) Breach of “certain licensing agreements” between Craft and Plaintiff thattpdethe
2004 Agreements, based on Plaintiff’s failure to exploit the sound recordings tkeat wer
the subject of the licesing agreementandPlaintiff' s failure to provide any accountings
or to compute and pay royalties owed to Craft (Craft Answer {1B)4—

4. CrossMotions for Summary Judgment
On April 29, 2015, Defendants Codigo and CO{atly moved forpartial summary
judgment (Doc. 121) oall claims in the Amended Complaint asserted against,themwell as

18



Case 1:11-cv-01434-ER Document 159 Filed 02/16/16 Page 19 of 57

an award of attorneg’fees. Memorandum of Law in Support of Joint Motion for Partial
Summary Judgment (Doc. 126) (“DefBr.”) at 1, 3.

On June 5, 2015, Plaintiff crosseved forpartialsummary judgment (Doc. 131) @iy
its sixth cause of action for a declaratory judgment against Codigo “as it teltesmusical
compositions at issue,” (ii) its eighth cause of action seeking tordexdasoid COMG
copyright registration in the Hippy Skippy Composition, (iii) its ninth, temhd, @eventh cause
of action seeking declaratory judgments and an injunction against Craft sp#tteo the 2004
Agreements, (iv) all five of Codigo’s coterclaims, (v) all four of COMG counterclaims, and
(vi) all three of Crafts counterclaims. P$.Br. at 4. Plaintiff also moves to strike all of
Codigo’s, COMGs, and Craft’'s unsupported affirmative defenskes.at 5.

Plaintiff opposes Codigo and G5’ s joint motion in its entirety, and viesersa See
generallyPl.’s Br; Defs. Oppn. Craft also opposePlaintiff motion in its entiretySee
generallyMemorandum of Law in Opposition to PlaintgfCrossMotion for Summary

Judgment (Doc. 142) (“CftaBr.”).

II. DISCUSSION
A. Summary Judgment Standard

To prevail on summary judgment, the movant must show that “there is no genuine
dispute as to any material factPRCP56(a). “An issue of fact is ‘genuind’the evidence is
such that a reasonable jury could return a verdict for the non-moving p8ewrio v. Elmsford
Union Free Sch. Dist812 F. Supp. 2d 454, 467 (S.D.N.Y. 2011) (cit8@R Joint Venture L.P.
v. Warshawskyb59 F.3d 133, 137 (2d Cir. 2009)). “Aaterial fact is one that mighaffect
the outcome of the litigation under the governing lawd. “The function of the district court in

considering the motion for summary judgment is not to resolve disputed questions of fact but
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only to determine whether, as to any material issue, a genuine factual disptgé &aytor v.
Elec. Boat Corp 609 F.3d 537, 545 (2d Cir. 2010). On a summary judgment motion, the district
court “may not make credibility deternations or weigh the evidence.Créedibility
determinations, the weighing of evidence, and the drawing of legitimate infereocethe facts
are jury functions, not those of a judgeld. at 545—-46 (quotingeeves v. Sanderson Plumbing
Prods., Inc, 530 U.S. 133, 150 (2000)).

“When confronted with cross-motions for summary judgment, the Court analyaes ea
motionseparately,in each case construing the evidence in the light mostdale to the non-
moving party.” Peterson v. KolodinNo. 13 Civ 793 SR, 2013 WL 5226114, at *1
(S.D.N.Y. Sept. 10, 2013) (quotimgpvella v. Westchester Ct$61 F.3d 128, 139 (2d Cir.
2011); see alsdMorales v. Quintel Entm’t, Inc249 F.3d 115, 121 (2d Cir. 2001) (“[E]ach
partys motion must be examined on ita/to merits, and in each case all reasonable inferences
must be drawn against the party whose motion is under considerataitatipn omitted) The
Court is not required to resolve the case on summary judgmerety because all partiesove
for summary judgmentMorales 249 F.3d at 121.

B. Musical Works: Copyright Infringement, 1* Common Law Unfair
Competition/Misappropri ation,*® Unjust Enrichment, 1 and Copyright-Related
Declaratory Judgment Claims'’

Theparties correctly agree that, as a nratfdaw, proof of ownership of the musical

works is an essential element of all of the copyright infringement, unfair cibiowpdty

1 plaintiff’s first claim; Defendant Codig® second counterclaim; Defendant COMGecond counterclaim.

15 plaintiff's third and fifth claims; Defendant Codigdifth counterclaim; Defendant COM&second antbrth
counterclaims.

16 plaintiff's fourth claim; Defendant Coditofourth counterclaim; Defendant CONK2hird counterclaim.

17 plaintiff's sixth and eighth claims; Defendant Codgfirst counterclaim; Defendant CONI&first counterclaim.
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misappropriatiort® unjust enrichment, and copyrigtelated declaratory judgment claims
brought here.SeeDefs! Br. at § PI.’s Br at 3135, 40-41° To prevail on their respective
crossmotions, then, each party has the burden of proving that no triable issues of tagttbxis
respect to current ownership rights in the musical works at issue. To theydmnikaever,
there exist many such factudiputes, and thus the Court must deny the bulk of the parties’
summary judgmentotions.
1. Triable Issues Existas toPre-20040wnership of theHappy Man Composition
The partieslo not dispute that all of the other musical works in this case are deriohtive
the Happy Man CompositiorSee, e.gPl’s 56.191 2122 Pl’s Br. at 25 (citingDefs! Br. at 1
n.1 (“The principal works at issue in this lawsuit...are all derivative works ppiAdan.”))
Defs! Oppn at 5 (“[T]he Happy Soul Sound Recording, the Happy Soul with a Hook Sound
Recording, the Hippy Skippy Composition and the Hippy Skippy Sound Recavdiegall

derived from and consist entiredy the Happy Man Composition and edits to the Happy Man

8 To the exént these claims are meant to apply to sound recordings, all parties pleadféiecompetition and
misappropriation claims as though they were distinct. But as Flamtiectly acknowledges (and Defendants
nowhere dispute), the claims “are effectively the same...and must be treatedgs elaim.” Pl.s Br. at 40see

also Arista Records LLC v. Lime Grp. LLZ84 F. Supp. 2d 398, 437 (S.D.N.Y. 2011) (“Infringement of recordings
made prior to 1972 may also give rise to a claim of unfair competity misappropriation.”) (citingoy Exp. Co. v.
Columbia Broad. Sys., In®672 F.2d 1095, 1105 (2d Cir. 1982)). The Court will not construe unfair
competition/misappropriation claims to apply to the two musical compositit issue, however, becauseddral
copyright law preempts thenComparel7 U.S.C. § 301(a) (preempting state law claims “equivalent” to exelusi
rights under the federal copyright laws fimter alia, unpublished works created prior to 197%ith 8 301(c)
(excluding sound recordings fixed prior to February 15, 1972 from preemyutibr2067).

9 4TIhe existence of a valid copyright” is the first essential element for maéaicopyright infringement, under
both New York law and federal law.ime Grp, 784 F. Supp. 2d at 43¢ee also Capitol Records, LLC v. Escape
Media Grp., Inc. No. 12 Civ.6646 (AJN), 2015 WL 1402049, at *4 (S.D.N.Y. Mar. 25, 20tB)ding that
elements of a common law copyrighfringementclaim under New York law mirrathose of a fedat copyright
infringement claim). Likewise, a claim of unfair competition by misapgatipn requires proof that the aggrieved
party s work has been commercially distributed without authorizat®ee Lime Grp.784 F. Supp. 2d at 437
(requiring unauthorized distribution of “plaintiff work” and noting the “significant legal overlap between a claim
for unfair competition by misappropriation and a claim for infringenpainsuant to federal copyright law”)
(citations omitted) Finally, to prove unjust enrichment undeswYork law, a litigant must prove that the other
party was enriched at the litigasit'expense,” and there would be no “expense*foutightful ownership of the
works at issueSee Georgia Malone & Co. v. Ried®73 N.E.2d 743, 746 (N.Y. 2012) (lisgirlements of unjust
enrichment claim).
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Sound Recording....”) (emphasis addedhis fact is critical to the entiase, because it is
axiomatic thathe“consent of the copyright owner afstill-protectedpre-existing work is
necessary to render the derivativeork non-infringing.” 1 Nimmer on Copyright 8§ 3.06
(2015);see alsdStewart v. Abendt95 U.S. 207, 232 (1990)Congress simply intended that a
derivative work author may not employ a copyrighted work withoufdhginal] authors
permission...”). Since the original copyright owner has the exclusive right to creatiiatee
works, someone “who reproduces a derivative work without the azalion of the preexisting
work'’s registered ownélviolates..the exclusie rights of the copyright owner...[and] is an
infringer of the copyright” Mattel, Inc. v. Robarb’s, Inc139 F. Supp. 2d 487, 497 (S.D.N.Y.
2001) (quoting 17 U.S.C. 8 501(adn reconsideration in pariNo. 00 Civ. 4866 (RWS), 2001
WL 797478 (S.D.N.Y. July 12, 20019ee also Cortner v. Israel32 F.2d 267, 272 (2d Cir.
1984) (noting that a derivative composition does not infringe if created with consember of
underlying work)%°

Thus, ownership of the original pre-existing work here—the Happy Man Composition—
camewith the exclusive right to authorize all of the subsequent derivative works at-ifsie
Happy Man, Happy Soul, and Happy Soul with a Hook Sound Recordings, and the Hippy Skippy
Composition and Sound Recording. Ownership of the Happy Man Composition ¢ tites
to the resolution of the issues in the case.

With regards to that criticagsue Plaintiff argueshat Craft was the rightful owner of the

Happy Man Composition by virtue of an assignment from M&rnmhile Defendantsrguethat

20When a derivative worls created with consent of the owner of the-gxésting work,[t]he aspects of a
derivative work added by the derivative author are that atipooperty, but the element drawn from the pre
existing work remains on grant from the owner of thegxisting work.” Stewart 495 U.S. at 223.

21 plaintiff also asserts that it has a “valid and enforceable copyright edigistrfor the Happy Man Congsition.
Pl.’s Br. at 29. But Plaintiff nowhere produces evidence of this copyegfstration, relying only on the 2004 and
2008 Certificates of RecordatioseePl.’s 56.1 {1 3940. These certificates merely confirm that the Copyright
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Marin was the rightful owndrsecause he never assigned tappy Man Composition to Craft.
Plaintiff has not been able to produce any written assignment agreementrbietaveeand
Craft, but correctlypoints out thaan “assignment of common law copyrights need not be in
writing to be valid under New York law?2 and thus the Courtén infer that a transfer has
taken place from subsequent condudild & Eddie, Inc. v. Sirius XM Radio In@d0 F. Supp.
3d 535, 538 (S.D.N.Y. 2015¢i{ing Martha Graham Sch. & Dance Found., Inc. v. Martha
Graham Ctr. of Contemfance, Inc, 380 F.3d 624, 643—44 (2d Cir. 20048rry Vogel Music
Co. v. Warner Bros535 F. Supp. 172, 175 (S.D.N.Y. 1982)).

Plaintiff points to some conduct on the part of Marin and Craft from which an inference
of assignment may be mad8pecifically,when construed in light most favorable to Plaintiff,
threeundisputed facts could be combirteglausibly supporaninference thaMarin assigned
the Happy Man Composition to CrafEirst, Marin claims that he demanded royadtieom Craft
but was never paid. Second, despite alliegednon-payment, Marin continued to assist Craft in
creatingthe Happy Man and Happy Soul Sound Recordings. Third, Marin never took any legal

action or any other steps to obtain royalties for ugaeHappyMan Composition for roughly

Office receied copies of the 2004 Agreements between Plaintiff and Craft and the 20d@vAffihat Plaintiff
submitted—they provide no evidence of valid copyright registrati®@e Latin Am. Music Co. Inc. v. Media Power
Grp., Inc, 705 F.3d 34, 43 (1st Cir. 201@8)A] certificate of recordation is not evidence of registration because it
merely indicates that the document attached was recorded in the Copyrightadfa specific date..Because
recordation of an instrument relating to a work does not indicatéhthatork itself has been registered, a certificate
of recordation does not suffice to prove compliance with the retiistn@equirement.”) (citations and internal
guotation marks omitted).

22The Court agrees with Plaintiff, Pd.Rep. at 42, that the gestion of whether the Happy Many Composition was
assigned from Marin to Craft is governed by New York common law, be¢hasomposition was created while

the 1909 Copyright Act was in effect and was never publisBeg. Shoptalk, Ltd. v. Concorblew Hrizons

Corp., 168 F.3d 586, 590 (2d Cir. 1999) (“The 1909 Act...governs works published before 197890Bh&ct
established a regime in which published works could receive statutiieefion under federal law, while
unpublished works retained such giion as they were given by state common law.”) (citations omittéitiiams

v. Bridgeport Music, In¢.No. LA CV13-06004(JAK), 2014 WL 7877773, at *9 (C.D. Cal. Oct. 30, 2014) (“Under
the 1909 Act, the act of recording or distributing recordings doesamstitute the publishing of a composition.
Insteadin order to claim copyright in a musical work under the 1909 #het work had to be reduced to sheet music
or other manuscript form.”). (citation and internal quotation marks aditte
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forty years until 2007, when he purported to transddministrative rights under the Matin
Emusica AgreementSeeMarin Decl. {1 611, 14. Marin’s continued participation in the face
of non-payment followed by a long perioflinactian could theoreticallynllow areasonable
juror to find thatMarin assigned the Happy Man ComposittorCraftuponits creation.

That saidand contrary to Plaintif§ argumentCrafts deposition testimony provides
scantsupportfor such an inferenceCf. Plaintiff's Omnibus Reply Memorandum of Law (Doc.
154) ("Pl.'s Rep.”)2 (arguing that Craf$ testimonysupports the finding of an assignment).
Plaintiff repeatedly mischaracterizes Craft as expli¢ébtifyingthat Marin assigned the Happy
Man Composition to him, but leaidno such thing. Rather, Craft testifigenerallythat he
would usually obtaimn assignmerftom songwritersn exchange for royaltiesyhile (i)
explicitly statingmultiple times thahe has no specific reltection of whether Marimassigned
the Happy Man Composition, affig frequently confusing Marin with Henry Stone, the
producer who owned the studio at which the Happy Man Sound Recording was reandded
from whom Craft claims he obtained rights to foeind recordingaind not theeompositiorof

Happy Man?® More critically, in practically every instance in which Crsttitedhis assumption

23 SeeDeclanmtion of Steven M. Kaplan (Doc. 122), Ex. F (“Craft Tr.”), at 36 (Q: &sak you recall, did Mr. Marin
ever sign a document transferring his rights as an owner in the musiqadsitan to you? A: | cdbhremember,
but I'm sure he had to. Q: Why? Because thas the way we operated. Anybody | recorded and | paid for the
session, | would get the rights to an original song from the artisgwenavrote it, and | would register with BMI
and later with ASCAP.); Craft Tat 37 (Q: Every song that yoaaorded from a new artist, you owned both the
publishing and the musical composition? A: Mostly, 99 percent. Q: Qkalcarit remember any other way,
because every artist was stone brokd.)at 38 (Q: Let me finish the question. You ttarcallany specifics about
what happened with the ownership rights to the song that Bobby Marta thiad yolre referring to? A: Not too
much, but Henry Stone might have owned it or controlled it verbalggadly, but | bought everything from Henry
Stone, so whatever Henry Stone had ended up with ishea}; 38-39 (claiming that Henry Stone “had the rights to
everything from Bobby Marin”)id. at 39-40 (Q: Are you basing it on the fact that tisahe way it worked or are
you basing it on the fact that you know for sure, or certain, thastiéat happened in that particular case? A:
Well, the only way | can know for sure, for certain, is if | had the papeits @: And otherwise ydue just
assuming, correct? A: | assume, because everything | everadidone that way, that | ended up owning
everything, but | could have bought it from Henry Stone or got it for nothimg Henry Stone, | dohremember.);
id. at 73 (Q: How do you know? A: Because thdhe way it worked in those days, no writeetevhe didrit have

a nickel to their name.)d. at 76 (Q: Do you know whether it was ever transferred to you in any kindtofg? A:
Well, there must have been something, you toist hand somebody thousands of dollars for a recording and not
have smething, but yolre talking so long ago, | darknow where all my papers went tad; at 78-79 (answering
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that hemust have owned the Happy Man Composition, he explicitly premised that assumption
on his insistence, apparently mistaken, tretegistered the compositiavith BMI.24 The only

BMI registration that exists for the Happy Man Compositiomwever, is under Maria’name

andit creditsthe publisher as “Bobby Marin Music PublishingSeeLivingston Decl, Ex. Z
(Marin’s BMI registration); Tr. aB5—-47, 71-76 (Craft testimony basing his assumption on
BMI).?® In other wordsCraft stestimony that he assuslee acquiredhe Happy Man
Compositionbecause otherwide could not have registered the song wilhi Bcoupled with
thefact that Crafdid notin factregister withBMI, supports onlyan inference that Craftid not

obtain rightgto this composition this case®

guestion about musical composition with contention that “Storsetieaone that owned everything when that song
was recorded, and | bought it dugithe recording or before the record, or whatever it was and paid for the
session”); Declaration of Steven M. Kaplan (Doc. 123), Ex. G (“CraftiJr.at 68 (Q: Are you aware of any
written agreements between you and Bobby Marin? A: No. Not that Eczamber. | knew him well but | can
remember.).

24 See supraote 10 (defining BMI)infra note 25 (Craft testimony regarding his mistaken belief that he obtained
BMI registration).

25 SeeCraft Tr. at 35:79 (“I owned the publishing, | got the publishiagd took care of whatever was involved and
registered with BML.”);id. at 36:8-11 (“Well, [Marin] gets a royalty from the sale, as every writer thatesyven
though they dan publish their own songan get a royalty.”) (emphasis added);at 36:26-24 (“Anybody |

recorded and | paid for the session, | would get the rights to an origh@afr®m the artist, whoever wrote it, and |
would register with BMI and later with ASCAP.’{. at 38 (Q: Are you assuming that that happened or you know it
happeed? A: Well it would have had to happen in a way, becalsseejistered under me in BMI, but | might have
had 20 different companies in BMIiyt. at 42-43 (Q: Do you have a specific recollection as you sit here today that
the ownership right in the miggl composition for the song that Bobby Marin wrote that you refeoredhs
transferred to somebody other than Bobby Marin? A: It was transferrad. It was given to me. | own it because
it's registered in BML.)id. at 46-47 (Q: What | was asking you is were you basing your testimony thdtyBob

Marin assigned his rights in the publishing on the fact that you sgahifrecall him doing it or just because Y
assuming it because that was your general practice? A: | know he had tr toduld never have registered in
BML.); id. at 72:26 (“Bobby Marin on this particular song, | can roughly say that | knewdssthe writer and
was—but | cant remember if he really was the only writer or the writer, but thatidvall be in BML.”);id. at 75:2-

4 (“Nobody had anything to do with that song but Henry Stone and Morty Grdftha real proof is what in

BML.™); id. at 75-76 (Q: But heres my question, are you testifying now that you have specific knowlédge t

Henry Stone transferred the publigirights to the song that Bobby Marin wrote to you? A: Yeah, becausét| go
in BMI. Q: Do you have any A: | didn't even have to deal with it, | ddrknow how it Q: Do you have any A:

It could have been turned over to me in many different wagesjt remember the exact way, but | know | owned it
or | could never put it in BML.).

26 Plaintiff attempts to circumvent the triable issues created by €ficontradictory testimony by arguing that
Craft made a binding admission in his Answer tilmbwned the Happy Man Composition, but this is not availing.
SeePl.’s Br. at 21. In response to Defendantessclaim allegation that Craft “has asserted that he has ownership
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Meanwhile, Defendantgosition plainly finds support in the recortlost obviouslya
reasonable juror coulctedit Mariris explicit declaration that he never assigned the rights to the
Happy Man Composition tGraft or anybody elsentil the MarirEmusica Agreemernih 2007.
Marin Decl. § 7.This declaration is corroborated by the BMbistration in Marins name.See
Livingston Decl. § 8, Ex. Z. Furthermore, when the evidence is viewed in light awosalble
to DefendantaMarin’s consensual and continued involvement in creating the derivative sound
recordings is not suggestive of an assignment of the Happy Man Composition, bdt costea
demonstrate merely that Marin authorized works derivative of a composition hreueointo
own.?” IndeedPlaintiff's collection of case law demonstrating the indidiassignmenby-
conduct do more to undermine Plaintiff's position than support it, as the cases generaligrshow

moresubstantiakvidence of assignment than is present fere.

and other rights” in the works at issue here, Csainswer denies that allegation, except that it “admits that he has
asserted rights” in the work€ompareCodigo Answemt 21, § 72and id. COMG Answerat 22, 1 49with id.
Craft Answer { 72. This is arguably best read dsraalthat Craft is assedrtg “ownership,” as that word was
explicitly omitted from the Answer, and the phrase “assert rightsdoeassily be referring to neswnership
interests, such as a right to license derivative sound recordings. Regaftttafs pleading falls far shodf the
type of clear, unequivocal, and formal concession that is required of a bjadicigl admission.See e.g, TR 39th
St. Land Corp. v. Salsa DisttibdSA, LLG No. 11 Civ. 7193DF), 2015 WL 1499173, at *5 (S.D.N.Y. Mar. 25,
2015) (finding thastatement was not a judicial admission because it was not “uneduianddecause other
statements were to the contraijaz v. RenpNo. 97 Civ. 658¢MBM), 2000 WL 502852, at *3 (S.D.N.Y. Apr.
26, 2000) (citing authorities defining “judicial admissias “distinct and formal admission” or “unequiabc
admission” made by attorney).

27 The Court notes that Plaintiff disputed claim that Craft paid royalties to Marin is not probative of agnassnt
of the Happy Man CompositiorSee Jim Henson Prods., Inc. v. John T. Brady & Assic.,, 16 F. Supp. 2d 259,
289 (S.D.N.Y. 1997) (“A payment of royalties is as consistent wittease as it is with an assignment, and thus
does not in itself imply an assignment.”) (citations omitted).

28 SeePl.’s Repat 4-5 & n.4(discussing cases)n Martha Graham for example, thevidence that the creator of
certain dance works (Martha Graham) assigned the works to a center for danmetretters, documents,
contracts with third parties, minutes of the Cemstéoard of directors meetings, financial records, and witness
testimony showing that the Center consistently acted as the ownesefdances and that Graham did not object.”
Sharon ConnellyAuthorship, Ownership, and Control: Balancing the Economic and Artistic Issues Raised by t
Martha GrahanCopyright Casg15FORDHAM INTELL. PROP. MEDIA & ENT. L.J. 837, 86162 (2005) discussing
Martha Graham Sch. & Dance Found., Inc. v. Martha Graham Ctr. of Contemporary Dan¢c@2#4d:. Supp. 2d
567, 598600 (S.D.N.Y. 2002)aff d in part, vacated in par380 F.3d 624 (2d Cir. 2004)Likewise, inFlo &

Eddie not only was the only testimony that spoke directly to an assigmmé contradicted, but theveas “a huge
amount of evidencedlemonstrating thahe assignee had licensed out the rights to sell records of the master
recordings at issue and the rights to use the recordings in “moviesoWg,sdnd commercials,” all of which
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Based on the documentation surrounding initial ownership of the Happy Man
Composition—er rather, the lack thereefthe Court also notes that a reasonable jomght find
that Marin assigned his rights @rafts record label, Speed, which released the Happy Man
Sound RecordingThiswas, in factDefendantsbwn initial theoryin their summary judgment
briefings prior to their submittinilarin’s declarationwhich solidifiedDefendantsposition.
SeeDefs! Br. at 3-4. Combined with the disputed facts surrounding the Roulette Acquisition,
the RouletteFania Agreementand the 2004 Agreements, all discussed bedowwasonable juror
might concludethat Speedransferred ownership in 1969 or, insteadained its rights to the
Happy Man Composition up through 2004, at which point Craft transferred those rights to
Plaintiff on behalf of Speed.

Finally, though it is of course not controlling, the Court notes that Craft'sposition in
his opposition briefs that genuine issues of material fact exist as to whether he owned the
musical works at the time of the 2004 AgreemsesteeCraft Br. at 18—20.

In sum, even thougRlaintiff’s positionrestson a thin reed of evideneg best“[t] he
existence of a transfer or assignment of common law copyrightfactual question of the
author’s intent” that must be resolved byigy. SelfRealization Fellowship Church v. Ananda
Church of SelRealization 206 F.3d 1322, 1328 (9th Cir. 2000) (emphasis ad@d#djions

omitted). ‘While a jury may conclude that on balance the evidence demonstrates that [Marin

demonstrated “the kind of licensing activity that only an owner ofitfies in the sound recordings could legally

do.” Flo & Eddie 80 F. Supp. 3dt538-39. Here, by contrast, there is no evidence that Craft licensed’Marin

work toanythird-partyuntil 2004. InJerry Vogel the assignee had published the song at issue under his name and
registered the copyright to the song in his name, conduct that bespaok&oafjaing relationship” between the
assignor and assignee, and which appears to be absent in the case of Maraitagee Jerry Vogeb35 F. Supp.

at 175 Finally, inSiege] the assignos conduct clearly demonstrated acquiescence to an assignment because the
assignomexplicitly agreed in writindi) to hand oveto the assignethe original manuscript and artwork of the

comic strips at issue, and more importantly, (ii) to allow the copyrightentiibe made in the assigheeame,
“something which under the 1909 Act could not be undertaken by a mergekckut onlythe author or proprietor

of the work.” Siegel v. Warner Bros. Enttrinc., 658 F. Supp. 2d 1036, 1087 (C.D. Cal. 2009). Again, no such
facts are present here.
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had no intent toransfer to [Crafthis common law copyrights, at the summary judgment stage, a
district court is entitled neither to assess the weight of the conflicting evidenttemake

credibility determination$ Id. (citation omitted). The Court thus holdfatthere is a genuine
issue of material fact as to whether Margld onto his initial ownership rights in the Happy

Man Composition, or whether Marin assigned his ownership rights over to Craft ar Spee
Records?®

2. Triable Issues Existas toPre-2004 Ownership of the Happy Man, Happy Soul,
and Happy Soul with a Hook Sound Recordings

“Sound recordings arelérivative works of the preexisting musical composition, and to
obtain a copyright in a sound recording one must secure a license froopymght owner of
the underlying worK. In re Cellco Pship, 663 F. Supp. 2d 363, 369 n.6 (S.D.N.Y. 2088
alsoPl.’s Br. at 32. Because the Sound Recordings at issue here were created prior to 1972, they

are not protected by federal copyright ldow} instead “are protected by state common law on

29 For the first time in its reply brief, P& Rep. at 57, Plaintiff proposes the theory that Craft hhsayshad
ownership of the Hppy Man Composition via the waflr-hire doctrine, which holds that, where an author creates
a work “for hire,” it is the employer and not the hired author who ésrakel the rightful owner of the worlSee
Marvel Characters, Inc. v. KirQy726 F.3d 119137 (2d Cir. 2013}*The hired party, although tHauthot in the
colloquial sense, therefore never owned the copyrights to assigitatjon omitted). Even if Plaintiff is found not
to have waived this argument, the record reflects no triable issues hsttenthe Happy Man Composition was a
work for hire. The applicable inquiry is whether the Happy Man Coitippsvas made at Cra# “instance and
expense,” and the “general rule” is that “[a] work is made at the hiring pértgtance and exped when the
employer induces the creation of the work and has the right to direstipadvise the manner in which the work is
carried out.”Id. at 139 ¢itation and internal quotation marks omitted). Here, although Craft initedlyested that
Marin write the song, there is no evidence that Craft exerted any creative coetrth@wcomposition or financed
the songwriting (as opposed to the recording session) in any manner whatSeaCraft Tr. at 48:69 (“| don't
know, he could have writtendny amount of time before it was recorded, you never know when anaaitist
something.”)jd. at 72:13-14 (“I don't know when he wrote it or when he did it.”). Moreover, at his deposition,
Craft repeatedly and consistently testified that he wouldimBissignments from songwriters in exchange for
royalties, and never once came close to suggesting that he took on an etypleyele with creative control that
resulted in his owning musical compositions from inceptiBeeCraft Tr. at 3637, 43, 4647, 78-79; Craft Tr. Il

at 16-11, 2728. In contrast, Plaintiff does not cite to any deposition testimony thatrssigpworkfor-hire theory,
because none exists. Finally, Plaingf€ontention that Craft paid Marin royalties directly undercuts its posftatn
the composition was made for hir8ee Kirby 726 F.3d at 140 (“[PJayment of a sum certain suggests afaork
hire arrangement; but where the creator of a work receives royalties ampayaiemethod of payment generally
weighs against fiding a workfor-hire relationship.”) (citation and internal quotation marks omitted).

28



Case 1:11-cv-01434-ER Document 159 Filed 02/16/16 Page 29 of 57

copyright infringement.”Arista Records LLC v. Lime Grp. LL.Z84 F. Supp. 2d 398, 436
(S.D.N.Y. 2011)citing 17 U.S.C. § 301(c)apitol Records, Inc. v. Naxos of Am., Jr&30
N.E.2d 250, 263—-64\.Y. 2005)(recognizing thaNew Yorkcommon law protects pre—1972
soundrecordings). A claim for infringement pursuant to New York common law consists of
two elements: (1) a valid copyright; and (2) unauthorized reproduction of the wor&tedolbsy
the copyright.Sedd.; Naxos 830 N.E.2d at 268&°

As discussed above, the identity of the owner of the Happy Man Composition, and thus
the person or entity empowered to authorize derivative sound recordings, remamseddi
issue of fact. All of the most likely candidates, howevbtarin, Craft, or Sped Records-
were intimately involved in the creation of the Sound Recordings at issue hereisditely for
that reason that no pamxplicitly asks the Court to hold théte Happy Man, Happy Soul, and
Happy Soul with a Hook Sound Recordings wamauthorizedderivative works In fact, the
parties are not that far off with theiompeting theories of ownership of these three Sound
Recordings Plaintiff proposes that Craft owned the works either personally or through Speed,
and then transferred them via the 2004 Agreements, while Defendants maintain tat Spee
owned the works, and then transferred them via the Roulette Acquisition. Here too, hdwveever, t
competing theories both rely omultiple disputed issues of fact, all of which remain irresolgabl
by the Court at this juncture.

Plaintiff argues that the same (unproduced) written agreement betweenavaICraft
that vested Craft with ownership of the Happy Man Compos#isovested Craft with
ownership of the Happy Man Sound Recording. Pl.’s Br. &laintiff thus stake out the

position that, as the rightful owner of the Happy Man Composition and both the catalyst and

30 Theelements of common law copyriginfringement under New York law mirror the elements of federal
copyrightinfringement. See Escape Medid015 WL 1402049, at *4.
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financier for the Happy Man, Happy Soul, and Happy Soul with a Hook Sound Recordings, Craft
was the exclusive owner of those works up until the 2004 Agreenfeaésil. at 31-35.

Plaintiff's position again relies exclusively on Craft's deposition testimony. Cadpar
his vague responsesgardingthe Happy Man Composition, Crafttestimony with regard to
thesethree Sound Recordingsmarginallymore specificbut it ultimately remains a muddle
that iseasilyamenable t@onflicting interpretations For example, regarding the Happy Man
Sound Recording, Craft repeatedly testified that he ‘it fecording sessiptogeher,” “paid
for thestudio” and “paid of the session,” would “tell everybody [at the recording sessiat] w
they[could] do,” andspecifically recalledacquir[ing]” all rights in the recording from the
producer who owned the studio, Henry StoBeeDeclaration of Steven M. Kaplan (Doc. 122),
Ex. F (“Craft Tr.”),at 34-35, 48, 72—73, 78-79, 81.He also testifiedhowever, to having no
specific recollection of the Happy Man Sound Recording or its release on the &psle8ée
Declaration of Steven M. Kaplan (Doc. 123), Ex. G (“Craft Tr. kit)26-2432 When presented
with a cover of the “Land of Love” aloum by the Moon People that contained the Happy Soul
Sound Recording, Craft stated that all the songs on the album betorfged buthe also
disavowed involvement in the recosdelease, which he accredited to Stanley Lewis
unauthorized activitiesSeeCraft Tr.at112-15 Craft Tr. llat 32-35. Similarly, when shown
the Happy Soul with a Hook single release, Craft nttatlthe song title sounded “familiaand
claimed that he owned the song because it was credited to “Dave Cortez and the M@ Peo
but could not explain why hisame was listed as a producerthe single, could not recall

adding the additional organ track to the recording, and repeatedly disavowed all irerdlem

31 Craft's first deposition took place on October 18, 2011.

32 Craft's second deposition took place on December 4, 2013.
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the release of the single, again accusing Lewis of putting out one of Coalj's without
authorization.SeeCraft Tr.at 117-28, 143; Craft Tr. 1l at 36—38.

Plaintiff also tries to claim that Craft directtjaimedownership over these Sound
Recordings because Craftestimony (i) indicates that his business relationship with Stanley
Lewis was such that Lewis would own all of the “Latin” songs released dpted labeand
Craft would own all other songsleased on Spegdnd (ii)indicatesCrafts belief that the songs
at issue here were “rotkongs, not “Latin” songsSeePl.’s Br. at18-20 (citing Craft Tr. aB2—
33, 53-55, 59-60, 1)6see alscCraft Tr. Il at 68-69. This too is disputed by Defendants, who
agree that Craft never owned Latin music, but point to Mastdtements that the Happy Man
Sound Recording was “unquestionably Latin mudic Marin’s status as “one of the musical
artists at thdorefront of the Latin Boogaloo movement,” aiodthe fact that the Happy Man
Sound Recording was “widely known as Latin music” andinally recorded by thkatin Blues
Band. SeeMemorandum of Law in Further Support of Joint Motion for Partial Summary
Judgment (Doc. 149) (“Defs.’ Rep.”) 6<citing Marin Decl. 1-5).

As for Defendantstheory,it appeas to assum#hat the Speed record label obtained
ownership of the three Sound Recordings upon their creation. Befat 3-4;see alsdefs!
Oppn at 9 12 (arguing that Cra® only possibleclaim to ownershipn the Sound Recordings
would be through his partnership in Speed). Defendants do not articulate any specific
explanation for this assumption, but presumably rely on the fact that the Happy Nday, Ha
Soul, and Happy Soul with a Hook Sound Recordings were all released on the Speed label.
Defendants instegdmp right to the conclusion that the Sound Recordings were transferred from
Speed to Roulette in 1969 via the Roulette AcquisitiBead. While Defendants have been

unable to produce any written agreement documenting this transaction, they (glMarin’s
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declaration, which claims personal knowledge of the Roulette Acquisitiorfiiatite Billboard
Article from April 1969, whichreportsa transaction in which Ethnic Tapes, Inc., a division of
Roulette, “acquired the Speed catalo§éeDefs. 56.1 Counter at 24-25, Y 16-17; Billboard
Article.

Plaintiff disputeghat the Roulette Acquisitioevertook placeand createa genuine
issue of material fact in doing.sdn addition to the lack of any written agreem&rgft
explicitly testified that héneversold...any of [his] product” to Roulette and never had any
“contractual relations” with Roulette owner, Morris Levy. Craft Til at 45, 69.Craft also
admitted, however, that he had “heard” Stanley Lewis had transferred Speetigsaper
Roulette without Cra® required authorization. Craft Tr. at 89-91. Plaintiff also piggybacks on
Defendantsown assertion that the Roulette Acquisition involved only “Speed and Skavtire
Latin music catalog,Defs! 56.1 Counter at 24, I 16, again arguing that the Sound Recordings at
issue wereanot Latin music, and thus were not included in the Roukstiguisition as
Defendantsthemselves define itSeePl.’s Rep. at 91033

Yet another factual dispute exists with respect to the RotHatiea Agreement from
1975. Unlike the Roulette Acquisition, Defendants have produced an actual copy of the
agreement ahrepresent that the Happy Man, Happy Soul, Happy Soul with a Hook, and Hippy
Skippy Sound Recordings were among those assets transf8addefs! 56.1 Counter at 25,

18 (citing Livingston Decl. | 2); Rouletteania AgreementRather than disputedlrexistence of

33 Plaintiff also argues that both Marinrecollection and the Billboard Article are inadmissible hearsay upimtwh
the Court may nately at the summary judgment stage.’ PRep. at 910& n.9. Neither argument is availing,
however. Marihs recollection is not hearsay, because it is explicitly premised omhipersonal knowledge
gleaned from multiple sources of information ottiem Crafts previous statements to hirBeeMarin Decl. § 13

(“I learned that the sale had indeed gone through and | recall also seeingnmoéittin the industry trade papers”).
Furthermore, the Billboard Article is over twentgars old and is thusoth admissible under the “ancient
document” hearsay exception and srifthenticating.SeeFed. R. Evid. 803(16), 902(6). Plaintiff is free to ask this
Court to reconsider by moving limine for exclusion of any inadmissible evidence prior to trial.
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the agreement, Plaintiff instead plausibly contends that it did not actualty teiéetransfer of
these particular Sound Recording3srst, Plaintiff points out that thRouletteFania Agreement,
by its own express terms, applies onlyite following labels: “Tico,” “Alegre,” “Mardi Gra,”
and “Speed Swinger.SeePl.’s Rep. at 12 (citing Roulettéania Agreement at 1). Since the
Happy Man, Happy Soul, and Happy Soul with a Hook Sound Recordings were released only on
the Speed recordbal, and Defendants failed to adduce any evidence that “Speed Swmger”
the other three labels) was a synonym for “Spelethintiff argues that the Rouletk@ania
Agreement did not actually transfer those three Sound Recordohgst 12-13. Plaintiff also
points to Crafts testimony, in which harguably claims ignorance of any record label named
“Speed Swinger,” anthe testimony of Defendant Codiggdrincipal Garrett Livingston, in
which he fails to explain the basis for his belief that the four labels listed in the Retdiie
Agreement encapsulated all of the musical works owned by Roulette thatha#&rg in origin.
SeePl.’s Rep. at 13citing Craft Tr. Il at 49; Zarin Decl. 1l, Ex. RRLivingston Deposition)at
68—-84). Once gain, without the ability to weigh this competing evidence, the Court cannot
resolve this issue on summary judgment.

All told, the Court is unable to weigthl of thisconflicting evidence ahisstage. There
thusremains a significant number génuinassues of material fact as tthe pre-2004 ownership
of the Happy Man, Happy Soul, and Happy Soul with a Hook Sound Recordings.

3. Triable Issues Existas toPre-2004 Ownership of Hippy Skippy Composition and
Sound Recording

As works that were derivative of the original Happy Man Composition, the Hippy Skippy
CompositionandSound Recordingould not be validly copyrighted without authorization from
the owner of the underlying work. Under any theory of ownership proposed here, however, the

Hippy Skippy works were plainlgot authorizedy Marin, Craft, the Spee@cord labelor any
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other actor with a viable claim of ownership. Instead, it is undisputed that Hawthy Beote
the composition and assigned it to the Slewllpbesuant to a contract with Stanley Lewiand
no party even attempts to contend that such copying was authdfeeDefs. Oppn at 3-4
(noting both that Marin never transferred his ownership of the Happy Man Composition to
anyone and that Beatty aotled the Hippy Skippy CompositigriJl’s Br. at 28 n.10 (noting
Codigo’s admission that Marin never authorized Besttgmposition)Pl.'s 56.1 7 17-18
(noting that Craft was not aware of Be&tgomposition).

There is thus no doubt that a causeatioa exists to invalidate Eden1969 copyright
registration in the Hippy Skippy Composition, because it is undisputed that thiswas a
unauthorized derivative work. The rishthatthis cause of action belongs to the current owner
of the Happy Man Composition rights, which is of coursectr@raland disputed factual issue
in this case.CompareDefs! Rep.at 6-8 (arguing that Plaintiff has no standing to invalidate the
copyright registration because it has no ownership rights in the Happy Man Coomposith
Pl’s Rep. at #8 (arguing that the copyright registration should be invalidated becauseffPlainti
acquired the Happy Man Composition rights from Craft, who never authorized the $kjupy
Composition). For this reason, therefore, all copyrrghdated claims pertaining to the Hippy
Skippy Composition and Sound Recording cannot be resolved on summary judgment.

Additionally, the Court notes some additional disputed factual issues. Whit,
Defendants maintain that Slaawrights in the Hippy Skippy Sound Recording were transferred in
the Roulette Acquisition, DefsOpp n at5 (stating Roulette “acquired Speed and S$esvitire
Latin music catalog, which included...all of the other Sound Recordings identified dbee”
Billboard Articlereporting the acquisition does not mention Slew at all and was published in

April 1969, while Defendants assert that it was not until December 1969 that Slew recorded and
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released the Hippy Skippy Sound Recordidg,Second, the same faal issue that exists
regarding the RoulettEania Agreement, discussed abdYapplies equally to the Hippy Skippy
Sound Recording, which was released only on the Slew and Roulette labels, neithehof whi
were expressly listed in the terms of the RdaelEfinia AgreementSeePl.’s Rep. at 12-13
(citing RouletteFania Agreement at 1).

4. Triable Issues Existas to the Enforceability ofthe 2004 Agreements

It is undisputed that every one of Plaingf&ffirmative claims turns on the validity and
enforceabity of the 2004 Agreements between Plaintiff and Cr&fefendants and Cratft, in
opposing Plaintiffs summary judgmenmotion, together argue that there remain genuine issues
of material fact with respect to (i) whether Craft actually entered int@theber 2004
Agreementand (ii) whether Craft can prevail on three affirmative defenfasd in the
execution, undue influence, andclean handsSeeDefs! Br at 6-13; Defs.’Rep.at 1-4; Craft
Br. at 5-17. The Court finds th&tiable issues remain only with regard to the affirmative
defenses of fraud in the execution and unclean hands.

First, with respect tbasic issues afontract formation, both Defendants and Craft go to
great lengths tattempt toconvince the Court that Craft’s deposition testimony is best construed
as denying that he ever entered the 2004 Agreem8etCraft Br. at 56; Defs! Rep.at 2-4.
That may be so, but critically, thescposttestimonyis the only evidence that these parties rely
on when arguing th&raft rever executed th2004 AgreementsThe partiesio not disputefor
examplethatthe contracs material termare stated ificlear and unequivocal languag&yhich
meanghe Court cannot conclude that the partsied tomanifest intent to bbound. See

McNamara v. Tourneau, Incd64 F. Supp. 2d 232, 238 (S.D.N.Y. 2008)o determine if the

34 See supral.B.2.
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parties agreed on a contracinaterial terms, New York courts must first look to the written
contract to assess whether it contains clear and unequivocal language er Wigcthinguage is
ambiguous such that the parties could reasonably interpret it in different)waiation

omitted) And while Craftsurely testified that he never entered into or sighed2004
Agreements, neither Defendants nor Crafiliexly argue thathe signatures on the documents
themselves were forgemt argue that copies of the documents submitted to the Court are
inauthentic, let alone provide evidence of either contention. To the contitreng,isno
evidentiarybasison which to conclude that the signatures on the 2004 Agreements do not belong
to Craft3® and Defendants and Craft have no explanation for@@ft himselfwas able to
produce the fully executed October 2004 Agreement from his own files during discotasy
case SeePl.s Br. at 14. Craft s self-serving deposition testimony standing alontheyefore

not sufficient to create a triable issue of fastto whether Craft executdte 2004 Agreements,
where no party argues that the contradsnot contain both Craft’signature and clear,
unambiguous termsCf. TD Bank, N.A. v. Piccolo Mondo 21st Century,,|849 N.Y.S.2d 444,
446 (N.Y. App. Div. 2012)“Something more than a bald assertion of forgery is required to
create an issue of fact contestthg authenticityof a signaturg). Craft is“bound by a contract

[he] has signetabsent “special circumstancesiétchkop v. Woodlawn at Grassmere, |Jid.6

35The closest Craft ever got to questioning the validity of his signatwiedn he stated at one point during his
deposition that the signature “do&siook like mine...it doest look right. | cart tell if the signature-they did a
good copying job if they did it, but lots of people do that stuff.” Craft Tr. at-882 When shown the signature on
the 2004 Amendment, he also stated, “I'ddmnk it's mine.” Id. at 188-89. The Court notes, however, that no
party in its briefing hateveraged these two snippets of testimony to explicitly argue thatghatures on the 2004
Agreements were forged, nor has any corroborative evidence of foeggrah expert report or other Craft
signatures) been submitted. Craft also had ampertymity to explicitly assert an accusation of forgery
throughout both of his depositions, and never did so. Furthermore, angrigisgly given the overall nature of his
testimony, Craft also testified that the very same signature on thbed@@04Agreement “looks like my
signature.”ld. at 174:57. The Court concludes that the clear upshot of Gredstimony is that he simply does not
recall whether the signature is his or nBee, e.g.Craft Tr. at 174 (“| never signed this to Tuf, did IZarit
remember.”)jd. at 175 (Q: Do you recall signing an agreement with TufAmerica in OctdbeAoNo.); id. at
177-78 (denying all recollection of entering into the 2004 Agreement).
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F.3d 28, 34 (2d Cir. 1997), “regardless of higilure o read and understand its teririS¢oline,
Inc. v. Local Union No. 18f Intl Ass’'n of Heat & Frost Insulators & Asbestos Workers, AFL-
CIO, 271 Fed. Appx. 70, 72 (2d Cir. 20(8)tation and internal quotation marks omitted)
Under New York law, a party who signs a contiactconclusively presumed to know its
contents and to assent to théngtate Bank v. Star Diamonds, In@01 F. Supp. 177, 179
(S.D.N.Y. 1995) (quoting/letzger v. Aetna Ins. Gdl25 N.E. 814, 816\.Y. 1920));see also
Arakawa v. Japan Network Grp6 F. Supp. 2d 349, 352 (S.D.N.Y. 19¢€&9me).

That Craftsignedthe 2004 Agreements does not preclude them from being held as void
based on proof of some fraudulent or wrongful conduadlaintiffs part, however.See e.qg,
Da Silva v. Musso428 N.E.2d 382, 38a\(Y. 1981)(“Under long accepted principles one who
signs a document igpsent fraud or other wrongful act of the other contracting pdtyind by
its contents.”Yemphasis added)logether, Defendants and Craft argue that three affirmative
defenses apply tdeem the 2004 Agreements unenforceable: (i) fraud in the execution, (ii)
undue influence, and (iii) unclean hand@.aft Br. at 8; Def$.Br. at 10-12.

a. Fraud in the Execution

“Fraud in the execution occurs where there'imigrepresentation as to the character or
essentibterms of a proposed contracd a party sigs without knowing or having a
‘reasonable opportunity to know of its character or essential tériHgtchkop 116 F.3cat 31+
32 (quotingRestatement (Second) of Contrag@ts63commenta (1981). “Fraud in the
execution prevents the parties from achieving mutual assent and, thus, preventgeth&qrart
forming a valid contract.”’Allen v. Chanel, In¢.No. 12 Civ. 675§LAP), 2015 WL 3938096, at
*7 (S.D.N.Y. June 26, 2015%ee also Hetchko@d 16 F.3d at 32 (“[F]raud in the execution, if

established, renders a purported agreementaliditio.”) (citations omitted) It is an
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affirmative defense, for which the defense would bear the burden of proof.aS&& rs. of
Widfare Fund & Pension Fund of Local No. One, LA.T.S.E. v. A. Terzi Prods.Nec97 Civ.
8262 (MGC), 1999 WL 33870, at *1 (S.D.N.Y. Jan. 25, 1988ing Hetchkop 116 F.3d at 31,
33). But it is“only a defense to enforcement where the signer was not negligent in failing t
read thedocument he signed.Schaeffer v. KessleNo. 12 Civ. 8576FKC), 2013 WL
1155587, at *7 (S.D.N.Y. Mar. 20, 201@)jtations omitted).

Craft highlightsfour draft d@umentsproduced by Plaintiff in discovergachentitled
“Deal Memo,” which predated the 2004 Agreements and purportedly were given to Craft in
order to inform him of the core terms of the transaction (collectively, the ‘deados”). See
Craft Br. at8-9; Declaration of Peter T. Salzler (Doc. 141) (“Salzler Decl.”), Ex. M (Deal
Memos) Each Deal Memo, the latest of which is dated October 25, 2004, states that Craft was
to conveyonly 50%o0f hisrightsin severspecificalbums,n exchange for &500advance and
a $1000 per-album payment upon physical production of each of the seven aléums.
Similarly, a document dated October 5, 2004 that appears to be a draft of the afeg(the
“Draft Agreement”) alsmbligatesCraftto conveyonly 50%of his rights, but this document
purports to coveall musical compositions and sound recorditigg Craft owned all in
exchange for a $2000 advance. Salzler Decl., EXrf{ Agreement).Thefinal October 2004
Agreementhowever, obligated Craft to conv&90%of his rights in all musical compositions
and sound recordings that he owhedtheexactsame consideration outlined in the Deal
Memos, leadingraftto accusePlaintiff of a “surreptitious switching of materiarms”
constitutingfraud in the execution. Craft Br. at 9 (citirgtchkop 116 F.3dat 32 (“[T]he
defense may apply to the substitution of a document of the same kind where the new document

introduced important terms that were materially different froaosé to which the party had
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agreed.”)*® Neither Plaintiff in its briefing nor Fuchs during lisposition has provideal
coherent or plausible explanation for the fact that the percentage of ownership darhl&0%

in the Deal Memos to 100% in the final October 2004 Agreement, without any corresponding
change in consideratiorSeeFuchs Tr. at 145-49; Defs.’ Br. at $0.There is also no

explanation for why the Deal Memos were limited to seven specific albumeseas both the
Draft Agreement and the fin@lctober 2004 Agreemenbligated Craft to transfer rights il
musical works in which he had an inter&st.

Plaintiff repliesthatthe Deal Memos cannot form the basis of a fraud theecguse
there is no evidence that Craft was ever sent the Deal M@aiosing to the fact tha€raft
explicitly testified that he had never seen them, and Fuchs (Plamfficipal) testified that he
had no recollection of sending them to Cr&8tePl.’s Rep. at 15.This is at least a disputed
factual issue, howeverfor one thing, discovery produced an unsigned letter whitémuchs

and addressed to Craft, dated October 25, 2004, in which Fuchs writes that he “sqra pfeslft

36 Craft also argues that a fraudulent switching of material tesotsplace because (i) the Draft Agreement
obligated Craft to transfer the works listed on Schedule C only “to teat&kxe had such interest, whereas (ii) the
final October 2004 Agreement obligated Craft to transfer all works list&tbhadule C withat the “to the extent”
caveat, despite the undisputed fact that Plaintiff and Craft did not #reindividual titles of the works listed in
Schedule C at the time of executidBeeCraft Br. at 11. This does not rise to the level of a fraudulent switch
because, as Cradtbrief points out, the final October 2004 Agreement (like the Bygrieement) only obligated
Craft to warrant that he owned the works listed in Schedules A arat Bchedule Cld. Thus, the fact that the
final agreement omitted ¢h‘to the extent” clause was not actually a switch in material terms, becafsadver
had to warrant ownership of the Schedule C works under either verdiom afreement. Furthermore, the
argument is premised on a faulty reading of both the dndftlze final agreement, both of which clearly obligated
Cratft to transfer rights iall of the works he owned, “including but not limited to” the works listedhéthree
attached schedules. Again, then, the fact that the “to the extent” clause wed didinot alter Craf$ substantive
obligations at all, because in both the draft and final agreementsshdtimzately required to transfer rights in all of
the works he actually owned, whether or not they were specificatiy st any of the schedsle

37 Similarly, Craft purportedly conveyed his rights in the Speed tradewathe 2004 Amendment for no
additional consideration, which Fuchs was also unable to exaier-uchs Tr. at 1545.

38 During his testimony, Fuchs implausibly claimedtthtleast the final Deal Memo is best interpreted as applying
to all musical works that Craft owned, not just the seven albums liSeg-uchs Tr. at 11:20. No reasonable

juror could so conclude given the language of the Deal Memos, which plaiitytihe transaction to the seven
specific albums listed within the memaos.
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memo via the mail last week,” but that Craft should “disregard” that memo and loaleto a
version of the memo that was “more complete” and enclogbdhe letter. Salzler Decl., EX.
L. Fuchs also testified that he hetnighly seven separate meetingth Craft during which the
two negotiated deal terms, which suggests that at least the substance of the Deaindmsmo
communicated to Craft at sorpeint. Fuchs Tr. at 48—-58ee also idat 68-69 (stating Fuchs’
view of the importance of conveying terms of the deal to Cidftat 75:14-17 (“| have never
created a deal point in the presentation of a contract that hadn’t been discussed \thir the o
party in advance.”). Moreover, Craft testified that the only agreemeadtually recalled
entering into with Plaintiftontainederms that resemble tiherms in theDeal Memos, again
suggesting that Craft at least contemplated the substance@¢ah®&emos during negotiations.
SeeCraft Tr. at 16369, 19598 (discussingv]ery limited” deal with Plaintiff for “about six
records$ in which Plaintiff would have limited use of master recordifagsfour to five yearsn
exchange for royalties); Craft Tr. [l @8-64 (testifying that his deal with Plaintiff was for “old
stuff” that was not explicitly discussed at deposition).

Plaintiff also arguethat the fraudn-the-execution defense cannot prevail because there
is no proof ofCraft s “excusable ignorance of therdents of the writing signedyhich is a
required element of the defengdetchkop 116 F.3d at 3%citations omitted)see alsdl.s Rep.
at 15-16. “Proving excusable ignorance requires a showing that the party saitisfirsic
responsibility of reading what it signedMcCaddin v. Se. Marine Inc567 F. Supp. 2d 373,
380 (E.D.N.Y. 2008) (citation and internal quotatroarks omitted).“Excusable ignorance may
be proven by presenting evidence that someone secretly changed an importantherm of

contract before the ignorant party signed it, and that the ignorant partg Ec&asonable
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opportunity to learmf the change before signing&. Tezi Prods., Inc, 1999 WL 33870, at *2
(citing Hetchkop 116 F.3d at 31-32).

There remains a genuine issue of fact as to whetheraforance of the terms of the
October 2004 Agreement was excusable and not negligent. Plaintiff argues tha ticer
evidence that Craft read the Draft Agreement and, even if he did, it was dé&bberC; 2004,
meaning Craft had a reasonable opportunity in the three-week period between thediti@ft
final October 2004 Agreement, dated October 27, 2004, to review the final terngssRdl.’at
15-16 & n.17.But the Court reiterates that Craft recalled signing a deal containing terms that
resembled both the terms in the Deal Memos and the DrafeAwgng and notably, the final
Deal Memo was dated and arguably mailed to G@nalft two daysefore the final agreement
was signed. Salzler Decl., Ex. Craft Tr. at 16369, 195-98; Craft Tr. Il at 64. In addition,
Craft s testimony demonstrates his belief that he thought he was signing a much mode limite
deal—much closer to the one outlined in the Deal Memtisar the agreement that Plaintiff
eventually provided to hirfor signing See, e.gCraft Tr. at 19598 tatingthat theOctober
2004 Agreemeritdoesrit even say the sondhat| legally gave them to put out”)d. at 199—-200
(statingthat Fuchs “never sent you the deal tieatly | made with him”). This testimony and
the Deal Memos themselves create a factual disputevaisether Craft intended to agree to the
much more limited terms that he had been negotiatittyFuchs up to two days before he
actually signed the final documeritdaving potentially seen a draft of the full agreement on or
after October 5th, and repedty seen and/odiscussed specific terms wiltuchs in the ensuing
weeks Craft may not have beemegligent in failing to identifghe small but significant changes

made to the finaDctober 2004 Agreemehefore he signed it.
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The enforceability of the 2004 Agreements thus remains a disputed issue to be resolved at
trial, because Defendants and Craft may be able to convince a reasonable julesitat,
Crafts signature on the final documents, the execution of those documents was fraudulent due to
Plaintiff s misrepresentation of the essential terms.

b. Undue Influence

To support both his affirmative claim for rescission and his affirmative deseeseng
to vitiatethe 2004 Agreements, Craft argues that he was essentially ¢a@a@signing the
agreements by virtue of Plaintgf‘undue influence.” Craft Br. at 11-1&raft Answer 1 103
08 (alleging that Plaintiffunduly influenced Craft into entering into th@dtobet 2004
Agreemenby utilizing its prior relationship witlCraft so that he did not seek counsel to help
negotiate an agreement that he did not fully understanthdér New York law, a party
claiming that it was unduly influenced to enter a contractual relationship must thiaivt
contracted undernrcumstances indicating that a relationship of control existed and that the
strongerof the two parties had exed influence over the other destroy the weaker patg/free
will and substitute for it the will of the [other].Sun Forest Corp. v. Shyill52 F. Supp. 2d 367,
393 (S.D.N.Y. 2001) (citation and internal quotation marks omitted). “The burden is Hé&dvy:
party seeking to invalidate a contract must demonstrate that it was manipulateghimigp &
contract as a caequence of conduct worse than ‘even pressure, no matter holelbadse
‘undue influence is tantamount to a species of cheadtirld.’(quotingKazaras v. Mfs. Tr. Co,
164 N.Y.S.2d 211, 221 (N.Y. App. Div. 1957)). “Moreover, a court considering an undue
influence defese must findhat there wasanadvantage sought and obtained for the actor or

another in whom he has an interéstd. (QquotingKazaras 164 N.Y.S. at 220
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Craft supports his position by arguing that Fuchs, who admitted to having &long-
business relationship with Craft and meeting alone with him many times dineii®90s and
2000s, “knew or should have known” ti@2daft, an 84 yeaold in 2004, “was susceapte to
‘confusion, forgetfulness, and influence in his decision makKigcharacterization taken from
an affidavit submitted in this litigation by Craftdaughter, Carrie Craft. Craft Br. at 12 (quoting
Affidavit of Carrie Craft (Doc. 143))Craft further notes that he was not supported by counsel
during the negotiations leading up to the 2004 Agreements, and reiterates the adledjaerit
termswitching among the Deal Memos, Draft Agreement, and final agreementsithatehis
fraud-in-the-execuion defense discussed abovd. at 12-13. Craft also maintains that undue
influence can be inferred from the lopsided terms of the final deal—namely, tlzerlount of
total consideratiod? a “far from standard” clause in which Craft expressly “warrants that he
understands all of the terms and conditions of this contract,” and the inclusion of individual
“famous” songs that “TufAmerica knew Craft could not possibly have owned and has now
adnitted that TufAmerica does not owA%’Id. (quoting October 2004 Agreemeatt§ 11).

As the above makes clear, all of Crafévidence of undue influence is circumstantial.
“Although undue influence may be established through circumstantial evideokes\sdence
must be of a substantial nature, and an inference of undue influence cannot be reasmmably dr
from circumstances when they are not incdesiswith a contrary inferencefh re Favalorq
942 N.Y.S.2d 579, 583 (N.Y. App. Div. 201@jtatiors and internal quotation marks omitted).

“Furthermore, [a] mere showing of opportunity and even of a motive to exercise unduecaflue

39“The principle that courts will not examine the sufficiency of consitien appliesexcept as bearing upon undue
influence!” Shvili, 152 F. Supp. 2d at 393 (quotiGgwee v. Cmell, 75 N.Y. 91 (1878)).

40 Craft identifies “Last Train to Clarksville,” “Going Out of My Head,” “Dou Know the Way to San Jose,”
“Midnight Hour,” and “Sweet Soul Music.”
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does not justify a submission of that issue to the jury, unless there is in ddfjieordence that
such influence was actually utilized Id. (citations and internal quotation marks omitted).

Here, Cratft fails to present evidence that undue influence was actually utidate
circumstantial evidenceay demonstratihat Fuchs had the motive and opportunity to coerce
Craft,and may even show that Crafas tricked into signing an agreement that he dichasént
to, it does not show that Fuchs went beyond mere pressusxaraisedactual dominion over
Craft, forang him to sign a document against his free w8keeHearst v. Hearst857 N.Y.S.2d
596, 600 (N.Y. App. Div. 2008yequiring ‘evidene that a defendarstinfluenceamounted to a
moral coercion, which restrained independent action and destroyed free ‘ageeeidence
that ‘importunity which could not be resisted” forced the couptaty to ‘do that which was
against his [or her] free will and desire, but which he [or she] was unable to refosenarak to
resist”) (citations and internal quotation rekaromitted) Both Crafts counterclaim and
affirmative defense based on undue influence must therefore fall to summargndgm

c. Unclean Hands

Finally, Craft argues that Plaintiff three claims for equitable relief asserted against hi
(two for declaratory judgment and one for an injunction) are barred by the doctrinel@hmn
hands. Craft Br. at 1874. “The doctrine of unclean hands applies when the complaining party
shows that the offending party is guilty of immoral, unconscionable conduct and even then onl
when the conduct relied on is directly related to the subject matter in litigatiadheapdrty
seeking to invoke the doctrine was injured by such condu@enger v. Gengei76 F. Supp. 3d
488, 502 (S.D.N.Y. 2015) (quotirkppsidas v. Krokqsr42 N.Y.S.2d 342, 344 (N.Y. App. Div.

2002)).

44



Case 1:11-cv-01434-ER Document 159 Filed 02/16/16 Page 45 of 57

In support of his clainnCraft relies primarily on the same evidence and arguments used
to support his fraudx-the-executon and undu@afluence defenses, and also argues that an
uncleanhandsdefense is supported by the fact that Plaistdbunsel represented Craft during
his first deposition in this case, only to later withdraw from representatioadzh@raft as a
defendant after he repudiated the 2004 Agreements during the depdSiadtBr. at 16-17.
Since the Court has already determined that there are genuine issues of faatevith respect
to whether Plaintiff fraudulehyt switched the terms of the final 2004 Agreememid secured
Crafts unknowing signature—conduct that, if proven, is both direeiigted to this litigation
and relied upon by Crafo his detriment-the Court declines Plainti§ request to strike this
affirmative defense, and holds that there remain triable issues as to wtlathsff' s equitable
claimsagainst Craft are barred by the doctrine of unclean hands.

d. Craft’s Contract Counterclaims

Plaintiff has moved for summary judgment on Ceaftiree counterclaims pertaining to
the 2004 Agreements and another, unprodlicedsingagreement purportedly executed
between Plaintiff and CraftPl.'s Br. at 43.

The Court has already determined that no genuine issues of fact exist & 0 Cra
contention that he was unduly influenced to enter into the October 2004 Agreéirsefitst
counterclaim seekingescission based on undue influence musetbee fall to summary
judgment for that reason.

Crafts second counterclaim is for breach of contract, andoitdmisedon the theory
that, if the Court were to find that the October 28@f#eement were effective, Plaintiff has
nevertheless breached its obligation urtdat agreemerto (i) “compute and pay certain

royalties to Craft,” and (ii) “to exploit the compositions and sound recordingscstibjene
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[October]2004 Agreement” beyond timeererelease of “three vinyl aloums in over six years,”
the only such exploitation by Plaintiff that has taken place to dataft Answer {{ 10913. As
Plaintiff rightly argues there is no term in the October 2004 Agreentiagit obligates Plaintiff to
exploit the transferred works with any sort of frequency, or indeed to exploit tke waitoall.
SeePl.’s Br. at 46. There is, however, an undisputed obligation to pay royalties in the event of
such exploitation, and theremnains adisputed factual issue as to whether Craft was paid
royalties owed to him under the agreemeterms. CompareZarin Decl., Ex. V (royalty
statement crediting $2,765.24 in royalties against Gréf,000 advance)yith Craft Tr. 168,

185 (Craft &stimony stating that he was never paid royalties owed under limited licenalipg de
andid. at 19598 (Craft testimony stating that he does not recognize royalty stajement
Summary judgment is thus denied on Craft’s second counterclaim, but onlyetdehethat it is
premised on failure to pay royalties.

Craft says that his third counterclaim refers to Plaistbifeach of its obligations under a
“shorttermlicensing agreemehto which Craft referrediuring deposition, but has never been
produced. Craft Br. at 7. Craft does not build on his sparse testimony with any atlditiona
evidence or argumeniVithout the benefit of the agreement itself, anth only the aid of
Crafts vague allusions tanagreementhat say nothing about specific terms of the parties’
respective obligations, no reasonable juror could find that Plamliffole for breach of
contract The Court will therefore grant summary judgment on Grdlftird counterclaim.

5. There Are No Triable Issues Distinct to Pos2004 Agreements

While Plaintiffs theory of title to the musical works culminates in the 2004 Agreements,
Defendantstheory relies on a trio of po&004 Agreements that Plaintiff attemptscadl into

guestion. Nonef Plaintiff s arguments, however, raises triable issues thalistrectfrom the
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factual disputesver the contested pre-2004 ownership of the works in question. In other words,
these three agreements are clear and unambiguous on their own terms, andisbaabnat

remains is whether the purported transferor in each respective agreentintovatiedthe

works being transferred prior to that agreement.

Sonido-Emusica Agreement: First, Plaintiff argues that tifeonidoEmusica Agreement
from 2005 did “not purport to transfanyof the sound recordings or musical compositions at
issue” because those ks were nospecificallyincluded in the section of the agreement titled
“Acquired Assets.” Pls Br. at 37;see alsd®l.’s 56.1 { 68. Defendants rightfully point out,
however, thafi) the agreemertontains a catchll provision plainly stating thahe agreement
effects a transfer of all @onidos assets, even if thAcquired Assetssection does not
represent a comprehensive listing of said assets, and (ii) the agrepeahcally lists Fania as
one of the record labels owned by Soni&eeDefs.” 56.1 Counter § 68 (citing Sonidémusica
Agreement88 1.1, 1.2 & p.1).Plaintiff fails to rebuthesepoints and thus fails to create a
triable issue pertaining to ti@onidoEmusica AgreementSeePl.s Rep. at 11-12 (responding
only by arguing that Fania did not acquire the works at issue in 1975). Thus, settingeside t
many factual disputes regarding chairtitle prior to 2004 there isnodistincttriable issue with
respect to the meaning and effetthe SoniddEmusica Agreement.

Marin -Emusica Agreement: The only attack Plaintiff makes dhe validity of the
Marin-Emusica Agreement from 20@¥to questiorwhether Marin actually owned the Happy
Man Compositionn the first instance Pl.’s Rep. at 11. This is of course a disputed issue
fact, but it does not call into question the purported meaning or effect of the agreenifent itse

EmusicaCodigo Agreement: Plaintiff attemptsafamiliar argumentvith respect to the

EmusicaCodigo Agreement from 2008rguingthat the annexed scheduwf musical
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compositions does ngpecificallyinclude the Happy Man, Happy Soul, Happy Soul with a
Hook, or Hippy Skippy Compositions, and thus the agreement did not effectuate a transfer of
said compositions from Emusica to Codigo. Pl.’s Br. at 37ce@gain, however, the agreement
contains very clear catelll languagemanifestingan intent to transfer all of Emusisaassets,
including the administrative rightsbtained via the Marin-Emusica Agreement, whether or not
such assets are specificallytéid on attached scheduleéSeeEmusicaCodigo Agreement §1.1
(defining “Acquired Assets” to includeali of Sellersassets, properties, goodwill and business,”
“including” the musical compositions listed on Schedule 1.1(b), “all contracts, agresme
licenses or arrangements by wh@#llers have obtained or would in the future obtain rights
to...Compositions or the saces orcooperation of songwriters or co-publisheend ‘“all rights
of administration of Sellers in respect of any Composition&9ain setting aside factual
disputes about the pre-200dainof-title, there are no distinct triable issue with respecthe
meaning and effeaf the Emusica-Codigo Agreement.
C. Trademark Claims

1. TriableIssues Exist as t&&peed TrademarkClaims

Plaintiff's secad causeof action andefendant Codigs third counterclainseek relief
based on infringement of the Speed trademark. Plaintiff's claim is broughtNeaeY ork
common law, while Defendant Codigo’s counterclaim is brought under the federahi&uba
Furthermore, Plaintif§ seventh cause of action seeks ayjudnt declaring Plaintiff to be the
rightful owner of the Speed trademark. Plaintiff has moved for summary judgmeefemdant
Codigo’s Lanham Act counterclaim, and Defendant Codigo has moved for summangjudg

on both Plaintiffs common law infringelent claim andts claim for declaratory judgment.
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“The elements of a federal trademarkingement claim and a New Yorknfair competition
claim are almost indistinguishabkxcept that New York requires additional element of bad
faith” and proof of actual confusion if monelamages are soughtouis Vuitton Malletier, S.A.
v. Hyundai Motor Am.No. 10 Civ. 1611RKC), 2012 WL 1022247, at *20 (S.D.N.Y. Mar. 22,
2012) ¢itation and internal quotation marks omijteske alscAdvance Magazine Publishers,
Inc. v. Norris 627 F. Supp. 2d 103, 112 (S.D.N.Y. 2008)he elements of Defendahts
common law claims for trademark infringement and unfair competition are similaito th
federal claims, except that New York unfair competition law also requiresnarghof actual
confusion and bad faith befoneonetary relief maybe award&d(citing Real News Project, Inc.
v. Indep. World Television, IndNo. 06 Civ. 4322 (GEL), 2008 WL 2229830, at *5-6 (S.D.N.Y.
May 27, 2008)Nabisco v. Warner-Lambert C&2 F. Supp. 2d 690, 702 (S.D.N.Y. 1999))
(internal quotation marks omittedY.hus,Plaintiff's claim for declaratory judgment and
Defendant Codig® counterclaim under the Lanham Act require proofttieparty asserting
the claim(1) owned a validnd protectable trademark in the “Speed” name, andi{3p,"
whether it was probable that consumers would be confused” by the opposing psetgf that
trademark.SeeNorris, 627 F. Supp. 2d at 112 (citigavin Corp. v. Savin Grp391 F.3d 439,
456 (2d Cir. 2004)). In addition, Plaintéfcommon law clainfior trademark infringement, to
the extent it seeks money damages, requires proof that (i) consumeestuatly confusethy
Defendant Codigs use of the Speed trademark (beyond a iteiéhood of confusion), ofii)
that Defendant Codigo showed bad faith in its unauthorized use of the fBarkfaith
generally refers to an attempt by a junior user of a mark to exploit the gd@heavileputation of

a senior user by adopting the mark with the intent to sow confusion between the two companies’

49



Case 1:11-cv-01434-ER Document 159 Filed 02/16/16 Page 50 of 57

products.” KatiRoll Co. v. Kati Junction, Inc33 F. Supp. 3d 359, 368 (S.D.N.Y. 2014) (quoting
Star Indus., Inc. v. Bacardi & Co412 F.3d 373, 388 (2d Cir. 2005)

Both parties exert littleo-no effort marshalling evidence in support of theademark
related claims.Because both sides argue that the Speed trademark was transferred via the same,
largely contested chaiof-title as the Sound Recordings, however, disputed issues oéfaain
asto the first element of all thieademark claims heree., whether the complainant actually
owns a valid and protectable trademark in the Speed name. Thus, none of the following are
amenable to resolution on summary judgment: (i) Plasmmmon lav infringement claim, to
the extent it seeks an injunction, Compl. 1 50 (seeking both monetary and injunctive(ni¢lief)
Plaintiff's request for a declaratory judgment that it owns the Speed trademark,)and (iii
Defendant Codigas federatrademark infmgement claim.

Assumingarguendg however, that Plaintiff was the rightful owner of the Speed
trademark, o reasonable juror could award Plaintiff money damégess common law
infringement claimpecause that claim requires proof of bad faith and/or actual conthsiois
non-existent on this record. The Court thus grants Defendant Codigo’s motion for summary
judgment on Plaintif6 second cause of action, but only to the extent that claim seeks money
damages.

2. No Triable Issues Exist as t®efendant Codigds Lanham Act Claims Regarding
the Musical Compositions and Sound Recordings

Defendant Codig® third counterclainunder the Lanham Act purports to apply not only
to the Speed trademark, but also to the musical compositions and souddhgscat issue here.
Codigo Answer at 20] 62. The claim ‘alleges a violation of § 43(a) of the Lanham Act, 15
U.S.C. § 1125(a), which prohibits false designations of origin of goods in interstatesocenm

The main goal of § 43(a) of the Lanham Act is to prevent consumer confusion regarding the
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source of the goods or services producesiin Trading Distrib. Co. v. Evidence Music, |nc.
980 F. Supp. 722, 726-27 (S.D.N.Y. 1963)ing Thompson MedCo. v. Pfizer, InG.753 F.2d
208, 215 (2d Cir. 1985)).

Although there are various types of Lanham Act claims, the only conceivaloie clai
Defendant Codigo could be forwarding here is a claim for “reverse palmingefhich
“occurs when the wrongdoer eliminates the designation of source from the papriofffuct
and sells that product under its own ndmiel. at 727 (citingLipton v. Nature Cq.71 F.3d 464,
473 (2d Cir. 1995). Reverse passing dffarms the originator of the migdtified product
because he isvoluntarily deprived of the advertising value of [his] name and of the goodwill
that otherwise would stem from public knowledge of the true source of the satigfarctduct.”
Id. (citation and internal quotation marks omittetiJ.o establish a Lanham Act violatimased
on ‘reverse passingff,” the plaintiff must prove that (1) the product at issue originated with
plaintiff, (2) the origin of the product was falsely designated by the defen8atitg(false
designation of origin was likely to cause consumer confusion, and (4) the plaagiffarmed
by the defendard false designation of origin.Td. (citing Lipton, 71 F.3d at 473).

Plaintiff argues that the Lanham Act does not extend to musical compositiossBrPI.
at 41. That is not quite right. It is true that “a musical composition cannot be pratedted
own trademarkunder the Lanham Act.EMI Catalogue P’ship v. Hill, Holliday, Connors,
Cosmopulos, In¢228 F.3d 56, 64 (2d Cir. 2000) (emphaxigled; see alsod. (“The different,
source-identifying function of trademarks requires that a trademark in aaincsmeposition not
be coextensive with the music itself.”But like many other types of creative works protectable

by the copyright lawssuch as graphic degns,musical compositions may becomsficiently

41 Plaintiff also assumes that Defendant Codigseerts a Lanham Act claim for “reverse palming off,” Pl.’s Br. at
41-42, which Codigo never refuted in its subsequent briefing.
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associated with a particular product or producer so as to garner trademack@roteee

Oliveira v. Frito-Lay, Inc, 251 F.3d 56, 61 (2d Cir. 200¢We can see no reason why a musical
composition should be ineligible to serve as a symbol or device to identify a peysod&sor
services). That said, Defendant Codigo has not pointed to a single piece of evidence
demonstratingji) that the two Compositions here originated with Codigseovel to identify a
particular good or servicéj) that Plaintiff falsely designated the origin of the two
Compositionser (iii) that Plaintiffs use of the works has caused a likelihood of consumer
confusion. Seel5 U.S.C. § 1127 (defining trademark as a symbol or device usetbtaify

and distinguish...goods”Bun Trading980 F. Supp. at 729 (granting summary judgment where
plaintiff neither offeredevidence of actual consumer confusion that has or will result in harm to
the plaintiff, nor “raised an issuef fact as to the likelihood of consumer confusioneassential
element of the claim”).

The same paucity of evidence precluBefendant Codige Lanham Act claim as it
relates to sound recordings, and for the same reasons. No reasonable juror cthdad thred
Sound Recordings at issue here are associated with Defémigb as a producer of goods,

i.e., that a valid trademark existeat, that Plaintiff misrepresented the source of the Sound
Recordingsn a manner likely taonfuse consumers as to the source of those recordhegs.
e.g, Agee v. Paramount Comims, Inc, 59 F.3d 317, 327 (2d Cir. 199&)ismissing Lanham
Act claim based solely on fact that defendant “made unauthorized use” of sound recording
without paymat of royalty or propecredit because there was no allegation that defendant
“intentionally used” sound recording “to deceive the public, nor is there atuafatlegation
that the public was in any way confused as to the source of the sound reesrdingsult of

[defendants] failure to attribute that recording to [plaintiff]'ffreeplay Music, Inc. v. Cox
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Radio, Inc, 409 F. Supp. 2d 259, 263—-64 (S.D.N.Y. 20@tsmissingL,anham Act claim “based
on the very acts of producing and broadcasting allegedly infringing works thatHerfactual
undepinning of its copyright claimg?”

Both of Defendant Codige’Lanham Act clais also failfor another reason. Because
Defendant Codigo seeks money damages, Codigo Answerff 88,65, ‘it is required either
to proffer evidence of actual consumer confusion, or to proffer evidence of decemnte int
which results in a presumption of consumer confusidZ Bowz, L.L.C. v. Prof’l Prod.
ResearclCo. No. 00 Civ. 8670 (LTS), 2005 WL 535065, at *12 (S.D.N.Y. Mar. 8, 208#y
alsoGuthrie Healthcare Sys. v. ContextMedia, 0. 12 Civ. 7992KBF), 2014 WL 185222,
at*5 (S.D.N.Y. Jan. 16, 2014). Defendant Codigo has failed to set forth any evidence on this
score, and thus has failed to raise a genigsiee of material fact to survive summary judgment
on its Lanham Act claims for money damag&ge EZ Bowz 2005 WL 535065, at *12
(granting summary judgment where compéadrfailed to proffer‘sufficient evidence for a
rational factfinder to conclude that there was actual consumer confusion falefleatdant]
intended to deceive the public and engaged in deliberate conduct of an egregiou} sature”
also Mapinfo Corp. v. Spatial Rengg ConsultantsNo. 02 Civ. 1008[RH), 2006 WL
2811816, at *11-12 (N.D.N.Y. Sept. 28, 2006) (findimg ‘genuine issue of material fact as to
actual customer confusion” when complainant failediémtify an actual consumer or reseller
who wasconfusedoy thealleged reverspalming off); Sun Trading980 F. Supp. at 729.

D. Plaintiff’s Request to Strike Affirmative Defenses

Plaintiff has moved to strike Defendangdfirmative defenses for which they have failed

to adduce any evidence. Specifically, Plaintiff moves to sf{likBefendantsjoint affirmative

defenses of equitable estoppel, unclean hands, acquiescence,dadhs&atute dfmitations,
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(2) Defendat Codigo’s defenses of lack of trademark registration, waiver, statuteuoffrand
8 411 of the Copyright Act, and (3) Defendant COM@éfenses of collateral estoppel and res
judicata. Pl.s Br. at 5-6.

Defendantgio not attempt to point oetvidence from the record thstipportof any of
these defenses. Instead, they respond onlylaattiff, as the movant, has not satisfied
summaryudgment burdeiby simply arguingthat no evidence exists to support Defendants’
affirmative defenses. Def¥Oppn at 23. But Defendants get the law backwart¥here a
plaintiff uses a summary judgment motiato challenge the legal sufficiency of an affirmative
defense—on which the defendant bears the burden of proof at taghaintiff‘may satisfy its
Rule 56 burden by showing that there is an absence of evidence to support an essential eleme
of the non-moving partg case.” F.D.l.C. v. Giammettei34 F.3d 51, 54 (2d Cir. 1994)
(quotingDiCola v. SwissRe Holding (North America), Ire96 F.2d 30 (2€ir. 1993)). And
since Defendants bear the burden of proving their affirmative defehsed,aPlaintiff is not
required to support itsummary judgmennotion with affidavits or other materials that tend to
disprove the defense§eeg e.g, id. (citation omitted) Cont’l Airlines, Inc. v. Lelakis943 F.
Supp. 300, 304-05 (S.D.N.Y. 1996jf'd, 129 F.3d 113 (2d Cir. 1997). Rather, where the non-
movant “fails to introduce any evidence sufficient to support an essentialntlefreedefense,
the ourt may properly grant summary judgment dismissing such a defense tiereoflaw’
UMG Recording, Inc. v. Escape Media Grp., Jido. 11 Civ. 840({TPG), 2014 WL 5089743,
at *18 (S.D.N.Y. Sept. 29, 2014iting In re Livent, Inc. Noteholders Setgtig., 355 F. Supp.
2d 722, 728 (S.D.N.Y. 2005)Plaintiff's motion to strikeen of theeleven affirmative defenses
listed above is therefore granted because there is no evidence to supporfdresesd he one

exception, which the Court will allow Defendantgnypto establistat trial, is lack of trademark
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registration—that defense speaks for itself aadmplicitly supported by the Defendants’
evidenceegardingheir purportectlaim of title to the Speed trademark

On the other hand, Plaintiff also seeks to dismisfendantsaffirmative defenses of
lack of ownership, lack of standing, and fraud because they purpotekymerit.” Pl!s Br. at
6. As the above discussion of the bevy of remaining triable issues should make cleagy howe
Defendants have adduced evidence from which a reasonable juror could rule ewvtirennf
these defenses. Plaint#fmotion with respect to these three defenses is therefore denied.

E. Defendants Request for Attorney s Fees

Defendants request attornéfeses under 17 U.S.C. § 505. Defs.’ Br. at B&cause

Defendantshave not prevailed on the bulk of their summary judgment motion, nor on their

affirmative counterclaimgheirrequest islenied at this time.

1. CONCLUSION
Plaintiff's and Defendantgrossmotions for summary judgment are GRANTED in part

and DENIED in part, asummarizedn the chars below.

Defendants Codigo and COMGs Motion for Summary Judgment

To DismissPlaintiff's Claims The Courts Ruling

1) Copyright infringement against Codigo DENIED
2) Trademark infringement against Codigo GRANTED with respect to money damages
DENIED with respect to injunctive relief
3) Unfair competition against Codigegarding | DENIED

sound recordings
4) Unjust enrichment against Codigo and CON DENIED
5) Misappropriation against Codigo and COM( DENIED

regarding sound recordings

6) Declaratory judgment against Codigo DENIED
regarding musical compositions and sound
recordings

7) Declaratory judgment against Codigo DENIED
regarding Speed trademark

8) Declaratory judgment against COMG DENIED

regarding Hippy Skippy Compaosition
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Plaintiff 's Motion for

Summary Judgment

In Favor of Plaintiff’s Claims

The Courts Ruling

1) Declaratory judgment against Codigo DENIED
regarding musical compositions and sound
recordings
2) Declaratory judgment against COMG DENIED
regarding Hippy Skippy Compaosition
3) Declaratory judgment against Craft regardi DENIED
the 2004 Agreement
4) Declaratorjjudgment against Craft regardin¢ DENIED
the 2004 Amendment
5) Injunctive relief against Craft regarding the | DENIED
2004 Agreements
To DismissDefendant Codigas Counterclaims The Courts Ruling
1) Declaratory and injunctive relief regarding | DENIED
DNJ Settlemenand the musical compositions,
sound recordings, trademark at issue
2) Copyright infringement DENIED
3) Lanham Act unfair competition GRANTED as to musical compositions;

GRANTED as to sound recordings;
DENIED as to Speed trademark

4) Unjust enrichment

DENIED

5) Misappropriatiorregarding musical

compositions and sound recordings

GRANTED as to musical compositions;
DENIED as to sound recordings

To DismissDefendantCOMG's Counterclaims

The Courts Ruling

1) Declaratory and injunctive relief regarding
DNJ Settlement and the musical compositio
sound recordings, trademark at issue

DENIED
ns,

2) Unfair competition regarding musical

compositions and sound recordings

GRANTED as to musical compositions;
DENIED as to sound recordings

3) Unjust enrichment

DENIED

4) Misappropriation regarding musical

compositions and sound recordings

GRANTED as to musical compositions;
DENIED as to sound recordings

To DismissDefendantCraft’s Counterclaims

The Courts Ruling

Undue influence and rescission of 2004
Agreements

1)

GRANTED

2) Breach of contract regarding 2004

Agreements

GRANTED to extent claim is based on obligatiq
to “exploit” musical works;

DENIED to extent claim is based on obligation
pay royalties

[0

3) Breach of contract regarding licensing

GRANTED

agreement preating2004 Agreements
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-
To Strike Affirmative Defenses The Court’s Ruling
1) Codigo and COMG’s Joint Defenses GRANTED
2) Codigo’s Defenses DENIED as to lack of ownership, lack of

standing, fraud, and lack of trademark
registration
GRANTED as to all other affirmative defenses

3) COMG’s Defenses GRANTED

The parties are directed to appear for a status conference on Thursday, March 17, 2016,

at 10:30 AM. The Clerk of the Court is respectfully directed to terminate the motions (Docs.
121, 131).
It is SO ORDERED.

Dated:  February 16, 2016

New York, New York %

Edgardo Ramos, U.S.D.J.
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