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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

OSVALDO PATRIZZI,

11 Civ. 2386 (PAE)
Plaintiff,

OPINION & ORDER

_V_
BOURNE IN TIME, INC. et al.,

Defendants.

PAUL A. ENGELMAYER, District Judge:

Defendants Bourne in Time, Inc. (“Bow&f), Antiquorum S.A., Antiquorum USA, Inc.,
(together, “Antiquorum”), Evan Zimmermama@William Rohr (colletively, “defendants”)
move for judgment on the pleadis on plaintiff Osvaldo PatriZgiComplaint, which alleges
violations under the Racketeer Influenced &orrupt Organizations Act of 1970 (“RICQO”), 18
U.S.C. 88 196%t seq.the Lanham Act, 15 U.S.C. 88 10étlseq.and New York statutory and
common law, in connection with defendants’ usaltggedly infringing iternet domain names.
For the reasons that follow, defendants’ motiogranted with respect to Patrizzi’'s RICO claim,

but denied with respect to Hisnham Act and state law claims.
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|. Background

A. Patrizzi's Claims®

Patrizzi is a well-known timepiece expartd auctioneer who resides in Monaco.
Patrizzi’'s Complaint claims that, as a resilhis expertise and buress ventures, he has
generated worldwide fame agdodwill in the field of horologythe art of measuring time,
including the making of timepieces).

In 1974, Patrizzi establishduis first auction house for timepieces. He also founded
Antiquorum, another auction house and a defeniathis action, and, until 2007, served as its
president. Patrizzi created the first webgiteonline timepiece auctions, and developed a
system that allows online bidding to occunsitaneously with in-person bidding at such
auctions.

In 2008, Patrizzi founded Patrizzi & Co. Aioneers, another timepiece auction house,
which has registered the domaiame “patrizziauction.com,” and to which Patrizzi has granted
revocable, non-exclusive permission to use his naRarizzi claims that he owns the common
law trademarks “Osvaldo PatriZziPatrizzi & Co. Auctioneer$,and “patrizziauction.com,” all
of which have been used in connection with fireee businesses in which Patrizzi had or has an
interest.

In October 2010, Patrizzi discovered that, upon typing the domain names

“oswaldopatrizzi.com,” “patriziauctionoen,” “patrizziauctioneers.com,” or
“patrizziauctions.com” into the navigation baraofveb browser, one would be redirected to a

website, “timezone.com,” owned by defendant Beur That website contained multiple links

! The Court’s account of the underlying faittshis case is drawn from the Complaint

(“Compl.”) (Dkt. 1) and, unless otherwise nadteo further citation will be supplied. On a
motion for judgment on the pleadings, as in a ortd dismiss, the Court takes all facts pleaded
in a complaint as true.



directing users to another sitantiquorum.com,” which belonge Bourne’s parent company,
defendant Antiquorum. Patrizzi was alarmed, bsede believed these domain names infringed
his own common law trademarks, and becalse&laims, he had not granted defendants
permission to use these allegedly infringing donmaimes. Bourne, a New York corporation, is
in the business of providing informationdonsumers regarding high-end timepieces.
Antiquorum (which consists of Antiquorum/s, a Swiss corporation, and Antiquorum USA,
Inc., a New York corporation) buys and sellghiend timepieces, and organizes live and online
auctions for its merchandise. Zimmerman and Reéme, at all times rel@ant to this litigation,
principals in Bourne and in Antiquorum.

Patrizzi alleges that defdants registered and knowigighaintained these infringing
domain names with the bad faith intent to grioy confusing consumers into believing that
defendants’ business ventures&eomehow associated withemdorsed by Patrizzi, and that
such confusion has in fact ensued. He cldims defendants wesble to capitalize on
consumers’ confusion because Patrizzi's nhag according to Patrizzi, acquired substantial
goodwill and reputational cache in the field of hogyl. He claims that consumers who typed in
any of the allegedly infringing domain names wiereught to a site, oweby Bourne, that then
directed users to the site for Antiquorum, a campwhich, like Patrizzi, is in the business of
timepieces auctions. He alleges that consumers thereby deceived into believing they were
participating in auctions atherwise interfacing with a tinpgece auction house that had been
approved by or was associated Withtrizzi. Patrizzi alleges thab the extent that any such
consumers later participated in an Antiquoranttion, Antiquorum waseceiving commissions

that otherwise would have gone to Patrizzi. iPatasserts that thelagedly infringing domain



names were registered in April 2008, and thatafsthe allegedly infringing domain names
ceased on March 31, 2011.

B. Procedural History

On April 7, 2011, Patrizzi filed the Complainttims action. He brings numerous claims.
His federal claims are for civil RICO, in vidian of 18 U.S.C. § 1962(chased on the predicate
acts of wire fraud, which are in turn based amrbgistration and maimance of the allegedly
infringing domain names; RICO conspiraayyiolation of 18 U.S.C. § 1962(d); false
designation of origin, in vioteon of § 43(a) of the Lanham Act, 15 U.S.C. § 1125(a); trademark
dilution, in violation of § 43(c) of the LanhaAct, 15 U.S.C. § 1125(c); and federal trademark
cyberpiracy, in violation of § 43(d) of the hlaam Act, 15 U.S.C. § 1125(d). He also brings
claims under New York state law for deceptbusiness practices, common law trademark
infringement, trade name infringement, unfaimpetition, dilution, and violations of state civil
rights law. He seeks a permanentimjtion, damages, and attorneys’ fées.

On May 7, 2012, defendants filed a motion fatgment on the pleadings. Dkt. 22. On
May 21, 2012, Patrizzi filed an oppositiontt@at motion. Dkt. 29. On June 15, 2012,
defendants filed a reply. Dkt. 33.
ll. Legal Standard on a Motion for Judgment on the Pleadings

The standard for addressing a motion for judgment on the pleadings under Federal Rule
of Civil Procedure 12(c) is the same as thataf®ule 12(b)(6) motion to dismiss for failure to

state a claimCleveland v. Caplaw Enteri48 F.3d 518, 521 (2d Cir. 2006). To survive a

2 In addition to this litigation, thse same parties are actively Hiiigg disputes ith each other

in New York state court, as well as iourts in Japan, Switzerland, and elsewh&ee
Defendants’ Memorandum of Law in SuppoftMotion for Judgment on the Pleadings 1-2
(Dkt. 23). According to defendantkis case is part of a largeave of litigation stemming from
a 2005 stock sale and employmeansaction in which Patrizzi sold Antiquorum to a third party
(the “2005 Antiquorum sale”)See id19-20.



motion to dismiss pursuant to Rule 12(b)(6), adlff must plead sufficient factual allegations
“to state a claim to relief thad plausible on its face.Bell Atl. Corp. v. Twomb|y650 U.S. 544,
570 (2007). To state a claim for rélibat is facially plausible, aallegation must be “more than
an unadorned, the-defendant-unlawfully-harmeglaccusation”; a claim will only have “facial
plausibility when the plaintiff pleads factual cent that allows the court to draw the reasonable
inference that the defendantiable for the misconduct allegedAshcroft v. Igbgl556 U.S.

662, 678 (2009). Accordingly, where a plaintiff med “nudged [his or her] claims across the
line from conceivable to plausiblehff] complaint must be dismissedlivombly 550 U.S. at

570.

In making that determination, a court magk to the pleadings as well as to any
documents relied upon in the pleadin@ee Int’'| Audiotext Network, Inc. v. Am. Tel. & Tel.,Co.
62 F.3d 69, 72 (2d Cir. 1995). A court must acceptwesall well-pleaded factual allegations in
the complaint, and “draw[ ] all inferences in the plaintiff's favoAllaire Corp. v. OkumysA33
F.3d 248, 249-50 (2d Cir. 2006) (internal quotatitarks and citation omitted). On the other
hand, “the tenet that a court mastept as true all of the allegats contained in a complaint is
inapplicable to legal conclusions. Threadbaatals of the elementsf a cause of action,
supported by mere conclusory statements, do not suffigeal, 556 U.S. at 678&ee also
Twombly 550 U.S. at 555 (noting that a court is “not bound to accept as true a legal conclusion
couched as a factual allegation™ (quotiRgpasan v. Allain478 U.S. 265, 286 (1986))).

In analyzing civil RICO claims, courts are to be mindful of Cesgts goal in enacting
the statute: “[Clourts mustttempt to achieve results ‘castent with Congress’s goal of
protecting legitimate businesses from infiltration by organized crim@&l&n v. New World

Coffee, Inc.No. 00—cv-2610, 2001 WL 293683, at *3 (S.D.N.Y. Mar. 27, 2001) (qubhigd



States v. Porcelli865 F.2d 1352, 1362 (2d Cir. 1989)). “Besathe ‘mere asg@n of a RICO
claim . .. has an almost inevitable stigmatizinfg@fon those named as defendants, . . . courts
should strive to flush out frivolous RICO allemgens at an early stag# the litigation.” Allen,
2001 WL 293683, at *3 (quotingchmidt v. Fleet Bank6 F. Supp. 2d 340, 346 (S.D.N.Y.
1998)). In short, when examining civil RIGsIaims, “a court must be mindful of the
devastating effect such claims may hawmedefendants and accandly, should look with
particular scrutiny at these claims to endted the RICO statute is used for the purposes
intended by Congress.'Grimes v. Fremont Gen. Cor.85 F. Supp. 2d 269, 299 (S.D.N.Y.
2011) (alterations omitted) (quotifyrchase Real Estate Grp. Inc. v. Jgnmés. 05-cv-10859,
2010 WL 3377504, at *6 (B.N.Y. Aug. 24, 2010)).
l1l. Discussion

A. Patrizzi's Civil RICO Claims

Under 18 U.S.C. § 1962(c), it is “unlawfulrfany person employed by or associated with
any enterprise engaged in, or Hativities of which affect, interstate or foreign commerce, to
conduct or participate, directly ardirectly, in the conduct of sh enterprise’s affairs through a
pattern of racketeerinactivity or collection of unlawfutiebt.” 18 U.S.C. § 1962(c). “To
establish a claim for a civil viation of section 1962(c), ‘a pliff must show that he was
injured by defendants’ (1) conduct (2) of an emtise (3) through a pattern (4) of racketeering
activity.” Cofacredit, S.A. v. Windsor PlumbiSgipply Cq.187 F.3d 229, 242 (2d Cir. 1999)

(quotingAzrielli v. Cohen Law Office@1 F.3d 512, 520 (2d Cir. 1994)).



Patrizzi alleges that Bourne is a RICO enterptiseconnection with which defendants
Antiquorum, Zimmerman, and Rohr engaged pa#ttern of racketeerg activity. Patrizzi
defines the pattern of racketeering as a fraertttdcheme in which defendants registered
infringing domain names, which hrght users to a site that thiamked to Antiquorum’s website.
Patrizzi alleges that defendaatsplied for and paid for such ehain name registration via the
Internet, which defendants employed across $itege and national boundaries. The aim of this
allegedly fraudulent scheme was to defraudsuiséro were attempting to participate in the
purchase or sale of a timepiece through a venturehv®atrizzi participated in or endorsed, and
to “obtain, through material misrepreseraatibusiness” for Antiquaim by “depriv[ing]

Patrizzi of the benefit of his reputation and godldivPatrizzi casts this conduct as wire fraud,
in violation of 18 U.S.C. § 1343Patrizzi alleges that the ctuct spanned a period of 2 years
and 11 months—between April 2008, whendhlegedly infringing domain names were
registered, and March 2011, when they were taken down.

Patrizzi’'s RICO and RICO conspiracy ¢te must be dismissed, for two independent
reasons. First, Patrizzi fails to sufficiently giecontinuity, a necessangredient of the RICO
pattern requirement. Second, Patr's allegations of wire fraud are, at their core, garden variety
trademark infringement claims.

1. The “Continuity” Requirement foa Pattern of Racketeering Activity

A “pattern of racketeering activity” aludes “at least two acts of racketeering

activity, . . . the last of whichazurred within ten years . . . aftltie commission of a prior act of

racketeering activity.” 18 U.S.C. 8 1961(5). €Bk predicate acts, the Supreme Court has held,

% Under RICO, an “enterprise’ includes any iidiual, partnership, corporation, association, or
other legal entity, and any union@moup of individuals associatéu fact although not a legal
entity.” 18 U.S.C. § 1961(4).



must be related and continuous.J. Inc. v. Nw. Bell Tel. Co492 U.S. 229, 239 (1989).
“Continuity’ is both a cbsed- and open-ended concept, raigreither to a closed period of
repeated conduct, or to past conduct that by itisr@grojects into the fure with a threat of
repetition.” Id. at 241. A complaint thadgroperly alleges either acded- or open-ended pattern
satisfies the continuity requirement of the pattern elem®aé Cont’'l Petroleum Corp. v. Corp.
Funding Partners, LLCNo. 11-cv-7801, 2012 WL 1231775, at *7 (S.D.N.Y. Apr. 12, 2012)
(citing First Capital Asset Mgmt. v. Satinwgd®B5 F.3d 159, 181 (2d Cir. 2004)).

Patrizzi’'s Complaint vacillates as to whet defendants’ allegqghttern of racketeering
activity was closed- or open-ended. On the lared, the Complaint states, conclusorily, that
“[t]he pattern of racketeering activity was open-ended,” Compl. § 54; on the other hand, in
setting out the facts, the Complaint alleges thtefendants ceased using the domain names on
March 31, 2011id. 1 45. Notably, Patrizzi offers repecific allegations in support of his
conclusory claim that the scheme is “open-end&ké& Weizmann Inst. of Sci. v. Nes@2® F.
Supp. 2d 234, 257 n.30 (S.D.N.Y. 2002) (“A simpkeament that the ‘scheme continues to
date,” without more, does not suffice [to allegeen-ended continuity].”). Patrizzi’s alleged
RICO injuries are dilution alis mark, the loss of actuahd potential commissions and
goodwill, and the deprivation of income he cob&le received from licensing his trademarks.
Each of the wrongful actions from which teesleged injuries arose ceased on March 31, 2011,
when use of the allegedly infringing domain namaeased. There is, thus, no basis for Patrizzi’s
claim that defendants engaged in an open-@¢pdttern of racketeery activity, beside the
Complaint’sipse dixitthat this is so.

In any event, whether the alleged patterracketeering activity is analyzed as a closed-

or open-ended scheme, Patrizzi fails to satiséyréquired continuity eleemt of a RICO claim,



because the scheme he alleges is too narmvthee victims too few, to constitute a continuous
pattern. “Courts have uniformly and consisteheld that schemes involving a single, narrow
purpose and one or few participants directedharas a single victindo not satisfy the RICO
requirement of a closed or appattern of continuity.”"Evercrete Corp. v. H-Cap Ltd429 F.
Supp. 2d 612, 624-25 (S.D.N.Y. 2006) (internal quotation marks omsselalso Medinol Ltd.
v. Bos. Scientific Corp346 F. Supp. 2d 575, 616 (S.D.N2004) (scheme with three
participants, one purpose, and one victim tooavato be a pattern of racketeering activity);
Lefkowitz v. Bank of N..YNo. 01-cv-6252, 2003 WL 22480049, at *9 (S.D.N.Y. Oct. 31, 2003)
(RICO claim insufficient because allegationscamted to nothing more than that “a small
number of parties engaged in activities withaarow purpose directed atsingle or at most
three victims”);Weizmann Inst. of ScR29 F. Supp. 2d at 256-57 &glhtions insufficient to
support continuity when they consisted of four predicate acts committed by one participant
against a small number of victims in foetance of a single fraudulent scheme).

Here, there is only one clear victim of the gidd scheme: Patrizzi himself. And there is
only one narrow purpose alleged:rip off Patrizzi, by traihg, allegedly improperly, on the
goodwill his name carries in the field of horologyatrizzi alleges that only three entities (and
closely related ones, at that)ere involved in the scheme, and offers no specific allegations
of the roles of the specific papators. The circle of involweent and the purported goal of the
alleged scheme are simply too narrow to satis#yRICO requirement @& continuous pattern.

2. Patrizzi’'s Wire Fraud Claims

Patrizzi’'s RICO claims are deficient fosaparate reason. Pamiialleges that his

business suffered—both in dilution of his brand name and in reduced income—because his

potential customers were diredtto Antiquorum'’s website, ireliance on defendants’ false



claims (made via the allegedly infringing domaames) of association with Patrizzi. This
allegation “boils down to a clai of willful trademark infringenent—not racketeering,” and, in
fact, Patrizzi brings discrete trademark infringement claiihgercrete Corp.429 F. Supp. 2d at
630 (collecting cases dismissing RICO clainigere they amounted to nothing more than
dressed-up intellectual property claims). But wall-settled that a “garden variety fraud or
breach of contract case[]” cannot be “transformjatt} a vehicle for treble damages” by simply
alleging the use of interstate mail, wires, or, as is the case here, the InGoltine v.
Sichenziall8 F. Supp. 2d 392, 394 (S.D.N.Y. 2000l businesses use interstate mail or
wires. Congress did not intend that eveagdamark dispute would tought under RICO.”
Evercrete Corp.429 F. Supp. 2d at 631.

Here, Patrizzi alleges the identical undertyactivity in support oboth his RICO claims
and his federal trademark infringement claithe unauthorized use slightly misspelled
domain names intended to confuse potentialocosts. Without the ademark infringement
allegations, none of the other activity defendants engaged in could be considered fraudulent or
could otherwise give rist civil liability. See Smith v. Jacksds¥ F.3d 1213, 1217 (9th Cir.
1996) (RICO claims properly dismissed where they were nothing more than “reformulated
copyright infringement claims”).

Both because Patrizzi fails to sufficiendlifege continuity tsupport a pattern of
racketeering activity, and because the RICOatiohs he alleges amount to garden variety
trademark infringement claims, Counts Gamal Two of the Complaint are dismissed.

3. RICO Conspiracy
Because the Court finds that Patrizzi doessufficiently allege his substantive RICO

claims, Patrizzi's RICO conspirg claim pursuant to 8 1962(d) necessarily fails. “[A] complaint

10



must adequately state a claim under § 1962(a), (§¢) an order for the Court to find a violation
of § 1962(d).” Woods v. MercierNo. 11-cv-6502, 2012 WL 3925852, at *7 (W.D.N.Y. Sept. 7,
2012) (citingFirst Capital Asset MgmB85 F.3d at 164). Accordingly, Count Three of the
Complaint is dismissed.

B. Patrizzi's Lanham Act Claims

Patrizzi also brings federal trademark claims under the Lanham Act: under § 43(a) for
false designation of origin, 8§ 43(c) for dilutiand § 43(d) for cyberpirgc In his Complaint,
Patrizzi alleges that he owns the commontiademarks “Osvaldo Patrizzi,” “Patrizzi & Co.
Auctioneers,” and “patrizziauction.com.” Paniizeeks damages based on defendants’ use in
commerce of the domain names that allegedly infringe on these marks.

1. False Designation of Origin

Patrizzi alleges that defendants misappropdidhe goodwill associated with the Patrizzi
name by using, without permission, slightly missgkltersions of his marks to funnel confused
customers to Antiquorum’s website.

Section 43(a) of the Lanhaftt prohibits a person from using “any word, term, name,
symbol, or device, or any combination thereofwhich . . . is likely to cause confusion, . .. or
to deceive as to the . . . origin, sponsorshigpmroval of his or her goods. . ..” 15 U.S.C.

§ 1125(a)(1)see also Louis Vuitton Maliet v. Dooney & Bourke, Inc454 F.3d 108, 114-16
(2d Cir. 2006). A plainff must first demonstrate his own rigiat use the mark in question to be
entitled to relief. See Study Logic, LLC v. Clear Net Plus, IiND. 11-cv-4343, 2012 WL
4329349, at *6 (E.D.N.Y. Sept. 21, 2012) (citii@ Ltd. v. Punchgini482 F.3d 135, 154 (2d

Cir. 2007).

11



In moving to dismiss, defendants argue attrizzi cannot demonsitie his own right to
use the trademarks he asserts in the Complaotit, because (1) Patrizzi is not, in fact, the
registered owner of any domain names incapog such trademarks (rather, someone named
Leo Verhoeven is); and (2) any goodwill suckdiemarks have accrued over the course of
Patrizzi’s horology career were sold biyn as part of the 2005 Antiquorum sald.o be sure,
the documentation defendants provide as partedf briefing on this motion is impressive and
lends substantial credemto their arguments. On a motion for judgment on the pleadings,
however, the Court is obliged to credit Patrgallegation in the Complaint that he “has
personally owned” the trademarks he assemd that the infringing domain names “so
resemble[] said trademarks so as to create a likelihood of confusion, mistake or deception.”
Thus, although Patrizzi may ultimately proveable to support hissaertions of trademark
ownership, at this stage, the allegations in then@aint must be taken as true, and Count Six of
the Complaint, for violations of § 43(a) tife Lanham Act, survives defendants’ motion.

2. Trademark Dilution

Patrizzi also alleges that defendants ddutg tarnishment his marks, which he claims
denote quality in the world of horology. Heairhs defendants did so in connection with the
unauthorized use of the allegedly infringing domnames that led customers to Antiquorum’s

site.

* Defendants also argue that Patriails to allege that eitheéhe allegedly infringing domain
names or the site “timezone.com” offered goodservices, andcus Patrizzi does not
sufficiently allege a violation of § 43(a), whicequires the use ofteademark “in connection
with any goods or services.” 25 U.S.C. § 1128(a) However, because Patrizzi explicitly
alleges that defendants’ actidikely confused customers “as tioe source or origin of the
services rendered and goods sold by armlityh defendants,” Compl. § 77, dismissal on the
pleadings is not appropriate.

12



Section 43(c) of the LanhaAct provides that “the owner of a famous mark that is
distinctive . . . shall be entitieto an injunction against anothgerson who . . . commences use
of a mark . . . in commerce that is likelydause dilution by blurring atilution by tarnishment
of the famous mark, regardless of the presen@dsence of actual bkely confusion, of
competition, or of actual economic injury.” 15 U.S.C. § 1125(c)(The Lanham Act also
allows the owner of the famous mark to beaedled monetary damages, attorneys’ fees, and
costs under 15 U.S.C. § 1117(a), if (1) the mask thlikely to causdilution by blurring or
tarnishment was first used in commerce bygbeson against whom the injunction is sought
after October 6, 2006, and (2) the person agjathem the injunction is sought willfully
intended to trade on the recognition of the fammask or willfully intended to harm the
reputation of the famous ma 15 U.S.C. § 1125(c)(5).

Defendants make the same argument astt@®& 8§ 43(c) claim as they did for his
8 43(a) claim: The law protects ordynersof a trademark, and, defemda assert, Patrizzi does
not own any of the trademarks which defendafieggedly infringed. Again, although there is
ample documentary evidence appearing to undermielaim, Patrizzi has sufficiently alleged,
for the time being, that he owned such trademamkd that defendantsifringing domain names
“diluted the distinctive quality of said marksA&ccordingly, the motion to dismiss Count Four of
the Complaint, for violations of § 43(of the Lanham Act, must be denied.

3. Cyberpiracy

Finally, Patrizziallegeshat defendants engaged‘aybersquatting” when they

registered, caused to be regisd, or approved the registratiof domain names that were

confusingly similar to Patrizzi’'s marks.

® Patrizzi does not explicitly seek an injulctiunder the Lanham Adiut the Court construes
his Complaint to do so, as he elsevehseeks an injunctn under state law.

13



Under the relevant provisions of § 43(d), “agmn shall be liable in a civil action by the
owner of a mark . . . if, withoutgard to the goods or servia#dghe parties, that person” (1)
“has a bad faith intent to profit from that markyid (2) “registers, traffs in, or uses a domain
name that . . . is identical oonfusingly similar to that mark.” 15 U.S.C. § 1125(d)(1)(A).
Section 43(d) of the Lanham Act was enactedofevent cybersquattingn expression that has
come to mean the bad faith and abusive registrand use of the distinctive trademarks of
others as internet domain names, with the intt@profit from the goodwillssociated with those
trademarks.”New York City Triathlon, LLC v. NYC Triathlon Club, In®04 F. Supp. 2d 305,
323-24 (S.D.N.Y. 2010).

With respect to his claim of cyberpiraby the defendants, Patrizzi must sufficiently
allege that: (1) the marks were distinctive or famous at the time the domain names were
registered; (2) the infringing domain names aretidahto or confusinghsimilar to plaintiff's
marks; and (3) defendants had a bad faith intent to profit from the marks. 15 U.S.C.

§ 1125(d)(1)see also Study Logi2012 WL 4329349, at *9.

Defendants repeat their same argumeraistths claim should be dismissed based on
Patrizzi's asserted lack of owrship. For the reasons stated above, these arguments cannot carry
the day at this phase. The motion to dismisgnté&ive of the Complatnfor violations of
8 43(d) of the Lanham Acis, therefore, denied.

4. Expedited Discovery on Issue of Ownership

In the interest of efficieng and in the hope of saving the parties time and money in at
least one corner of their long-standingpdite of international diension, the Court has
concluded that it would be prodive for the parties to expedite discovery on these discrete

guestions: (1) whether Patrizzi or another irdiinl is the “owner” of the asserted trademarks,

14



and (2) what effect, if any, the 2005 Antiquorsale had on such ownership. Based on the
Court’s review of the motion to dismiss, it appe possible that expeitig resolution of this
issue will expedite resolution of Pi@zi’s variousLanham Act claims.

C. Patrizzi's State Law Claims

In their briefs, the parties do not address thatmef Patrizzi’s vaiwus state law claims.
They focus instead on whether the Court shoutt@se supplemental jurisdiction over these
claims in the event that all of Patrizzi’'s fedeclaims are dismissed. Because the Court has
sustained the Lanham Act claims, there is no siogaat this time to consider dismissing the
state law claims on that basis. In the etkat the Lanham Act claims are eliminated at
summary judgment, the Court will then considgrether to exercise supplemental jurisdiction
over the state law claims. The motion terdiss Counts Seven through Ten is, therefore,

denied®

® Patrizzi's argument that diversity jurisdiction is present in this-eand would require the
Court to retain jurisdiction over the state claims in the event the Lanham Act claims are
dismissed—is specious. It i3rig settled that diversity jurisdion is lacking in cases with
foreign and domestic parien one side, and only aréign party on the otheiSee, e.gGrowth
Fund v. Morgan Stanley & Co. Inf'No. 97-cv-2583, 1998 WL 375204t *2 (S.D.N.Y. July 2,
1998) (collecting cases). Thissult flows logically from thevell-known rules that diversity
jurisdiction (1) requires completiiversity, and (2) is absewhen all parties are aliengee id
Here, Patrizzi, the sole plaintiff, is a domicdéMonaco, whereas defdant Antiquorum S.A. is
a domicile of Switzerland, and all remeig defendants are New York-domiciled.
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CONCLUSION

For the foregoing reasons, defendants’ motion for judgment on the pleadings is granted
with respect to plaintiff’s RICO and RICO conspiracy claims (Counts One through Three), but
denied as to plaintiff’s Lanham Act and state law claims (Counts Four through Ten).

A pretrial conference in this case is scheduled for October 25, 2012, at 10:00 a.m. The
Court intends to use this conference to discuss and facilitate expedited discovery on the question
of ownership of the trademarks Patrizzi recites in his Complaint. Counsel should come to the
conference prepared to (1) provide fulsome answers to the Court’s questions regarding these
trademarks and the 2005 Antiquorum sale, and (2) set an expedited schedule for discovery on
these issues. The Court will reserve judgment on the pending discovery disputes until after such
discovery. Patrizzi’s motion to compel the production of documents (Dkt. 57) is denied without
prejudice to renewal at a later date.

The Clerk of Court is respectfully directed to terminate the motions pending at docket

entries 22 and 57.

SO ORDERED.

ind A Eqgplooin

Paul A. Engelmayer
United States District Judge

Dated: October 11, 2012
New York, New York
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