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Plaintiffs J.T. Colby & Company, Inc. d/b/a Brickier Press, J. Boylston & Company,
Publishers LLC and iPicturebooks, LLC (collectivelg€olby”) submit this memorandum of law
in support of their motions to exclude the testimoh E. Deborah Jay (“Jay”) and Stephen M.
Nowlis (“Nowlis”), including any affidavits, declations, or reports proffered by Defendant
Apple Inc. (“Apple”) for all purposes, includingat.!

PRELIMINARY STATEMENT

In its proffering of the testimony of Jay and NawliApple has chosen to follow a
peculiar and improperly offbeat path. Apple seekely ontwo separate surveys that purport to
measure the exact same thing—namely, to demonsirat€purportedly) there is no likelihood
of confusion between Colby’s “ibooks”/”iBooks”-imipt digital books and Apple’s “iBooks” e-
reader and digital books software—yet both faililmbriately and/or by dint of inexperience to
target the issues at the heart of this case amact¢ount for the unique nature of books as
consumer products (and of publishing imprints, sashibooks/iBooks, as trademarks). These
surveys (the “Jay Survey” or “Jay Study” and theotMis Survey” or “Nowlis Study,”
respectively) are not merely similar to each otheather, the Nowlis Survey, presented under
the guise of a “rebuttal,” simply mimics Jay’s quess and is nothing more than a backdoor
attempt to rehabilitate the irrevocably flawed Sayvey by using a different stimul@isWorse,
in an attempt to subvert the scheduling ordersredti this action on May 2 and September 7,

2012, the Nowlis Survey was prejudicially untimalithout good cause. Nowlis’s “fixes” to the

1 In the interest of economy and to avoid dupligativiefing, Colby submits this joint brief in

support of both its motion to exclude the testimafyJay and its motion to exclude the
testimony of Nowlis. Because Nowlis’s “rebuttalirgey utilized the questions and some of the
methodology designed and used by Jay, many of dted flaws in the Jay Survey are also
present in the Nowlis Survey, as discussed futheyw. See infraPart 1.B.

2 In all other respects, the Jay and Nowlis Sunaggsmaterially the same.



Jay Survey merely constituted a new affirmativeveyy not a rebuttal to any of Plaintiffs’
experts. The sham nature of this “rebuttal” desigm is made abundantly clear by the fact that
Nowlis fielded his surveyefore Colby served its affirmative expert reports. GgdNowlis
cannot have designed his survey to rebut a surfeghwhe had not yet been seen. Therefore,
the Nowlis Survey was in no way a “rebuttal,” arftbgld have been disclosed, if at all, on
September 17, 2012, along with the parties’ otlemedn-chief experts. Such gamesmanship
should not be tolerated by this Court.

In any event, both surveys suffer from such fatdigh flaws and so miss the mark in
attempting to reflect the issues presented by dtaise that they cannot offer any reliable
assistance to the finder of fact. They both failarget perceptions as to the “ibooks” name, or to
capture them in a realistic manner modeled on homsemers would meaningfully encounter
the imprint name. Specifically, the Jay Survey) (ses an improper universe that was not
targeted to those e-reading consumers who reprédszntost highly relevant digital intersection
of Colby’s and Apple’s worlds; (2) fails to testrfthe affiliation confusion at issue in this case;
(3) does not properly measure sponsorship confusiothe publishing context; (4) uses an
improper stimulus; and (5) takes no account of saf# confusion. The Nowlis Survey, which
is but a warmed-over, barely modified rehash of g Survey, also (1) utilizes an improper
universe; (2) fails to test for true affiliation rdosion; (3) does not measure sponsorship
confusion arising from the imprint name; and (4gslmot represent post-sale confusioBach
one of these flaws alone would be sufficient tolede either survey and any opinions and

conclusions based on the surveys.

¥ Additional flaws include, for Jay, an impropemstilus and control, and for Nowlis, a flawed

control.



Moreover, Nowlis is not qualified to critique, mudhss conduct, a likelihood-of-
confusion survey. Perhaps because of his inexpegjeNowlis did not design his own rebuttal
survey, but instead replicated the Jay Survey'sgdesvith the only material change being the
use of a different stimulus. Also, based on hgoreand testimony, Nowlis apparently does not
recognize that re-running the Jay Survey with rlati@nship whatsoever to the language or
methodology of Dr. Susan McDonald’s survey (the Ddoald Survey”) does not constitute a
proper rebuttal of Dr. McDonald. Because Nowligfsnions in this matter are not informed by
relevant experience, this Court should excludedssmony in full.

As set forth above, while the Nowlis Study was siited as part of a rebuttal report, it is
nothing more than an affirmative-expert survey @buttal clothing. Though Nowlis was
charged with the task of rebutting Plaintiffs’ erp®r. McDonald, he could not tailor his study
to respond to the McDonald Survey, as he fieldsdhin survey, on which his report was based,
prior to Apple’s receipt of the McDonald Survey abd. McDonald’s accompanying report
("“McDonald Report”). Instead, Nowlis simply re-ratme Jay Survey (with one minor
modification), failing to control for or respond #my of the alleged defects in the McDonald
Survey. In short, the Nowlis Survey does not spaiaéctly to the McDonald Survey, and is
simply a backdoor attempt to introduce expert ewgethat should and could have been
disclosed, if at all, during the initial expert glea to avoid prejudice to Plaintiffs. This
untimeliness provides a separate and independasbmeto exclude the Nowlis Survey and

Nowlis’s testimony.



For these reasons, the Court should (1) excludenheety of Jay’'s testimony, including
any opinions presented in her report (the “Jay R&po “Jay Rep.”f as prejudicial; (2) exclude
the entirety of Nowlis’s testimony, including anpinions presented in his report (the “Nowlis
Report” or “Nowlis Rep.”j based on his lack of qualifications; and alsog@lude the Nowlis
Survey and any of Nowlis’s testimony relating t@a# both fatally flawed and untimely, under
the controlling scheduling orders entered in thisoam. SeeFed. R. Evid. 401, 402, 403, 702
(“Rule 401,” “Rule 402,” “Rule 403" and “Rule 702r&spectively);see alsoFed. R. Civ. P.
26(a)(2)(D)(ii), 37(c)(1).

ARGUMENT

The Supreme Court has exhorted trial courts totisizre expert testimony and to exclude
unreliable expert evidenc&Kumho Tire Co. v. Carmichaeb26 U.S. 137, 147-49 (199%en.
Elec. Co. v. Joiner522 U.S. 136, 142 (1997). Undeaubert v. Merrell Dow Pharmaceuticals,
Inc., 509 U.S. 579 (1993), district courts must act“gatekeepers” with respect to expert
testimony in order to ensure that speculative oeliable expert testimony does not reach the
fact finder. The guidelines frorbaubert are equally applicable to all expert testimony,
including that based on scientific, technical, tnes specialized knowledgeSee Kumho Tire
526 U.S. at 147-49.

Under Rule 702, a witness “who is qualified as gpeet by knowledge, skill, experience,
training or education” may testify in the form oh apinion regarding technical or other

specialized knowledge when such testimony will fhéhe trier of fact to understand that

*  Declaration of Claudia T. Bogdanos in Support diiff's Motions to Exclude the

Testimony of (1) Defendant’'s Expert Witness E. DrahoJay and (2) Defendant’'s Rebuttal
Expert Witness Stephen M. Nowlis (“Bogdanos DecE}. A.

> Bogdanos Decl., Ex. B.



evidence or to determine a fact in issue.” Rul@.70h addition, Rule 702 requires that: (1) the
testimony is based on sufficient facts or data; t{®) testimony is the product of reliable
principles and methods; (3) the expert has reliablylied the principles and methods to the facts
of the case.ld.; see also Nimely v. City of New YorKl4 F.3d 381, 396-97 (2d Cir. 2005)
(“[W]lhen an expert opinion is based on data, a wdtlogy, or studies that are simply
inadequate to support the conclusions reacbadpertand Rule 702 mandate the exclusion of
that unreliable opinion testimony.”) (internal gatbn marks and citation omitted). In other
words, the expert testimony must be both rigorond eeliable, and the burden is on the
proponent of this testimony to establish that iiséi@s the requirements of Rule 708ee U.S. v.
Williams, 506 F.3d 151, 160 (2d Cir. 2007).

In addition to satisfyingDauberts reliability requirement, expert evidence mussoal
satisfy the basic standards of relevance set forthe Federal RulesSeeRules 401, 402, 403.
Rule 402’s explicit statement that “[i]rrelevantid@nce is inadmissible” is echoedDhauberts
requirement that the expert evidence be “relevathée task at hand.Daubert 509 U.S. at 597;
see also Medisim Ltd. v. BestMed LI8B1 F. Supp. 2d 158, 165-66 (S.D.N.Y. 2012). éfber,
Rules 402 and 702 operate to weed out expert tesyirthat is not sufficiently tied to the facts of
the case in order to assist the fact finder inrdsolution of factual disputesSee Daubert509
U.S. at 587, 597. In addition, Rule 403 works xalede evidence any relevancy of which is
outweighed by its potential to prejudice, misleadconfuse the finder of factSeeRule 403.
And because of the particular danger that expeideece—including expert surveys—will
mislead the jury, “a court weighing admissibilitpder Rule 403 exercises more control over
experts than lay witnessesNMastercard Int'l, Inc. v. First Nat'| Bank of Omah#c., No. 02-

CV-3691, 2004 WL 326708, at *7 (S.D.N.Y. Feb. 2802) (Cote, J.). Apple bears the burden



of establishing by a preponderance of proof that éxpert testimony it seeks to offer is
admissible. Baker v. Urban Outfitters, Inc254 F. Supp. 2d 346, 353 (S.D.N.Y. 2003). It
cannot meet that burden here.

l. THE JAY AND NOWLIS SURVEYS ARE SO FLAWED AS TO BE
UNRELIABLE, IMMATERIAL, AND INADMISSIBLE

Jay and Nowlis should not be permitted to testé#garding their respective studies,
because their opinions, based on irredeemably dasueveys, are consequentially meaningless
and irrelevant to the issues in this case. Wheasasng the validity and reliability of a survey,
courts consider various criteria, including, amatigers, whether: (1) the proper universe was
examined and a representative sample was drawn fitweh sample; (2) the survey's
methodology and execution were in accordance watherplly accepted standards of objective
procedure and statistics in the field of such sysy€3) the questions were leading or suggestive;
and (4) the person conducting the survey was agrezed expert.SeeTHOIP v. Walt Disney
Co, 690 F. Supp. 2d 218, 230-31 (S.D.N.Y. 202@gstercard Int’l, 2004 WL 326708, at *8
(citing Schering Corp. v. Pfizer Incl89 F.3d 218, 225 (2d Cir. 1999)).

The Jay and Nowlis Surveys fail such judicial assest—bothjnter alia, examined an
incomplete, overly narrow universe and did not reagpost-sale affiliation confusion and
sponsorship confusion, as these issues pertaihetdacts of this case. The Jay Survey also
employed improper and distracting stimuli. Thes®rs render the Jay and Nowlis Surveys—
and any testimony based on these surveys—whollgliabie and incapable of providing any
meaningful assistance to the finder of fact, ard@ourt accordingly should exclude the®ee
Rules 402, 702.

A. The Jay Survey Is Fatally Flawed

1. The Universe in the Jay Survey Is Improperly Narrow




The Jay Survey is fundamentally flawed becauseegpondents were selected from a
universe that is not representative of the potemtistomers who are likely to be confused.
Where, as here, a survey is testing for reversdusmm, the survey respondents should be
selected from the universe of prospective custoroérhe senior user's markSeeSterling
Drug, Inc. v. Bayer AG14 F.3d 733, 741 (2d Cir. 1994). In additiormyvey respondents must
“adequately represent the opinions which are releta the litigation.”Big Dog Motorcycles,
L.L.C. v. Big Dog Holdings, Inc402 F. Supp. 2d 1312, 1334 (D. Kan. 2005) (atatmitted).
Because the Jay Survey failed to select, or measuraccount for the perceptions of, the
appropriate universe, its results are skewed aabbwant.

In order to qualify for the Jay Study, responddmas to report that they would buy a
paperback or hardcover bookom either Amazon.com or the Barnes and Noblesitelduring
the next six months. (Jay Rep. at 16.) Jay neiext to identify or survey potential customers
of Colby’s electronic books Yet because Colby publishes both digital anatpibiooks and
Apple’s product is a digital-book reader softwarethwreadable e-books, the real-world
marketplace intersection—and therefore the surwayeuse most relevant—lies with people
who read digital books.

Not only did Jay fail to select the correct uniwegrshe also failed to provide a means to
extrapolate her survey data to the appropriateak-sonsuming universeFirst, because Jay
did not include any follow-up questions probingp@sdents’ usage, purchase, or awareness of
electronic books, there is no way to determine what her respondents might be members of
the relevant universete. readers otligital books. Second even if the results of the Jay Survey
could be extrapolated to the universe of digitatho@onsumers using statistical data on the

percentage of print-book consumers who also pueclealooks, when questioned about such



data, Jay was unable to provid€ itinstead, Jay acknowledged that “many people winp b
hardcover and softcover books do not buy digitalkso but most people who buy digital books
also buy hardcover and softcover books” and thet It of people [in her universe] would not
buy digital books.” (Deposition of E. Deborah J&gvember 30, 2012 (“Jay Tr.*)144:21-24,
145:4-6.)

In other words, although Jay believes there magdmee overlap between consumers of
digital books and print books, she has done no workuantify how much (if any) overlap
exists. This failure is particularly critical bersee the digital space represents the neutral
intersection between Colby’s and Apple’s marketd mna fast and ever-growing marketplace
for book consumption. Lee Rainie et dlhe Rise of E-Readirn{@ew Research Ctr. 2012) (“Pew
Study”)® at 4-5, (noting that, while at present print boo&main the most prevalent form of
books read, “[tlhe prevalence of e-book readinma&kedly growing.”);id. at 13 (reporting the
e-book “surge” in concluding that “[a]ll this fermiis changing the way many people discover
and read books”)d. at 23 (“the number of adults reading e-books ongiven day has jumped
dramatically since 2010"kee Universal City Studios, Inc. v. Nintendo L6 F.2d 112, 118

(2d Cir. 1984) (“To be probative and meaningful. .surveys . . . must rely upon responses by

® In anex post factattempt to introduce e-reading consumers intoumérerse, Jay implies

through her deposition testimony that because gelpercentage a-book-readingconsumers
also read print books, the converse must necegdaritrue: that many print-book readers also
read digital books and that therefore some of hevey respondents must have been e-book
readers. (Jay Tr. 142:20-24 (“[M]y universe cemgiincludes people who read digital books
because the majority of people who read digitalksoalso purchased hardcover and softcover
books.”);id. 144:25-143:3 (“So to the extent the universe idekipeople who buy hardcover
and softcover books, it would include people why bligital books.”).) Jay’s by-extension
assumption is logically incorrect, and herint-book-buying universe doesiot necessarily
encompass readers of e-books.

”  Bogdanos Decl., Ex. C.

8  Bogdanos Decl., Ex. D.



potential consumers of the products in questiorfififernal quotation marks and citation
omitted). Because Jay surveyed an overly narrowewse of putative customers, and has
provided no means by which a finder of fact cowldreattempt to estimate relevancy, the Jay
Survey is fatally flawed and must be excluded. eRu402, 702.

2. The Jay Survey Does Not Properly Measure for Confusn As To
Company Affiliation

The Jay Survey is also irreparably flawed becauteled to ask an appropriate question
to measure for confusion as to company affiliatidghe-type of confusion most at issue in this
case. Section 43(a) of the Lanham Act prohibitgyart, the use in commerce of a word, term,
name, or symbol, by a person or corporate entibychv“is likely to cause confusion, or to cause
mistake, or to deceive as to the affiliation, castim, or association of sugersonwith another
person” 15 U.S.C. §1125(a)(1)(A) (emphasis added). thWiorporate parties, affiliation
confusion can be shown by demonstrating that aymtsl source company is perceived as
affiliated, connected, or associated with anotloengany.

Survey questions designed to test for Lanham Afdtatibn confusion are separate and
distinct from another type of question in which tberporate source can be identified only
through naming its products—especially pertinertheoscenario where the corporate name may
be unknown or unfamiliar to respondents. This etgriof question, often referred to as an
Eveready*anonymous-source” questidrjoesnot address the Lanham Act issueatfiliation

betweenpersons orcompanies but rather fleshes out perceptions saiurce by examining

® Named for the case in which such a question §jsshed acceptance, tfereadyformat

originated inUnion Carbide Corp. v. Ever-Ready, In631 F. 2d 366 (7th Cir. 1996), as a way
to identify confusion as to theource of the defendant’s (or, in a reverse confusiorec#se
plaintiff's) products. 6 J. Thomas McCarthy, Mc@aron Trademarks & Unfair Competition
§ 32:174 (4th ed.) (“McCarthy”). The particulamt@ymous source” question is used when the
name of that source (but not its identity) wasliikeot known. Id.



productassociations It is not a true affiliation question, designed to captime itanham Act’s
prohibition against use suggestive of corporatéiatfon, but more aptly an additional source-
confusion questio’ Yet although a salient issue in this case is fadredr not consumers would
be confused as to a company-level affiliation betvPlaintiffs and Apple-rot whether Apple,

a company known for technology products not bobksl “put out” or published the book—the
Jay Survey asked only irrelevant questions desigteednvestigate product-level source
confusion.

In order to measure confusion as to affiliationy 3amplistically explained that her
survey’s Series 2 questions “ask[ed] the classestion . . .the gold Standard, the question in the
Eveready . . . [respondents] were asked to nameotigy products put out by the concern that
put out the product that they were shown. So sheifectively the same question that | asked to
find out whether there was an affiliation.” (Jay ©6:10-21;seeJay Rep. App’x B, “Consumer
Opinion Survey,” at 4 (listing the Jay Survey quast).) Jay's Series 2 questions may well be
“classic” anonymousource confusion questiond! but they are no “gold standard” for

affiliation confusion. Instead, they amount to an additidoah of source-confusion question

19 Expert commentary setting forth the “anonymousrseyi or product-affiliation, variety of
source-confusion question treat it as a separatstigm from Lanham Act affiliation, positing
that affiliation and sponsorship questions may pesibly follow the “anonymous source”
guestion. SeeShari Seidman Diamond & Jerre B. Swahrademark and Deceptive Advertising
Surveys: Law, Science and Desi§7-58 (2012) (“Swann”) (providing an example atk an
affiliation question);id. at 57 n.30 (distinguishing between confusion asaffidiation and
confusion as to origin or source); 6 McCarthy 8132: (presenting thEvereadysurvey format
as a test for source confusion, with separate dstinct affiliation questions permissibly
following); id. § 32:175 (illustrating that affiliation questioase something other than the who
makes or “puts out” questions).

1 Jay's Q2a asks “Now, with respect to the companyompanies that printed, released, or put
out this book . . .Do you think . . .that they hdwee have not] made or put out other things,
besides books.” Q2b asks respondents who answWenatively to Q2a, “What else besides
books do you think they have made or put out?” A)Rt-e are designed to determine the
reasons for respondents answers to Q2b. (JayAp@x B, “Consumer Opinion Survey,” at 4.)
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and do not properly measure affiliation—itself gpamte question that often follows the
source/anonymous-source series. Swauaptg at 57-58; 6 McCarthy § 32:174.

In fact, Swann suggests an exact formulation oéffiiation question that would have
captured the true affiliation issue here:

“Do you believe that whoever makes or putsout

ONE, has a business affiliation or connection aitiother company?

TWO, does not have a business affiliation or conoeavith another company? or

THREE, you don’t know or have no opinion?

[If ONE] With what other company?

Swann,supra at 57-58; se, e.g. Starbucks U.S. Brands, LLC v. Rup&8 U.S.P.Q. 2d 1741,
2006 WL 402564, at *10 n. 32 (T.T.A.B. Feb. 9, 2D06é survey designed to test confusion as
to affiliation between Starbucks brand and LessBuCloffee brand, appropriate addition to
Evereadyformat was “[d]Jo you think the company that owrsstretail establishment is
connected or affiliated with any other company?”).

Jay herself never asked such a question, nor drmgr guestion designed to ascertain
whether Colby’s ibooks/iBooks imprint “is likely tcause confusion, or to cause mistake, or to
deceive as to the affiliation, connection, or aggamn of [Colby] with [Apple].” 15 U.S.C. §
1125(a)(1)(A). Had she done so, her survey woalktproperly probed for affiliations with the

publisher of the book (or whoever else respondents thougtt tpit” the book)? rather than

12" Notably, Jay never asked about who published tuk® depicted in her stimuli, but rather
asked who “printed, released, or put out” the boalespite ibooks/iBooks being identified in
both stimuli as “publisher.” (Jay Rep., App’x BC6nsumer Opinion Survey,” at 3-5 (setting
forth the Jay Survey questiong); at App’x B, “Website A,” App’x B, “Website X” (shwing
ibooks/iBooks listed as a “publisher” in the tektloe Jay Survey stimuli).)
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testing for the source of tHeok itself* Because the Jay Survey did not ask the apprepriat
affiliation question, it failed to test for a keprin of confusion in this case, where Apple’s
primary business is not as a book publisher. ToertCshould therefore exclude the Jay Study,
and all related testimony, as irrelevant to thelsingat hand and consequently prejudicial. Rules
402, 403, 702¢f. Gucci America, Inc. v. Guess?, I831 F. Supp. 2d 723, 747 (S.D.N.Y. 2011)
(finding survey designed to measure point-of-saefusion was not admissible on issue of a
different type of confusion)sterling Drug, Inc. v. Bayer AG92 F. Supp. 1357, 1373 (S.D.N.Y.
1992) (minimizing survey evidence where survey tjaas were not properly drafted to test for
actual confusion).

3. The Jay Survey's Permission Question Was Inappropate

Not mindful of the nature of book publishing, theey Burvey asked respondents whether
they thought that the company that “printed, ret¢elasr put out” the book (on the website page
they were shown) had received permission or apprivean some other company to print,
release or put out the book. In asking about pEsiom for “print[ing], releas[ing], or put[ting]
out the book” the question is overly broad, ambiguous, anesdited to a content-driven
industry such as publishing. Because so many &spgednto “putting out” a book and because
various content or copyright-related permissionsyrha required to publish a book, such a
guestion is not specific enough to test for perioissrelated to use of the name ibooks/iBooks

(the relevant issue), rather than permissionseeltd the content of the written work its&lf As

13" The Jay Study also asked about sponsorship amdwap(Jay Rep., App’x B, “Consumer
Opinion Survey,” at 5), but, as discussedSection I.A.3infra, did so without regard to the
nature of books and their written content, rendgtime data generated from those questions
meaningless.

1 This misdirection is illustrated by respondent 2@ Jay’s iLit control cell) who indeed

identified “llit, Inc.” as needing to provide perssion—for content-based reasons: “They are
(footnote continuedl
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such, the Jay Survey does not provide any relewaneliable information on the issue of
sponsorship confusion. Especially when coupledh it inappropriate affiliation question, the
Jay Study'’s failure to hone in on or capture impi@ss of ibooks/iBooks sponsorship renders its
data contextually meaningless and inadmissiblele®Rd402, 702. Particularly in view of the
effect that the data from these inapt questiongdclave on jurors, the Court should exclude the
Jay Survey. Rule 403See Mastercard Int'12004 WL 326708, at *7 (noting that courts have
more control over experts than lay witnesses, ksralf the danger that expert testimony can
mislead the jury).

4, The Jay Survey Used Improper Stimuli

The Jay Survey is further flawed by its use of prapriate stimuli. Generally, confusion
surveys use stimuli “that directly expose potentiahsumers to the products or the marks in
qguestion.” Troublé v. Wet Seal, Inc179 F. Supp. 2d 291, 308 (S.D.N.Y. 2004¢e also
Conopco, Inc. v. Cosmair, Inc49 F. Supp. 2d 242, 253-54 (S.D.N.Y. 1999) (imgdstimuli
flawed because the pre-launch product, not thedte-product, was used). Rather than using as
a stimulus an ibooks/iBooks-imprinted print or tédjibook, or pages therefrom, or asking them

to envision the same, the Jay Survey utilized AmamoBarnes and Noble product webpages for

copywritten. The author has to sell rights toltlek to a publisher.” (Jay Rep., App’x. H, at 8.)
Jay clearly recognized this problem, as she codecamswers relating to approval from the
“author” when tabulating her results. (Jay Repp&pJ, at 39 (Table 33 ).) However, Jay did
not appropriately code for all content-related pesmns—for example, she failed to code for
“writer,” despite the fact that her verbatims iratie she received such responsiels, App’x. H,

at 4, 6 (IDs 2092, 2147)), and she has recognizaidwriter” conveys the same copyright-rights
sensibilities as “author,” (Jay Tr. 190:22-192:1@0rther, because Jay tabulated her permission
data based only on Q3a and Q3b, her tables dithaide those respondents whose answers to
Q3a and/or Q3bwere not content-related, but whasgbsequent answerd Q3c-eindicated
perceptions relating to content. (Jay Rep., aR@8App’x U (Tables 33-35).) In addition,
because the Jay Survey did not ask follow-up goestof respondents who indicated that no
permission was needed in response to Q3a, there wgay to identify how many respondents
answered this way because of content-based, m#rrark-based, assumptions.
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Colby’s paperback or hardcover books (“Amazon Shirsiuand “BN Stimulus,” respectively).
(Jay Rep. at 17.) Given that, as Jay admits, lmey asked questions about the books depicted
on the web sites, books (either in print or digi@mat, in actual or conceptual form) would
have been more appropriate stimuli than interngepa

Jay’s webpage stimuli are especially problematicabse they operated essentially to
conceal the mark at issue amidst a range of exdtenmformation not seen in a book itself. In
both the Amazon and BN Stimuli, Colby’s ibooks/iBsamark is in very small print, buried in
the middle of the webpage, and completely divoriteth the product that the Jay Survey was
“asking questions about’—the book its&lf.(SeeJay Rep. App’x B, “Website A,” “Website
X"

Significantly, neither the Amazon Stimulus nor 88 Stimulus displayed the mark in
the format in which it appears on ibooks/iBooks4mfed books. The Amazon Stimulus
presents the mark as “lbooks, inc.,” although Cdilag never used a capital-l when using the
mark as an imprint. The BN Stimulus presents tlaekmas “ibooks, Incorporated,” dwarfing the
“‘ibooks” portion with the lengthy—and unrepresemeat—"Incorporated.” Both of these
typographies are visually much less similar to Ddént’s “iBooks” than is Plaintiffs’ actual

“ibooks”/” iBooks” usage. By thus failing to repéte, or even approximate, the mark as used in

15 Jay did not even attempt to focus respondentseriniprint name, which roughly 75% of

respondents may never have noticed in the moragxiobn the four or six-page website stimuli.
(Jay Rep. at 24 (Table 5).) Jay maintains thatsherey did not direct respondents’ attention to
the ibooks name because supposedly doing so iopapr (Jay Tr. 154:3-6 (“[yJou do not

focus, when you do a survey in a trademark likefusion, respondents’ attention on any
particular portion of the product, of a label, opage.” [sic]).) However, in previous confusion
surveys, Jay herself has directed respondents riccydar and relevant product information.

Report of E. Deborah Japeaceable Planet v. Ty, IndNo. 01-cv-7350, 2002 WL 33004467

(N.D. Ill. Oct. 8, 2002) (focusing respondents wnfusion survey on name of toy printed on
inside of tag).
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the marketplace, the Jay stimuli generated irrelevanreliable, and inadmissible data. Rules
402, 702seeRule 403.

5. The Jay Study Failed To Account For Post-Sale Con8ion

Further, because the Jay Survey tested for poistief reactions at a particular moment
in time, it does not fully capture the manner inietthbooks and publishing imprints are
encountered in the real world. A survey roboticalesigned to test on-sale confusion at a set
instant in time fails to take account of the uniguanner by which book imprints are observed
by, and become known to, consum&rs|T]he value of the brand is created over timetbg
experiencegeaders and consumers have with the published BooiShatzkin Rep. at 5-6
(emphasis in original)seeShatzkin Tr. 202:15-20 (“It is my testimony that btands, that is
author brands, . . . imprint brands, series bramdispublishing house brands are the sum total of
awareness created by the books sold and read thader brands.”)d. at 93:8-12 (“consistency
of topic or subject or presentation of some kinditVes “meaning [to] a publishing brandiy.

at 97:6-12; Freese Tr. 105:2-7 (“Basically what peays is, when [an imprint] brand becomes a

It is no coincidence that imprints aren’t markeped se and certainly not in the traditional
ways that potato-chip and shampoo products arerégle and promoted. (Deposition of Mike
Shatzkin, December 4, 2012 (“Shatzkin Tr.”) (BogowrDecl., Ex. E) 127:19-128:6 (“Book
publishing companies . . . do not advertise theands, period. They advertise their books, only
their books, and they mention their brand withie thdvertising of their books but brand
recognition is based on the cumulative book redagnf’); id. at 202:22 - 203:24; Expert Report
of Mike Shatzkin (“Shatzkin Rep.”) (Bogdanos Deélx. F) at 6 (In publishing, “[a]dvertising
for brand building is virtually non-existent, as lsand-focused marketing.”jd. at 7; see
Shatzkin Tr. 202:15-21 (Consumers’ experiences Wibloks generate brand awareness, and
“[tlhere is very, very minimal impact of anythingse.”); see alsdeposition of Richard Freese,
September 25, 2012 (“Freese Tr.”) (Bogdanos Dé&ot., G) 106:21-107:2¢f. Deposition of
John T. Colby, Jr., July 18, 2012 (“Colby Tr.”) (gdanos Decl., Ex. H) 313:10-11 (Colby’'s
“website is designed to help the authors market then books”).) In the world of publishing,
publishers promote the books—an imprindisthors and titles—notthe imprint name itself.
(Seeid.) That an imprint's brand identity comes about thtouhge accretion of consumers’
personal experiences, over time and following theiral purchase of a book under that imprint,
is precisely because imprints are not designee teebognized in an instantldJ)
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trusted brand and you are looking for something,efsu know, if you have read books by that
publisher, that brand, before, you will look atid say . . . | know that publisher, | like their
books.”); id. at 106:21-107:2 (“[I]f you lock up authors and ybave the right authors, the
authors define the brand and then the brand bdgirdefine the new authors.”l. at 92:5-
93:19; 102:7-107:2.)

The shopping frame of mind that Jay’s survey expent attempted to replicate ignores
that a book is a post-sale experience. The latiyraif Jay’s on-sale study virtually eliminates
serious consideration of the imprint, because simgpjs not how consumers meaningfully
encounter and process publishers’ impriritss only after a book has been read and expegnc
that the reader may be drawn to learn more abeubdlok, and that certain subtleties, such as the
imprint, come into play. Id.) A standard shopping scenario, typical of simplescmmer-product
purchases, does not do justice to the plethoreost-gale interactions between consumers and
books. See Gucci Ameri¢a8831 F. Supp. 2d at 745-47 (excluding a pointadésurvey because
it was irrelevant to thpost-sale confusiorat issue in the case, where consumers may hawve bee
confused by glimpsing a handbag logo in passing post-sale environment). Thus limited, the
Jay Study was inappropriate for the product andhegad incomplete and—in totality—
irrelevant, unreliable and prejudicial results. é&02, 403, 702.

B. The Nowlis Survey Is Similarly Fatally Flawed

Rather than designing his own survey questions @ethodology, Nowlis simply
adopted the questions and instructions from Jaylsvey, changing only the stimuli.
Accordingly, the Nowlis Survey has many of the sdatel flaws as the Jay Survey, specifically
(1) an overly narrow universe; (2) improper affiltm questions; and (3) an inapt measure of

permission. Again, any one of these defects ignwn is fatal to the efficacy of the survey,
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and the Nowlis Survey must thus be excluded foisdrae reasons as the Jay Survey. Rules 401,
402, 702.

Nowlis’s own admissions regarding these methodokddiaws further detract from his
study, as well as from the Jay Survey, which haembm “creating” his survey:

1. In straining to defend his/Jay’'s overly narromiverse, Nowlis testified,
incorrectly, to an 88% dverlag between print-book and e-book-reading individuals
(Deposition of Stephen M. Nowlis, December 14, 2QtRowlis Tr.”) *’ 209:18-214:23
(emphasis added).) What the Pew Study actuallyshs that 88% of people reading digital
books also read print book®ot the converse, which is far less—a distinction \hiowilis fails
to grasp. Pew Study at 1, 3, 4, 8, 19 (finding 26 of Americans have ever read an e-book
and that 17% of American adults had read an e-botte December 2010-2011 calendar year).

2. Defining affiliation confusion as “whether [camgers] think thecompaniesare
affiliated,” (Nowlis Tr. 38:7-8), and acceding t@pular recognition of Apple as “a computer
company” not as a book publish&rid. 45:17, 20, 25; 46:5-6,10,12,14; 240:2-6; 249:7-11)
Nowlis conceded that his/Jay’'s Question 2 “affibat series asked about “the same company”
as the source,id. 230:7-8), and measured responses “affiliateagcompany through its
products” (id. 232:1-5 (emphasis addedyee id.229-234, 246-247, 246:24-25 — 247:2-7.)
Admitting the near-identity of purpose between #wmurce and his purported “affiliation”

guestions, Nowlis acknowledged that an answer tes@un 2 “givesmore information about

17 Bogdanos Decl., Ex. I.

18 | ike Jay, Nowlis testified that the words usechia study “printed, released, and put out”
convey the concept of “publishing,” (Nowlis Tr. 20:-22; 249:2-6)—a term that he, like Jay,
fastidiously avoided despite (or as he would havbdcause of,id. 91:10-25)) the statement in
his stimulus: “an Original Publication of ibookagci” (Nowlis Rep. at 35.)
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the products that that company puts osd you would be affiliated through those produéts.”
(Id. 247:4-7 (emphasis added).) Expressing a degraaagrtainty, Nowlis stated that it was his
“understanding” that his/Jay’'s Question 2 seried baen asked in thEvereadycase, id. at
234:3-5), yet acknowledged his belief that anofbem of affiliation-confusion question exists,
(id. at 234:15-18). Indeed, Nowlis cites Swann withrappl numerous times throughout his
report, and Swann himself has proffered an appatgfivay of directly asking about affiliation
confusion. Swannsuprg at 57-58 (suggesting a question as to “busindfkatéon or
connection”).

3. Nowlis defined sponsorship confusion, propédriyterms of approval of theark
at issue: “whether [consumers] thought another @mphad sponsored the use of this term.”
(Nowlis Tr. 18:18-22.) Yet nowhere in his/Jay’s survey questiare respondents asked about
approval to use the “ibooks” name.

4, While Nowlis professes that his study applieptst-sale confusion, the plain
language of the instructions in the Nowlis Survelidhis strained claim. The Nowlis Survey
placed respondents in a shopping, on-sale minésgelicitly instructing them to “look at or
browse this book the way you normally ddven you are deciding whether to buy a bobk
(Nowlis Rep. App’x C, “Hardcover Book Survey, Ma@uestionnaire,” Instruction D (emphasis
added).) Just like the Jay Survey in its ovecstdherence to standard survey constructs, the

Nowlis Survey blindly ignored the relevant postesakperience that is so meaningful here.

19 Nowlis further testified, when asked whether hisdg in any way captured the idea of
separate companies perceived by respondents asdrdlacause of the trademark used: “No.
That is not what . . . it was designed to testNoWlis Tr. 251:7-8.) This concept of affiliation,
however, is squarely embodied by Section 43 oflttweham Act, 15 U.S.C. § 1125(a)(1)(A),
and is at the core of this case.
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Il THE COURT SHOULD PRECLUDE NOWLIS FROM SERVING AS AN
EXPERT AND EXCLUDE THE NOWLIS REPORT AS UNTIMELY AN D
PREJUDICIAL

The Court should exclude Nowlis’ testimony becausédacks relevant, reliable expertise
in consumer-confusion surveys for trademark liigat SeeRule 403, 702. In addition, Dr.
Nowlis’ Report and Survey are improper rebuttats esidence by the fact that his survey was
fielded beforethe report Nowlis alleges to rebut was served,ssmdhould be excluded because
submitted past the date for disclosure of initigdext reports.Ebbert v. Nassau Countio. CV
05-5445, 2008 WL 4443238, at *14 (E.D.N.Y. Sept, 2608) (excluding portions of a rebuttal
report that should have been included in the psitytial expert reports).

A. Nowlis Is Not Qualified As An Expert

Nowlis lacks the qualifications necessary to opnesurvey measurements of consumer
confusion. Only a “witness qualified as an expgmrtknowledge, skill, experience, training or
education” may offer expert opinion testimony, gmndiges must evaluate whether an expert has
“sufficient specialized knowledge to assist theojarin deciding the particular issues in the
case.” Rule 702ZKumho Tire 526 U.S. at 156 (internal quotation marks andticihs omitted).
By its plain language, Rule 702 does not affordestgounlimited license to testify on any topic.
Rather, courts may exclude the testimony of an kxpbose “expertise is too general or too
deficient,” even if his or her proffered testimoisyrelevant to the caseéstagl v. Delta Air Lines,
Inc., 117 F.3d 76, 81 (2d Cir. 1997).

While Nowlis may have expertise in the generaldBelbf marketing and consumer
psychology, he lacks the specific expertise necgdsaconduct or critique surveys designed to
measure consumer confusion. In the trademark xgrteurts have excluded expert testimony

as to consumer confusion when the purported expad no experience in confusion
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determination or measuremerifroublé 179 F. Supp. 2d at 302-30ske also John H. Harland
Co. v. Clarke Checks, Inc711 F.2d 966, 979 n. 23 (11th Cir. 1983). Novednittedly has
scant experience in, or familiarity with, surveyiognsumer confusion. Most critically, Nowlis
has never had any of his (at most) four prior csitiu studies subjected to judicial review or
comment. (Nowlis Tr. at 19:9-16.)

He is also unfamiliar with basic terms of art rethtto trademark surveys. He was
uncertain of a standard term in the context of fimircept surveys: “probability study® (Id.
at 178-189see idat 183:10-12 (“ don’t think that’s true” that “theeis a technical meaning that
everybody ascribes to it.”).LCf. Robert M. Groves et alSurvey Methodolog94 (2004) (“When
chance methods . . . are applied to all elementissofampling frame, the samples are referred to
as ‘probability samples.”™); 6 McCarthy 8 32:16%f(eparing probability and nonprobability
studies); Leslie KishSurvey Sampling0 (1965) (“In probability sampling, every elemémthe
population has a known nonzero probability of besetpcted.”). He was similarly unaware of
the meaning of the phrase “puts out,” though itc@nmonly used in consumer-product,
trademark-confusion studies. (Nowlis Tr. at 48;%&e id.at 59:11-60:5 (unable to recall if he
had ever used that term before and unable to naymewch study of his that did, while freely
admitting that he looked to the language employedtbers, including Jay).)

In addition, he is unable to comprehend basicstiedil concepts to such a degree that his

ability to extrapolate from or opine based on amyhie survey data is severely undermined.

20 A mall-intercept study is well-recognized to benan-probability study. See Simm v.
Louisiana State Bd. of Dentistrijo. CIV.A 01-2608, 2002 WL 257688, at *6 (E.D..lEeb. 22,
2001), affd 57 F. App’x 212 (5th Cir. 2003) (describing maltercept studies that are not
random probability studieslPrince Mfg., Inc. v. Bard Int’l Assocs., Iné&No. CIV 88-3816, 1988
WL 142407 (D.N.J. Dec. 22, 1998) (describing a nArgkrcept survey as a “non-probability’
study”).
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Specifically, as mentioned above, Nowlis improp&dyflated the percentage of e-books readers
who also read print books with the percentage wit fpook readers who also read e-books. He
testified that “[his] interpretation” of the statent that 88% of e-book readers also read printed
books was that there was “an overlap between tloeghoups of 88%,” and that therefore “we
can extrapolate from [the Nowlis Survey] results] [people who would also buy electronic
books. [d. at 211:2-6; 212:17-25.) This is simply wrong—y@annot extrapolate to data about
a given situation based on statistics represemetaifvthe converse situation—as anyone with
even a basic understanding of statistical analgsid survey data should know. Thus
inexperienced and untrained in consumer-confusimveys, Nowlis’s commentary on and
critique of the McDonald Survey lacks reliabilityvloreover, his duping of the survey methods
designed by Jay resulted in invalid, unreliabled anelevant conclusions. The Court should
preclude the entirety of his testimony under Rdi@2 and 702.

B. The Nowlis Survey Should Be Excluded Because it Cstitutes Improper
Rebuttal and Was Not Timely Submitted as a Direct Kpert Survey

Even if this Court finds Nowlis to be qualified fovide expert testimony as to the
nuances of confusion surveys, the Nowlis Surveglfitss actually an affirmative study
masquerading as rebuttal to the McDonald Surveg.sdch, and because the it was improperly
submitted after the deadline for affirmative expeigclosures, the Nowlis Survey should be
excluded as untimely and prejudicial.

1. The Nowlis Survey Is Not Proper Rebuttal to Dr. Mcnald’s Survey

As purported rebuttal to the McDonald Survey, thewhs Survey is irrelevant and
inadmissible. SeeRules 401, 402, 403. The Nowlis Survey does Bspond to perceived
methodological or linguistic flaws in the McDonaBlrvey, but rather constitutes an entirely

new survey that was not designed to re-field theDM@ld Survey with a few altered
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parameters. The Nowlis Survey does not counterddrifie alleged defects in the McDonald
Survey, and therefore cannot speak to its value.

Rebuttal reports are limited to evidence “intengetkly to contradict or rebut evidence
on the same subject matter identified by anothetypan an expert report. Fed. R. Civ. P.
26(a)(2)(C)(ii)). A rebuttal report must be respwaso the report that it purports to rebsée
Plumley v. Mockett836 F. Supp. 2d 1053, 1065 (C.D. Cal. 2010) {figdnon-responsive
portions of an expert report to be improper in lautel report), it should not go beyond the
scope of the report submitted with the initial thsare, and should generally not present new
argumentsEbbert 2008 WL 4443238 (citing cases). A proper rebhsttiavey must be similarly
responsive. Cf. I.P. Lund Trading ApS v. Kohler Cd.18 F. Supp. 2d 92, 110-11 (D. Mass.
2000) (describing a rebuttal report that “esselytiedplicated” the criticized report, but with
“important modifications” designed to “test the position that [the expert] would have found
different results had he conducted his study widsé modifications”).

However, the Nowlis Survey is entirely devoid ofyaesponsiveness to the McDonald
Survey, which is unsurprising given that the Nov8isrvey was fielded beginning on September
14, 2012hree days before the parties disclosed their affative experts and before Apple was
served with the McDonald Survey (Letter from Bonnie L. Jarrett to David Shaimdated
December 20, 2012;McDonald Report at 8) Because he could not possibly have seen the
McDonald Survey when he designed and began fieldiagsurvey, the Nowlis Survey clearly
could not have been designed to modify and rebeitMbDonald Survey. Rather, the Nowlis

Survey is a transparent attempt to shore up defectise stimuli used in the Jay Survey. It

2l Bogdanos Decl., Ex. J.
2. Bogdanos Decl., Ex K
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adopted wholesale the questions and methodolodlyeofay Survey, varying from that survey
only in the use of different stimuli, and making attempt to tailor the questions or methodology
to even the most basic elements of the McDonaldeiff (SeeJay Tr. 210:6-12.) The Nowlis
Survey is in no way related to the McDonald Sureeyl so does not shed any light on the
validity and strength of Dr. McDonald’s results,aasebuttal study should do.

As a notable example, Nowlis did not replicate cDonald’s universe of people likely
to purchase digital books. Nowlis also did not Ey@ny version of Dr. McDonald’s principal
question?* which he might have done by substituting the wditisde or put out” for Dr.
McDonald’s phrase “made available."SdeNowlis Rep. { 50-51.) As these examples make
clear, the Nowlis Survey was not designed to testalleged flaws in the McDonald Survey and
therefore cannot be said to contradict or rebutNleDonald’s survey results. It is instead a
wholly separate survey that purports to show thelihood of reverse confusion between
Plaintiffs’ and Defendant’s mark—a survey which,maskibility aside, should have been
disclosed as direct expert evidence.

Because the Nowlis Survey was not designed asudtaélbo and does not respond to the
McDonald Survey, it is improper “new argument” irrebuttal report. This inclusion of new
argument is not justified and prejudices Plaintifee Ebbert2008 WL 4443238, at *13.

2. The Nowlis Survey Was Not Timely Disclosed and ShalBe
Excluded

As improper rebuttal evidence, the Nowlis Survegwat timely disclosed and should be

excluded. The deadline for affirmative expert fisares was September 17, 2012, but Nowlis

23 Nowlis himself does not customarily conduct reuurveys , and the instant “rebuttal
study” is quite possibly his first attempt to do gdlowlis Tr. at 53:25; 54:4; 61:18-21.)

4 The main question in Dr. McDonald’s study askdiv]hat company or companies would
you thinkhad made the bookvailable?” (McDonald Report at 11.)
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was not disclosed until October 26, 2012. The Calrould not countenance Apple’s
gamesmanship and should exclude the Nowlis Studyarasuntimely affirmative expert
submission. Fed. R. Civ. P. 37(c)(%ge, e.g.Ebbert 2008 WL 4443238, at *14 (excluding
portions of a rebuttal report that should have hieeluded in the party’s initial expert reports);
Plumley 836 F. Supp. 2d at 1066 (excluding non-responspigions in a rebuttal expert report
as a sanction for failure of timely disclosure unBeile 37(c));First Years, Inc. v. Munchkin,
Inc., 575 F. Supp. 2d 1002, 1008 (W.D. Wis. 2008) (ediclg from evidence portions of
defendant’s expert report that discussed issudsreiiit from those the report was purportedly
submitted to rebut).

CONCLUSION

For the foregoing reasons, Plaintiffs respectfulguest that this Court grant their
motions to exclude the expert evidence, includiigtestimony, affidavits, or reports, of E.
Deborah Jay and Stephen M. Nowlis.

Dated: New York, New York
December 21, 2012
Respectfully submitted,
ALLEGAERT BERGER & VOGEL LLP
By: s/ Partha P. Chattoraj
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