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PRELIMINARY STATEMENT

Apple’s Opposition to Plaintiffs’ Motion to Exclude Gregory Garpentel(“Opposition”
or “Opp.”) does not even acknowledge, let aloaeut the primary justificabn for excluding his
testimony:Mr. Carpenter hasno experiencen the bookpublishing industryand he made no
effort to educate himself about marketing in the bepkblishing industry* As Mr. Carpenter
himself opined in order to apply‘general, high-level marketing principlespne must have
knowledge of the industry to which these principlesheiag applied Under his own standard,
Mr. Carpenterfails. Because he has neithekperience innor knowledge abouthe book
publishing industry, his opinions on marketing principles as applied to book publishing are
supported by nothing but his owpse dixit

Apple attempts to obscutkis fatal defecby detailing(at absurdength) Mr. Carpenteis
generalbackgroundas amarketing professor. But as case law-including cases cited by
Apple—demonstrategjeneral experiencagone camot qualify anexpertto opine orpractices in
specificfields; rather, that experlso must take steps to educate himself or herself about the
specific field to assure the Court thais or herprofferedtestimony is reliable Here, Mr.
Carpenter seeks to opine that his “general principles” apply to thepudmishing industry, but
because he took no steps @éducate himself aboutook publishing,his opinions have no

reliability based onhis “knowledge, skill, experience, training, or educatioand the

! Plaintiffs respectfully direct the Court to their Memorandum of Lawupg@®rt of Plaintiffs’ Motion to Exclude
the Testimony, IncludingAffidavits, Declarations, and Reports, of Defendant's Expert Witn@segory S.
Carpenter (Motion” or “Mot.”) for all terms defined therein. Unless otherwise notall citations toMr.
Carpenter’s Reports and deposition transcript can be found at tSxhikl to the Bogdanos Declaratiam support
of this Motion. All other citations to expert reports and deposition transcripts are edtad exhibits to the
Declaration of Todd Anten (“Anten Decl.”) in support of this Motion, datedr&ary 5, 2012.

2 Mr. Carpenter testified, for example, that “particular [marketing] stresetjiat are effective vary from context to
context,” and that “[w]hat works in automobiles is different than vahight work for some brands, in coffee, for
example. So you need tmderstand those differences, the meaningful dimensions of thifiesrences to make
recommendations about what works and what wouldn’'t work.” (Caepdint 7:238:12.) Bizarrely, Appleloes
not even acknowledgais testimony from its own expert, lgone explain why it should be disregarded.



introductionof his opinionswould only confuse the jury angrejudice Plaintiffs. SeeFed. R.
Evid. 702, 403.

Even more egregious is Apple’s attempt to convince the CourtMhaCarpenter, a
marketing professor, is somehow qualified to offerportedexpertopinions onlegal topics
such as(1) whether a trademark assignment is valid and whether it included a transfer of
goodwill; (2 whether Plaintiffs’ IBOOKS mark reached the requisite level of segnd
meaning among its customers to constitute @ategtable and enforceable trademark; éB8d
whether Apple’s use of the IBOOKS mark causes a likelihood of confusion as thatsterm
understood in trademark lawMr. Carpenter, howevedoes not even understand what these
concepts are He has no legalaining and, among other glaring gaps in his knowledge, does not
even appear to understand what it means to cause “confusion by affiliatierdlieged fornof
confusionat issue in this cage In short,Mr. Carpenter’s opinions on thesapicswould beof
no more help to the factfinder than would the opinions of peespn, andhereforemust be
excluded.

ARGUMENT

UNDER BOTH THE LAW AND THE FACTS, MR. CARPENTER IS NOT
QUALIFIED TO OPINE ABOUT MARKETING IN THE BOOK
PUBLISHING INDUSTRY

In their Motion, Haintiffs explained that, whilevir. Carpenter may be a professor of
marketing, he i:ot an expert in book publishing, nor does he have even a basic understanding
of the bookpublishing industry As such, he is not qualified to opine on the adequacy of
Plaintiffs’ marketing strategies or practices its oppositionApple twists Plaintiffs’ positionto
bethatsomeone witlgeneral marketing experiencan neveprovide expert testimongndthat
Mr. Carpeneér must have personally worked in the bgaidishing industry for his testimony to

beadmissible Neither of these forms the basis of Plaintiff&tion.

2



Plaintiffs point is a simple one:Mr. Carpenter haso bookpublishing industry
experienceand did nothing to educate himself about the indubigjore preparindpis Reports.
It is his failure to educate himself about marketing in the bpoklishing industry that renders
his testimony unqualified and inadmissible. This is true not only under the law, but Bso in
Carpentets own opinion—he testified that marketing is sectaand compamgpecific, and in
order to evaluate sufficiently a company’s marketing strategies, theaésaiust b&aware of
the context and understand some of the tickerCarpenter Tr. 735, 8:412.) While Mr.
Capenter provided a lengthy list of materidlsreviewed in constructing his Repsrhone of
thesematerialshas anything to do with marketing practices in the book-publishing industry.

A. Courts Recognize That General Experience Alone, Withoud Nexus Does
Not Qualify an Expert to Provide Opinions Regarding aSpecific Field

As an initial matter Apple does not pretend thddr. Carpenter has any marketing
experience in the bogbublishing industry; rather, Apple simply claims that “there is no
requirement” that he have such experience. (Opp. at 6.) While experts with geperanme
may bepermitted to testify about specifiopics aboutvhich they do not have experience, such
experts musestablishithat they have taken steps to educate themselves ale@petifictopic at
issue therebyproviding a nexubetweertheir general experience and the specific field.

First, courts routinely exclude proffered experts who have knowledge in a genleral fie
but do not have specific knowledge relevant todase “Though a proffered expert possesses
knowledge as t@ general field, the expert who lacks specific knowledge does noessarily
assist the jury’ City of Hobbs v. Hartford Fire Ins. Col162 F.3d 576, 587 (10th Cir. 1998)

(emphasis addedgitation omitted) For example, courts have excluded experts who had general

% In contrast, Plaintiffs’expert Dr. Susan Schwartz McDonald offers marketing insight inemsumer
perceptions—notinternalbusiness practices within a specialized industry.



knowledge about insurance disputes, but syecific knowledge about particular kinds of
insurance disputesSee e.qg, id.; Bright v. Ohio Nat. Life Assur. Cor®013 WL 121479, at *2
(N.D. Okla. Jan. 9, 2013) (“Generalized knowledge of insurance disputes does not d¢ack the
of specialized knowledge ¢Oklahoma] bad faith casé&s(quotation marks omittedsee alsp
e.g, U.S.v. Prouse 945 F.2d 1017, B5-26 (8th Cir. 1991) (affirming exclusion chemist who
only had experience witiimple sobriety tests from testifying as to specific effects obhabl);
Trustees of Univ. of Penn. v. Lexington Ins.,@&5 F.2d 890, 903 (3d Cir. 1987affirming
exclusion of expert who hagkarsof experience as a claims adjuster but no experiende wit
claims of magnitude at issue). Indeed, the Second Circuit has confirmed thathawe the
discretion toexclude such experts where “other experts exist who are more specifically
qualified.” Stagl v. Delta Air Lines, Inc117 F.3d 76, 81 (2d Cir. 1997).

Second in determining whether an expert with general knowledge can extend his
opinions toa specific field, courts requirsomeshowing of specific knowledgm addition to
that general knowledgefor example, experience thatasalogous or similao the specific field
at issuepr efforts by the expert teducaé¢ himself aboutthe specific field. In fact, he cases
cited by Apple confirm that, if an expert with general knowledge or experieracéefd wishes
to provide expert testimony, themdso must be som nexus to bridge the expert's general
experienceo the specific field in questionin Lappe v. Am. Honda Motor G857 F. Supp. 222
(N.D.N.Y. 1994),for example,the court found that “[w]here an expert has the education or
background to permit him to analyze a given set of circumstances, hé@roagh reading,
calculations andreasoning ... makehimself very much an expert in the particulgsroduct
even though he Isanot had actual experience in its manufactutd.’at 22627 (quotation marks

and citations omitted) (emphasis added). HeaiJe Mr. Carpenter recognized the need to



become an expert in the “productiefe the bookpublishing industry) to opine on arketing
issues related thereto, he failed to educate hinadeltit the industry so that he could “make
himself’ an experin it. Instead, he did nothiry.

To this end, Appleleeplymisconstruestagl v. Delta Air Lines, Incin Stagl a personal
injury case relating to unsafe airport baggage systeathanismsthe Courtbbegan by stating:

[O]ne of the factors that the district court ought to consider is whether othentex

exist who are more specifically qualified and who are nonetheless not in ph@yem

of the company or industry whose practices are being challengethe only

experts permitted to testify inevitably represent the same side of a civil case, th

who possess these experts can, for all practical purposes, set their own standards
117 F.3d at 81.After considering the plaintiff's experthe Courtfound that “[i]t is hard to
imagine an expert in airport terminal design or baggage claim systems who deévelape
expertise in any way other than by working for the airline industlg. at 82. Thus, according
to the Court, it was unfair to require that an expert work directly in the field iniouelsecause
such a requirement would render all qualified experts biased.

Stagl however, stronglygupportsMr. Carpenter’s exclusion. ifst, the proffered expert
in Staglalso had a nexuseyond his general experieree was not just a mechanical engineer,
but the relevant “interaction between people and machinery is cledrtiie sortthat [hel has
worked with in depthi Id. (emphasis added)Mr. Carpenter does naotaim tohave experience

with fields that are“of the sort” of the bookindustry—his marketing experiencdies in

motorcycles, cruise and Coce&Cola. Second, unlike the expert Stagl Mr. Carpentercould

* The same is true in the other cases cited by AppleRith & Rich P’ship v. Poetman Records USA, 12610

WL 1978804 (E.D. Ky. May 17, 2010), for example, although the challenged experbididave marketing
experience in the specific field of marketingdao CDs sold in Kentucky, the court found she had experience in the
marketing ofsimilar products sold in Kentucky, and so “ha[d] experience marketing to the dapmicg that would

be targeted for Rich & Rich’s album.Id. at *2. Carpenter, however, has madesimilar claim. Andin TC Sys.,

Inc. v. Town of Colonie, N.Y213 F. Supp. 2d 17175(N.D.N.Y. 2002), the expert did not opine on specifics of
the case, but on “broad economic principles and market for¢¢=r&, Mr.Carpenter is not merelyffering general
testimony on “broadimarketing] principles,” but rather seeks to opine specifiaaiyhe bookpublishing industry



haveeducated himself about the@ok-publishing industryby conducting interviews with people
in thatindustry orresearchingnarketingpracticesn book publishing. He simply chose not to
He therefore has no idea if his general principles or other experiences hasepéogbility to
book publishing. Finally, Apple does not contest thaitherexperts exist” who may opine on
marketing practices in the book-publishing indust®yaglis therefore inapplicable.

B. Mr. Carpenter’s GeneralExperience Alone Does Not Render Him Qualified

Apple spills much ink toutingdr. Carpenter’s status as a marketing professor, detailing
his educational history, resear@nd scholarshipin orderto distract the Court frona crucial
dispositivefact nothing in Mr. Carpenter'sbackgroundbears on thédookjpublishing industry
Likewise, Mr. Carpenter nevebothered to take any steps to ealie himself about marketing
practices in the boegublishing industry-he failedto remedy his lack of industgpecific
experience so that he could apply his general knowledge to the facts of thisHabas no
nexus to book publishingt all, be it through experience or education.

Apple’s claim thaMr. Carpenter’s general markegj knowledge is sufficient to opine on
the idiosyncratic world of booegublishing marketing is not only contrary to the law (as
discussedupraPart I.A), butis alsocontrary to common sense. Apple’s view,Mr. Carpenter
is automatically qualified to provide expert testimonyo a jury about anythingelated to
“marketing in any case in the country, no matter how nuangejue or unfamiliar thefield,
and regardless of his failure to educate himself about the industry on whgchpieing Such a
wildly macro view of a field as broahd diversas “marketing” cannot be accepted

Attemptingto cobble together some relevant experietcsatisfy therequisite nexus
Apple claims thatMr. Carpenter has “provided executive seminars for peoplmagazine

publishing and media and related business and many businesses that have chesacterist



associated with book publishing.” (Opp. at 10This vague assertion cannot form a foundation

for sufficient expertise to testify about beplablishing. First, it is puzzling that Apple can
representhat Mr. Carpenter has given seminars for “many businesses that have characteristics
associated with publishing” whevir. Carpenter never did any research to determwinat those
characteristicsan book publishng are In other words, how would he knowir. Carpenter did

no research othe book-publishing industryso any attempt to compare his experienceldb

field arebased on nothing more than rank speculationipsel dixit® Secong smply because

Mr. Carpentergave a seminar to magazine publishers does not meanhhdnows about
anythingabout marketing as appliediwagazine publishing.

Mr. Carpenter’s Report corroborates thia materials he referenced have no bearing on
book publishing. His “Materials ReviewedAppendix, for exampledoes not list any materials
related to marketing in theook-publishing industry. (Carpenter Rep., ApB.) While Apple
claims thatin preparing his Reportr. Carpenter‘investigated publishing industistatistics;
studied Plaintiffs website; reviewedNew York Timesbestseller lists... [and] reviewed
publishing indistry directories (Opp. at 11.), none of these materials provide him with an

understanding othow book publishers conduct their marketing witigés.® BecauseMr.

®> Notably, neitheMr. Carpenter nor Apple mentioned these seminars MmtilCarpenter's deposition, and to date
still have not identified the magazine publishers or the subjects of theasemin

® To this end whetherMr. Carpenter gave a seminarrtmgazinepublisherscannotper sequalify hisopinionson
marketing practices inook publishing—hedoesnat knowwhethemarketing inthese industriearesimilar.

" Apple also failed to demonstrate thdt. Carpenter’s purported “seminars” even relatenirketing Thisis not
an issue of credibilitybut is rather an unmet burdexpple bears the burden of proof, at theitset, of establishing
that Carpenter is qualified See Daubert v. Merrell Dow Pharms., In609 U.S. 579, 593 n.10 (199R;F.M.A.S.,
Inc. v. Sp 748 F. Supp. 2d 244, 269 (S.D.N.Y. 2010) (expert's “conclusory statesnglairly inadequate to satisfy
[movant's] burden of proving by a preponderance of the evidence that itstsexper qualified to offer their
proposed testimony”).

8 The “publishing industry statistics” to which Apple refers is a webpamge fban Poynter’s Parapublishing.com”

and inclues statistics such as “54% of small independent publishers are m&larpefter Rep., Ex. (Anten

Decl, Ex. A) at 3.) It is unclear what this page is, or how such statistics weelfglMr. Carpenter nderstand

marketing in the bocbublishing industry Further, he does not list any materials about marketing practices in the
(footnote continued)



Carpenters “competence in the general field [at issue] must extend to his specific testimony
the matter before the Courgnd becauseMr. Carpenter did not do the work to gdisufficient
specialized expertise to render his opinion on the topieliable, as required bpaubert” he
must be excludedKlaczak v. Cosol. Med. Trans.458 F. Supp. 2d 622, 665 (N.D. Ill. 2006)
(quotation markemitted.®

Il. MR. CARPENTER IS NOT QUALIFIED TO OPINE ON LEGAL CONCE PTS

A. Mr. Carpenter Does Not Have AnyExperience Allowing Him to Rebut Mr.
Scherer

Apple’s contention thaMr. Carpenter can “appl[y] his marketing expertise to assess
whether Family Systems’ goodwill (or brand equity) in its IBOOK mark wafact transferred
to Apple” (Opp. at 1bas a rebuttal to M Scherer’'s opinions iantrue While the ultimate
guestion of whether goodwill has transferredaisthe Courtto decide Mr. Scherera former
PTO examiner with over 30 years of legal and trademark experience, sitwaled to evaluate
and explicate factual issues and standard practices which could help the Courtuckaeh s
determination.See Highland Capital Mgmt., L.P. v. Schnejd879 F. Supp. 2d 461468
(S.D.N.Y. 2005). Mr. Carpenterhowever,s not so situatedMr. Carpenter’s entire opinion in
this regard is premised updhe unsupported contention that “brand equity” is the marketing

corollary of the legal concept of goodwillSéeMot. at 1112.) However, as he recognizes, the

bookpublishing industry.

° In an effort to bolsteMr. Carpenter's Reports despite his lack of qualifications, Apple sl#at Plaintiffs’
expert Mr. Shatzkin “offered nearly the same opinion as Dr. Carpenterfi. (&tfl2.) This is bunk—Mr. Shatzkin
strongly disputed Mr. Carpenter’s opiniongirst, notwithstanding the misleadingly excerptgdotes from Mr.
Shatzkin's depositignMr. Shatzkin could not have been clearet,tiahis opinion, “publishers spend no money
creating consumer awareness of brand®e&ppsition of Mike Shatzkin, December 4, 2qAaten Decl, Ex. B) at
193:17194:3) As Mr. Shatzkin described, “It's not only a common thing that exgaristher fields fail to
understand publishing, the failures are generallyaafategory which is they don't get the granularity of it. That's
exactly what Carpenter failed to get. Anybody coming into publishing from the outside their jaw dropdd. (
220:18221:23.) To describe Mr. Carpenter as offering the “same opinion” as Mtzl8h is ludicrous.Second it

of course makes no difference whether the two came to the same conekibierissuehereis whether Mr.
Carpenter is qualified to opine at all.



assignmentof goodwill is a legal concept, aridr. Carpenter does not (and cannot, given his
lack of legal training) explain why transferred brand equity should equate tdetrads
goodwill.*® By his own admissionr. Carpenter is not qualified to opine soch concepts
thus, thistestimony must be excludéd.See e.g, Price v. Fox Entm’t Group499 F. Supp. 2d
382, 389 (S.D.N.Y. 2007) (excluding expeavho opined on principles of copyright law, but
admitted at deosition he did not understand the meaning of those princigles)lso Ralston v.
Smith & Nephew Richards, In@Q75 F.3d 965, 969 (10th Cir. 2001) (expert not qualified on a
particular topic where expert admitted she lacked expertise on that subject).

B. Mr. Carpenter’s Opinions on Lack of Consumer Recognition Are Improper

While theexistenceof secondary meaning is question of fact, secondary meaning itself is

a legal concept SeePAJ, Inc. v. Barons Gold Mfg. Cor2002 WL 179206%at *2 (S.D.N.Y.

Aug. 2, 2002) (citing 2 JThomasMcCarthy, Trademarks &Unfair Competition§ 11:82). h

order to determine whether secondary meaning exists based on the facts at handt dingt m
understand what secondary meaniisg—and Mr. Carpenterdoes nothave the specific
background and training tonderstand (SeeCarpenter Tr. 98:189:9.) Furtheras discussed
above geesupraPart 1) Mr. Carpenteralso does not understand how secondary meaning is
deweloped within the boekublishing industry and thus cannot propeolyine onfactual issues
such ashow PlaintiffS sales compare to the industry standardthe nature and impact of
Plaintiffs’ internal marketing practices. Lacking the requisite babts,Carpenteris not

gualified to give an ultimate opinion on whether secondary meaning exikis case

2 The absurdity of this argument is underscoredApple’s contention thaMr. Carpenter’s conclusions regarding
goodwill are based on his marketing analysis of certain {auttuding, e.g, the assignment agreement between
Apple and Family Systems In esence, Apple argues thétr. Carpenter applied his “marketing expertise” to a
legal contract between two parties in order to arrive at a marketing opiniomdsgal concept, with no explanation
as towhy a marketing professor’s opinion of a legal doconig at all helpful tahefinder of fact

1 SeeCarpenteiTr. 98:1499:9, 135:21136:12.



C. Mr. Carpenter’s Opinions on Likelihood of Confusion Are Improper

Mr. Carpenters opinions on likelihood of confusidikewise fall outside of the realm of
his expertise As Apple admits,’likelihood of confusion is a legal questiband Apple haput
Mr. Carpenter forward to testify abcunarketing in the publishing industry as a factual métter.
(Opp. at 14) Mr. Carpentéers opinions on a legal concegte unlikely to lelp the factfinder
when he does noteven understand/hat “confusion by affiliatioft—the type of confusion at
issue in this caseis. (SeeCarpenter Tr. 103:41, 103:21104:3.) Mr. Carpenter’opiniors on
thelikelihood of confusion are no more helpfulddinder of fact than a laypersenwould be
and thus should be excludedsegMot. at 910.)

CONCLUSION

For the foregoing reasons, the Court shaultht Plaintiffs’Motion in its entirety.

Dated:New York, New York
Februarys, 2013
Respectfily submitted,
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