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EXPERT REPORT OF PROFESSOR DANIEL GERVAIS 
 

 I, Daniel Gervais, declare the following: 
 

A. INTRODUCTION AND BACKGROUND 
 

1. I have been retained by Plaintiffs as an expert on issues of intellectual property, 

and, in particular, the collective licensing of copyrights and related rights.  I am familiar with the 

facts set forth below. 

2. I am the FedEx Research Professor of Law at Vanderbilt University Law School 

and Director of the Vanderbilt Intellectual Property Program.  My educational background is set 

forth as part of my curriculum vitae, which is attached here to as Exhibit A. The materials that I 

reviewed in preparing this report, in addition to those cited herein, are listed on Exhibit B.  Cases 

in which I have been retained and testified as an expert in the last four years are listed in Exhibit 

C.  I am being compensated for my time at the rate of $400 per hour. 

3. I am an expert in the field of intellectual property law.  I have taught intellectual 

property law at various institutions in the U.S., Europe, and Canada.  I have edited or contributed 

to 33 books related to intellectual property and have written on intellectual property law for 

journals around the world, including the Journal of the Copyright Society of the USA (my article 
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won the Charles B Seton Award in 2002-03), Columbia Journal of Law & the Arts, Fordham 

Law Review, Cardozo Arts & Entertainment Law Journal,  European Intellectual Property 

Review, American Journal of International Law, Chicago-Kent Law Review, Vanderbilt Journal 

of Technology and Entertainment Law and the Journal of Intellectual Property Law.  I have been 

cited in a decision by the Supreme Court of the United States (Golan v. Holder, 2011), and in 

decisions by many other courts.  A recent article was republished in Intellectual Property Law 

Review (2011) as one of the best intellectual property articles of 2010. 

4. One of my special interests is in “collective management” of copyright, meaning 

how aggregations of individual copyrights are legally protected, licensed, and marketed.  In 

January 2011, I gave the keynote talk at an event on collective management of copyright 

organized by the Kernochan Center for Law, Media and the Arts at Columbia Law School.  An 

updated version of my presentation was published under the title “The Landscape of Collective 

Management.”1  In addition, I authored the first chapter of  “Collective Management of 

Copyright: Theory and Practice in the Digital Age,” a 2010 book of which I served as the editor. 

5. Prior to my teaching career, I served as Head of the Copyright Projects Section at 

the World Intellectual Property Organization (“WIPO”).  In that capacity, I was asked to help 

establish new, or improve the functioning of existing, Collective Management Organizations 

(“CMOs”) in various countries around the world. 

6. I also served as Deputy Secretary General of the International Confederation of 

Societies of Authors and Composers, the largest association of copyright collectives in the world; 

and as Vice-President of Copyright Clearance Center, Inc. (“CCC”), based in Danvers, MA, 

                                                 
1 24:4 COLUM-VLA J. L & ARTS 423-449 (2011), available at 

http://papers.ssrn.com/sol3/papers.cfm?abstract_id=1946997. 
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during which time I was also Deputy Chair of the International Federation of Reprographic 

Rights Organizations (“IFRRO”), a worldwide association of CMOs, specializing in reprography 

(photocopying and digital reproduction of printed content).  I have spoken at over 130 academic, 

professional and other conferences and events, discussing various issues related to intellectual 

property, including copyright law of the United States, international copyright law and the 

TRIPS Agreement. 

7. I also serve as Editor-in-Chief of the Journal of World Intellectual Property, 

published by Wiley-Blackwell, a division or affiliate of John Wiley & Sons (New York). 

B. MY OPINION 
 
8. It is my understanding that the Defendants, themselves or in conjunction with 

Google, Inc. (“Google”), have engaged in a project to scan books in their library collections and 

that the resulting shared digital repository contains approximately 10 million digital volumes, a 

significant number of which are protected by copyright.  My further understanding is that 

neither Defendants nor Google have obtained the permission of authors or other copyright 

holders whose works have been scanned.  As part of this project, which I will refer to below as 

the Google Library Project, Google has provided the Defendants with digital copies of Plaintiffs’ 

works as well as works by others.  In terms of how Defendants are using the digitized works, my 

understanding is that they have been or potentially may be made available to users of various 

university libraries and others in a number of different ways.  In addition, my understanding is 

that if Defendants determine that a work is in the public domain in the United States, it may be 

made available to anyone in the United States.  Moreover, pursuant to Defendants’ currently 

suspended “Orphan Works Program,” online access to works determined by Defendants to be 

“orphans” will made available to students, faculty and visitors of the university library holding 



 

4 
 

print copies of the book. 

9. I have been asked my opinion whether (a) collective management systems 

provide a market-based mechanism by which libraries could compensate authors and 

rightsholders in exchange for a license to mass digitize and make various uses of copyrighted 

books in their collections, and (b) unrestricted and widespread conduct of the type described 

above will harm the development of such systems.  As I discuss in greater detail below, in my 

opinion, the answer to each of these questions is the affirmative.  In light of the fact that some of 

the Plaintiffs are foreign-based, I have been asked to consider the above questions from an 

international perspective. 

10. I believe that if Defendants’ digitization and use of copyrighted works is found 

not to be fair use or otherwise exempt from the rights of copyright owners set forth in the 

Copyright Act, the market will intervene and one or more CMOs will license the scanning, use 

and display of copyrighted works such as those copied as part of the Google Library Project.  In 

fact, as discussed further below, the CCC and similar CMOs presently license the same general 

type of copyrighted content as the material copied through the Google Library Project.   

11. Moreover, the type of copying involved in this case (mass digitization of library 

books) is already licensed in a number of other countries, in some cases involving agreements 

between Google and rightsholders.  This point underscores the fact that there are alternatives to 

Defendants’ (and Google’s) unilateral decision to digitize copyrighted works. 

12. Collective management is already used for many categories of content creators 

and for many types of copyright uses, including online uses.  The value of copyright to authors 

and other rightsholders is often monetized not in individual transactions (authorizing a specific 

use of one or more specific works) but in licensing their rights in aggregated form, as part of a 
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“repertory” of works or rights.  This allows markets for those repertoires of works and rights to 

form and to operate, allowing access to and uses of copyrighted material while compensating 

creators for their work.  Collective licensing markets have often developed in response to new 

technologies and uses and would likely develop for digital uses of books unless widespread 

copying of entire books is permitted as a fair use, thus discouraging the development of such 

collective licenses. 

13. I support the creation of digital repositories.  I believe that making books and 

other copyrighted works available online is desirable both for authors and users.  

Technologically, it is likely that in the future most types of copyrighted content will be exploited 

online in one form or another.  In fact, I believe that it is likely to become a major form of access 

to content.  It may also facilitate access by people with disabilities. 

14. The critical question here is whether the rights of authors and other copyright 

holders to license and/or be compensated for what is likely to become a major form of use of 

their works should be taken away by Defendants or by others, who claim a right to copy and use 

copyrighted works without permission from and without compensation to rightsholders. 

15. A collective licensing system to license online uses of digitized books would 

compensate those who created and published the content and whose ability to earn a living often 

depends on being able to monetize online uses.  The actual scope of the uses could be taken into 

account in determining appropriate rates and licensing terms could evolve to follow 

technological evolution and market changes.  Collective management solutions can be applied to 

manage this type of licensing transaction, as the existence of successful similar collective 

systems demonstrates. 
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16. Conversely, allowing libraries to scan and make a variety of uses of print books 

still in copyright without compensation will significantly reduce the compensation available to 

authors and other copyright holders. 

17. It is my opinion that a collective management system, probably one requiring that 

rightsholders opt their works in to participate in collective management, would likely develop 

here if some or all of the Defendants’ uses are found not to be fair. Further, it is my opinion that, 

if conduct such as the Defendants’ is permitted and becomes widespread, this can be expected to 

harm or impede the development of such a collective management model. 

C. BASES FOR THE OPINION 
 

(1) The Emergence and Basic Operations of Copyright Management 
Organizations 
 

18. Collective management reportedly emerged around 1777 in France, when authors 

of theatrical plays formed an association to license their plays.  In the United States, collective 

management developed as technology and markets made possible the widespread and dispersed 

infringement of copyrights.  Indeed, broadcasters were considered “pirates” until their use of 

music was licensed by performing rights organizations (“PROs”).  ASCAP, BMI and SESAC are 

the three PROs identified as such in 17 U.S.C. §101.  The first PRO, the American Society of 

Composers and Publishers (“ASCAP”), was formed in 1914. 

19. Collective management provides a number of advantages in licensing uses of 

copyrights. CMOs are a single-source for the licensing of specific uses, thereby eliminating the 

need for individually-negotiated licenses from each copyright owner.  By reducing the 

transaction costs associated with enforcing, on the one hand, and licensing, on the other, they 

help convert widespread infringement into markets.  This benefits both authors and users. 

(2) Collective Management in the Copyright Act 
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20. The Copyright Act regulates CMOs in the United States in a variety of ways.  For 

example, PROs are named in section 101.  Section 115 establishes a compulsory license for 

making and distributing phonorecords.  When Congress determines that certain uses are 

desirable but should be subject to a payment to authors, Congress may establish a compulsory 

license.  By interpreting statutes, courts also play an important role in defining uses which should 

be subject to license. 

21. The case of Herbert v. Shanley Co., 242 U.S. 591 (1917), provides a good 

example of a situation in which infringement preceded the establishment of a working collective 

licensing system.  In that case, the Supreme Court interpreted a provision of the Copyright Act of 

1909, which prohibited any unauthorized public performance of music that was done “for 

profit.”  Writing for the Court, Justice Holmes broad defined what constitutes “for profit”: 

The defendants’ performances are . . . part of a total for which the public pays, 
and the fact that the price of the whole is attributed to a particular item which 
those present are expected to order, is not important.  It is true that the music is 
not the sole object, but neither is the food, which probably could be got cheaper 
elsewhere.  The object is a repast in surroundings that to people having limited 
powers of conversation or disliking the rival noise give a luxurious pleasure not to 
be had from eating a silent meal.  If music did not pay it would be given up.  If it 
pays it pays out of the public’s pocket.  Whether it pays or not the purpose of 
employing it is profit and that is enough. 

 
22. The Court thus helped foster a market for public performance licenses that 

ASCAP and now the other PROs provide. 

23. In the Digital Performance Right in Sound Recordings Act of 1995 (the “1995 

Act”), Congress enacted a limited digital public performance right for sound recordings, 

contained in 17 U.S.C.§114.   Congress then provided a compulsory license for non-interactive 

transmissions that do not enable a member of the public to receive, on request, a transmission of 

a particular sound recording or a program specially created for the recipient.  17 U.S.C. 
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§114(d)(2), (f)(2) (2009); see also Bonneville Int’l Corp. v. Peters, 347 F.3d 485, (3d Cir. 2003) 

(affirming Copyright Office’s decision to require a compulsory license for simultaneous transmission of a 

radio station’s broadcast through the Internet).  The 1995 Act also tasked the U.S. Copyright Office 

to designate a CMO to administer the license, which it did, naming SoundExchange, Inc.2   

24. The 1995 Act did not follow the same model that applies to ASCAP and BMI. 

Instead, Congress opted for a more specialized and modern form of regulation of collective 

management.  Under this new regulatory model, the Act gave the Library of Congress (of which 

the Copyright Office forms a part) the authority to set rates and licensing conditions.  The 1995 

Act also set a distribution key according to which SoundExchange distributes 50% of the 

revenues to the sound recording copyright owners, 45% to the featured artists, and 5% to an 

independent administrator to distribute to non-featured artists and vocalists.  Licensing rates are 

set by Copyright Royalty Judges appointed by the Librarian of Congress for six-year terms.  17 

U.S.C. §§ 801-805. 

(3) The Copyright Clearance Center 
 

25. A different, voluntary model emerged when the CCC was formed in 1978 as a 

New York not-for-profit corporation in the wake of the effective date of the 1976 Copyright Act 

on January 1, 1978.  Publishers and authors register their works with the CCC and set the fee for 

use of their works in CCC’s several per-use license services.  CCC also offers annual repertory 

licenses in both the business and academic markets.  For the year ended June 30, 2011, CCC 

reported payments to right holders in excess of $171 million.  See 

http://annualreport.copyright.com/management-summary-financial-data. 

                                                 
2 See 17 U.S.C. § 114(g)(2); Notice of Designation As Collective Under Statutory 

License filed with the Licensing Division of the Copyright Office in accordance with Copyright 
Office regulation 270.5(c), 37 C.F.R. § 270.5(c). 
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26. CCC is a specific type of CMO, usually referred to as a Reprographic Rights 

Organization (“RRO”).  The International Federation of RROs, which is a membership 

organization consisting of 81 members from around the world (including CCC), has been in 

existence since 1980. 

27. RROs exchange repertoires, which means that an RRO in country A will allow an 

RRO in country B to license works belonging to authors and publishers in country A to users in 

country B, and vice versa.  These agreements are usually referred to as Reciprocal 

Representation Agreements. See www.ifrro.org. 

28. According to its website, CCC licenses business users, under one or more of its 

repertory or per-use licenses, the right to photocopy an article from a newspaper, magazine, 

book, journal, research report or other published document; e-mail an online article or PDF; post 

digital content on their corporate web sites, intranets and extranets; print out web-based and 

other digital content onto paper and overhead slides; republish content in a newsletter, book or 

journal; and scan printed content into digital form when an electronic version is not readily 

available.  See www.copyright.com.  For academic institutions, again under one or more of its 

repertory or per-use services, CCC licenses the right to photocopy material from books, 

newspapers, journals and other publications for use in coursepacks and classroom handouts; use 

and share information in library reserves, interlibrary loan and document delivery services; post 

and share content electronically in e-reserves, course management systems, e-coursepacks and 

other e-learning environments; distribute content via e-mail or post it to their intranets, Internet 

and extranet sites; and republish an article, book excerpt or other content in their own books, 

journals, newsletters and other materials.  Id. 

(4) Other Collective Management Organizations 
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29. Today, CMOs in the United States license: (a) musical works (primarily the three 

PROs and Harry Fox Agency which licenses the reproduction of musical works); (b) sound 

recordings and the artists’ performances they contain (e.g., SoundExchange); and (c) 

photocopying and digital reprography (e.g., CCC), to name the most well-known organizations.  

In addition, a form of collective management is used to collect and distribute residuals to certain 

actors, directors and screenwriters by the audiovisual guilds.  In fact, Google acquired a CMO 

called Rightsflow, Inc., in December 2011.  Rightsflow pays “royalties […] to songwriters and 

publishers all around the world.”3 

30. CMOs typically operate as follows:  Once established (sometimes an 

authorization is required to operate as a CMO, as was the case for SoundExchange), a CMO 

needs the authority to license a repertory of works, performances or recordings and/or to collect a 

license fee.  The authority may be granted by law, as when a compulsory or statutory license is in 

place, or by contracts with individual right holders or other CMOs.  With that authority, a CMO 

can license and/or collect fees on the basis of rates (also known as “tariffs”). Those rates may be 

set by a governmental authority such as by the legislative branch as in provided for in Section 

115 of the Copyright Act or by the Judiciary Branch, such as the federal judges operating as rate 

courts under the ASCAP and BMI consent decrees.4  At other times, the rates are set by 

rightholders, as is the case with CCC. 

                                                 
 

4 See, e.g., United States v. Am. Soc'y of Composers, Authors and Publishers, No. 41-
1395, 2001 WL 1589999 (S.D.N.Y. June 11, 2001); Michael A. Einhorn, Intellectual Property 
and Antitrust:  Music Performing Rights in Broadcasting, 24 COLUM.-VLA J.L. & ARTS 349, 
361 (2001). 
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31. Having thus obtained the authority to license and/or collect fees, the CMO 

generally will proceed to sign agreements with users that provide for the collection of license 

fees and usage data.  For example, radio stations (broadcasters) provide logs (often in digital 

form) of the recordings they used to the PROs in an agreed format.  While a radio station may 

use computer logs to report the recordings used, for other types of users (hotels, bars, 

restaurants), it is difficult to require 100% reporting.  Sometimes statistical surveys are used 

instead. For example, a number of (representative) users may be surveyed for a specific period of 

time, and the data thus gathered will then be extrapolated to the class of users concerned using 

statistical regressions and other similar models.  

32. The CMO will process such data and apply them to distribute the funds to 

copyright holders.5  Identification data (metadata) is generally used to match usage data reported 

by users or generated by the CMO to specific works, recordings or performances and the right 

holders therein. 

33. I believe that if the Defendants’ uses are not determined to be fair uses, the market 

will provide a collective licensing system for the types of uses that the Defendants have been 

making so that they would not have to negotiate a transactional license for each book or other 

work they wish to use.  Congress may also help foster the development of this licensing system 

through new legislation.  Such an approach would compensate those who created and published 

the content and whose ability to earn a living increasingly depends on monetizing online uses. 

                                                 
5 Payment to foreign copyright holders often is done through local CMOs in each 

territory on the basis of a contract usually referred to as a Reciprocal Representation Agreement.  
Worldwide databases of identification data have been created by CISAC and IFRRO.  This 
allows their members to identify foreign works, performances and recordings licensed to them 
under those reciprocal representation agreements. 
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(5) Collective Management and the Digitization of, and Mass Access to, 
Books Throughout the World 

 
34. Often after a new form of use has emerged, collective management systems are 

established to license uses that have been found to be desirable but are unauthorized.  The 

purpose of collective management is not to put roadblocks in the utilization of works but rather 

to reconcile the needs of users and authors, to ensure that copyright rights are duly reflected in 

new forms of use that do not constitute fair uses or are otherwise exempt.  Using collective 

management, users can obtain licenses with limited transaction costs (such as the annual licenses 

granted by the PROs and by CCC) or at least a single interlocutor.  CMOs can also aggregate 

usage data to protect the privacy of individuals and the confidentiality of institutional and 

business users. 

35. A number of other countries have adopted a licensing approach to the mass 

digitization of books, each with a mechanism for some direct or indirect compensation to 

copyright holders.  In fact, while many of the major trading partners of the United States—

nations bound by essentially the same international copyright rules—have found the mass 

digitization of books that are no longer commercially available to be desirable, I am not aware of  

any country that has concluded that mass digitization of copyrighted works should be completely 

exempted from all copyright obligations including the need to compensate authors and other 

copyright holders for these mass uses of their works.   

36. On the European level, a number of developments are relevant.  On June 8, 2012, 

the Council of the European Union adopted a “final compromise text” of the “Proposal for a 

Directive of the European Parliament and of the Council on certain permitted uses of orphan 

works.” http://register.consilium.europa.eu/pdf/en/12/st10/st10953.en12.pdf.  A “directive,” once 

adopted by the Council and Parliament, may be defined as a set of legislative instructions sent by 
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the European Union authorities to the 27 member States of the European Union to implement the 

directive in their national law. Failure to implement the Directive by a member State may be 

referred to the Court of Justice of the European Union. 

37. As the title of the proposed Directive indicates, its purpose is to allow certain uses 

of “orphan works,” defined in draft recital 3 and article 2(1) of the June 8, 2012, proposal as 

subject matter “protected by copyright or related rights and for which no rightsholder is 

identified or, even if identified, is not located after a diligent search.”  Id. 

38. A number of policy statements contained in the proposed text strike me as quite 

persuasive and relevant to the issues in this case.  Some of the main ones for the purposes of this 

report are: 

(a) Recitals 1 and 10, which recognizes that libraries, and other and 

institutions in Europe are engaged in large-scale digitization of their collections or archives; that 

technologies for mass scale digitization of print materials and for search and indexing enhance 

the research value of the libraries' collections; and that the “creation of large online libraries 

facilitate electronic search and discovery tools which open up new sources of discovery for 

researchers and academics that would otherwise have to content themselves with more traditional 

and analog search methods.” Id.; 

(b) Recital 3b, which provides that “[c]opyright is the economic foundation 

for the creative industry, since it stimulates innovation, creation, investment and production. 

Mass digitization and dissemination of works is therefore a means of protecting Europe’s 

cultural heritage. Copyright is an important tool for ensuring that the creative sector is rewarded 

for its work” Id.; and 

(c) Article 6, which provides that the organizations mentioned above may 
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make a work available and make a copy if it “only in order to achieve aims related to their public 

interest mission, notably preservation, restoration and the provision of cultural and educational 

access to works and phonograms contained in their collection”; and further that “Member States 

shall provide that a fair compensation is due to rightholders that put an end to the orphan status 

of their works and other protected subject matter.” Id. 

(d) Article 1(2c), which provides that the Directive “does not interfere with 

any arrangements concerning the management of rights at national level.”  Id.  This is meant, I 

believe, to allow Nordic countries that already have a collective management system in place for 

mass digitization of books to continue to apply such systems.  Those systems are discussed in 

greater detail below. 

39. Finally, the proposed Directive provides that libraries and other institutions may 

partner with commercial partners to digitize and make available the content via contractual 

arrangements but provides that “the agreements should not impose any restrictions on the 

beneficiaries of this Directive as to their use of orphan works and should not grant the 

commercial partner any rights to use or control the use of the orphan works.” (recital 18).  Id. 

40. The proposed directive is built on a notion of documented “diligent search” to 

determine whether a copyrighted work is “orphaned.”  This notion is explained in arts. 3 and 4 of 

the June 8 text.  Id.  A similar notion (qualifying search) was contained in the proposed 

legislation in the United States entitled the “Orphan Works Act of 2008.”  In her testimony 

before Congress concerning this Bill and the issue of orphan works more generally, then United 

States Register of Copyrights Marybeth Peters said that her office “recommended a framework 

whereby a legitimate orphan works owner who resurfaces may bring an action for ‘reasonable 



 

15 
 

compensation’ against a qualifying user.”6 

41. At the national level, a number of European nations have already taken or plan to 

take similar measures.  For example, France adopted a Law on “unavailable twentieth century 

books” according to which books published in France before 2001 and not commercially 

available can be digitized by the French National Library.  A collective management system is 

part of the law.  Jointly managed by authors and publishers, it is an “opt-out” system in the sense 

that copyright holders are presumed to be part of the system unless they choose not to, in which 

case they must notify the CMO entrusted with the management of the system.  

42. Google and French organizations representing authors and publishers recently 

struck a deal to allow Google to scan books and use the digital copies under license from major 

French publishers, including Hachette Livre and La Martinière.7 

43. Several Nordic countries have been using a form of collective management often 

referred to as “extended collective licensing” (“ECL”).  Under ECL systems, a voluntary system 

is typically established by a CMO to license a particular use of a category of protected content 

(for example, radio broadcasting of musical works, or photocopying and digital reproduction of 

parts of books and articles by and within corporate entities).  After a “substantial number” of 

right holders for said category of content have voluntarily opted into the system, the law changes 

the system from an opt in to an opt out for all remaining right holders (this constitutes the 

                                                 
6 Statement of Marybeth Peters, The Register of Copyrights, before the Subcommittee on 

Courts, the Internet, and Intellectual Property, Committee on the Judiciary, United States House 
of Representatives, 110th Congress, 2nd Session, March 13, 2008, available at 
http://www.copyright.gov/docs/regstat031308.html.  

7 See http://www.nytimes.com/2012/06/12/technology/french-publisher-group-strikes-
deal-with-google-over-e-books.html?_r=1. 
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“extended” element of the ECL regime).  The determination of whether the “substantiality” 

threshold has been reached is generally made by a designated governmental authority. 

44. A number of Nordic countries, including Sweden (home of Plaintiff the Swedish 

Writers’ Union) and Norway (home of Plaintiff the Norwegian Non-Fiction Writers’ and 

Translators’ Association), have adopted or have announced plans to adopt an ECL model for the 

mass digitization of books and some other types of content.  Those plans recognize the value of 

mass digitization and the creation of digital repositories, but with a mechanism to compensate 

authors and other rightsholders for the use of their works. 

45. Sweden’s government has put forward an ECL-based proposal to allow for mass 

digitization to create the Swedish Digital Library.  A Memorandum of Understanding has been 

signed by the Swedish Writers’ Union, the Swedish Publishers’ Association, the National 

Library of Sweden and the Visual Arts Copyright Society in Sweden. 8 

46. In Norway, the National Library is in the process of digitizing the complete 

national literary heritage, not limited to works that are no longer protected by copyright.9  Rights 

were cleared through an agreement between KOPINOR (the RRO for Norway) and the National 

Library.10  The protected material can be viewed but not downloaded or printed.11  In exchange 

for granting these rights as part of the ECL system, the library pays NOK 0.56 per page 

                                                 
8 See http://www.slideshare.net/EuropeanaConnectWP4/swedens-digital-library-ecl-a-

flexible-modelof-rights-clearance  

9 http://www.nb.no/bokhylla (informal translation provided by Jan Terje, Counsel for 
NFF. 

10 The agreement is available at 
http://www.nb.no/pressebilder/Contract_NationalLibraryandKopinor.pdf. 

11 Id. § 4. 
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(approximately $0.09) per year.12  This model is supported by legislation on ECL, namely 

sections 16a, 17, 17a, 17b, 36 and 38a of the Norwegian Copyright Act.13 

47. Denmark was the first Nordic country to use ECL to allow certain digital uses of 

text, starting in 1998.  In 2002, it adopted a provision allowing public libraries to clear rights in 

relation to digital reproduction of copyright protected works for interlibrary loans and the 

reproduction of short excerpts.14  A subset of Danish libraries, namely research libraries, 

concluded an agreement in 2004 with the Danish RRO, CopyDan, to license those uses.15 

48. Orphan works legislation was also enacted in Canada, home of Plaintiffs The 

Writers Union of Canada and the Quebec Union of Writers (UNEQ).  Section 77 of the Canadian 

Copyright Act (RSC 1985, c C-42, s 77 (Can.)) permits the Copyright Board of Canada to issue 

licenses to users whose reasonable efforts to locate a copyright holder have been unsuccessful.  

The Board sets a price for each permitted use, which compensation is generally directed to a 

designated CMO. 

49. A number of other countries have similar systems. In India, the Copyright Board 

may issue a license to “publish [an orphan work as defined in the statute] or a translation thereof 

in the language mentioned in the application subject to the payment of such royalty and subject 

to such other terms and conditions as the Copyright Board may determine.”16 

                                                 
12 Id. § 7.  Conversion rate provided on June 21, 2012 by www.oanda.com.  

13 http://www.kopinor.no/en/copyright/copyright-act. 

14 Danish Copyright Act, § 16(b). 

15 Tarja Koskinen-Olsson, The Nordic Countries, in COLLECTIVE MANAGEMENT OF 
COPYRIGHT AND RELATED RIGHTS 2d ed (D Gervais ed.) §§ 2.5 and 5.2 (2010). 

16 Copyright Act 1957 (India) s 31A.  
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50. In Japan, the Commissioner of the Agency for Cultural Affairs may issue a 

license to use a work when the identity of the copyright holder “is unknown or for other [similar] 

reasons.”17 

51. In Korea, the “Minister of Culture, Sports and Tourism as prescribed by 

Presidential Decree” may determine the remuneration payable to use a work “where any person, 

despite his considerable efforts in accordance with the criteria prescribed by Presidential Decree, 

cannot identify the owner of author’s property rights.”18 

52. The United Kingdom has a provision limited to orphan performances, but a 

number of proposals to have licensed for orphan works are under consideration.19 For instance, a 

May 2011 report by Professor Ian Hargreaves requested by Prime Minister David Cameron 

entitled “Digital Opportunity: A Review of Intellectual Property and Growth” (“Hargreaves 

Report”) recommends that “the Government should legislate to enable licensing of orphan 

works. This should establish extended collective licensing for mass licensing of orphan works, 

and a clearance procedure for use of individual works.”20 

53. In all of the examples set forth above, there is a mechanism for payments to be 

made for use of digitized materials, with compensation to individual rights holders. 

                                                 
17 Copyright Act of Japan (Act No. 48 of May 6, 1970, as last amended by Act No. 121 

of 2006), §67. Translation at http://www.wipo.int/wipolex/en/.  

18 Copyright Act of 1957 (Korea) (Law No. 432, as last amended by Law No. 9625 of 
April 22, 2009). Translation at http://www.wipo.int/wipolex/en/. 

19 Copyright, Designs and Patents Act 1988 (UK) s 190 (UK Act 1988). See also Orphan Works 
and Orphan Rights: A Report by the British Screen Advisory Council (BSAC) Working Group 
(July 2011), available at http://www.bsac.uk.com/policy-papers.html;  

20 http://www.ipo.gov.uk/ipreview-finalreport.pdf.  
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Composers (CISAC), Paris, 1995-1996 

 Head of Section, World Intellectual Property Organization (WIPO), Geneva, 1992-1995 
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 Gide Loyrette Nouel Visiting Chair, Institut d'études politiques de Paris (Sciences Po Law School), 

Feb.-Apr. 2012 

 Visiting Lecturer, Washington College of Law, American University, June 2011  

 Visiting Professor, Université de Liège (Belgium), March 2010 and 2011   
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Hebrew University Of Jerusalem,  Feb. 20 -21, 2012 
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- Speaker, International Conference on Patent Law, University of New Zealand, Wellington, May 29-
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- Speaker, Securing Privacy in the Internet Age Symposium, Stanford Law School, March 13-14, 2004 

- Keynote speaker, “US Copyright Office Comes to California” Conference, Hastings College of Law, 

San Francisco, CA, March 3, 2004 

- Speaker, Global Arbitration Forum, Geneva, Switzerland, Dec. 4-5, 2003  
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the Copyright Labyrinth” 

- Keynote speaker, Computer Assisted Language Instruction Consortium (CALICO), Ottawa, 

May 22,  2003. Topic : “Copyright, Copyleft, Copywrong?”  

- Speaker, Expert Roundtable on Transactions in Intellectual Property, Amsterdam, May 17-

18, 2003.  Topic: “Fragmentation of Copyright and Rights Management”  

- Speaker, “The 45th Circuit” (OCRI), Ottawa, Apr. 1, 2003. Topic : “Emerging Issues in 
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Issues” 

- Speaker, New York Bar (NYCLA), 2000.  Topic : “Current Rights Clearance Issues”  

- Speaker, Society of Scholarly and Professional Publishers (SSP), Boston, Mass.,  1999. Topic: 

“Copyright Licensing Issues”   

- Speaker, Canadian Writers Union Conference, Toronto, 2000. Topic: “Copyright Management 
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Books authored ........................................................................................................................ 8 

Books edited ............................................................................................................................ 3 

Book chapters .................................................................................................................... 23+7 

Articles   ............................................................................................................................. 53+1 

Conference proceedings (refereed) .......................................................................................... 1 

Book reviews ........................................................................................................................... 2 

                                                           
2
 Where possible, titles are hyperlinked. See also http://bit.ly/tsGP0y. 

http://bit.ly/tsGP0y


Other publications .................................................................................................................. 29 
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1. INTELLECTUAL PROPERTY: THE LAW IN CANADA, 2
d
 ed. (Carswell, 2011) --with Prof. 

Elizabeth Judge, 1223 p. 

2. L’ACCORD SUR LES ADPIC: PROPRIÉTÉ INTELLECTUELLE À L’OMC (Larcier, 2010), 733 p. 

3. THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS, 3
rd

 ed. (Sweet & Maxwell, 

December 2008), 785 p.  
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Holder (2011) 

4. LE DROIT DE LA PROPRIETE INTELLECTUELLE, (Yvon Blais, 2006). 702 pages--with 

Professors Elizabeth Judge and Mistrale Goudreau  

5. INTELLECTUAL PROPERTY: THE LAW IN CANADA (Carswell, 2005), with Prof. Elizabeth 

Judge 

6. THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS, 2
ND

 ed. (Sweet & Maxwell, 

June 2003).  590 p. 

7. THE TRIPS AGREEMENT: DRAFTING HISTORY AND ANALYSIS. (Sweet & Maxwell, 1998).  

444 p. 

8. LA NOTION D’ŒUVRE DANS LA CONVENTION DE BERNE ET EN DROIT COMPARÉ. (Librairie 

Droz, 1998). 276 p. 

Books (edited) 

1. COLLECTIVE MANAGEMENT OF COPYRIGHT AND RELATED RIGHTS, 2
nd

 ed. (Kluwer Law 

International, 2010) 495 p. 

2.  INTELLECTUAL PROPERTY, TRADE AND DEVELOPMENT (Oxford Univ. Press, 2007). 564 p.  

3. COLLECTIVE MANAGEMENT OF COPYRIGHT AND RELATED RIGHTS (Kluwer Law 

International, 2006), 464 p. 
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3
 

1. R The TRIPS Agreement, in MAX PLANCK ENCYCLOPEDIA OF PUBLIC INTERNATIONAL LAW 

(forthcoming) 

2. R Traditional Innovation and the Ongoing Debate on the Protection of Geographical Indications, 

INTELLECTUAL PROPERTY AND INDIGENOUS INNOVATION (PETER DRAHOS AND SUSY FRANKEL, 

EDS) (forthcoming)  

                                                           
3
 R= double-blind refereed publication.  



3. The International Legal Framework of Border Measures in the Fight against Counterfeiting and 

Piracy, ENFORCEMENT OF INTELLECTUAL PROPERTY RIGHTS THROUGH BORDER MEASURES (2D 

ED., OLIVIER VRINS AND MARIUS SCHNEIDER EDS.).  Oxford Univ. Press (forthcoming) 

4. Adjusting Patentability Criteria to Optimize Innovation: A Look at China and India, GLOBAL 

PERSPECTIVES ON PATENT LAW (MARGO BAGLEY AND RUTH OKEDIJI, EDS). Oxford Univ. Press 

(forthcoming) 

5. The TRIPS Agreement and Climate Change, in RESEARCH HANDBOOK ON INTELLECTUAL 

PROPERTY AND CLIMATE CHANGE (JOSHUA SARNOFF, ED.) (forthcoming) 

6. Copyright, Culture and the Cloud, in BITS WITHOUT BORDERS (SEAN PAGER & ADAM 

CANDEUB, eds.) (forthcoming) 

7. Country Clubs, Empiricism, Blogs and Innovation: The Future of International Intellectual 

Property Norm-Making in the Wake of ACTA, TRADE GOVERNANCE IN THE DIGITAL AGE (MIRA 

BURRI AND THOMAS COTTIER, EDS). Cambridge University Press, 2011 (forthcoming) 

8. TRIPS Articles 10; 63-71, in CONCISE INTERNATIONAL AND EUROPEAN IP LAW, 2D ED.  

(THOMAS COTTIER AND PIERRE VÉRON, EDS). Kluwer Law International, 2011, pp. 38-42 and 

168-186 

9. User-Generated Content and Music File-Sharing: A Look at Some of the More Interesting 

Aspects of Bill C-32, in FROM "RADICAL EXTREMISM" TO "BALANCED COPYRIGHT": CANADIAN 

COPYRIGHT AND THE DIGITAL AGENDA (MICHAEL GEIST, ED., Irwin Law, 2010 ) 

10. Of Silos and Constellations: Comparing Notions of Originality in Copyright Law, in 

INTELLECTUAL PROPERTY PROTECTION OF FACT-BASED WORKS (ROBERT F. BRAUNEIS, ED, 

Edward Elgar, 2010) 74-106—coauthored with Professor Elizabeth Judge; 

 Also published as an article (see below) 

11. Policy Calibration and Innovation Displacement, in DEVELOPING COUNTRIES IN THE WTO 
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In addition to the materials cited in my declaration, I have considered the following 
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1. The Government Response to the Hargreaves Review of Intellectual Property and 
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2. Amazon.com’s Kindle Direct Publishing Terms and Conditions, Last Updated 
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http://amazon.com/gp/html-forms-controller/SITB_Pub_Signup_Form; 
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(S.D.N.Y.); 
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Oversetterforening (The Norwegian Non-Fiction Writers and Translators 
Association) as AG0004039-4074; 

6. Documents produced by Plaintiffs of Sveriges Författarförbund (The Swedish 
Writers’ Union) as AG0004393-4431; and 

7. Documents produced by Plaintiffs The Writers’ Union of Canada as AG0004432-
4433. 
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