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PRELIMINARY STATEMENT

Plaintiffs — twelve individual authors andybt authors’ associains that represent
approximately 80,000 authors from around the @erkhare many of the values expressed by
the Defendant libraries and Intervenor représtéres of the blind. Authors recognize the
important role that libraries play in preservihg world’s written record and providing a means
for all members of the public @iscover, access and read asiybooks as possible. Libraries
are important to authorship, baib a resource to help writemseate new works of expression
and as a channel for realizing tineits of their labor. After allauthors are the “contributors to
the store of knowledge” that make a library what itHarper & Row Publishers, Inc. v. Nation
Enter, 471 U.S. 539, 546 (1985). Plaffg have no interest in ipeding research, allowing rare
books to disappear or preventing the visually-disabled from accessing books.

No matter how noble their intéan may be to increase “thmarvest of knowledge,” by
digitizing, replicating, storing anehaking various uses of millioredf copyrighted books without
permission, Defendants give “ifficient deference to the scherastablished by the Copyright
Act for fostering the original wis that provide the seed aswabstance of this harvestld.
Defendants’ unauthorized digitization and useagfyrighted books in paership with Google
threaten to destabilize the careful equilibriuntopyright law by depriving writers of valuable
sale and licensing opportunities and exposing th&tlectual property tgecurity risks without
accountability.

As the Constitution makes clear, it isriigress that has the power to strike the
appropriate balance between the interests dioasiin controlling their wik and society’s often
opposing interest of accessing it freely. U.BNET. |, 8 8. Given the difficulty of this task,
Congress has repeatedly rét@d and amended the copyridéiy, often in response to

technological innovation that opens the doaunprecedented uses of copyrighted worgse



Sony Corp. of Am. v. Universal City Studios, 1464 U.S. 417, 429-30 (1984). When new uses
emerge with the potential to transform the cagiyrlandscape, the stakolders express their
interests to Congress, which then balartbesvaried interestthrough legislation.

Indeed, Congress already has considaretibalanced the rights of the various
stakeholders in enacting provisgthat govern most of Defendant$iallenged uses. In Section
108 of the Copyright Act, Congress addressed the advent of photocopying and then digital
technology by providing detailedles and procedures governitng number of copies that
libraries are permitted to make for preservatiod replacement purposes. Similarly, in the so-
called Chaffee Amendment enatttes Section 121 of the Copt Act, Congress created
specific statutory provisions to govern whichiees may make copyrighted works available to
visually-impaired users, and the circumstaraes formats in which this may be done. With
respect to “orphan works,” Congress has esented with and proposed a number of
legislative solutions. The fact that Congrkas not yet passed lsttion, however, cannot
justify the self-help initiative of Defendants’ Ogatn Works Project becauses Judge Chin held
in the Google Books case, “the establishmerat ofechanism for exploring unclaimed books is a
matter better suited forabgress than the CourtAuthors Guild v. Google Inc770 F. Supp. 2d
666, 677 (S.D.N.Y. 2011).

The opposition’s justifications for Defendantkgitization and use of Plaintiffs’ books
are barred by clearly-establishenpyright law, and they may natly on fair use when Congress
has already spoken directly teetbhallenged conduct. A groopuniversities may not rewrite
copyright law just because they found a weattbgporate partner and devised an innovative way
to reproduce entire library cotiBons. “Sound policy, as well &sgstory, supports our consistent
deference to Congress when major technologicedvations alter the market for copyrighted
materials. Congress has the constitutiondi@itlyy and institutional ability to accommodate
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fully the varied permutations of competing i@sts that are inevitably implicated by such new
technology.” Sony 464 U.S. at 43IFortnightly Corp. v. Unitd Artists Television, Inc392

U.S. 390, 401 (1968) (court refused “to rendeompromise decision. .. [to] accommodate
various competing considerations of copyrjgftmmunications, and amust policy. We
decline that invitation. Tdt job is for Congress.”).

ARGUMENT

|. DEFENDANTS’ DIGITIZATI ON, REPRODUCTION AND STORAGE
OF PLAINTIFFS’ WORKS FOR PRESERVATION AND SEARCH
PURPOSES ARE NOT PROTECTED FAIR USE

Defendants’ motion for summary judgmeninpatrily is based on the argument that
irrespective of the fadhat Congress has addressed théidagion, reproductin and storage of
copyrighted works in Section 108 of the Copyrigat, their activities constitute fair use under
Section 107. Congress set clear limits on copfanghese purposes, so Defendants’ argument

must fail.

A. The “Fairness” of Library Reproduction is Governed by Section 108

The negligible reference by Defendants tot®acl08 in their motion papers is telling.
In Section 108, Congress balanced the comgetiterests of rightsholders and libraries by
specifying the circumstances under which libragiespermitted to make unlicensed copies of
works in their collections for purposes of paation and replacement. 17 U.S.C. 88 108(b) &

(c).> Section 108 was enacted after a lengthyslagive process to codify precisely what

! For a detailed discussion of the legislative history, force anitappn of Section 108
to Defendants’ conduct in this caseeMemorandum of Law in Support of Plaintiffs’ Motion
for Partial Judgment on the Pleagin Dkt. No. 55 (“MJP”) at 9-20See alsdreply
Memorandum of Law in Further Support of Plaintiffs’ Motion fortié Judgment on the
Pleadings, Dkt. No. 67 (“R.MJP”) at 9-12; Meraadum of Law in Support of Plaintiffs’ Motion
for Summary Judgment (“MSJ”), Dkt. No. 115 at 11-16.



constitutes permitted use in connection with modicensed library photocopying. MJP at 9-12.
The statute has been amended severastimeluding to adayss digital copyingld. at 11.

Defendants would have this Court ignore ttareful consideration Congress gave to
competing interests in enacting Section 108 byngéng them to digitize all of the books in
their collection under the flag of preservation. wéoer, as noted by the Register of Copyrights
in denying a request by the Internet Archivena-profit digital libraty) that would have
allowed it to preserve outdated digital mediangress declined to grdibraries authorization
to engage in “generalizqateservation activities>” Instead, the compromise struck by Congress
in Section 108 permits libraries to make uphee copies of a published book — including in
digital format — but only when the book is “damaged” or “deterioratargf only when, after a
reasonable effort, the library determines thattansed replacement cannot be obtained at a fair
price.” 17 U.S.C. 8§ 108(c). Bwdiscriminately digitizing tkir entire library collections,
including in-print, commerciallyavailable books as well as bodkst are neither damaged nor
deteriorating within the meaning of the statidefendants disregard the strictures of Section
108. If Defendants’ preservation needs arebeatg met by the statutory allowance, their
remedy is to either lawfully purchase digital coppéshe books they wish to keep or to petition
Congress to amend the statute. They mayat@ copyright law into their own hands.

As shown in Plaintiffs’ prior submissiorf$air use privileges are not available on a
broad and recurring basis once the copying permitye8l 108 has occurred . . . . thus leaving
section 107 clearly unavailable a$egal basis for photocopying not authorized by Section 108.”
MJP at 22-23 (quoting 1983cRORT AT96); see alsdR.MJP at 7-8 (summarizing Register of

Copyrights’ 2003 recommendation against “broaaigihe [preservation] exemption based on

2 Recommendation of the Register@dipyrights in RM 2002-4 (Oct. 27, 2003) 52,
http://www.copyright.gov/1201/da¢registers-recommendation.pdf.



fair use” given that “Congrespecifically addressed the kiag of preservation copies by
libraries and archives when it amended 8108Hudg this Court need nehgage in the factor-
by-factor fair use analysis progabby Defendants. But evérsuch analysis is conducted,
Defendants have not met their burden to show that their mass and preemptive digitization
program is a fair use.

B. Each of the Fair Use Factors Strongly Favors the Plaintiffs

1. Factor One: The Purpose and Character of the Use

Defendants assert that their uses are “pngsively fair” because they are the type of
uses (teaching, scholarship and agsk) that are included in the preamble to Section 107. Def.
Mem. at 11. The Supreme Court, however, hggted this reading dection 107, holding that
the preamble was not intended “to single out anyquéar use as presumptively a ‘fair use’,” as
the “drafters resisted pressures from special interest groups to create presumptive categories of
fair use[.]” Harper & Row 471 U.S. at 561. To the contrarythe mere fact that a use is
educational and not for profit does not insulafeai a finding of infringement, any more than
the commercial character of aeusars a finding of fair use.Campbell v. Acuff-Rose Music,

Inc., 510 U.S. 569, 584 (199%).

Amici Curaie American Library Associatioat al. contend that the public benefit of the
HDL — a in particular, the search functionality — trumps$arg’ exclusive rights under the
Copyright Act. SeeALA Br. at 3-15. However, “to propodbat fair use be imposed whenever
the social value of dissemination outweighs defriment to the artist would be to propose
depriving copyright owners of dir right in the property pre@a$y when they encounter those

users who could afford to pay for itHMarper, 471 U.S. at 559 (internal citations and quotations

3 As Plaintiffs demonstrated in their motion for summary judgment, Defendants’
commercial arrangement with Googlsalveighs against fair us&eeMSJ at 18-20.



omitted). The cases cited aynici, includingBlanch v. Koons467 F.3d 244 (2d Cir. 2006), and
othersseeALA Br. 8-9, involved thdimited useof asinglework in order to create a new
expressive work that was found to benefit the publitere, in contrasDefendants digitize,
store and use the entiretyrafllions of books in a manner that impacts the rights of authors
around the world. Any public benefit is outweighmdthe actual and potential harm to authors’
interests caused by Defendants’ unlawful conduct.

Defendants further attempt to defend theass digitization of copyrighted books by
claiming that “preserving books for future lawfides” is transformatesof the books’ original
expressive purpose. Def. Mem. at 15. gt Second Circuit hasgjsarely rejected this
argument, holding that a research library doggmnansform a journal article when it makes an
“archival” photocopy of it fothe purpose of “future teeval and reference.Am. Geophysical
Union v. Texaco, Inc60 F.3d 913, 919 (2d Cir. 1994krt. denied516 U.S. 1005 (1995).

Here, the transformative purpose argnt is even weaker thanTexacadbecause
Defendants admit that one of the core functioingcademic libraries i® “preserve” books and
“acquire works to satisfy anticipated future demagdUniversity Library patrons . . . not just for
current students and faculty, but also for fuigeeerations.” Wilkin Decl. 1 11-12, 17. There
is nothing transformative aboatlibrary taking a print copgf a book that it acquired for
preservation purposes and converting it into diddanat for the exact same purpose. Like the
library in Texacothat photocopied articles and stotkdm for later use, “the predominant
archival purpose of theopying tips the first factor againsteticopier, despite the benefit of a

more usable format.Texaco 60 F.3d at 924.

* The search engine cases, includiegfect 10, Inc. v. Amazon.com, |08 F.3d 1146
(9™ Cir. 2007), which involve matizls already available on thetémnet, are distinguishable on
these and other grounds, as discussed below.



Defendants also claim that “the HDLsgarch functionality is unquestionably
transformative.” Def. Mem. at 12. Howeyéhe creation of a search index is not a
transformative use of the indexed book. The Hatlst index is autontecally created through a
process by which all the words @tbook “are read by a machine that registers their positions . . .
in the binary index data.” Wilkin Tr. 230:20-24Ising the index, it ipossible for a computer
“to put the words back in order beginningetad,” albeit without any formatting such as
punctuation, capitalizatioof paragraph breakdd. 235:1-6. Thus, the index “merely transforms
the material objecembodying the intangible tiale that is the copyrigted original work.”

Texac 60 F.3d at 92Feel7 U.S.C. § 102 (copyright protectisnbsists in works that can be
“perceived, reproduced, ortmrwise communicated . with the aid of a machine or devige
(emphasis added).

As recognized over fifty years ago by coptigcholars, search “indexing offers a
substitute to the user for taking a baonkis hand and turning the pages.EAFRRT OF THE
REGISTER OFCOPYRIGHTS ON THEGENERAL REVISION OF THEU.S.COPYRIGHTLAW: PART 4
(1961) at 270. “The inescapable point” of computerized search is “to substitute for books and to
make multiple copies of books unnecessary.” A search index is thusnalogous to articles
that are photocopied by a research libraryd'iaform more easily used in a laboratorigkaco
60 F.3d at 923, excerpts of books tha&t mpackaged into anthology forsge Basic Books Inc.

v. Kinko’s Graphics Corp.758 F. Supp. 1522, 1530-31 (S.D.N.Y. 1999), or a website that
allows users to access their music collection from anyweeeeUMG Recordings, Inc. v.
MP3.com, InG.92 F. Supp. 2d 349, 351 (S.D.N.Y. 2000). As Defendants’ own witnesses
acknowledge, without full-tex@earch, researchers identiglevant sources by taking out
multiple books from the library and leafing dluigh the pages and indices to determine whether
the work contains infonation of interest.See, e.g.Declaration of Stanley Katz § 6. A search

7



index serves the same functiafyviating the need for research¢o request as many books from
the library, and therefore harming authotsowely on sales of books to make a living.
The HDL is not transformative because it “elgr'supercedes the objects of the original

creation” rather than “altémng the first with new expragon, meaning or messageCampbel)

510 U.S. at 579 (quotingolsom v. March9 Fed. Cas. 342, 348 (No. 4, 901 C.C.D. Mass. 1841)
(Story, J.)). Defendants do not transform theksdhey digitize. They simply create a new
format for the existing works.

2. Factor Two: The Nature of the Copyrighted Works

Defendants argue that the fact that the majority of the works in the HDL are out-of-print
favors a finding of fair use. Thillustrates the problem with Defendants’ failure to consider
Section 108, which permits libraries to maiopies of out-of-print books that are damaged,
deteriorating, lost or stolerbeel7 U.S.C. § 108(c). Defelants admit, however, thall of the
books in a particular library builaly or section were digitizeahd copied, including in-print,
commercially available onesseePlaintiffs’ 56.1 Statement of Wontested Fact (“UF”") 29-43.

In other words, Defendants made digital copies of millions of books without giving any
consideration whatsoever to a book’s pstatus, physical condition, or commercial

availability >

> The HDL contains far more in-copyright tedal than Defendants suggest. Defendants
cite to a 1960 Copyright Officetudy which found that only 7%f works had their copyrights
renewed, leaving the remainder in the publbenain. Yet, Defendants’ lead witness
acknowledges that such early estimates ardtypvald” and that HatiTrust’'s own research
found that approximately 45% of works pubksl between 1923 and 1963 were in-copyright.
SeeExhibits A and B to the Declaration of Jere@yGoldman (“Goldman Decl.”). Moreover,
only 21% of the books in the HDL were pubksi during the 1923-1963 time period, whereas
more than 40% were published in or after 19[tB, Ex. B at 5. Virtuallyall of these later works
are still protected by copyright.



Defendants further claim that the majority of books in the HDL are factual works. As
Plaintiffs pointed out in their moticior summary judgment, because Defendants
indiscriminately copied books without regard foeir nature, they cannateet their burden of
showing that this factor weighs their favor. MSJ at 20. In any event, 76% of Plaintiffs’ books
at issue are works of fictioseeGoldman Decl. { 6, and the Sapre Court made clear that
copyright’s mission to “reward[] #nindividual author in order toenefit the public. . . applies
equally to works of fiction andonfiction” and that the “[c]readn of a nonfiction work, even a
compilation of pure fact, entails originalityHarper, 471 U.S. at 546-47.

The indiscriminate digitization and copyingmoitllions of books weighs the second fair
use factor weighs strongly against Defendants.

3. Factor Three: Amount and Substantiality

The third factor is “the amount and substditgiaf the portion usedh relation to the
copyrighted work as a whole.” 17 U.S.C. § 1¥)7(There is no dispeatthat Defendants caused
millions of books in their collections to beaned and that the HDL contains high resolution
image files and text files contang every word of every page of every book in the collection. It
would be difficult to imagine a sa where the third factor weighenore heavily in favor of the
Plaintiffs. Defendants’ attempts tead that obvious conclusion must fail.

First, Defendants argue that although teegnned and kept copiekthe entire books,
the Court should only con®dtheir “expressive” uses of the cegiworks. Def. Mem. at 21. In
other words, they contendahthey should be judged not by the amount thatithegrtinto the
HDL for preservation purposes, but the amount that they ultimatedéxportfrom the HDL.
Defendants’ lack of authority support this pragsition is not surprisig. The question of
“whether copyright liability should attach at thgput or output stage of use in conjunction with a
computer -.e., at the time a work is placed in machmadable form in a computer memory or

9



when access is sought to the work existing mgoter memory,” was “the primary source of
disagreement regarding copyrigirbtection for works in computer-readable form” during the
negotiations that led tihe 1976 Copyright A&. This disagreement eventually was decided in
favor of the “input view,” as Section 106 thie Copyright Act was written to “prohibit the
unauthorizedtorageof a work within a computer memory, which would be merely one form of
reproduction, one of the exclusive rights granted by copyright.{femphasis added).

Moreover,

[m]aking a copy of an entire work walihormally, subject to some possible
exception for fair use, be considereclusively within the domain of the
copyright proprietor. One would have to assume, howeveridinaise would
apply rarely to the reproddion in their entirety of sth compendious works as
data bases

Id. (emphasis added)lhus, Defendants’ claim that faireaipermits the storage of a massive
“dark archive” of copyrighted works is led by the clear Qagressional intent.

Defendants further argue that they “have copiedanore than is essential for their fair
uses” because “search of only partially-digitizexts would obviously lead to incomplete and
inaccurate results.” Def. Mem. at 21. Defemganiss the point. Notwithstanding whether the
HathiTrust search index is imd of itself transformative, theitd factor weighs heavily against
Defendants because they go way beyond indexnige books by generating and retaining
image and text files comprising every pagewéry book. The permanent storage of four

complete copies of every digitized book for “presd¢ion” purposes stands in stark contrast to

® SeeFinal Report of the National Comssion on New Technological Uses of
Copyrighted Works (July 31, 1978), p. 2®ailable athttp://digital-law-
online.info/CONTU/PDF/index.html (“"CONTU Rw®rt”). “Congresses, the courts, and
commentators have regarded the CONTU Regothe authoritative guide to congressional
intent.” Sega Enters. Ltd. v. Accolade, @77 F.2d 1510, 1519 n. 5 (9th Cir. 199)¢
Krause v. Titleserv, Inc402 F.3d 119, 128 (2d Cirgert. denied546 U.S. 1002 (2005) (*We . .
. look to the CONTU Report for inditans of Congressional intent.”).

10



the “intermediate copying” that was at issue in each of the cases cited by Defendants. 7 See Sega,
977 F.2d at 1526-27 (copying of software program for purposes of extracting unprotected
elements of the code); Sony Computer Entm’t, Inc. v. Connectix Corp., 203 F.3d 596, 605-06
(9th Cir.), cert. denied, 531 U.S. 871 (2000) (same); Sundeman v. Seajay Soc’y, Inc., 142 F.3d
194, 1999 (4th Cir. 1998) (copying of unpublished book for purposes of creating critical review
to avoid damaging the fragile original manuscript); Perfect 10, Inc. v. Amazon.com, Inc., 508
F.3d 1146 (9th Cir. 2007) (copying, storage and display of “thumbnail” sized version of
copyrighted photographs for purposes of creating Internet search index). In each of those cases,
the secondary user’s reproduction of the underlying work was incidental to the ultimate purpose
of the copying; here, the storage of the works in perpetuity is fundamental to the purpose.

Even if the indexing process requires Defendants to create an “intermediate” digital copy
of the book to stage it for indexing, once the words of a book are recorded in the index, the
image and text files are no longer necessary for the operation of the search feature. See Wilkin
Tr. 228:15-236:12.% Although Defendants may argue that fair use permits them to make an
intermediate copy of a work for purposes of enabling full text search or so-called “non-

consumptive research”:

7 The argument by amicus curiae Digital Humanities and Law Scholars (“DHLS") that
the copying of metadata does not infringe Plaintiffs’ rights (DHLS Br., pp. 14-19), similarly
misses the point. Defendants have not simply copied metadata, they have made and kept
multiple image and text files of every page of every book and made these files available to
numerous library users.

8
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[tJo satisfy the criteria of fair use, amppies created for such research purposes
should be destroyed upon completion ofrtbgearch project for which they were
created. Should the individual or institarticarrying on this research desire to
retain the copy for archival purposes aufe use, it should be required to obtain
permission to do so froe copyright proprietor.

CONTU Report at 40See Kelly v. Arriba Soft CorB36 F.3d 811, 815 (9th Cir. 2003) (noting
that once the search engine created a thumbaaion of the indexed image, “the program
deletes the full-sized originals from the setyéemphasis added).

Thus, the third factor also weighs hea\alyainst Defendants t&use they reproduced
and kept multiple copies of every book in thebediies and also because their storage of the
image and text files “is not reasonableetation to the purpose of the copyingRogers v.
Koons 960 F.2d 301, 311 (2d Cirgert. denied506 U.S. 934 (1992) (asulptors’ copying of
photograph “nearly in toto” was “much more thateassary . . . it is notally the parody flag
that [the sculptors] are sailing undbut rather the flag of piracy”).

4. Factor Four: Effect of Use on Potential Market

In their motion for summary judgment, Plaintiffet forth and described in detail several
categories of actual or potential harm that itefsom Defendants’ ulicensed digitization and
use of their booksSeeMSJ at 21-28. Defendants’ claimatitheir uses do not impact the
market for or value of Plaintiffs’ books is bati by the evidence, and Defendants fail to meet

their burden of proving that the fourtadtor weighs in favor of fair use.

® Defendants’ assertion thatfttiffs carry the burden qdroof on the fourth factor
because their uses are purportedly noncomniéoaianot be squared with the Supreme Court’s
recent statement i@ampbelithat ‘[s]ince fair use is an affnative defense, its proponent would
have difficulty carrying the burden of demonsgtrgtfair use without faorable evidence about
relevant markets.”Coll. Entrance Examination Bd. v. PataBB9 F. Supp. 554, 571 (N.D.N.Y.
1995);see alsdexaco 60 F.3d at 918 (proponent of faireugypically carries the burden of
proof as to all issues in the dispute”). In @went, given Defendantbusiness relationship with
Google, Defendants’ uses cannotcoasidered to be noncommerci@eeMSJ at 18-20.
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First, Plaintiffs demonstrated that they léisé opportunity to sell or license to the
Defendant libraries digital copies tfeir books for inclusion in the HDLSeeMSJ at 22-23.
Although Defendants point out thataiitiffs initially stated in tkir discovery responses thab “
date Plaintiff[s] [have] not idetified any specific, quantifiable past harm, or any documents
relating to any such past harm&sulting from Defendants’ unlicead digitization activities, Def.
Mem. at 22 (emphasis added; italicized portiooriginal but omitted by Defendants), Plaintiffs
subsequently identified such specific, quanbigadamage. For example, during his deposition,
Plaintiff T.J. Stiles explained &ioss of revenue as follows:

In fact | can identify very specifically ¢hloss of the revenue to be derived from

the sale of one digital @obn of the book. Which as mentioned is commercially

available, has been for approximateiy years, and which could easily have

been legally acquired for archival ohet purposes. And yet the HathiTrust

instead has without my permission digd my book when it could very easily

and very inexpensively have purchasdédgal copy. So in a sense, speaking
colloquially, one copy of my book has been stolen.

Stiles Tr. 163:1-10see alscstiles Decl., Exs. 6 and 9 (docunteshowing the revenue lost due
to Defendants’ unlicensed copyingpefendants’ claim that @y “continue to purchase books,
even books that have already been digitized¥I (§pent $24 million in 2011), Def. Mem. at 23,
actuallysupportsPlaintiffs’ claim because it demonstatthat libraries traditionally buy books
for their collections, but instead opted to allGoogle to scan and keep a copy (representing
another lost sale) withoebmpensating rightsholders.

SecondPlaintiffs showed that by allowing Goegio scan and keep digital copies of
Plaintiffs’ books, and then by replicating and stgrtheir own digital copies on multiple servers
connected to the Internet, Defendants expoam#ifs’ intellectual property to significant
security risks that, if readed, would have catastropheffects on the book markeGeeMSJ at

23-24; Edelman Decl.; Waldfogeldol. at 4 (noting that pirate reic or movie sites “cannibalize
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demand for the underlying works™). Defendants’ brief does not address the market harm that

would flow from a security breach, even though JKs

The security risks created by Defendants’ retention of digital copies of millions of

copyrighted books further distinguishes this dispute from the various cases cited by Defendants,
Intervenors and Amici. For example, in each of the search engine cases, the plaintiffs’
copyrighted materials were already published on the Web. See Kelly, 336 F.3d at 8§15
(photographs at issue were located on plaintiff’s or other websites); Perfect 10, 508 F.3d at 1157
(images republished on the Internet without plaintiff’s authorization); Field v. Google Inc., 412
F. Supp. 2d 1106, 1113 (D. Nev. 2006) (plaintiff “published his works on pages where they were
accessible, for free, to the world”). Thus, when the search engines in those cases indexed the
copyright owners’ materials, they did not create a new security risk because the content already
was freely accessible. Copyright-protected books, on the other hand, are not generally published
on the Internet, so when a digital copy is made and stored, a completely new risk of unauthorized
access arises.

Third, Plaintiffs established that Defendants’ activities have eliminated or usurped
various licensing opportunities that are presently available to authors or are likely to be
developed. See MSJ at 25-28. Among other things, Professor Daniel Gervais explained that
existing collective licensing systems, both here and abroad, provide a means by which
Defendants could have obtained a license to engage in various uses of copyrighted books. See
Gervais Decl., passim. Indeed, Associational Plaintiffs from the UK., Quebec, Sweden and
Norway submitted testimony showing that they could have negotiated the digitization rights
either directly or by acting as an intermediary for their members, See ALCS Decl. 1 9; UNEQ
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Decl. § 7; SFF Decl. 1 7; NFF 1 7. Professor @isrstated that a licensing system could arise in
the U.S., Gervais Decl. T 33, and the Amen8etllement Agreement (“ASA”) in the Google
Books case exemplifies how sualsystem might operat&eeMSJ at 26-27.

Defendants rely heavily on a report by Pesi@ Joel Waldfogel in support of their
argument that the “insurmountable barriptrportedly caused byeHprohibitively high
transaction costs associated with seeking licenses for millions of books . . . . prevents any market
from forming and supports fairse.” Def. Mem. at 25ee alscALA Br. at 16 (arguing that
libraries cannot afford to pay licensing fees).isTib a peculiar argument which is predicated on
the disturbing notion that it is permissible teatthe goods if it is toexpensive to buy them.
However, “[b]ecause obedience to the law migginconvenient or expensive is not a valid
excuse for flouting a statutel’awton v. Bd. of Med. ExamineiBs43 Cal. App. 2d 256, 262-63
(1956). Defendants provide no authoritativeparpfor the propositiothat high transaction
costs may warrant a use that would otherwise constitute copyright infringEment.

In addition, Dr. Waldfogel analyzed only whet the “the ability to search digitized
books [] could be undertaken as a viable and sedrcommercial enterprise.” Waldfogel Decl.

at 2 1 4. Yet, HathiTrust admittedly provideany other services, including the storage of

19 Defendants’ only citation for this protisn is to a 1982 law review article by
Professor Wendy Gordon entitlédir Use As Market ValueA Structural and Economic
Analyses of the Betamax Case and Its Predeces¥dSolum. L. Rev. 1000 (1982). Their
guote from this article is takeyut of context, andynores Professor Gordon’s detailed analysis
of the development of potential markets anditigact on the fair use analysis. At one point,
Professor Gordon suggests that copyrightens might want tget up collection and
enforcement mechanisms such as clearinghobsesjight need a judicial declaration of
infringement in order to make this happdd. at 1621. She goes on to warn of the dangers to
the incentives authors have to create new works if compensation is dehiatd1621-22 (“To
argue that copyright owners need receive mopensation for additional uses of their works
would overlook the possibility that such compation may change the patterns of production in
a desirable way. Stimulation of such responsdter all, a basic gbaf copyright law.”).
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millions of digitized books for future use, and any licensing arrangement would likely inciude
the grant of additional rights that would improve the economic feasibility of the project. See,
e.g., Aiken Decl. Y 14-17 (describing rights licensed in ASA). Dr. Waldfogel also wrongly
assumes that a separate license agreement would have to be obtained from each and every

rightsholder, when in fact collective licensing systems allow for the rights to thousands of works

to be collectively negotiated.!’ See Gervais Decl. 9 34; Haber Tr. 27:3-13

). In addition, Dr. Waldfogel assumes that creating a
searchable database would not be “commercially viable” because the revenues would not cover
the costs. Waldfogel Decl. at 4. But Defendants are non-profit libraries that receive money from
funding sources like university and state budgets, not by generating revenue from end users of
their services. See Wilkin Tr. 247:2-16 (“The word profit doesn’t have any meaning with regard
to the enterprise which is a nonprofit enterprise[.]”).

Finally, Dr. Waldfogel opines that “a service offering searchability inside books, like
HathiTrust does, would very likely benefit rights holders by stimulating demand for their
works.” Waldfogel Decl. § 50. However, “[c]ourts have routinely rejected the argument that a
use is fair because it increases demand for the plaintiff's copyrighted work.” Los Angeles Times

v. Free Republic, No. 98 Civ. 7840, 2000 WL 565200 (C.D. Cal. Apr. 4, 2000); see D.C. Comics

' Dr. Waldfogel claims that the Copyright Clearance Center (“CCC”) “does not offer
licenses for searchable databases of textual works, nor does it currently have any plans to offer
such licenses.” Waldfoge] Decl 1[ 17 ThlS mlschalacterlzes the testlmony of the CCC w;tness
Whomfactstated e Sl R i T

Abelson Decl., Ex. A (Haber Tr.) 19:7-13,
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Inc. v. Reel Fantasy, Ind696 F.2d 24, 28 (2d Cir. 1982) (“Since one of the benefits of
ownership of copyrighted material the right to license its edor a fee, even a speculated
increase in DC’s comic book sales as a consempief RFI's infringement would not call the
fair use defense into play as a matter of lawe @wner of the copyright is in the best position to
balance the prospect of increasel@sagainst revenue from a license.”)

Accordingly, the fourth factolike all of the other fair wesfactors, strongly favors the

Plaintiffs.

II. THE ORPHAN WORKS PROJECT IS NOT
PERMITTED UNDER EXISTING COPYRIGHT LAW

Rather than defending the merits of the BMDefendants primarily rely on their still-
pending motion for partial judgment on the pleadi, which argued that the OWP issue is not
ripe for adjudication’? the scant justification that Defendamto provide is inadequate to meet

their burden of showing that the OWP is puied fair use or otherwise permissible.

A. Defendants’ Orphan Works Project is Not Fair Use

None of the fair use factors supports the liggaf the OWP. As to the first factor,
Defendants cryptically state thiie OWP would “be a transfortinze new use of an otherwise
unused (because unavailable) boalc{dér one).” Def. Mem. at 28. To the extent that this
rationale is comprehensible, itwgong as a matter of law. Bzan an out-of-print book into

digital format and publish it on ¢hinternet for the purpose df@aving people to read it — which

12 As Plaintiffs demonstrated in opposititmthat motion, Plaitiffs include authors
whose books were wrongly identifi@s orphan works, Defendantvbaxpressed their intent to
resume the program, UF 127, and Plaintiffs seplactive relief, whit by definition targets
prospective conduct. Pl. Opp. Br. at 21, D¥b. 50. There is no question that the OWP
presents a live case and controversy on whielCiburt may enter judgment. Furthermore,
Plaintiffs object to Defendants’ request that theypermitted additional briefing on this issue.
From the outset of this litigimn, the OWP has been a fundameatgect of Plaitiffs’ claim,
and there are no grounds for conducting summary judgment in piecemeal.
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is of course the book’s original purpose — “plgrrepackages or republishes the original.”
Pierre Leval,Toward a Fair Use Standayd 03 Harv. L. Rev. 1105, 1111 (1990). “There is
neither new expression, new maapnor new message. In shahere is no transformation.”
Infinity Broad. Corp. v. Kirkwoodl50 F.3d 104, 108 (2d Cir. 1998) (citations omitted).

The second factor similarly disfavors fair usehe works that Defendant UM intended to
distribute as part of the OWPcdinded fictional novels such ase Lost Countrpy Plaintiff J.R.
Salamanca and non-fiction books written in fictional style suchamsl Troupers Alby Gladys
Malvern, whose copyright is owddy Plaintiff ALF. Both othese works contain expressive
content that is at the heart@dpyright protection. Defendantsaim that courts afford greater
latitude to copying works that aceit-of-print is unavailing whereas in the case of the OWP, the
entire work is copiedSee Maxtone-Graham v. Burtcha@&03 F.2d 1253, 1264 n. 8 (2d Cir.
1986),cert. denied481 U.S. 1059 (1987) (borrowing 3% of words of out of print
copyrighted book that included imgews of women discussinger experiences with abortion
was fair use).

With respect to the third factor, Defendaalimm, without supporthat “no more would
have been copied than is necesgtagtors two and three).” Deflem. at 28. This is an absurd
argument given that under the OWP, the entinek has already been digitized and would be
made available in full. UF 114, 116. Given #iesence of any transfortha properties, the use
of the entire work weighstrongly against fair use.

Finally, Defendants assert, agavithout support, that “should a holder of copyright in an
out-of-print-book ever identify hiself, the book would be remay@nd the original or new
publisher could bring a new edition or give badiprint (i.e., the effect on the market would
be positive) (factor four).1ld. This argument ignores the facatldistributing free digital copies
of out-of-print books undermines efforts tory those books back into print and undercuts
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future book salesSee Craft v. Koblei667 F. Supp. 120, 129 (S.D.N.¥987) (fact that a book
is out-of-print is “not determinative” of thedirth factor, as a book may be republished at any
time or reissued in response to increased pitftkcest in the subjématter). Once digital
copies are circulated for freewill be difficult or impossible to puthe genie back in the bottle.
The two Plaintiffs’ works that were identifleas orphan candidates are prime examples, as
unbeknownst to Defendants, one book was recentlybleshed in digital format [White Decl. 19
7-10] and the other has been the subject ofastdo be republisldgALF Decl. 1 12-17].

B. The Orphan Works Project is Na Permitted Under Section 108(e)

Defendants also attempt to defend the OW/Pelying on Section 108(e), which permits
libraries to make a copy of a work in responsa tequest from a libragyatron or interlibrary
loan, provided that certain crita are met. Defendants made the same argument in opposition to
Plaintiffs’ motion for partial judgment on the pleading@eDef. Opp. Br., Dkt. No. 65, at 17-
18. As Plaintiffs established in their replytt@at argument, Defendants’ own description of the
requirements of Section 108(e) confirms that@P cannot possibly comply with the statute.
R.MSJ at 11-12. In short, the OWP violatesttem 108(e) because works are digitized without
a user request, without a determination thatva oreused copy of the book can be obtained at a
fair price!® and without any copies that are distried as part of the OWP becoming the

property of the recipientld.

13 As Peter Hirtle, Senior Policy Advisorrf®efendant Cornell admits, although it would
be more efficient “if libraries could pre-emptiyeadigitize copyrighted works, store them safely,
conduct the market test when [anterlibrary loan] request arrige and then dver the book to
the user if no copy can be found. . . this is noatthe law currently allws.” Peter B. Hirtle,
Digital ILL and the Open LibraryOctober 23, 200&eeR.MJP at 2. Moreover, even if the law
did permit pre-emptive digitization, whichdbes not, Defendants’ orphan candidates list
identified books tha&re available for purchase atfair price. For example, Plaintiffs’ counsel
purchased on Amazon.com for $0.70 @399 Shipping & Handling a used copy@dod
Troupers Allby Gladys Malvern, whose copyhgis owned by Plaintiff ALF).SeeGoldman
Decl. § 5, Ex. C.
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[ll. THE HATHITRUST'S USES FOR THE VISUALLY-DISABLED
ARE NOT PERMITTED BY THE COPYRIGHT ACT

Plaintiffs did not bring this Masuit to impede the access of the visually disabled to books
and other printed materialSeeSecond Declaration of Paul Aiken submitted herewith. But
improving such access does not require — andiohrtzannot justify — the copying of millions
of books by Defendants in an indiscriminate fashiorelated to the particail need or request of
an individual.

The HDL in its present form violates kpyovisions of the “Chafee Amendment,” which
was added to the Copyright Act in 1996 witkeltwvenor The National Federation for the Blind’s
(“NFB”) endorsement to permit a narrowly-defthgroup of “authorizeéntities” to reproduce
copyrighted works in “specialized formats exgilvely for use by blindr other persons with
disabilities.” 17 U.S.C. 8§ 121Using the digitized books in tH¢DL to provide access to the
blind also is not a fair use under Section 107. Thlisough Plaintiffs areilling to work with
Intervenors to establish a system that grar@stimd the access theyesewhile protecting the
interests of authors, the presese infringes Plaintiffs’ copights and should be enjoined.

A. The HDL Uses are Not Permitted By Section 121

Section 121(a) of thedpyright Act provides:

Notwithstanding the provisions of gem 106, it is not an infringement of
copyright for amuthorized entityo reproduce or to diribute copies or
phonorecords of a previously published, nondtaerary work if such copies
or phonorecords are reproduced or distributesperialized formatexclusively
for use by blind or other psons with disabilities.

17 U.S.C. § 121(a) (emphasis add¥d).

* The term “authorized entity” is defined to mean “a nonprofit organization or a
governmental agency that has a primary miswqurovide specializedgervices relating to
training, education, or adaptive reading or infation access needs of blind or other persons
with disabilities.” Id. § 121(d)(1). “[S]pecialized formsitincludes only “lpaille, audio, or
digital text which is exclusely for use by blind or other pons with disabilities.”ld. 8
121(d)(4)(A).
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Defendants exceed the rights granted by thef€&hAmendment in two material ways.
First, the Defendant libraries aretrfauthorized entities” withirthe meaning of the statute
because they do not have “a primary mission twige specialized services relating to training,
education, or adaptive reading or inforrataccess needs of blind or other persons with
disabilities.” Seel7 U.S.C. § 121(d)(4). The legisiae history makes clear that Congress
intended only “a handful of nonpiibbrganizations” such as the tianal Library Service to be
included within the “very narrow definitiordf “authorized entities” under the Chafee
Amendment. 142 Cong. Rec. S. at 9764t cannot be that every university library in the
country qualifies as one of these “handfuhohprofit organizations” and the claim by the
University of Michigan that one of the goaisthe HDL was to enable persons with print
disabilities to access library works, Wilking€). 1100, even if true, does not make this a
primary mission, particularly when one consideet timly 32 blind students and faculty at UM
have sought and obtainedyileged access. UF 102.

To avoid the narrow definition of “authorizedtity,” Intervenors agjue that because the
American Disabilities Act (“ADA”) imposes certaggual access obligations on “public entities”
and places of “public accommodation,” each Defandlarary must have “a primary mission” to
serve the needs of the blind asdherefore an “authorized entity.” Intervenors Mem. at 12.
Under this interpretation, every public libragniversity, state and éal government, employer

with more than 15 employees, and publangportation service ifeong many others) would

> In response to opposition bightsholders groups, inadling the Association of
American Publishers (“AAP”), Section 121 repla@dearlier proposed bill that would have
permitted any “non-profit organization” to make copies for the blfdeelntellectual Property
and the National Information Infrastructure: &liReport of the Working Group on Intellectual
Property RightsSept. 1995available at
http://www.uspto.gov/web/offices/com/doc/ipnii/rec.pdf
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have a primary mission to serve the blimdl #herefore become an “authorized entify. This
cannot have been the legislative intent bec#useuld cause the brdaapplication of the ADA
to swallow the narrow definition dauthorized entity” in Section 121See Polera v. Bd. of
Educ. of Newburgh Enlarged City Sch. Dig&88 F.3d 478, 489 (2d CR2002) (rejecting blind
student’s interpretation of futility exception thaduld swallow the exhaustion requirement in
Individuals with Disabities Education Act).

Secondthe digitized books stored in the HDLearot in “specialized formats exclusively
for use by blind or other persons with didiiess.” 17 U.S.C. § 121(a). The HDL grants
privileged access to the complete images axidaethe scanned books to 93 individuals, only 32
of whom are blind. UF 100-02. This fact aloregates the possibilithat the HDL provides a
“specialized format exclusively for use by blinbEcause people without print disabilities are
using the same format. The NFB has itself aekadged that Section?l creates serious doubt
as to “whether it can be extended to thedoiction of e-text,” for this very reasoseeMarc
Maurer (President of NFB;omments on the Topic of Facititag Access to Copyrighted Works
for the Blind of Persons with Other Disabilitiespr. 21, 2009at

http://www.copyright.gov/docs/sccr/comments/2009/maurer.Mireover, even if the text files

in the HDL did constitute a “specialized faatii which they do not, Defendants unquestionably
violate Section 121 by storing and permitting persaitis print disabilities to view the high
resolution images of every scadngage of every book in the HDIComparel7 U.S.C. §
121(d)(4)(B)(permitting only “print instructional matexis” to be reproduceithito “large print
book” format),with Wilkin Tr. 214:12-21 (testifying that HaiTrust provides the print-disabled

with access to the image files “tovyeathem, for example, enlarged”).

18 SeeU.S. Equal Employment Opportunity Commissi8mericans with Disabilities
Act: Questions and Answeiglay 2002 at http://www.ada.gov/g&aeng02.htm
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B. The HDL's Uses For the Blind Are Not Protected Fair Use

Notwithstanding NFB’s endorsement of thea®e Amendment, Inteenors argue that
even if the Defendant libraries are not “authedzntities” within te meaning of Section 121,
the use of the HDL by blind persons constitutésifae under Section 107. Intervenors’ Mem.
at 16. This argument fails for many of the samasons that Defendantsses for the blind are
not covered by the Chafee Amendment.

The legislative history cited by Intervenors supports the proposition that the making of a
single copy of a single work tte request of a blind individué fair use.Seelntervenors Mem.
at 17 n. 73 (citing House Rep. No.-2476 at 73, which states: “Whilee making of multiple
copiesor phonorecords of a woflr general circulatiomequires the permissn of the copyright
owner, a problem addressed in [a previous propesation addressing copigw the blind], the
making of asingle copyor phonorecord bgn individualas a free service for a blind persons
would properly be considered a fase under section 107.”) (emphasis addédjhere is no
support for Intervenors’ or Defidants’ claim that fair use pwits university libraries to
preemptively digitize, store and replicate millimfsopyrighted books in a digital format that
includes universally-readable imaged text files in case a person with a print disability may one

day request access to one of the works.

" Intervenors’ reliance o8ony 464 U.S. at 417, is misplaced. Intervenors Mem. at 17.
In that case, each time the Supreme Court retesecopies for the blind it refers to the making
of a single copy for one individual blind persdBeeSony 464 U.S. at 455 (“Making copyof a
copyrighted work for the convenienceablind persons expressly iddified by the House
Committee Report as an example of fair uséd’)at 465, n. 12 (“For example, ‘the makingaof
single copyor phonorecordhy an individualas a free service farblind personwould be a fair
use™); id. at 470, n. 21 (“The mention in the Senatd &louse Reports of situations in which
copies for private use would be permissible urtderfair use doctrine-for example, the making
of a free copy for a blind persdiy (emphasis added).

23



Application of the four fact@rin Section 107 confirms théite HDL'’s uses for the blind
do not constitute fair use. With respecthe first factor, Defendastuses for the blind
admittedly serve a purpose that benefits society, but because they exceed the allowances of
Section 121, Defendants are seekinguoid paying the customary fe8ee Harper & Roy471
U.S. at 562 (“The crux of the profit/nonprofit digttion is not whethethe sole motive of the
use is monetary gain but whethle user stands to profit froexploitation of the copyrighted
material without paying the customary price.FHurthermore, there is nothing transformative
about converting the words on a peid page into digital text ahanging the medium of a work
does not transform itTexaco 60 F.3d at 924.

The analysis of the second and third facterso different than the analysis of the HDL
above. The works copied include a large vgragtbooks including highly expressive works,
both fiction and non-fiction. And, once again, noitis of books were copied their entirety by
Defendants, and HathiTrust grants persons wittt gisabilities access to the full text of those
works, as well as the image files.

Finally, with respect to potential market haimaddition to the various harms discussed
above and in Plaintiffs’ motion fsummary judgment, HathiTrustgovision of image files to
persons with print disabilitiefer the purpose of allowing them toeate large print versions of
the books creates “an infrastructure that walitdctly compete wittand impair important
growth businesses of publishers for [] large-type booksptitement of the Association of
American Publishers on the NIl CopyrigPtotection Act of 1995 before the House
Subcommittee on Courts and Intellectual Propdfgb. 8, 1996vailable at

http://judiciary.house.gov/legacy/441.h{testifying that one of thikey changes to the original

proposed bill was to “avoid ipairing large-type” publishing).
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CONCLUSION

The digitization and copying of millions of books cannot be justified under existing
copyright law, even if it might benefit some particular user who would like access to some
particular work. Defendants’ and amici curiae’s lack of faith in Congress notwithstanding (see
ALA Br. at pp. 15-16), copyright law has been revisited and amended on numerous occasions to
reflect changing circumstances and technologies. Impatience with the legislative process cannot
serve as an excuse to ignore the rights of authors and to fundamentally reshape copyright law.
Defendants’ and Intervenors’ motions must be denied, and summary judgment granted to

Plaintiffs.
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