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PRELIMINARY STATEMENT

This case, brought by twelve individual authors and eight non-profit authors rights
organizations from around the world, presentednibvel question of whether the Copyright Act
permits libraries to partner witlhhcommercial enterprise to dige, copy, index, store and make
various other uses of millions of copyright-fgcted books, including tHeee distribution of so-
called “orphan works” to tens of thousandgebple, without obtainingermission from any of
the authors or others who hold copyright intey@stthose literary works. Whatever one’s
ultimate view of the legality of Defendantgfass Digitization Program (“MDP”) or Orphan
Works Project (“OWP”), there can be no questioatt this case pres&u numerous complex
guestions of first impression that helped tbrasate the respective righof creators and the
users of their work, which is a hallmark of cases in which courts deny motions for attorneys’
fees. See Matthew Bender & Co., Inc. v. West Publ'g €40 F.3d 116, 122 (2d Cir. 2001).

Judicial review is bringing much neededrdy to a range of opequestions, including
the reach and limitations &ection 108 of the Copyright Aatthether fair use permits the mass
digitization of copyrighted booksyhether fair use permits thesttibution of “orphan works,”
and the interplay between the Chafee Amendmashfar use. The matters of first impression
raised by this litigation have generated enornioteyest among schokand practitioners of
copyright law, fueled primarily by great uncertginno one could predict how this Court, or
Judge Chin in the related Google Books caseildvoome out on these issues because, as this
Court recognized, “the facts here may on somael$éebe without precedent[.]” Opinion & Order
dated October 10, 2012, at 20 (the “Opinion”).

Prior to Defendants’ participation the Google Library Ryject, no library had
systematically digitized nearBll of the books irits collection, incluchg books protected by

copyright. Indeed, before approaching thevarsity of Michigan, Google had asked the



Library of Congress to participatn the program, but the Unit&fates Copyright Office turned
Google away when it heard therporation wanted to digitizeopyright-protected books.
Harvard University also declined Google’s offerdigitize its massive library of copyrighted
books. In fact, when librarians at Harvardriged that Google would be digitizing UM’s
copyrighted books, they cautioned UMibrarians that UM hadot “done much deep thinking
on copyright issues.” Plaintiffs’ StatemeaitUndisputed Facts JF”) 7. Other large
technology companies with a strong inteiedtooks and online searches, including Amazon,
Microsoft, and Yahoo, similarly found the risk® great, never extending their digitization
programs beyond the confines of public domain works.

Despite the absence of authority supportireglégality of the MDP, and despite Section
108 of the Copyright Act, which on its face doed allow the digitization activities proposed by
Google, Defendants pressed ahead with theuventelying upon the highly amorphous doctrine
of fair use. Defendants certainly were alerthte legal risks posed lmpoperating with one of
the world’s largest corporatioms the digitization of millionf copyright-protected books,
many of which were still in print, and sharing thatigitized copies with that corporation for its
own commercial purposes. The libraries’ coopeeatigreements with Google, with their broad
cross-indemnifications, reflect a keen awarenieastheir endeavor would likely be challenged
in litigation. As Judge Staon once observed in denying atteys’ fees to an artist who
famously defended his appropriation art asdae, Defendants “must accept the risks of
defense, including the time, effpand expenses involvedBlanch v. Koons485 F. Supp. 2d
516, 518 (S.D.N.Y. 2007).

Defendants — led by the University of Mighn —pushed the envelope even further by

launching their controversial Orpm&Vorks Project, mere months after Judge Chin had rejected



a proposed settlement of the Gao8looks case, stating that “thstablishment of a mechanism
for exploiting unclaimed books is a matter meugted for Congress thahis Court” and that
“questions of who should be entrusted with guardianship over orphég,hower what terms,
and with what safeguards are matters mppr@priately decided by Congress than through an
agreement among private, self-interested parti€gg Authors Guild, Inc. v. Google InZ70 F.
Supp. 2d 666, 677 (S.D.N.Y. 2011).

Although the Court ultimately determined thia¢ MDP is protected as fair use and the
issues presented by their OWP were not ripadfipudication, this is not a case in which an
award of attorneys’ fees is appriate. To the contrary, award of attorneys’ fees would
frustrate the purpose of the Copyright Act byedeng authors and otheightsholders from
bringing objectively reasonablenauits that cause “the boundzsiof copyright law [to] be
demarcated as clearly as possibl8ge Fogerty v. Fantasy, In610 U.S. 517, 527 (1994).

For the reasons set forth herein, the mefif3laintiffs’ claims and the manner in which
the parties litigated those claims strongly militagginst awarding any attorneys’ fees and costs
in this action. Defendants do not maintain fRkintiffs’ arguments were frivolous, that any
conduct by Plaintiffs was vexatis or that Plaintiffs didnything improper other than
aggressively assert their legal claims. In fdwt,entire case proceededa spirit of cooperation,
with the parties working together to simplifyetdiscovery process, minimize depositions, and
avoid unnecessary disputes. Moreover, the award sought by Defendants and Intervenors is
wholly unwarranted, excessive, anvduld frustrate, rather thaerve, the purposes and policies

of the Copyright Act. Th€ourt should deny both motions.



PROCEDURAL HISTORY

The filing of this lawsuit followed Defend#s’ announcement in May 2011 that they
were about to make so-called orphan works availédyl display and distriliion as part of their
Orphan Works Project. SpecifibglDefendant University of Michigan announced that it had
unilaterally decided to proceedth a program to make works that had been digitized and
included in the HathiTrust Digitd.ibrary available for the univsity’s students, professors, and
other users to view online,ipt, and download for freeSubsequently, other Defendant
Universities announced that they too wouldtipgate in this poject and on July 15, 2011,
Defendant HathiTrust published a list of J@@&ported orphan works and announced that many
of these would be made publicly availabl®thdays (on October 13, 2D1unless rightsholders
came forward to claim them.

Upon learning of Defendants’ plan, and priothe filing of this lawsiit, representatives
of The Authors Guild reached out to the Univgrsef Michigan’s counsel to express concern
over the OWP.SeeDeclaration of Edward H. Rosentltmted November 20, 2012 (“Rosenthal
Decl.”), 1 4 & Exh. A. While the Universitygf Michigan offered to discuss the OWP, it
continued to press forward with its plangdtsplay and distributéthe copyright-protected
“orphan works.” Despite The Authors Guildpecific request, the University of Michigan
would not delay implementation of its OWP.

It was only after the case wéled, and authors and theepresentatives quickly
presented Defendants with evidence of deep poet flaws in the OWP, including that works
by living authors, works that were still in primtprks by authors represented by literary agencies
and readily findable heirs had been includedagthe purported orphans, that Defendants
suspended the program. Moreover, becausendafés continued to state that the OWP would

be reintroduced at any point, Plaintiffs corsit bringing a motion fa preliminary injunction



to prevent the reintrodtion of the program. Finally, in mid-October, Defendants agreed that
they would give Plaintiffs at least 120 daystice prior to makingray works available through
the OWP seeRosenthal Decl., { 5 & Exh. B, obviating theed to seek preliminary injunctive
relief. While Defendants agreéal provide advance notice, they steadfastly refused to assure
Plaintiffs that they would not restart the OWP, taking aim at new lists of copyright-protected
literary works. Indeed, throughout this litigation¢luding in depositions, Defendants continued
to insist that they were revising their prdoees with the goal akinstating the OWPId. | 6.
Once the litigation commenced, the parties wedrtogether to ensure that discovery
would proceed expeditiously and efficiently. Befendants noted in their brief, at the initial
scheduling conference before the Court, thrigmagreed to obtain certain information by
interrogatories, including inforation beyond the permissible scagenterrogatores under the
local rule. Depositions were kefat a minimum. Plaintiffs deosed a total of five defendant
witnesses (two on consecutive days in Berk€lalifornia, two on consecutive days in Ann
Arbor Michigan and one in New York) plus one witness from Google in San Francisco.
Defendants took a similar number of depositionsinffs did not pres®efendants to identify,
collect, review and produce mass volumes of elaatror other discovery. Discovery disputes
were kept to a minimum, and wdlly all of them were resolvadithout Court involvement. In
short, Plaintiffs at all times conducted discoviera manner that recognized that Defendants —
universities invested ischolarship and learning were not inherently aidds with the authors
of the world. All parties conduadethe case with a goal of teeing tine critical legal issues for
the Court as quickly and as comprehensivelgassible. Defendants do not — and could not —
contend Plaintiffs’ conduct was in any way vexatious or designed to complicate or prolong the

litigation.



Significantly, most of the Defendants in tle@se claim to enjoy sovereign immunity
from any claim of monetary damages. Plffimdid not make any claim for such damages
against any of the Defendanty€e against Cornell Universitwhich probably is not immune
from a damages award). The remedy sought by Plaintiffs in this case was for a declaratory
judgment with respect to the ldia of Defendantsactivities and a permant injunction against
their continuance.

One measure of the unpredictability of this laisand the novassues it presents, is the
intense attention it has drawBcholars, copyright experts,romentators and interest groups
have weighed in, and have done so from theRiaintiffs filed suit, many commenting on its
uncertain outcome given the numerous issues of first impresSixm. e.g Kenneth Crews
(Director, Columbia University Copyright Advisory OfficéjathiTrust and the Litigation Path
(October 3, 2011) (“The scope and complicationthefcase make it especially unpredictable,
and much has been written about the legal, t@¢atisnal, and procedurahallenges that lie
ahead.”). Attached to the Rosenthal Declaratire a small sampling of the many articles, blogs,
notes about programs and comments about thefrasanany interested persons and groups.

LEGAL STANDARD

Section 505 of the Copyright Act provideés relevant part, that “the courtay. . . award
a reasonable attorney’s feethe prevailing party.” 17 U.S.®& 505 (emphasis added). While
prevailing plaintiffs and prevailing defendants ard¢ctreated alike, “fees for prevailing parties
under 8§ 505 ‘are not automatic.Jovani Fashion, Ltd. v. Cinderella Divine, In820 F. Supp.
2d 569, 573 (S.D.N.Y. 2011) (quotihddedforms, Inc. v. Healthcare Mgmt. Solutions, |280
F.3d 98, 117 (2d Cir. 2002)). In determining wiegtsuch an award is appropriate, the court

may consider: frivolousness, motivation, objectiveeasonableness (bothtire factual and in



the legal components of the easnd the need in partieulcircumstances to advance
considerations of compensatiamdedeterrence, so long as thesetdrs further tla purposes of
the Copyright Act.See Fogerty510 U.S. at 534 n. 4(“attorneyfses are to be awarded to
prevailing partie®nly as a matter of the court’s discretipi@@mphasis added). None of those
factors weighs in favor of aawding attorneys’ fees hete.

ARGUMENT

AWARDING FEES WILL NOT ADVA NCE THE PURPOSES OF COPYRIGHT

The ultimate goal of an award of attorneys’ fees must be to further the primary purpose of
the Copyright Act, which is & encourage the prodimn of original Iterary, artistic, and
musical expression for the good of the publiEdgerty, 510 U.S. at 524See Diamond v. Am-
Law Publ’'g Corp.,745 F.2d 142, 147 (2d Cir. 1984) (“themmiple purpose [of the Copyright
Act] is to encourage the origtion of creative works by attacig enforceable property rights to
them”). Accordingly, “the imposition of &é award against a copyright holder with an
objectively reasonable litigation position willmgrally not promote the purposes of the
Copyright Act.” Matthew Bender & Co., Inc240 F.3d at 122 (citation omitted). As shown
below, the individual authors armdithors’ rights groupthat brought this lawsuit asserted claims
that were eminently reasonable; thus, an awaadtorneys’ fees against them would undermine
the purposes of the Copyright Ackee id(vacating award of attorneys’ fees where publisher’s
claims, though unsuccessful, wergectively reasonable).

Defendants suggest that they should bearded for pushing the boundaries of fair use

under the Copyright ActSeeDefendants’ Memorandum of Lawijef. Mem.”) at 2. However,

! An award of costs is equally discretionaryder Section 505 dfie Copyright Act and
Fed. R. Civ. P. 54(d)See ARP Films, Inc. v. Marvel Entm’t Group, Jr852 F.2d 643, 651 (2d
Cir. 1991) (internal quotations omitted).



“because novel cases” like this one “require anpii&ito sue in the first place, the need to
encourage meritorious defensea ictor that a district court mdalance against the potentially
chilling effect of imposing a laggfee award on a plaintiff, who, aparticular case, may have
advanced a reasonable, allmsuccessful, claim.’Matthew Bender240 F.3d at 122 (quoting
Lotus Dev. Corp. v. Borland Int’l, Inc140 F.3d 70, 75 (1st Cir. 1998) (denying fees to
prevailing defendant in “importaictise” that helped to clayithe boundaries of fair use)).

Imposing a $2 million attorneys’ fee award -ewen a fraction of that amount — against
Plaintiffs would have precisele “chilling effect” of whid the Second Circuit warned in
Matthew Benderauthors and other rightsholders will tiscouraged from bringing meritorious
claims aimed at protecting, promoting and enfay¢heir legitimate copyght interests out of
fear that losing will result in a significant fineial penalty. “Because copyright law ultimately
serves the purpose of enriching the gengudlic through access to creative works, it is
peculiarly important that thiew’s boundaries be demarcatasiclearly as possible Fogerty,
510 U.S. at 527. By bringing this lawsuit, fBeurt had the opportunity render a judicial
opinion on a novel, controversial and previoushyasted question that has broad implications
for authors and the public at large. Withoubart decision on whether fair use permits libraries
to digitize, store and use millions of copyrigitbtected books in their collections, neither
authors nor the public would have judicial guidance as to whstiobrmass digitization
activities were lawful, fueling the “deep uncéntgt” that often plagug copyright law. $EVEN
J.HOROWITZ, COPYRIGHT SASYMMETRIC UNCERTAINTY, 79U. CHI. L. Rev. 331,332 (2012).

In short, the purposes of the Copyrightt A®uld not be served by “compensating”
Defendants for their attorneys’ fees where a Hiaught litigation helped talarify the respective

rights of authors and secomgaisers of their workSee Penguin Books U.S.A., Inc. v. New



Christian Church of Full Endeavor, LtdNo. 96 Civ. 4126, 2004 WL 728878, at *5 (S.D.N.Y.
Apr. 6, 2004) (declining to award fees where s “established a prima facie case which, by
being subject to a successful defense, hetipelelineate the speaifparameters of prior
publication”). For this compelling reason aloties Court should decline to award attorneys’
fees and costs in this case.

Il. PLAINTIFES’ CLAIMS WERE OBJECTIVELY REASONABLE

In the Second Circuit, one of the “most sfgrant factors” thatis given substantial
weight in determining whether fees are watea” is whether the claims asserted by the
unsuccessful party werebjectively unreasonable.Brown v. PerdugNo. 04 Civ. 7417, 2006
WL 2679936, at *4 (S.D.N.Y. Sept. 15, 2006). Orgge claims that plainly are “without merit
or otherwise patently devoid of legal actual basis” are objectively unreasonaltenguin
Books 2004 WL 728878, at *3. Moreover, mattemsvolving novel or complex issues do not
warrant a court in making a findiraj objective unreasonablenes®town 2006 WL 2679936,
at *4 (citation omitted). For the reasons set ftlow, Defendants’ attempt to characterize this

lawsuit as objectively unreasonable must fail.

A. Courts Routinely Deny Attorneys’ Fees Where the Party Prevailed on
Summary Judgment

Rather than demonstrating how Plaintiffiichs were “patently devoid of legal or
factual basis” — a standard they could neveetr Defendants attempt to bootstrap their motion
to the Court’s decision on the merits, arguing tigaanting of summary judgment to a defendant
... strongly supports a finding that the pldfitticlaim was objectivelyunreasonable.” Def.

Mem. at 3 However, courts in the Second Circuitbérepeatedly rejected this argument,”

2 Defendants’ reliance dwilliams v. Crichton891 F. Supp. 120, 121 (S.D.N.Y. 1994),
is misplaced. In that case, the court had regean author’s claim #t his children’s picture
book was substantially similar to Michael Crichtodisassic Park Unlike this case, which
raised numerous novel and unprecedented issuepwpfight law, the court in that case granted



holding that “it is not the rule that a pamho is successful on summary judgment is
automatically entitled to a finding that the atlparty’s claims or defenses were objectively
unreasonable.’Belair v. MGA Entm’t, Ing.No. 09 Civ. 8870, 2012 WL 1656969, at *2
(S.D.N.Y. May 10, 2012).

Thus, inSilberstein v. Fox Entertainment GrqugB6 F. Supp. 2d 440 (S.D.N.Y. 2008),
plaintiff's claim for copyrightinfringement was denied on summary judgment and affirmed by
summary order on appedd. at 442. Defendants moved for atteys’ fees on the grounds that,
inter alia, the finding of no substantial similarignd no access rendered the copyright claim
unreasonableld. at 444. The court disagreed, evenlahecognizing that there were “limited
similarities” between the characters at isand that the plaintiff's evidence of access was
“exceedingly weak.”ld. (quotation omitted). In fact, the uxd denied attorneys’ fees despite
defendants’ allegations that (1) plaintiff's nmais for preliminary injunctions were intended to
extort settlement; (2) plaintiff perjured hersalfher deposition; and )®laintiff's motions for
summary judgment and her positithat a relevant bitration was non-bindig on the court were
“baseless.”ld. Instead, the court concluded that ‘fthevas sufficient factual predicate for
plaintiff to believe that defendants had @ed” their character from hers, supporting an
objectively reasonable claind.

Courts have similarly declined to award féesases where the claims were far more
dubious and the issues not nearlynasel as thospresented hereSee, e.gLeibovitz v.
Paramount Pictures CorpNo. 94 Civ. 9144, 2000 WL 1010830, at *3 (S.D.N.Y. July 21, 2000)
(denying attorneys’ fees even though cagssn which plaintiff relied were “easily

distinguishable”)Brown 2006 WL 2679936, at *5 (denying feegen though opinion was a

attorneys’ fees to the defendants, finding thatplaintiff's claims were “neither novel nor
complex.”ld.

10



sweeping rejection of atif [the author’s] allegations ofmilarity” because “the court neither
characterized [the] claims &®/olous nor stated that theyere close to frivolous”)Reinhardt v.
Wal-Mart Stores, Ing.No. 07 Civ. 8233, 2008 WL 2704412, at *2 (S.D.N.Y. July 10, 2008)
(denying fees notwithstanding codinding that it could not “charaerize the plaintiff's claims
as presenting novel or close issues or clarifying the boundaries of copyright@&nQo. v.
Burger King Corp. No. 92 Civ. 1488, 1995 WL 29488, at ¢(3.D.N.Y. Jan. 25, 1995) (denying
fees despite the courtt®nclusion that there were “no céosimilarities” between the works);
Canal+ Image UK Ltd. v. Lutvakr92 F. Supp. 2d 675, 684 (S.DYW2011) (finding objective
reasonableness even where plaintiffs’ claim dissantial similarity hadnere “surface appeal”).

B. Plaintiffs’ Claims Had a Strong Factual and Legal Basis and Raised Novel
Issues of Law

Defendants do not assert that Plaintiffglinols were frivolous or based upon improper
motives, nor do they contest that Plaintiffs’ clairased novel and complex issues of copyright
law. Indeed, Defendants admitted to enggdgn the mass, unauthorized and unprecedented
digitization of entire copyright worksncluding works owned by Plaintiffs.Defendants, in the
face of a rapidly-changing digital landscape, widespread online piracy, and diminishing revenues
for authors, indiscriminately digitized millions of copyright-protected books, including works by
authors from all over the world. With legitimatepyright interests at stake, Plaintiffs brought
an action in the good-faith belief that thelaims were both obftively reasonable and

possessed merit. In so doing, Plaintiffs assusdstantial risk and expense, including their

3 As the Court recognized, “Defendants cede that Plaintiffs have establishepriana
facie case of infringement as to some of [theykad at issue. Opimin at 14. Courts have
considered this fact as sufficient to demtrate an objectively reasonable claifee Penguin
Books 2004 WL 728878, at *3 (thatghtiffs owned a purportiy valid copyright and
defendants published plaintiffs’ copyriglt material was “enough to establisprena faciecase
and support an objectively reasonable letgm to protecthe copyright.”).
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own fees and costs. They did so knowtngt, given Defendants’ sovereign immunity,
prospective injunctive relief vgathe only available remedy.

Nevertheless, in order to justitheir exorbitant fee, Defendts argue that several aspects
of Plaintiffs’ claims wereurportedly unreasonabl&eeDef. Mem. at 3-7. As shown below,
each claim was asserted on solid legal ground and does not approach the “unreasonable”

standard.

1. Orphan Works

Defendants argue that, because they suspetheeOWP shortly after Plaintiffs’ filed
their Complaint and because none of the workstified in the Complaint were made available
through the OWP project, Plaintiffs were unreasd&an proceeding with their claim. Def.
Mem. at 3. When Plaintiffs commenced tlawsuit, however, Defendants had not suspended
the OWP, indeed their planned distributiorptdentially hundreds dhousands of users of
Defendants’ first set of supposed orphan works was only weeks away with the planned
distribution of their seadd list of purported orphans scheduled to soon follow. Thus, Plaintiffs
had a good faith belief to take Defendants atrtwerd, and that, absent an injunction, the full-
text availability of these works was imminemefendants’ agreement to give Plaintiffs 120
days notice before displaying or distributing any supposed orphan works merely obviated
Plaintiff's need to seek preliminary relief;, Daffants stated intention to restart the OWP caused
Plaintiffs to continue to preger permanent injunctive reliefSee Banff, Ltd. v. Federated Dep’t
Stores, InG.841 F.2d 486, 493 (2d Cir. 1988) (where deéanidhas a stated intention and ability

to sell the goods subject to the injunction, “thisran actual controversype for adjudication”).

Although the Court ultimatelyolund that Plaintiffs’ OWP @im was not ripe, it did not
determine whether the OWP constitutes copyright infringenseepinion at 11 n. 14), instead

stating that “after Defendantdease the details of their new GWand a revised list of Orphan
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Work Candidates . . . [Plaintiffs] can request relidfi’ at 11.If this Court awards fees to
Defendants here, Plaintiffs woute deterred from making any fuéueffort to seek to stop a
reinstated OWP for fear that Defendants wloadjain simply “suspend” the program and then
seek to punish Plaintiffs for seeking to vindetheir legal rights. It simply cannot be
reasonably said that Plaintiffs’ claims againgt @WP were patently devoid of factual or legal

support.

2. Section 108

In their Motion for Judgment on the Pleadifigdaintiffs demonstrad that Defendants’
MDP and OWP violated practitaevery express limitation sé&brth in Section 108 of the
Copyright Act. In denying Plaintiffs’ motion, éhCourt did not disagree with Plaintiffs’ position
on the Section 108 violations, but held that the Cthaed not decide if the MDP fits within the
parameters of 17 U.S.C. 8§ 108 because it unquestiofielvithin the definition of fair use.”
Opinion at 22 n. 32 (citing 17 U.S.C. § 108(J)(4Piggybacking on this approach, Defendants
contend it was objectively unreasonable for Plsaven to argue that the MDP exceeded the
limits of Section 108 in light of the so-calledvs&ys clause in Sectiot08(f)(4) which provides
that “nothing in [Section 108] affects the rigiftfair use as provided for by section 107.”

It was and continues to beaiitiffs’ position that Sectiot08(f)(4) cannot be used to

read the other provisions of Sexti108 out of the statute, and thia very specific provisions in

* Both parties filed motions for judgment oretpleadings at a relaely early stage of
the proceedings, believing that tiaets alleged and/or admitteduld lead to an early resolution
of certain critical issues. While the Courfeleed consideration of these motions until the
summary judgment stage, and misitely denied Plaintiffs’ motiorthis cannot be the basis for an
award of attorneys’ fees to DefendanB&ee Canal+792 F. Supp. 2d at 681 (cautioning that an
“award [that] essentially punishés party] for availing itself of right provided by the Federal
Rules” is an abuse of discreti, since “[tjo allow fees on thisasis would be to deter the
exercise of rights afforded tdigants in federacourt”) (quotingMatthew Bender240 F.3d at
122) (alteration in original).
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Section 108 should, at a very minimuguide the fair use analysis. Whether or not that position
is ultimately accepted, it cannot reasonably le theat Plaintiffs’ position was “patently devoid
of legal basis.” Def. Mem. at4 Significantly, this is the firstase to discuss Section 108 in any
meaningful way, and the legisha history supported Plaintiffposition. As explained by the
Copyright Office in a report discussing the megrand effect of Se¢ion 108(f)(4), “much of
108’ photocopying would be infringing binr the existence of that sectidhus leaving section
107 often clearly unavailable as a basis jtiotocopying not authorized by section 108
REGISTER OFCOPYRIGHTS REPORT OF THEREGISTER OFCOPYRIGHTS LIBRARY REPRODUCTION
OF COPYRIGHTEDWORKS (17 U.S.C. 108) 96 (1983) (emphasis added)he strong language in
the 1983 Report, which was repeated in subseqapntts by the Copyright Office and other
commentators, provided solid legal groundPdaintiffs’ position regarding Section 108.

The reach and limits of Section 108 have never been explored by the courts, much less in
the context of mass digitization ofillions of copyright-protectedlooks. Accordingly, this case

presented novel and complex issues, which wehghsily in favor of denying attorneys’ fees in

> Defendants’ arguments with respect to thailability of other defenses such as the
First Amendment, Section 109’s “first sale doctrine” under Section 109, and certain
performances and displays under Section 11@umieus in that Defendants never articulated
how any of those defenses were relevant tcése. Reproduction fordtblind, the subject of
Section 121, was briefed extensively.

® The Court attempted to distinguish thep@right Office statements by citing to an

earlier House Report, which statit “[n]othing inSection 108 impairs thepplicability of the
fair-use doctrine to a wide variety of sitizas involving photocopying asther reproductions by
a library of copyrighted miarials in its collectionsyhere the user request the reproduction for
legitimate scholarly or research purpose®pinion at 13 n. 17 (citing H.R. Rep. No. 9401476,
at 78-79 (1976)) (emphasis added). Howeveshasvn by the language in italics, the House
Report was commenting on reproductions requdsgdtie user, not systematic reproductions
initiated by the library without a user request.
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this case.SeeBrown 2006 WL 2679936, at *4 (“cases withaims involving novel or complex
issues do not warrant a court in makinignding of objective unreasonableness”).
3. Fair Use

In support of their argument that Plaifs claims were objectively unreasonable,
Defendants do not contend that Plaintiffs’ positiegarding the first three fair use factors — the
character and purpose of theepthe nature of copyrightedaterial and the amount and
substantiality of the material usedvas unreasonable in any weyeeDef. Mem. at 6. Instead,
Defendants rely on the Court’s statement thaigtinot imagine a definition of fair use that
would not encompass the transformative usedeniy Defendants’ MDP” (Opinion at 22), and
argue that Plaintiffs’ claims withrespect to the fourth fair edactor — market harm — were
objectively unreasonable. Def. Mem. at 6. Howewmeither the Court’s general statement, nor
Defendants’ attempt to trivialize the evidence ofkeaitharm presented [Blaintiffs, warrant an
award of attorneys’ fees.

First, Defendants acknowledge that theyretl multiple copies of millions of
copyrighted books stored in digital format orittservers for “preseation purposes.” And
while the Court stated, as a general matter,itivéwed the “uses made by Defendants’ MDP”

as transformative, even the Court concluded Befendants’ “argument that preservation on its
own is a transformative use is rabtong.” Opinion at 15 n. 19 (citingm. Geophysical Union v.
TexacQ 60 F. 3d 913, 924 (2d Cir. 1994)).

Although the Court determined that otheses, such as the indexing and search
capabilities, were transformativibiere is no binding precedent that addresses this question, and

Plaintiffs continue to believe that the case lawtimer Circuits is distiguishable from the facts

presented here. As the Court recognized, “the facts here may on some levels be without
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precedent.” Opinion at 22. Indeed, no prior gassented a situation even remotely similar to
the one before the Court, where millions opgrighted books had been digitized and copied.
SeeCanal+, 792 F. Supp. 2d at 683 (“a court shouldaneard attorneys’ fees where the case is
novel . . . because such a litigaticlarifies the boundaries of comt law.”) (internal quotation
omitted)’ While the Court found that the Badants’ use was non-commercial, it
acknowledged that the relationship between thielxants and Google is “potentially relevant
to the use of the works made by Google.” Opinion at 19 n. 23 .cdtrtainly reasonable, given
the complex and unprecedented nature of thisieakhip, for Plaintiffs to contend that the MDP
was for the Defendants’ commercial advantageet particularly where Defendants were
receiving millions of dollars in “reimbursements” from Goog&eeUF 55, 58.

Secondfair use is a case-by-case inquiry tisahtensely fact-driven and notoriously
unpredictable.SeeCampbell v. Acuff-Rose Music, In610 U.S. 569, 577 (1994) (fair use “is
not to be simplified with bright-line rules, fordfstatute, like the doctrine it recognizes, calls for
case-by-case analysis”). The complexities ofdae were recently summarized by the Ninth
Circuit, which described the factors as “billoygiwhite goo” and as “naught by a fairy tale.”
Monge v. Mia Magazindnc. 688 F.3d 1164, 1171 (9th Cir. 2012) (internal quotations omitted).
The Court’s finding that certain ¢fie Defendants’ uses werarnisformative does not lead to a
conclusion that Defendants are entitlecn award of attorneys’ feeSee Leibovitz22000 WL

1010830, at *5 (finding that defendant’s work wasriflamentally transformative in nature,” but

" Remarkably, Defendants argue that tebguld be awarded fees in order to
“Compensate Them for Asserting Their Fair Use RightDef. Mem. at 7. But “fair use” is not
a right to be remedied, it is only afdese to be asserted to count@riana facieclaim of
copyright infringement. If successfully “assegira fair use defense automatically entitled a
defendant to an award of fees, plaintiffs wbbe discouraged fronsserting rights in their
copyrighted property and the publiould be deprived of the portant function served by cases
presenting novel and emerging issues, suthia®ne, that help aftify the boundaries of
copyright protection.
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nevertheless denying attorneys’ fees becalaatiff's claims were not objectively
unreasonablelee also Williamson v. Pearson Education,,Ihn. 00 Civ. 8240, 2001 WL
1262964, at *6,11 (S.D.N.Y. Oct. 19, 2001) (denyirtgraeys’ fees even where “no reasonable
jury could find that defendantflise] is not fair use.”).

Third, Defendants were well aware of the risksythvere taking in relying on fair use to
justify their unprecedented digitization anck ud millions of copyrighted books. Other
prominent libraries, including the Harvard Unisiy Library and the Library of Congress, had
declined to participate in thmass digitization of works in copyright; the Google Books case was
pending and the proposed settlement had beeateel; and scholars hadmwad that the project
might be illegal. Under these circumstances, Defendants “must accept the risks of defense,
including the time, effort, and expenses involveBlanch 485 F. Supp. 2d at 518 (denying
attorneys’ fees where coudund appropriating artist who pr@led on summary judgment was
particularly aware of risks givethe nature of this artworknd his experiences with prior
litigations).

Finally, Plaintiffs presented substantial evidenhat Defendants’ conduct caused them
actual and potential harm. EverPifaintiffs’ arguments did not carthe day in this Court, they
cannot be viewed as frivolous onreasonable. As to actual hahaintiffs argued that “[e]ach
digital copy of a book that Defendants createdrather than [purchased] through lawful
channels, represents a lost salelaintiffs’ MSJ at 22. Wite the Court opined that this
argument “ignores the fact that purchase of an additional copy would not have allowed either
full-text searches or access for the print-disabled/iduals,” (Opinion atl9), Plaintiffs contest
that premise, and the Court’s opinion does not address the sales lost from Defendants’ creation

and storage of non-transfoative preservation copies.
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In addition, Plaintiffs made sgific arguments as to hatve Defendants’ use affected
Plaintiffs’ potential markets. For example, Plaintiffs provided ailéet@xpert report from
Professor Daniel Gervais exping how collective management systems provide a market for
licensing many of the uses at istieze. Plaintiffs’ MSJ at 25. ABlaintiffs explained, far from
“speculative,” such licensing agreements alye@xist on an industryide basis abroadd.
Further, the Amended Settlement Agreement (&%®A") in the GoogleBooks case would have
created a mechanism by which copyright holdexdd grant licenses for the uses proposed by
Defendants.Seed. at 27. It cannot be said ettefore, that Plaintiffs’ wereanreasonablén
arguing that there is a ready markemeans for industry-wide licensinee Brown2006 WL
2679936, at *5 (reliance on an expeport supported a findingf objective reasonableness).

4. Uses for the Blind

Defendants claim that the Plaintiffs “summhadismissed rights of fair use” for print-
disabled individuals and “demonstrated a lackarisideration for howndividuals with print
disabilities might be able to access their workS€eDef. Mem. at 5. This is a highly
misleading characterization of Plaintiffs’ argument. Plaintiffs’ Aahed Complaint did not
bring any claim or make any allegations agaibetendants with respect to the availability of
works for the print-disabled and did not threabetoring any claim agaihsiny visually disabled
— or indeed any — user of HathiTrust. Theredthing on the record to suggest that the print-
disabled ever were a target o&iliffs’ claims. To the contrary, Plaintiffs made clear in their
briefs that they were “willing to work with thatervenors to establish a system that grants the
blind the access they seel?l. Opp. to Def. MSJ at 20.

As was the case with the interpretatiorSeiction 108 of the Copyright Act, the proper
application of the Chafee Amément, 17 U.S.C. § 121, and the intersection of copyright law

with the Americans with Disabiles Act (the “ADA"), raised novdssues that, fioall practical
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purposes, had never been addressed by any casirecognized by the President of Intervor
NFB, for example, no court had ruled on wieeta university library may qualify as an
“authorized entity” or whethatigital text may constitute ‘@pecialized format” under the
Chafee AmendmentSeeMarc MaurerComments on the Topic of Facilitating Access to
Copyrighted Works for the Blind 8ersons with Other Disabilitieé\pr. 21, 2009at
http://mww.copyright.gov/docs/sccr/comments/2008drer.pdf. Once again, Plaintiffs should
not be punished for having tested the megmind reach of these statutory provisions.

In all, Plaintiffs vigorously litigate@ case that, on its merits, was complex,
unprecedented, and is serving to clarify the bourdanf the Copyright Act. Accordingly, the

Court should exercise its discretion atetline to award fees to Defendants.

Il THE INTERVENORS ARE NOT “P REVAILING PARTIES” UNDER THE
COPYRIGHT ACT AND ARE NO T OTHERWISE ENTITLED TO
ATTORNEYS' FEES

Intervenors claim that they are entitled to okalf a million dollars in attorneys’ fees and
costs, but they do not provide a basis for éxgaordinary and unprecedented claim. Indeed
they do not even make their own argumentsteiad incorporating by ference the arguments
and legal authority cited by the Defendars&elntervenors Mem. at 2. However, Intervenors
wholly fail to establish, let alonestify, why they should be entitled such an award, especially
where their legal position was aggressively pressed by Defendants, who made the rights of the

visually disabled a centerpiece oéthfair use and other arguments.

® The driving purpose of the MDP was noe fhrovision of material for the print-
disabled. Rather, the stated pose of the MDP was to creatéshared digital rpository” in the
form of the HathiTrust.SeeOpinion at 2. Indeed, afterddigitization and reproduction of
millions of copyrighted works, oplone Defendant chose to maketemngl available to the print-
disabled. PI. Opp. to Def. MSJ at 21.
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Intervenors fail to cite to a single casbkere a defendant-intervenor was awarded
attorneys fees pursuant to Sentb05 of the Copyright Act. hdler 8 505 of the Copyright Act,
only the “prevailing party” may be awarded atieys’ fees. The Supreme Court has held that a
“prevailing party” is one where #ne is a “judicially sanctioned change in the legal relationship
of the parties.”Buckhannon Bd. And Care Home, Inc. v. W. Va. Dep’t of Hez8%# U.S. 598,
605 (2001). The Supreme Court’s analysiButkhannorhas been extended to apply to the fee-
shifting provisions in 05 of the Copyright ActSee Chambers v. Time Warner,.Jig&79 F.
Supp. 2d 362, 365 n. 4 (S.D.N.Y. 2003). A party isaaptevailing party where it has failed to
secure a judgment on the meritsaccourt-ordered consent decrée. at 365. Here, Intervenors
are not prevailing parties because there was noigilyi sanctioned change in the legal position
of the parties.

While fees for intervenors have been awarietthe civil rights context, intervenors are
not entitled to attorneys’ fees wheheir efforts aremerely duplicative of those efforts” of the
non-intervening prevailing partyKorman v. GiambraNo. 01 Civ. 0369, 2003 WL 23350130,
at*5 (W.D.N.Y. Oct. 17, 2003) (citing/ilder v. Bernstein965 F.2d 1196, 1204-1205 (2d Cir.
1992)) (declining to award attorneys’ fees to thenvenor plaintiffs whose efforts “were merely
duplicative” of the plaintiff's effort in advocating if@ redistricting plan). Here, some or all of
Intervenors’ arguments were asserted by thiemiants. In their pleadings, memoranda and
declarations, Defendants made numerous argurtteatitthe provision ofopyrighted works to
the print-disabled through the HathiTrustsy@ermissible as fair use and the Chafee
Amendment.See, e.g.Def. MSJ at 14-16; Reply inupport of Defendants’ MSJ at 8-18ee
Wilder, 965 F.2d at 1204-1205 (“[E]fforts by counsel iisiervenors that merely duplicate those
of the plaintiffs in effectuating the foster careldften’s civil rights shouldot result in an award

of attorneys’ fees.”).
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Finally, to the extent that Intervenorsgaments under the ADA were not asserted by
Defendants, Intervenors still must establish thairfiffs’ claims were ofectively unreasonable.
Given that the intersection between the ADA #me Copyright Act is almost entirely
unexplored by courts, this lawspiresented novel legal questiorfsor this additional reason,

Intervenors’ motion for fees should be denied.

IV.  THE FEES REQUESTED BY THE DEFENDANTS (AND BY INTERVENORYS)
ARE UNREASONABLE ON THEIR FACE

Defendants request a fee award of more #fai5 million, and use a significant portion
of their submission to argue that their houdyes and the time incurred are reasonable.
Plaintiffs will not challenge th billable rates charged by Defendants. Plaintiffs do, however,
guestion how Defendants possibly could have stert much time. Document discovery was
kept to a minimum, there was no complicatezt&bnic discovery, virtdly all disagreements
were resolved amicably, and each side took ontuafive depositionsDefendants’ request is
particularly excessive in a caseavl Plaintiffs did not seek maiaey damages. For the reasons
set forth set below, if the Courtiisclined to grantdes at all, the amount should be significantly

reduced.

A. Standard for Awarding Fees

“The calculation of reasonable attorneyse$ is a factual issuwhose resolution is
committed to the discretion of the district couraulpaugh v. Monroe Community Hospitél
F.3d 134, 145 (2d Cir. 1993). The court shouldtaké the prevailing parts request at face
value in determining the reasonable fee. Biatthe court should look to what “a reasonable
paying client, who wishes to pay the least amoaessary to litigate ¢hcase effectively would
be willing to pay.” Nature’s Enterprise, Inc. v. PearsoNo. 08 Civ. 8549, 2010 WL 447377, at

*9 (S.D.N.Y. Feb. 2010) (quotingrbor Hill Citizens Neighborhood Ass’n v. County of Albany
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522 F3d 182, 183 (2d Cir. 2008)). The court, ¢fi@e, may reduce the actual amount expended
by the amounts that are “excessivelurdant, or otherwise unnecessarBarclays Capital Inc.
v. Theflyonthewall.conNo. 06 Civ. 4908, 2010 WL 2640095 (S\DY. June 30, 2010) (internal
guotation omitted). Moreover, the court musisibee that the fees awarded, if any, do not
amount to a windfall to DefendantSee Crescent Publ’g Group, Inc. v. Playboy Enter., Inc.,
246 F.3d 142, 151 (2d Cir. 2001). Specifically, “twairt has discretion simply to deduct a
reasonable percentage of the number of hours aiasea practical means of trimming fat from
a fee application.””Miroglio S.P.A. v. Conway Stores, In629 F. Supp. 2d 307, 312 (S.D.N.Y.
2009) (quotingKirsch v. Fleet St., Ltd148 F.3d 149, 173 (2d Cir. 1998)).

Defendants’ application for fees is cleadygreasonable, excegsiand unwarranted,
given the short length of the litigation and the streamlined manner in which discovery proceeded.
Defendants claim to seek “a portion” of the fees incurred, but that “portion” comes to a
staggering 3,987 billed attorney heuotaling $1,715,966.23 in claimed fe&eePetersen Decl.
1 10. Plaintiffs’ counsel, by contrast, billex$s than half as many attorney hougeeRosenthal
Decl. 7 &

Moreover, Defendants’ (as well as Intervenors’) bills include unreasonably vague and
block-billed entries and requedts costs. Defendants, for example, block-billed roughly 800
hours of work in 2011 aloneéSeePetersen Decl., Exh. C. In sualtase, a reduction in fees is

appropriate.See Berry v. Deutsche Bank Trust Co. Ameri6a2 F. Supp. 2d 300, 306

° The Intervenor Defendants, against whontlaims were even brought, request fees for
five attorneys and eight paraldgar law clerks, totaling $514,042.15eeGoldstein Decl. 1 9.
This amount is extraordinary, especially in ligtithe fact that ndiscovery was sought by
Plaintiffs from Intervenors orice versacounsel for Intervenoidid not attend any of the
depositions taken by Plaintiffs or Defendafather than calling to one deposition for
approximately 2 hours), and the arguments theggmted were substaniyaduplicative of those
presented by Defendants.
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(S.D.N.Y. 2009) (“Courts can reduce awardstock billing because commingling of activities
within one time entry impedesdltourt’s efforts to evaluateghieasonableness of any of the
listed activities.”);Miroglio S.P.A. v. Conway Stores, In629 F. Supp. 2d 307, 313 (S.D.N.Y.
2009) (reducing block-billed fedmecause such fees “prevent the Court from determining
whether the time expended was reasonabfe”).

The Court should therefore exercise its tiion to drasticallyeduce the “reasonable
amount” of fees sought by the Defendants and Interver®es. Muller v. Twentieth Century
Fox, No. 08 Civ. 2550, 2011 WL 3678712, at *1 (S\DY. Aug. 22, 2011) (Chin, J.) (finding
that defendants’ voluntary reductionrefjuested fees from $432,077.45 to $150,000 was
reasonable “in light of the belief that the lesseard will adequately serve the statutory goals of
compensation and deterrence”).

B. Should the Court Decide to Award Fees, a Hearing Regarding Google’s
Indemnification of Defendants and Other Issues is Warranted

Given the extraordinary amourgsught, if the Court is olined to award fees to
Defendants and/or to IntervenoPaintiffs respectfully request thathearing be held to explore
the reasonableness of the requests and the equities of any fee lavigtat. of Google’s
indemnification of the Defendant libraries for te@n activities in connection with the MDP (UF
13-17), some or all of Defendants’ fees mayehbeen or will be paid by Google. An
investigation as to the extent to which Defendaletgal bills are covered by insurance also is

warranted.

19 The most egregious example of blockibdlis Intervenors’ request for $109,443.75 in
fees for attorney Peter Jas8eeGoldstein Decl. 9. Moreoviemany of Intervenors’ requests
for costs, such as legal research, conference calls, non-witnesekpeeses, “discovery”,
“copy/fax/postage”, and “court sts”, are impermissible under tal Civil Rule 54.1, or too
vague to discernld. 1 10.

23



Finally, a court may reduce a fee award toecfthe relative financial strength of the
parties. SeePearson 2010 WL 447377, at *11 (collecting caseSge also Muller2011 WL
3678712, at *4. “[T]he court may consider théedded litigant’s economic circumstances to
determine whether a lesser sum assessed vidfilbthe statute’s deerrent purpose without
subjecting the plaintiffo financial ruin.” Vargas v. TransegWNo. 04 Civ. 9772, 2008 WL
3164586, at *4 (S.D.N.Y. Aug. 6, 2008hternal quotations omitted3ee alsdBarclays Capital
Inc., 2010 WL 2640095, at *6-7 (reducing fees becdtls economic disparities between the
[parties] are considerable agiven [the defendant’s] relaily modest operations, a full
attorney’s fee award is not required to fulfile Copyright Act’s purpasof deterring further
infringement”).

Should the Court determine that fees are waedhim this instance, the modest operations
of The Authors Guild, a larggldues-supported membership argation, weighs heavily in
favor of a substantial fee reduction. Awaglthe excessive amounts requested by Defendants
would substantially impair The Authors Guild’s ability to act as an advocacy group for its
members. The Defendants, on the other handjdectome of the largest state-run university

systems in the country, and hasignificantly greater resources.
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CONCLUSION

For the foregoing reasons, Defendaaistl Defendant-Intervenors’ motions for

attorneys’ fees and costs should be denied.

Dated: New York, New York
November 20, 2012

FRANKFURT KURNIT KLEIN & SELZ, P.C.

By: /s/ Edward H. Rosenthal
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