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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

Chapter 11
Bankruptcy Court Case No. 12-10202 (ALG)
(Jointly Administered)

In re:

EASTMAN KODAK COMPANY, et al.,!

District Court Casé&lo. 12-cv-04881-GBD
Debtors.

N N N N N N N N

DEFENDANT FLASHPOINT TECHNOLOGY INC.'S ANSWER, AFFIRMATIVE
DEFENSES, COUNTERCLAIMS AND CROSS-CLAIMS TO ADVERSARY
COMPLAINT FOR DECLARATORY JUDGME NT AND INJUNCTIVE RELIEF

Defendant FlashPoint Technology, Inc. @hPoint”), by and through its attorneys,
respectfully submits this Ansaw, Affirmative Defenses, Counterclaims and Cross-Claims to
Plaintiffs Debtors Eastman Kokl&€ompany, et al., (collectively, “Kodak” or “Debtors”) and
Apple Inc. (“Apple”). Allegations noexpressly admitted are hereby denied.

NATURE OF ACTION

1. Paragraph 1 contains legal conclusitma/hich no answer is required. To
the extent an answer is rerpd, FlashPoint denies the gliions in Paragraph 1 of the
Complaint.

2. FlashPoint lacks knowledge or informatisufficient to form a belief as to
the truth of the allegations in Paragraph 2 ef@omplaint and, on that basis, denies the same.

3. FlashPoint lacks knowledge or informatisufficient to form a belief as to

the truth of the allegations in Paragraph 3hef Complaint pertaing to Apple and, on that

! The Debtors in these chapter 11 cases, along vétlash four digits of each Debtor’s federal tax

identification number, are: Eastman Kodak Company (7150); Creo Manufacturing America LLC (4412); Eastman
Kodak International Capital Company, Inc. (2341); Far East Development Ltd. (2300n&RE183); Kodak

(Near East), Inc. (7936); Kodak Americas, Ltd. (6256); Kodak Aviation Leasing LLC (5224); Kodak Imaging
Network, Inc. (4107); Kodak Philippines, Ltd. (7862); Kodak Portuguesa Limited (9171); Keadty Rnc.

(2045); Laser-Pacific Media Corporation (4617); NPEC Inc. (5677); Pakon, Inc. (3462); and Qualex Inc. (6019).
The location of the Debtors’ caspate headquarters is: 343 8t&treet, Rochésr, NY 14650.

Dockets.Justia.com


http://dockets.justia.com/docket/new-york/nysdce/1:2012cv04881/398178/
http://docs.justia.com/cases/federal/district-courts/new-york/nysdce/1:2012cv04881/398178/4/
http://dockets.justia.com/

basis, denies the same. FlashPoint admitstthppeared in the Deb®&rchapter 11 proceedings
and asserted ownership of the&SUPatent Nos. 6,292,218; 5,493,335; 5,828,406; 6,147,703;
6,441,854, 6,879,342; 7,210,161, 7,453,605; 7,742,084; 836,391, the purported “Claimed
Kodak Patents.” FlashPoint denies the renmgiraillegations of Paragriaf3 of the Complaint.

4. FlashPoint lacks knowledge or inforna@tisufficient to form a belief as to
the truth of the allegations in Paragraph 4haf Complaint pertaing to Apple and, on that
basis, denies the same. FlashPoint admtisititontends, among others, that a 1996 agreement
between Apple and FlashPoint assigned alltsigpple has in the purported “Claimed Kodak
Patents” to FlashPoint-lashPoint denies the remainialiegations of Paragraph 4 of the
Complaint.

5. FlashPoint lacks knowledge or inforna@tisufficient to form a belief as to
the truth of the allegations in Paragraph 5hef Complaint pertaing to Apple and, on that
basis, denies the same. FlashPoint denesatimaining allegations of Paragraph 5 of the
Complaint.

6. Paragraph 6 contains legal conclusitma/hich no answer is required. To
the extent an answer is rerpd, FlashPoint denies the gliions in Paragraph 6 of the
Complaint.

JURISDICTION AND VENUE

7. FlashPoint lacks knowledge or inforna@tisufficient to form a belief as to
the truth of the allegations in Paragraph 7 ef@omplaint and, on that basis, denies the same.

8. Paragraph 8 contains legal conclusitmg/hich no answer is required. To
the extent an answer is requiré-lashPoint denies that tf@®urt has jurisdiction over this

adversary proceeding and does easent to its jurisdiction.



9. Paragraph 9 contains legal conclusitms/hich no answer is required. To
the extent an answer is requiré-lashPoint denies that tf@®urt has jurisdiction over this
adversary proceeding and does emtsent to its jurisdiction.

10.  Paragraph 10 contains legal conclusions to which no answer is required.
To the extent an answer is required, FlashRienies that venue oper in this Court.

11. Paragraph 11 contains legal conclusions to which no answer is required.
To the extent an answer is required, FlashRienies the allegatioms Paragraph 11 of the
Complaint. FlashPoint does nairssent to the entry of findings tict or conclusions of law by
this Court.

12.  Paragraph 12 contains legal conabusi to which no answer is required.

PARTIES

13.  FlashPoint lacks knowledge or inforn@atisufficient to form a belief as to
the truth of the allegations in Paragraph 13 ef@omplaint and, on that basis, denies the same.

14.  FlashPoint lacks knowledge or inforn@atisufficient to form a belief as to
the truth of the allegations in Paragraph 14 ef@omplaint and, on that basis, denies the same.

15.  FlashPoint admits that is a corption organized and existing under the
laws of the State of Delaware. FlashPoint adthis it maintains its principal place of business
at 20 Depot Street, Suite 2Reterborough, New Hampshire 03458. FlashPoint further admits
that it was formed in 1996 as a spinout of Apptitstal camera business. FlashPoint denies the
remaining allegations of Paragraph 15 of the Complaint.

STATEMENT OF FACTS

A. Background and the Claimed Kodak Patents

16.  FlashPoint lacks knowledge or infornatisufficient to form a belief as to

the truth of the allegations in Paragraph 16 ef@omplaint and, on that basis, denies the same.



17.  FlashPoint admits th#pple and Kodak participat in joint development
efforts in the 1990’s relating to digital carag¢echnology, including, but not limited, under the
Apple projects Adam, Aspen and Phobos. FlaghtRlenies the remaining allegations of
Paragraph 17 of the Complaint.

18.  FlashPoint admits that U.S. teat No. 6,292,218 (the “218 Patent”)
states on its face that it was based onpglication filed on December 30, 1994, and issued on
September 18, 2001, and that it lists Kenneth A.IBrand Timothy J. Tedwell as inventors.

. FlashPoint admits that U.S. teat No. 5,493,335 (the “335 Patent”),
titled “Single Sensor Color CameratiwUser Selectable Image Record
Size,” states on its face thatssued on September 18, 2001, and lists Mr.
Parulski, Richard M. Vogel, and SkiOhmori as invetors, and lists
Kodak as the assignee.

. FlashPoint admits that thé.S. Patent No. 5,828,406, titled “Electronic
Camera Having a Processor for Mapping Image Pixel Signals into Color
Display Pixels,” states on its faceatht issued on October 27, 1998, lists
inventors Messrs. Parulski and Trediwand lists Kodak as the assignee.

. FlashPoint admits that the U.Batent No. 6,147,703, titled “Electronic
Camera with Image Review,” statesitmface that it issued on November
14, 2000, and lists inventors Michael Eugene Miller and Richard William
Lourette, and lists Kodak as the assignee.

. FlashPoint admits that the U.Batent No. 6,441,854, titled “Electronic
Camera with Quick Review of LaSiaptured Image,” states on its face
that it issued on August 27, 2002, antslisventors Mr. Lourette, Mr.
Miller, Peter Fellegara, Linda M. Andpand Robert H. Hibbard, and lists
Kodak as the assignee.

° FlashPoint admits that the U.Batent No. 6,879,342, titled “Electronic
Camera with Image Review,” states its face that it issued on April 12,
2005, and lists inventors Msrs. Miller and Lourtée, and lists Kodak as
the assignee.

. FlashPoint admits that the UBatent No. 7,210,161 (the “161 patent”),
titled “Automatically Transmitting Imagefsom an Electronic Camera to a
Service Provider Using a Network Caniration File,” states on its face
that is continuation of appltion No. 09/004,046, filed on January 7,
1998, and it issued on April 24, 200ndathat it lists inventors Mr.



Parulski, Joseph Ward, and Jame®Den, and lists Kodak as the
assignee.

. FlashPoint admits that the U Batent No. 7,453,605 (the “605 patent”),
titled “Capturing Digital Images TBe Transferred to an E-Mall
Address,” states on its face thaisicontinuation ofpplication No.
09/821,152, filed on March 29, 2001, which is a continuation of
application No. 08/977,382, filed dfovember 24, 1997, and that it was
issued on November 18, 2008, and listeentors Mr. Parulski, Mr. Ward,
and Michael C. Hopwood, andtésKodak as the assignee.

. FlashPoint admits that the U Batent No. 7,742,084 (the “084 patent”),
titled “Network Configuration Fildor Automatically Transmitting Images
From an Electronic Still Camera,’asés on its face that it was issued on
June 22, 2010, is a continuationagplication No. 09/783,437, filed on
February 14, 2001, which is a divasi of application No. 09/004,046, filed
on January 7, 1998, and lists inventlsssrs. Parulski, Ward, and Allen,
and lists Kodak athe assignee.

. FlashPoint admits that the U Batent No. 7,936,391 (the “391 patent”),
titled “Digital Camera with Commmications Interface for Selectively
Transmitting Images Over a Cellular Phone Network and a Wireless LAN
Network to a Destination,” states @s face that it was issued on May 3,
2011, is a continuation of applicah No. 11/692,224, filed on March 28,
2007, which is a continuation of application No. 09/783,437, filed on
February 14, 2001, which is a divasi of application No. 09/004,046, filed
on February 7, 1998, and lists invers Messrs. Parulski, Ward, and
Allen, and lists Kodak as the assignee of the patent.
FlashPoint denies the remaining allegatiohBaragraph 18 of hComplaint, including
its subparagraphs.
19. FlashPoint lacks knowledge or infornatisufficient to form a belief as to
the truth of the allegations in Paragraph 19 ef@omplaint and, on that basis, denies the same.
20.  FlashPoint lacks knowledge or inforn@tisufficient to form a belief as to
the truth of the allegations in Paragraph 20 ef@omplaint and, on that basis, denies the same.
B. Other Litigation Relating to Apple’s Ownership Claim To The ‘218 Patent

21.  FlashPoint lacks knowledge or inforn@tisufficient to form a belief as to

the truth of the allegations in Paragraph 21 ef@omplaint and, on that basis, denies the same.



22.  FlashPoint lacks knowledge or inforn@tisufficient to form a belief as to

the truth of the allegations in Paragraph 22 ef@omplaint and, on that basis, denies the same.
C. Apple’s and FlashPoint’'s Requsts for Relief In This Court

23.  FlashPoint lacks knowledge or inforn@tisufficient to form a belief as to
the truth of the allegations in Paragraph 23 ef@omplaint and, on that basis, denies the same.

24.  FlashPoint admits that it appeat@efore the Court at the March 8, 2012,
hearing in Case No.: 12-10202(®&) regarding FlashPointewnership claim in the ‘218
patent. FlashPoint denies the remainirggations of Paragraph 24 of the Complaint.

25.  FlashPoint lacks knowledge or inforn@tisufficient to form a belief as to
the truth of the allegations in Paragraph 25 ef@omplaint and, on that basis, denies the same.

26.  FlashPoint admits that because @& #tandstill agreement with Kodak and
Apple which resulted from Koda&’request to FlashPoint &ssist Kodak against Apple’s
ownership claims concerning the ‘218 patentl emwhich FlashPoint agreed not to file a
lawsuit against Kodak to enforce FlashPoinoteership rights, FlashPoint did not formally
assert its ownership rights until the March 8, 201#garing. FlashPoint denies the remaining
allegations of Paragraph 26 of the Complaint.

27.  FlashPoint admits that the Coteld a hearing on June 13, 2012, on
Debtors’ Request For An Ordbkr Aid Of An Asset Sale Rsuant to Section 363 Of The
Bankruptcy Code (Docket No. 1312). The secsendtence of Paragph 27 contains legal
conclusions to which no answisrrequired. FlashPoint denibge remaining allegations of

Paragraph 27 of the Complaint.



COUNT |
(Declaratory Judgment)

28. Inresponse to the allegations contdine Paragraph 28 of the Complaint,
FlashPoint realleges Paragraph®7las if fully set forth herein.

29.  FlashPoint denies the allegationdaragraph 29 of the Complaint.

30. FlashPoint denies the allegationdPiaragraph 30 of the Complaint.

31. FlashPoint denies the allegationdPiaragraph 31 of the Complaint.

COUNT Il
(Declaratory Judgment)

32. Inresponse to the allegations contdine Paragraph 32 of the Complaint,
FlashPoint realleges Paragraph31las if fully set forth herein.

33.  FlashPoint denies the allegationdPiaragraph 33 of the Complaint.

34. FlashPoint denies the allegationdPiaragraph 34 of the Complaint.

35. FlashPoint denies the allegationdPiaragraph 35 of the Complaint.

COUNT IIl.
(Declaratory Judgment)

36. Inresponse to the allegations contdine Paragraph 36 of the Complaint,
FlashPoint realleges Paragraph35las if fully set forth herein.

37. FlashPoint denies the allegationdPiaragraph 37 of the Complaint.

38. FlashPoint denies the allegationdPiaragraph 38 of the Complaint.

DENIAL OF KODAK’'S PRAYER FOR RELIEF

39. FlashPoint denies that Kodak is entitk® an award of any relief at all,
including the relief sought ingtprayer for relief against FlashRbi Kodak is not entitled to

recover injunctive relief, attorney&es, or any other type of @mery from FlashPoint. Kodak’s



prayer should, therefore, berded in its entiretyand with prejudiceand Kodak should take
nothing.

DEMAND FOR JURY TRIAL

40. FlashPoint requests a jury rian all issues so triable.
FlashPoint denies all allegans and statements not expressly admitted or responded to
herein and further denies that Kéda entitled to any of the relieéquested, or to any relief at
all.

AFFIRMATIVE DEFENSES

In further answer to thdlagations made by Kodak in its Complaint, and for its
affirmative defenses, Flasbipt alleges as follows:

First Affirmative Defense -

41. Kodak has failed to state a claupon which relief may be granted.

Second Affirmative Defense

42.  Oninformation and belief, after a reasonable opportunity for further
discovery, it will be shown that Kodak’s claims@ounts I, Il, and Il and prayer for relief are
barred because FlashPoint is a rightful ownezawfh of the purported “Claimed Kodak Patents,”
U.S. Patent Nos. 6,292,218493,335; 5,828,406; 6,147,703, 6,441,854, 6,879,342; 7,210,161,
7,453,605; 7,742,084; and 7,936,391, because FlashRmifgple's employees are sole or
joint inventors of these patents.

Third Affirmative Defense

43.  Oninformation and belief, after a reasonable opportunity for further
discovery, it will be shown that Kodak’s claims@ounts I, I, and Ill and prayer for relief are
barred because FlashPoint is a rightful omaefeesach one of the purported “Claimed Kodak

Patents,” U.S. Patent N08,292,218: 5,493,335: 5,828,406; 6,147,703; 6,441,854: 6,879,342;



7,210,161, 7,453,605; 7,742,084; and 7,936,391, because one or more FlashPoint or Apple
employees contributed one or more elements of one or more claims of each one of these patents
and therefore are sole or joint imters. In the alternative, Kodakobligated to assign each one

of these patents to FlashPoint pursuartt ieast the January 1, 1997, and November 5, 1998,
Development Agreements between Kodak and FlashPoint.

Fourth Affirmative Defense

44.  FlashPoint’s ownership and inventagsklaims in the purported “Claimed
Kodak Patents” are not timetbed by statute of limitations.

Fifth Affirmative Defense

45.  FlashPoint’s ownership and inventasklaims in the purported “Claimed
Kodak Patents” are not time barred by the doetdhlaches because FlashPoint engaged in
conduct to preserve its rights and did not oilige unreasonably or inexcusably delay in
bringing its claims.

Sixth Affirmative Defense

46. Kodak is barred from assertitigat FlashPoint’'s ownership and
inventorship claims in the purported “Claimddak Patents” are time barred because Kodak
failed to inform FlashPoint of FlashPwis ownership and inventorship rights.

Seventh Affirmative Defense

47.  FlashPoint had no knowledge of or reason to have knowledge of the
ownership and inventorship claims in the purported “Claimed Kodak Patents” until Kodak put
FlashPoint on notice of FlasbiAt's claims in August 2010.

Eighth Affirmative Defense

48. FlashPoint’s ownership and invenship claims are not time barred

because of the doctrired equitable tolling.



Ninth Affirmative Defense

49. Kodak’s claims for relief cannond should not be adjudicated by the
Bankruptcy Court, are in whole or part outside the authoyibf the Bankruptcy Court, and
should instead be withdrawn tcetDistrict Court which has theppropriate authority to conduct
necessary proceedings.

Tenth Affirmative Defense

50. FlashPoint reserves all affirmativefdeses under Rule 8(c) of the Federal
Rules of Civil Procedure, the Patent Law of thetébhStates and any oth@efense, at law or in
equity, that may now &st or in the future be availabased on discovery and on further
investigation in this case.

COUNTERCLAIMS AND CROSS-CLAIMS

Defendant/Counterclaim-PlaifftFlashPoint asserts thiellowing counterclaims and
cross-claims to obtain a declargtqudgment that (i) FlashPoirg the rightful owner of U.S.
Patent Nos. 6,292,218; 5,493,335828,406; 6,147,703; 6,441,854, 6,879,342; 7,210,161,
7,453,605; 7,742,084, 7,936,391, 6,288,743; 6,542,192; and 7,5$é4Z hirteen Disputed
Patents,” as defined belowji) the provisions of Seain 9 of March 17, 1997 License
Agreement between FlashPoint and Kodak are \aatlenforceable as against Kodak; and (iii)
Apple transferred any ownership right ityrfaave in U.S. Patent Nos. 6,292,218; 5,493,335;
5,828,406; 6,147,703; 6,441,854, 6,879,342; 7,210,161, 7,453,605; 7,742,084; and 7,936,391
(the “Ten Disputed Patents”) to Flashitgpursuant to the November 11, 1996 Technology
Transfer, License and Development Agreentativeen FlashPoint and Apple, and has no

standing to correct inventorship under 35 U.S.C. § 256.



The Parties

51. FlashPoint is a corpatian organized and existjunder the laws of the
State of Delaware. FlashPoint maintains itagpal place of business at 20 Depot Street, Suite
2A, Peterborough, New Hampshire 03458.

52.  Oninformation and belief, Plaiff/Counterclaim-Defendant Eastman
Kodak Company, a debtor in the chapter 11 proogsdind its affiliatedebtors and debtors in
possession (collectivel§iKodak” or “Debtors”)? is a New Jersey corporation with its principal
place of business at 343 State 8tr&ochester, New York 14650.

53.  Oninformation and belief, Defendant/Crossclaim-Defendant Apple, Inc.
(“Apple”) is a California corpation having its principal placef business at 1 Infinite Loop,
Cupertino, California 95014.

Jurisdiction and Venue

54.  These action arise under the patent laws of the United States, Title 35 of
the United States Code, and the Declayafoidgment Act, 28 U.S.C. 88 2201 and 2202.
55.  The district court has subject matjgrisdiction pursuant to 28 U.S.C. 88

1331, 1338(a), and 1367.

2 The Debtors in these chapter 11 cases, along véttagh four digits of each Debtor’s federal tax

identification number, are: Eastman Kodak Company (7150); Creo Manufacturing America LLC (4412); Eastman
Kodak International Capital Company, Inc. (2341); Far East Development Ltd. (2300n&RE183); Kodak

(Near East), Inc. (7936); Kodak Americas, Ltd. (6256); Kodak Aviation Leasing LLC (5224); Kodak Imaging
Network, Inc. (4107); Kodak Philippines, Ltd. (7862); Kodak Portuguesa Limited (9171); Keasdty Rnc.

(2045); Laser-Pacific Media Corporation (4617); NPEC Inc. (5677); Pakon, Inc. (3462); and Qualex Inc. (6019).
The location of the Debtors’ canpate headquarters is: 343 8t&treet, Rochésr, NY 14650.

3 Because Kodak has raised thsuie of ownership of certain patein its portfolio, which Kodak is
seeking to sell, FlashPoint believes that it is compellegsert its counterclaims and cross-claims with respect to
those patents in this proceeding. By asserting these compulsory claims, however, FlashPoihtdossnido the
jurisdiction of the Bankruptcy Court nor intends to waive any of its rights with respect thereto.



56. An actual controversy exists undeetbeclaratory Judgment Act because
Kodak has asserted and is asserting claihwsvnership of the purported “Claimed Kodak
Patents” against FlashPoint anda$HPoint denies those assertions.

57.  Venue is proper in thigdicial district pursuant to 28 U.S.C. 88 1391 and
1400.

Facts Relevant To Inventorship, OwnershipBreach of Contract, Conversion, and Unfair
Competition Claims

Introduction

58. Inthe early 1990s, Apple recognizeatihe future othe digital camera
industry lay with software badaligital cameras — an insigiwhich has become a reality in
today’s market — and therefore endeavoredeteelop and commercialize a software-based
digital camera. In 1994, to make its concepality, Apple turned té&Kodak, with whom it had
previously developed and released the Apple-branded QuickD&kdigital camera, to jointly
develop a software-based digital camera.

59. Apple and Kodak agreed to work tdlger to develop a software-based
digital camera that would be sold under the Aphd Kodak brands. Specifically, Apple would
develop the software running on the digdamera, including the camera operating system,
while Kodak was to develop and manufacture the hardware platform on which Apple’s software
would run.

60. Despite their past success in jointlgveloping digital cameras, the
relationship between Apple and Kodak quickly betpadeteriorate. 11996, Apple decided that
it would spin out its digital camera projectsac@ompany called Flasbixt. Apple’s digital
camera intellectual property and personnel werestesred to FlashPoint as a part of the spin

out.



61. FlashPoint continued to develop ttigital camera operating system that
began at Apple. FlashPoint developed softveaid: system architectures that revolutionized the
way digital cameras operat@&his innovation included the Dig® operating system, for which
FlashPoint has been granted numerous patbat have been widely licensed to many
participants in the digital camera industry. nganies such as Kodak, Hewlett Packard, Pentax,
and Minolta have all incorporated Héoint’s technology ito their products.

Il. The Controversy Between FlashPoint and Kodak and Between FlashPoint and
Apple

62. Kodak commenced a chapter 11 bankeygiroceeding, in which it seeks
to sell certain patent assets, including the patents in its so-€atigal Capture Portfolio. In
order to expedite the sale of those patesets, Kodak filed this #ion against FlashPoint,
seeking to deprive FlashPoint of its progetghts in U.S. Patent Nos. 6,292,218; 5,493,335;
5,828,406; 6,147,703; 6,441,854, 6,879,342; 7,210,161, 7,453,605; 7,742,084; and 7,936,391
(the “Ten Disputed Patents”). These aresémme Ten Disputed Patents which Apple claims it
owns pursuant to a December 1994 agreement betfi@aak and Apple. As a result of Apple’s
spinout of FlashPoint, Apple transferred to BRsint any rights it has with respect to the Ten
Disputed Patents. As such, it is FlasmPaiho owns those pents and not Apple.

63. Apple’s claim that it owns the Ten [pisted Patents, which were issued to
Kodak in the technical area of Apple and Kodagollaboration to develop a software-based
digital camera, the very business which Apgpun out to FlashPoint, prompted further
investigation by FlashPoint. As a result, on infaioraand belief, FlashPoirg either a sole or
joint owner of three dditional Kodak patents: U.S. PateNos.; 6,288,743 (“the ‘743 patent”);
6,542,192 (“the ‘192 patent”); anig508,444 (“the ‘444 patent(kollectively, the “Three

Disputed Patents”). In surRlashPoint has a claim for ownbig of the Ten Disputed Patents



and at least the Three Disputed Patents, for hdbtd least thirteen pants issued to Kodak:

U.S. Patent Nos. 6,292,218493,335; 5,828,406, 6,147,703, 6,441,854, 6,879,342, 7,210,161,
7,453,605; 7,742,084, 7,936,391, 6,288,743; 6,542,192; and 7,5(&déther, the “Thirteen
Disputed Patents”).

64. As asserted by Kodak in its complaint, Kodak has generated more than $3
billion in revenue from licensing the patentghe Digital Capture Pdulio, which includes the
Thirteen Disputed Patents. (Complaint at pajaKodak has been unjustly enriched at the
expense of FlashPoint, and FlashPoint has idfand will continue to suffer actual damages by
Kodak’s unlawful assertion of ownership righn the Thirteen Disputed Patents.

65. Based on the foregoing, there isaatual, immediate and justiciable
controversy between FlashPoartd Kodak, on the one hand, and FlashPoint and Apple, on the
other hand, concerning the ownershighed Thirteen Disputed Patents.

[1I. Agreement Between FlashPoint and Apple

66. FlashPoint was formed in 1996 as a spinout of Apple’s digital camera
business.

67.  As part of the spinout, on Non®er 11, 1996, Apple and FlashPoint
entered into the Technology Transfer, License Bevelopment Agreement. As part of the
spinout, Apple assigned to Flashit Apple’s rightsand interests in thtechnology covered by
the Ten Disputed Patents, as well as Appliglsts to pursue any claims regarding that
technology, including the righo sue for past, present and future infringements or
misappropriation of the Transferred Patent arah$terred Software and the right to otherwise
exercise all rights with respect thereto as Appdelld have been permitted to exercise had this

assignment not occurred.



68. Apple’s agreement to assign owrtapsof the technology covered by the
Ten Disputed Patents deprivep@e of standing to seek correction of invaship under 35
U.S.C. § 256.

69.  As part of the spinout, a numberApple employees who were involved
in the digital camera development work as vaslin the collaborains with Kodak, including
Eric Anderson, came over to FlashPoint.

IV.  Agreements Between FlashPoint and Kodak

70.  After FlashPoint was spun out, FlashiR@ntered into a number of license
and co-development agreements with Kodak, wherein FlashPoint licensed and pursued the
development of the technology covered by thet&an Disputed Patents. For example,
FlashPoint and Kodak entered iMarious contracts, includingntracts effective as of January
1, 1997, March 17, 1997, November 5, 1998, and June 5, 2003.

71. Pursuant to the agreements withdak effective January 1, 1997, March
17, 1997, and November 5, 1998, among others, Ftashébllaborated with Kodak whereby it
licensed and developed certain FlashPoint digital camera technology for incorporation into
camera products to be sold by Kodak as well as certain FlashPoinbhyziter software for
use with digital camera data.

72. Kodak and FlashPoint have had adestanding relationship and practice
of disclosing confidential information to eaother, which was specifically recited in the
confidentiality provisions of agreemerstisch as the of January 1, 1997, March 17, 1997,
November 5, 1998, and June 5, 2003, among others. Furthermore, the January 1, 1997
agreement required Kodak and FlashPoint to cadeeegarding the patent application filings.
The cooperation between Kodak dfdshPoint and the disclosuséconfidential information

created a position of trust anddiciary duty of confidence betwe#re parties in regard to the



confidential information exchanged between FRaint and Kodak. Kodak, however, breached
that position by making a public dlssure (e.g., in filings to theTO) of the information that
FlashPoint revealed t¢odak in confidence.

73.  Section 9 of the March 17, 1997 agresincontains a covenant wherein
Kodak agreed not to sue, claim or bring anygialj administrative or other proceeding of any
kind against FlashPoint or ilisensees for infringement #fodak’s patents on account of
manufacture, use, sale or distition during the Immunity Pexd (defined as commencing with
the first to issue Kodak patettiroughout the world (exceptsign patents) owned or acquired
by Kodak prior to termination or expiration tbfe agreement and terminating upon the last to
expire such patent). Semti 9 of the March 17, 1997 agreernsarvives termination. The
covenant granted by Kodak to FlashPoint is adia property right. The covenant of Section 9
of March 17, 1997 agreement between FlashPoithtkodak is valid and enforceable as against
Kodak. Any sale of Kodak’s Dital Capture portfolio should mubject to the covenant of
Section 9 of the March 17, 1997 agreement.

74. Inthe January 1, 1997 and November 5, 1998 agreements, Kodak agreed
that FlashPoint shall havd eights and ownershi, without reservationsn the technology
developed pursuant to the agrest) including patent rights.

75.  FlashPoint’'s employees, includiigic Anderson, worked on digital
camera development, including that setifantthe 1997 and 1998 development agreements.

76.  On information and belief, FlashPoimt Apple employees, including Eric
Anderson and Mike Masukawa, among others, doutieid one or more elements of one or more

claims of each of the Thirteen Disputed Patents.



77.  Pursuant to FlashPoint’s developrheiork, including that set forth inthe
1997 and 1998 agreements with Kodak, FlashPotheisightful owner of the Thirteen Disputed
Patents.

78.  As part of the 1997 and 1998 agreements, Kodak agreed to assign
ownership to FlashPoint of inventions in teehnology that FlashPoideveloped. FlashPoint
has, therefore, rights in the ifteen Disputed Patents. Additially, Kodak’s use of FlashPoint’s
confidential information and its failure to disclased assign its rights the Thirteen Disputed
Patent to FlashPoint constitute breaches op#rees’ agreements and has unjustly enriched
Kodak. Kodak has also unlawfully converted$HPoint’s intellectugdroperty into its own
property, has breached its duty of confidence with FlashPoint, and has committed acts of unfair
competition.

V. The Standstill Agreement Between FlashPoint, Kodak, and Apple

79.  OnJanuary 14, 2010, Kodak filed a cdampt for patent infringement
against Apple in the WesteDistrict of New York. Eastman Kodak Company v. Apple, Inc.,
6:10-cv-06021 (W.D.N.Y.) (“th&Vestern District Action”).

80. On March 25, 2010, the Western Distiaction was stayed pursuant to an
on-going proceeding at the International Trade Commissiah. Doc. No. 21).

81. On August 26, 2010, Apple filed a colamt in the state court of
California against Kodak, alleging various state law claims including breach of comtppbe.

Inc. v. Eastman Kodak Company, 1-10-CV-181091, (Sup. Ct. Ca(:the California Action”).

82. In August 2010, Kodak reached out ta$tiPoint, as a third-party, with a

request to assist it amst Apple’s ownership claims concerning U.S. Patent No. 6,292,218 (“the

‘218 Patent”) in a litigation betweenpfle and Kodak in the California Action.



83.  After Kodak contacted FlashPoint, on September 21, 2010, Kodak, Apple
and FlashPoint entered into a standstill agreement.

84. As part of the Standstill AgreementaBhPoint agreed not to file a lawsuit
to enforce its rights in the ‘21Batent until at least Januar§,2011. FlashPoint also requested
documents to investigate its potentiaiols with respect to the ‘218 Patent.

85. The Standstill Agreement was subsequently extended to March 8, 2011.

86. On September 21, 2010, Kodak alsmowed the California Action to
federal court in California based on diversifjL.-10-CV-181091, Sup. Ct. Cal., Doc. No. 6).
Thereafter, Kodak requested the action be stayédnsferred to the Vgeern District Action.

87. On February 1, 2011, the District CointCalifornia stayed the case until
April 1, 2011. In the meantime, Apple was allowedile a counterclaim ithe Western District
Action on March 25, 2011, (6:10-cv-06021 WDNY, Ddm. 23), and at that time, the claims
raised in the California Action bete subject to the stay already in place in the Western District
Action.

88. OnJanuary 19, 2012, Kodak commenced Chapter 11 bankruptcy
proceedings. The Western District Action isaasubject to the automatic bankruptcy stay
pursuant to 11 U.S.C. § 362.

89. Because the claims asserted in théf@aia Action were (and still are)
stayed, counsel for Kodak, Apple and FlashPeg&nbally agreed to continue FlashPoint’s
standstill in view of the stay.

90. Since the commencement of Chat#& proceedings on January 19, 2012,
FlashPoint, Apple, and Kodak have been endag@egotiating another standstill agreement

through the end of May 2012.



VI.  Statutes of Limitations

91. The causes of action alleged below caitier a two, thre, or four-year
statute of limitations, placintpe operative dat& August of 2010, when Kodak notified
FlashPoint of its ownership claim.

92. New York uses the “discovery rule” to determine when a cause of action
accrues for purposes determining the statuterofdtions. A claim accrues when the plaintiff
discovers, or could have dmeered through reasonable diligenttes injury and its cause.

93. FlashPoint did not discover, aoduld not have discovered through
reasonable diligence, Kodak’s wrongful acts prior to August of 2010. Indeed, Kodak’s very
failure to disclose to FlashPoint itspnovements on FlashPoint’s technology prevented
FlashPoint from having any knowledge of KodaWrongful acts; Kodakecretly pursued the
Thirteen Disputed Patents without inforrgiFlashPoint of itpatenting activities.

94. Kodak holds thousands of pateraad FlashPoint had no reason to
investigate ownership and invergbip claims prior to August 2010.

COUNT |

(Declaratory Judgment That Apple Assigned Any Rights in each of the Ten Disputed
Patents to FlashPoint and Has No Standing To Correct Inventorship Under 35 U.S.C. §

256)

95. FlashPoint realleges and incorpesatll of the preceding Paragraphs

above as though fully set forth herein.

96. An actual and justiciable controversyists between FlashPoint and Apple
with respect to the ownershgb each of the Ten Disputedtats (U.S. Patent Nos. 6,292,218;
5,493,335; 5,828,406; 6,147,703; 6,441,854, 6,879,342; 7,210,161, 7,453,605; 7,742,084; and

7,936,391) because Apple has claimed ownership of these patents and Kodak has brought an



action against both Apple and FlashPoint allegiad FlashPoint is not the owner, which
allegation FlashPoint denies.

97. To resolve the legal and factual quess raised by Apple and to afford
relief from the uncertainty angbntroversy which Apple’s claintsave precipitated, FlashPoint is
entitled to a declaratory judgmethiat Apple has assigned any rigittmay have in each of the
Ten Disputed Patents and has no stanttirggeek correction of inventorship.

COUNT I

(Declaratory Judgment that Kodak’s CovenantNot to Assert Any of its Patents |Is Valid
and Enforceable Against Kodak and Any Purchaser of Kodak's Patents)

98. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

99.  An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect to Seotn 9 of the March 17, 1997 agreement containing a covenant by
Kodak not to sue, claim oribg any judicial, administrativer other proceeding of any kind
against FlashPoint or its liceees for infringement of arf Kodak’s patents during the
Immunity Period commencing with the first teige Kodak patent throughout the world (except
design patents) owned or acquired by Kodak gadermination or expiration of the agreement
and terminating upon the last to expire such patent.

100. Section 9 of the March 17, 1997ragment survives termination.

101. The covenant of Section 9 of March 17, 1997 agreement between
FlashPoint and Kodak is valid and enforceasegainst Kodak and any purchaser of Kodak’s
patents.

102. Kodak did identify the March 17, 19%greement as an encumbrance on

the planned sale.



103. Toresolve the legal and factual quess raised by Kodak’s conduct and
to afford FlashPoint relief from the uncertaintyitsfproperty right in \@w of the planned sale,
FlashPoint is entitled to aedlaratory judgment that Section 9 of the March 17, 1997 agreement
is valid and enforceable against Kodald any purchaser of Kodak’s patents.

COUNT 1l
(Declaratory Judgment of Inventorshp of the U.S. Patent No. 6,292,218)

104. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

105. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘218 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘218 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘218
Patent, Kodak will sell FlashPoint’s patent prapevith no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

106. Eric Anderson and/or one or mdr&ashPoint or Apple employees
contributed to one or more elements of oneore claims of the ‘218 Patent and therefore are
joint inventors.

107. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘218 Patent.

COUNT IV,
(Declaratory Judgment of Inventorship of the U.S. Patent No. 5,493,335)

108. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.
109. An actual and justiciable controvgrexists between FlashPoint and

Kodak with respect tthe ownership of the ‘335 Patentchese Kodak has brought this action



against FlashPoint alleging thatashPoint is not the owner tife ‘335 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘335
Patent, Kodak will sell FlashPoint’s patent prapevith no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

110. Eric Anderson and/or one or mdreashPoint or Apple employees
contributed to one or more elements of onenore claims of the ‘335 Patent and therefore are
either sole or joint inventors.

111. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘335 Patent.

COUNT V
(Declaratory Judgment of Inventorship of the U.S. Patent No. 5,828,406)

112. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

113. An actual and justiciable controvgrsexists between FlashPoint and
Kodak with respect tthe ownership of the ‘406 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘406 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘406
Patent Kodak will sell FlashPoint’s patent property with no recourse for FlashPoint, and thereby
cause FlashPoint irrepdnla injury and damage.

114. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘406 Patexttherefore are eitherlsmr joint inventors.

115. FlashPoint is entitled ta judicial declaration that is the rightful owner

of the ‘406 Patent.



COUNT VI
(Declaratory Judgment of Inventorshp of the U.S. Patent No. 6,147,703)

116. FlashPoint realleges and incorpastll of the preceding Paragraphs
above as though fully set forth herein.

117. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘703 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘703 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘703
Patent, Kodak will sell FlashPoint’s patent prapevith no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

118. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘703 Patexttherefore are eitherlsmr joint inventors.

119. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘703 Patent.

COUNT VIl
(Declaratory Judgment of Inventorship of the U.S. Patent No. 6,441,854)

120. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

121. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘854 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘854 Patent, which allegation
FlashPoint denies. Absent actigation of inventorship and,arefore, ownership of the ‘854
Patent Kodak will sell FlashPoint’s patent property with no recourse for FlashPoint, and thereby

cause FlashPoint irreparable injury and damage.



122. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘854 Patexttherefore are eitherlsmr joint inventors.

123. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘854 Patent.

COUNT Vi
(Declaratory Judgment of Inventorshp of the U.S. Patent No. 6,879,342)

124. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

125. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘342 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner thife ‘342 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘342
Patent, Kodak will sell FlashPoint’s patent prapevith no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

126. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘342 Patexttherefore are eitherlsmr joint inventors.

127. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘342 Patent.

COUNT IX
(Declaratory Judgment of Inventorship of the U.S. Patent No. 7,210,161)

128. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

129. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘161 Patentchese Kodak has brought this action

against FlashPoint alleging tHashPoint is not the owner tife ‘161 Patent, which allegation



FlashPoint denies. Absent actigation of inventorship and,erefore, ownership of the ‘161
Patent, Kodak will sell FlashPoint’s patent prapevith no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.
130. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘161 Patexttherefore are eitherlsmr joint inventors.
131. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘161 Patent.

COUNT X
(Declaratory Judgment of Inventorshp of the U.S. Patent No. 7,453,605)

132. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

133. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘605 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘605 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘605
Patent, Kodak will sell FlashPoint’s patent prapevith no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

134. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘605 Patexlttherefore are eitherlsmr joint inventors.

135. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘605 Patent.

COUNT XI
(Declaratory Judgment of Inventorship of the U.S. Patent No. 7,742,084)

136. FlashPoint realleges and incorpestll of the preceding Paragraphs

above as though fully set forth herein.



137. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘084 Patentchese Kodak has brought this action
against FlashPoint alleging thatashPoint is not the owner tife ‘084 Patent, which allegation
FlashPoint denies. Absent actigation of inventorship and,erefore, ownership of the ‘084
Patent Kodak will sell FlashPoint’s patent property with no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

138. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘084 Patexttherefore are eitherlsmr joint inventors.

139. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘084 Patent.

COUNT Xl
(Declaratory Judgment of Inventorship of the U.S. Patent No. 7,936,391)

140. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

141. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘391 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘391 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘391
Patent Kodak will sell FlashPoint’s patent property with no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

142. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘391 Patexttherefore are eitherlsmr joint inventors.

143. FlashPoint is entitled ta judicial declaration that is the rightful owner

of the ‘391 Patent.



COUNT Xl
(Declaratory Judgment of Inventorshp of the U.S. Patent No. 6,288,743)

144. FlashPoint realleges and incorpasatll of the preceding Paragraphs
above as though fully set forth herein.

145. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘743 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘743 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘743
Patent, Kodak will sell FlashPoint’s patent prapevith no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

146. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘743 Patexttherefore are eitherlsmr joint inventors.

147. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘743 Patent.

COUNT XIV_
(Declaratory Judgment of Inventorship of the U.S. Patent No. 6,542,192)

148. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

149. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘192 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘192 Patent, which allegation
FlashPoint denies. Absent actiration of inventorship and,ahefore, ownership of the ‘192
Patent Kodak will sell FlashPoint’s patent property with no recourse for FlashPoint, and thereby

cause FlashPoint irreparable injury and damage.



150. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘192 Patexttherefore are eitherlsmr joint inventors.

151. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘192 Patent.

COUNT XV
(Declaratory Judgment of Inventorshp of the U.S. Patent No. 7,508,444)

152. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

153. An actual and justiciable controvgrexists between FlashPoint and
Kodak with respect tthe ownership of the ‘444 Patentchese Kodak has brought this action
against FlashPoint alleging tHaashPoint is not the owner tife ‘444 Patent, which allegation
FlashPoint denies. Absent actigation of inventorship and,arefore, ownership of the ‘444
Patent Kodak will sell FlashPoint’s patent property with no recourse for FlashPoint, and thereby
cause FlashPoint irreparable injury and damage.

154. Eric Anderson and/or Mike Masuka contributed to one or more
elements of one or more claims of the ‘444 Paexttherefore are eitherlsmr joint inventors.

155. FlashPoint is entitled ta judicial declaration that is the rightful owner
of the ‘444 Patent.

COUNT XVI
(Breach of Contract against Kodak)

156. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

157. FlashPoint and Kodak entered intaieas contracts, including contracts
effective as of January 1, 1997, March 17, 1997, November 5, 1998, and June 5, 2003. Kodak

committed significant acts in violation of these various contracts, and Kodak failed to perform



other significant acts that thvarious contracts cuiired Kodak to do. For example, Kodak
breached the 1997 and 1998 agreements in multiple ways, including: 1) by unlawfully using
FlashPoint’s confidential information withoutaShPoint’'s consent, By unlawfully claiming
ownership of the Thirteen Disputed Pateats] 3) by failing to acknowledge FlashPoint’s
ownership of the Thirteen Disputed Pageand/or compensate FlashPoint accordingly.

158. At no time was Kodak excused from having to perform all of the
significant acts that the contracts required, nor was Kodak permitted to commit acts in violation
of the contracts. Likewise, FlashPoint has fatigts obligations under its various agreements
with Kodak.

159. FlashPoint has been and continuebadarmed from Kodak’s breach of
contract.

160. FlashPoint is entitled ta judicial declaration thd€odak breached at least
the contracts with FlashPoint effectiveaslanuary 1, 1997, March 17, 1997, November 5,
1998, and June 5, 2003.

COUNT XVII
(Conversion)

161. FlashPoint realleges and incorpesatll of the preceding Paragraphs

above as though fully set forth herein.

162. FlashPoint had ownership rights to thiellectual property it disclosed to
Kodak in the 1990s concerning digital camiehnology, and to all improvements thereon.
Kodak received FlashPoint’s intetitual property and prosecutedgrd applications that led to
the Thirteen Disputed Patents. Kodak ititamally took possession of Flashpoint’s intellectual
property for a significant period of time, anddliaiming ownership to the Thirteen Disputed

Patents, prevented FlashPoint fromrihg access to its intellectual property.



163. FlashPoint did not consent to Kodak’s use, possession, or ownership of
FlashPoint’s intellectual propg and improvements thereon.

164. FlashPoint has been and continues to be harmed significantly from
Kodak’s unlawful conversioof FlashPoint property.

165. As a direct and proximate resultiébdak’s conversion of FlashPoint’s
property, FlashPoint has suffered, and will continue to suffer harm and substantial damages in
the form of loss of value of ¢hpatents and the revenues derives) licenses to that property.

COUNT XVII
(Deceptive Business Acts)

166. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

167. Kodak has engaged in unfair competition under New York State General
Business Law § 349, which provides that “(a) [d]erepacts or practicas the conduct of any
business, trade or commerce.e &ereby declared unlawful.”

168. New York State General Business L8849(h) further provides that “any
person who has been injured by reason of any walatf this section malgring an action in his
own name to enjoin such unlawfadt or practice, an action teaover his actual damages or fifty
dollars, whichever is greateor both such actions.”

169. The acts described above constitdéeeptive acts by Kodak in the
conduct of its business dealings with FlashPoint.

170. Kodak’s deceptive conduct has hedadverse effect on the public
interest. By failing to disclose to the United®s Patent and Traderkh@®ffice (PTO) that the
inventions described in the ifteen Disputed Patents origited within FlashPoint, Kodak

misled the PTO into granting it the Thirteen Riged Patents. Kodak then proceeded to assert



some of Thirteen Disputed Patents (e.g., #i8‘and ‘335 patents) agat others and obtained
licensing revenues to which it was otherwise not entitled. These actions constitute harm to the
public interest, as the public requires compahlkesKodak to engage in fair dealing with the
PTO.

171. As set forth above, Kodak’s deceptive acts have been continuous and on-
going.

172. FlashPoint has been and continues to be harmed significantly from
Kodak’s deceptive acts.

COUNT XIX
(Common Law Unfair Competition)

173. FlashPoint realleges and incorpesatll of the preceding Paragraphs
above as though fully set forth herein.

174. By reason of the facts and circumstances described above, Kodak has
engaged in common law unfairrapetition under New York law; Kodak and FlashPoint had a
confidential business relationship which wasfamned by one or more written agreements
between the parties. Rather than abidingatstractual obligationsmal, Kodak unlawfully used
FlashPoint’s confidential discloses to prosecute an applicatifmm a U.S. patent and thereby
passed off FlashPoint’s technology as its own.

175. FlashPoint has been and continues to be harmed significantly from
Kodak’s unfair acts.

COUNT XX
(Breach of Confidence)

176. FlashPoint realleges and incorpesatll of the preceding Paragraphs

above as though fully set forth herein.



177. The acts described in above conséita breach of confidence by Kodak
against FlashPoint under the comntaw of the State of New York.

178. Under New York common law, a breach of confidence claim arises when
(1) information is disclosed in confidence, and (2) later used by the receiving party in a manner
that breaches the confidence.

179. The information that FlashPoint disclosed to Kodak was highly
confidential in nature. The xaus agreements between Kodald Flashpoint, described above,
created a position of trust anddiciary duty of confidence betwed#re parties in regard to the
confidential information exchanged between FRaint and Kodak. Kodak, however, breached
that position by making a public (such as ia fiings to the PTO) the information that
FlashPoint revealed to Kodak in confidenceaskPoint disclosed the information to Kodak in
confidence, pursuant to the agreements. FlashRmk steps to protette confidentiality of
this information. Pursuant to these agreeméfaslak had a duty of confidence not to use the
information that FlashPoint disclosed, andtoperate with Flaskdit by disclosing to
FlashPoint any patentahileventions derived frorfrlashPoint’s disclosure.

180. Kodak breached its duty of cadénce and fiduciary duty by using
FlashPoint’s confidential information to obtdire Thirteen Disputed Patents from the U.S.
Patent & Trademark Office and failing to discl@sal assign the Thirteddisputed Patents to
FlashPoint. In so doing, Kodak amfully disclosed FlashPointsonfidential information to the
Patent Office and to the public.

181. FlashPoint has been and continues to be harmed significantly from

Kodak’s breach of confidence.



DEMAND FOR JURY TRIAL

182. Pursuant to Rule 38 of the Federalésuof Civil Procedure, FlashPoint
hereby demands a trial by jury of all issues.

PRAYER FOR RELIEF

WHEREFORE, FlashPoint respedijurequests that this Court:

(A)  Judgment in FlashPoint’s favor on each count;

(B)  Dismiss with prejudice the Adversary @plaint For Declaratory and Injunctive
Relief and each and every count contained therein;

(C) Determine and declare that Apple masstanding to assert correction of
inventorship of each and every U.S. Patent Nos. 6,292,218; 5,493,335, 5,828,406; 6,147,703,
6,441,854, 6,879,342; 7,210,161, 7,453,605; 7,742,084; and 7,936,391);

(D) Determine and declare that FlashPoinApple employees are either sole or co-
inventors of each and every U.S. Patent Nos. 6,292,218; 5,493,335; 5,828,406; 6,147,703;
6,441,854, 6,879,342; 7,210,161, 7,453,605; 7,742,084, 7,936,391, 6,288,743; 6,542,192; and
7,508,444 pursuant to 35 U.S.C. § 256.

(E) Order the U.S. Patent and Trademarkdefto correct inventorship on U.S.

Patent Nos. 6,292,218; 5,493,38328,406; 6,147,703; 6,441,854, 6,879,342; 7,210,161,
7,453,605; 7,742,084, 7,936,391, 6,288,743; 6,542,192; and 7,508,444 to name Eric Anderson
and/or other FlashPoint or Apple ployees sole gpint inventors;

(F)  Alternatively, order Kodak to sign the reqité documents to correct inventorship
of U.S. Patent Nos. 6,292,218, 5,493,335; 5,828,406; 6,147,703, 6,441,854, 6,879,342,
7,210,161; 7,453,605; 7,742,084; 7,936,391, 6,288,743; 6,542,192; and 7,508,444 to name Eric

Anderson and/or other FlashiRt or Apple employees Boor joint inventors;



(G) An order of specific performance requaigi Kodak to assign its rights to U.S.
Patent Nos. 6,292,218; 5,493,385828,406; 6,147,703; 6,441,854, 6,879,342; 7,210,161,
7,453,605; 7,742,084, 7,936,391, 6,288,743; 6,542,192; and 7,508,444 to FlashPoint.

(H) Restitution of all amounts which Kodak has received as a result of claiming
ownership of U.S. Patent Nos. 6,292,218; 5,493,335, 5,828,406; 6,147,703; 6,441,854,
6,879,342; 7,210,161, 7,453,605; 7,742,084; 7,936,391; 6,288,743; 6,542,192; and 7,508,444,

() Order Kodak to disgorge to FlashPoifitaonies and/or profits derived from the
wrongful conduct alleged herein;

@)] An award to FlashPoint of the ammiwby which Kodak has been unjustly
enriched,;

(K)  Award appropriate royalties for Kodak’sausf FlashPoint’s itellectual property;

(L) Order an accounting of any monetaryotier benefits received by Kodak as a
result of their wrongful conduct;

(M)  Order a constructive trustzer all information, patent applications, patents,
technology, products, and other materials ingbgsession, custody, or control of Kodak that
wrongfully constitute, contain, wetssed on, and/or derived in whar in part from the use of
FlashPoint’s intellectugdroperty, and an order thimmediately transfer to FlashPoint all right,
title, and interest in such information, patapplications, patents, reaial, technology, and
products;

(N)  Award money damages to FlashPoint against Kodak;

(O) Attorney’ fees and costs in defending ifssjainst this actioand in bringing its

counterclaims; and



(P)  That the Court award Apple such othaddurther relief that it deems just and

proper.

DEMAND FOR JURY TRIAL

FlashPoint demands trial by juon all issues so triable.

Dated: June 22, 2012

COLE, SCHOTZ, MEISEL, FORMAN
& LEONARD, P.A.

Michael D. Warner, EsqP¢o Hac Vice
Pending)

Warren A. Usatine, Esq.

900 Third Avenue, 18Floor

New York, NY 10022

Telephone: (212) 752-8000
Facsimile: (212) 752-8393

Email: mwarner@-coleschotz.com
Email: wusatine@coleschotz.com

Co-Counsdl for FlashPoint Technology,
Inc.

PEPPER HAMILTON LLP

/s/ DeborahKovsky-Apap
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