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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

________________________________________________________________________ X
NORTH JERSEY MEDIA GROUP INC. :
Plaintiff,
: AMENDED
- against : OPINION AND ORDER
: 13 Civ. 715ER)
JEANINE PIRRO and FOX NEWS NETWORK, LLC, :
Defendars. :
________________________________________________________________________ X

Ramos, D.J.:

Plaintiff North Jersy Media Group Inc. (“Plaintiff” or NJMG”) brings this action
against Jeanine Pirro and Fox News Network, I(tkbx News”) (collectively,“Defendants”)
under the Copyright Act, 17 U.S.C. § 101, alleging that Defendants infringed on P&intiff
copyright n itsnow iconic photograph of three firefighters raising the American flag atithe r
of the World Trade Center site on September 11, 20@1“Work”). Fox News posted
photograph that juxtaposed the Work with thessicWorld War Il photograph of four U.S.
Marines raising the American flag on Iwo Jihfthe “Combined Imagedn aFacebook page
associated with Fox Newtelevision progranjustice with Judge Jeanin®efendants caend
that their posting of the Combineahdge was protected “fair usahder the Copyright ActSee
17 U.S.C. 8 107. Pending before the Court is Defendants’ motion for summary judgment
pursuant to Fed. R. Civ. P. 56. (Doc. 31) For the reasons set forth below, Defendants’ motion
for summary judgment IBENIED.

l. Factual Badkground

The following facts are undisputed except where otherwise noted.

I This photograph, taken by Joe RosentisantitiedRaising the Flag on Iwo Jima
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a. The Work

Plaintiff is the publisher of New Jersépsed newspapefsie RecordBergen County)
andHerald News Pl.’s 56.1 Countetmt. § 12 Thomas E. Franklin is a photojournalist who
works for NJMG Defs.’ 56.1 Stmt. 1 3. On September 11, 2001, Frankdmassignetb
cover the attacks aime World Trade Center. Pl.’s 56.1 Counter-Stmt. 4. Among the many
photographs Franklin took that day was a photograph of three firefgtaising an American
flag near theuins of the World Trade Centeld. 1 5. The Work was first published on page
A32 of the September 12, 2001 editionltie Record Pl.’s 56.1 Stmt. ¥.

Franklin disclaims that in the immediacy of the momenteeegnized the symbolic
importance the Work would ultimately achieve. For example, on September 20, 2001ff Plainti
stated orone ofits websits thatFranklin did not “kn[o]w initially that [his] . . . instincts would
grow into a national symbol of pattism.” Defs.’ 56.1 Stmt. { 9Similarly, ayear later, in a
September 11, 2002 article posted on Plaintiff's websdahjersey.comFranklin stated:

[The] photo just happened, in a brief moment. | recognized it, shot it the best |
could, and moved on, continuing to shoot the devastation. | did note the
similarity to Joe Rosenthal’s World War Il photograph of the Iwo Jima flag-
raising and was certainly aware of the symbolism of what these firefsgivere
doing, but in no way did | have time to ayw it. The events of the day were far
more important, and in my mind, always will be.

Pl.’s 56.1 Countetmt. § 10.The parties do not dispute, howewbgt Plaintiff knew—at the

latest—shortly after the time of original plibation that the Work halistorical importance.

2 Citations to “Pl.’s 56.1 Countestmt.” refer to Plaintiffs CanterStatement of Material Facts pursuant to Local
Civil Rule 56.1, Doc. 56. Citations to “Defs.’ 56.1 Stmt.” refer to Ddéans’ Statement of Material Facts pursuant
to Local Civil Rule 56.1, Doc. 34. Citations to “Pl.’s 56.1 Stmt.” refer to BfiinStatement of Material Facts
pursuant to Local Civil Rule 56.1, Doc. 56. Citations to “Defs.’ 56.1 CoBitat.” Refer to Defendants’
Statement of Material Facts in Response to Plaintiff's Statement purslangaicCivil Rule 56.1, Doc. 65.
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Defs.’ 56.1 Counte6tmt. 9] 10, 15. Franklin has received numerous awiamdthe Work Pl.’s
56.1 Stmt. 7 13.

Less tha one month after the photograwhs taken, o October 5, 2001, Jennifer Borg,
NJMG's Vice President, Genar Counsel and Corporate Secretary, registered the Work with the
U.S. Copyright Office.ld. § 16. This was the first time Plaintiff had ever registered a copyright
in an individual photograph with the Copyright Officl.

b. Fox News’ Use of th&Combined Image

Defendant Pirro hostiustice with Judge Jeanirfgne “Program”), a news and
commentary program that airs on the Fox News Channel. Pl.’s 56.1 C&tmitef12. Fox
News also managesFacebook pagthat is associated with the Progréime “Pirro Facebook
Page”). Id. 1 13. Fox News created the Pirro Facebook Page at least in part to promote the
Program.See Defs.” 56.1 Countetmt. | 2.

According toDefendantsGeoreen Tanner, a Fox News production assistant assigned to
the Program, ialsoprincipally responsible for managing and posting content to the Pirro
Facebook Rge. Defs.” 56.1 Stmt. { 13. As of September 11, 2013, Tanner had been working at
Fox News as a production assistant for the Program for approximately ¢arseSee
Declaration of Georeen Tanner (“Tanner Decl.”) {She joined the Program upon graduating
from Rutgers where she majored in journalism and media studie%.2. While shehas
receivedno trainingin copyright law either in college or during her tenuré@ News she
acknowledgedn her deposition that she understood a copyright to be “[sJomething that is owned
by someone else.” Tanner Tr. 71:10. Tarfoghertestified that sh@adsought legal advice
from Fox News’ legal department regarding the fair use of photographs and videos on the

Programa few times a monthid. 72:22-23, 70:20-24. However, shadnever consulted the
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legal department in connection with the posting of images to the Pirro Facebookd&del7,
69:17-23.

Tanner found the Combined Image on September 11, 2013, when she G84dléch
order to find an image to post on the Pirro Facebook agegmmemoratéhe eventsof
September 11, 2001. Defs.’ 56.1 Stmt. Y 19s@6Tanner Decl. § 18 Defendants claim that
Tanner lad not previouslgeen th&€€ombinedimage butthatsheimmediatelyrecognizedhe
juxtaposition of the Work anRaising the Flag on lwo JimaDefs.’ 56.1 Stmt. § 23. According
to Defendants, Tanner chose to use the Combined Image precisely becaasmddltél drawn
between the first responders and theints. Id. 1 24 Tanner posted the Combined Image to
the Pirro Facebook Page that day. Pl.’s 56.1 Counter-Stmt. § 28. The decision to post the
Combined Image was hers, and she did not seek theeasfthe legal departmeat anyone
else associated with the Prograefore doing sold.

Tannerdid not alter the Combined Image other than tothdgphrase “#neverforgét
Defs.’ 56.1 Stmt. {| 33Tanner stated in her declaration that gbsted he Combined Image to
convey Fox News’ participation in the global conversation taking place on socia that day.
Id. 1 37. According to Defendants, hundreds of people commented on Fox News’ posting of the
Combined Image on Facebookl. 1 36.

The Combined Image does not include the entirety of the Work. Pl.’s 56.1 C&amier-

1 31. Portions of the top and the right-hand side of the Work do not appear in the Combined

3 Plaintiff disputes Tanner’s purported intentions based on Tanner’s sigpo testimony that (i) she paid by Fox
News to update the Pirro Facebook Page in order to engage the page’s fobma€i one of the purposes of the
Pirro Facebook Pags to promote the Program. Pl.’s 56.1 Cow®&tmt. 1 120; seeTanner Tr. 54:8L0, 55:15
21.

40n September 11, 2013, “#neverforget” was a popular hashtag that Tammeasg times on social media. Pl.’s
56.1 CounteiStmt. { 34.



Image. Id. As a result, the firefighters occupy a larger portion of the Combined Ithagehey
do in the Work.ld. The Combined Image also differs from the Work in that the resolistion
lower and the scale is smallebefs.’ 56.1 Stmt. 1 29; PIl.’s 56.1 Counter-Stmt. § 29.

According to Defendants, the Combined Image found on Google did not contain any
restrictions on copying. Defs.’ 56.1 Stmt. T2®Refendants contend that Tanner did not seek
permission from anyone to use the Combined Image because she did not believe—eebstill
not believe—that she needed permission to use the image for the purpose of making a
commentary in remembrance of the events of September 11, RDA135.

The events of September 11, 2001 were not discussed on the editions of the Program that
aired on the Saturdays immediately @ding and following the postirfgnor did the posting
contain any information about the contents of the upcoming edition ofdlgean. Pl.’s 56.1
Counter-Stmt. § 38While Defendants claim that the posting did not contain any information as
to when the next episode of the Program would be televised, Defs.’ 56.1 St &i3&f
asserts thad banner appearing across the top of the Pirro Facebook Page did, in fact, provide

such information to users. Pl.’s 56.1 Counter-Stmt. § 38.

5 Plaintiff disputes Defendds’ claim that the Combined Image did not contain any restrictionsmying based on
the fact thathe legend “concordville.ofgappeared at the bottom rightind corner of the imadeund by Tanner

Pl.’s 56.1 Counte5stmt. § 26. This legend refersthe website of the Concordville Fire & Protective Association, a
volunteer firefighting organization in Concordville, Pennsylvand.f 27.

5 Facebook users who have “liked” the Pirro Facebook Page automatically receamt pmsted to the page on

their personal “News Feeds,” which are constantly updating fistones from people and Facebook pages that the
users follow. Pl.’s 56.1 Count&tmt. § 14. Facebook users can read, like, comment on, or share suclsposting
through their own News Feggdwithout connecting to the Pirro Facebook Page itselfff 16. Defendants claim

that the primary way Facebook users view content posted to the Pirro &lagme is by receiving the content on
their News Feeds. Defs.’ 56.1 Stmt. { 15.

7 Accordng to Plaintiff,the banner advertiséisat the Program airs on Saturdays at 9 pfSeeDeclaration of
William Dunnegan In Opposition to Defendants’ Motion for Summary Judgrix. G. Defendants do not appear
to contest this, but explain theaceboolkusers who saw Tanner’s posting on their News Faadswithout visiting
the Pirro Facebook Page) would not have seen this baBeebDefs. Reply Mem. L. 7.
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On September 13, 2013tex learning that an attorney had contacted Defendant Pirro to
requesthat Fox News remove the Combined Image from the Pirro Facebookdgrdants
deletedtheposting. Defs.’ 56.1 Stmt. § 39.

c. Licensing and Other Useof the Work

Almost immediately aér publication of the Work, Plaintiff was “inundated” with
requests to license the photograph. Pl.’s 56.1 Stmt.  17. To date, NJMG has raised more than
$1 million in licensing revenue from the World. § 20. This licensing reached its peak in the
period 2002 to 2004, but has continued over tihde.NJMG has licensed the Work for a fiee
severalmedia outlets, including television and print medseeDeclaration of Dori Ann
Hanswirth (*Hanswirth Decl.’)Ex. O. Plaintiff's gross revenue for @drial licensing from
January 1, 2013 through June 3, 2014 was $10,221.71, whereas its gross revenue for commercial
licensing during the same period was $4,698.91. Defs.’ 56.1 Cdbimrq 19seeHanswirth
Decl, Ex. S.

Plaintiff hasalsolicensed the Wrk for use to a number ehtities at no costPl.’s 56.1
Counter-Stmt. 1 47. Since Fox News’ posting of the Combined Image on September 11, 2013,
Plaintiff has licensa the Work through Getty and the Associated Pagssast 14 timesld.

41. While Plaintiff occasionally sent cease and desist letters in connedtiomivinging uses
of the Work® seeid. 1 43;Declaration of JennifeA. Borg In Opposition to Defendants’ Motion

for Summary Judgmetf 1212, NJMG did not fileany lawsuits concerning the alleged

8 Relatedly, there is no evidence that Plaintiff ever contacted the Conaoeifivéll & Protedbn Association in
connection with the Combined Image. Defs. Mem. L.s28Pl.’s 56.1 CounteBtmt. | 46.
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infringement of its copyright in the Work until December 6, 2012. Pl.’s 56.1 CoS8titar-
459
There is no dispute th&aintiff may have granted a license to Fox News for the use of
the Combined Image if Fox News had made such a request before Tanner posted the image
the Pirro Facebook Pag®l.’s 56.1 Stmt. § 23.
Il. Procedural Background
Plaintiff commenced this action on October 9, 2013, by filing a Complaint against
Defendant Pirro. Doc. 1. On February 20, 2014, Plaintiff filed the Amended Complaint, adding
Fox News as a defendanboc. 12. A pre-motion conference was held on May 30, 2014, and
the instant motiomvas filed onJune 30, 2014SeeDoc. 31.
lll. Summary Judgment Standard
Summary judgment is appropriate where “thevamd shows that there is no genuine
dispute as to any material factFed. R. Civ. P. 56(a). “An issue of fact is ‘genuine’ if the
evidence is such that a reasonable jury could return a verdict for thmowng party.” Senno
v. Elmsford Union Free Sch. Dis812 F. Supp. 2d 454, 467 (S.D.N.Y. 2011) (citB@R Joint
Venture L.P. v. Warshawsk®59 F.3d 133, 137 (2d Cir. 2009)A fact is “material” if it might
affect the outcome of the litigation under the governing l&v. The party moving for summary
judgment is first responsible for demonstrating the absence ofesnuyng issue of material fact.

Celotex Corp. v. Catretd77 U.S. 317, 323 (1986). If the moving party meets its burden, “the

® The partieglisputethe extent to which Plaintiff has sought to enforce its copyright oeeyers. According to
Defendants, Plaintiff is asve of at least 11 other uses of the Work on September 11, 2013 that it considered t
infringing. Defs.’ 56.1 Stmt. | 42. Plaintifid not contact seven of the businesses responsibdaidbruses,

however. Pl.’s 56.1 Count&tmt. 1 42. Defendané&dso claim that Plaintiff did not issue any cease and desist
letters concerning alleged infringements of its copyright in tlelkVidetween March 14, 2003 and February 7, 2012.
Defs.’ 56.1 Stmt. 1 43. As discussed above, however, Plaintiff cottiesttaim.
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nonmoving party must come forward with admissible evidence sufficient to ragseiang issue
of fact for trial in order to aud summary judgment."Saenger v. Montefiore Med. Gti706 F.

Supp. 2d 494, 504 (S.D.N.Y. 2010) (internal quotation marks omitted) (quddnagnillo v.

Weyerhaeuser C0536 F.3d 140, 145 (2d Cir. 2008)).

In deciding a motion for summary judgment, Beurt must “construe the facts in the
light most favorable to the nemoving party and must resolve all ambiguities and draw all
reasonable inferences against the movanBtfod v. Omya, In¢.653 F.3d 156, 1642d Cir.
2011) (quotingwilliams v. R.H. Donnelley, CorB68 F.3d 123, 126 (2d Cir. 2004)). However,
in opposing a motion for summary judgment, the-nmwving party may not rely on unsupported
assertions, conjecture or surmiggoenaga v. March of Dimes Birth Defects Fouid. F.3d 14,
18 (2d Cir. 1995). Thewonmoving party must do more than show that there is “some
metaphysical doubt as to the material factdftcClellan v. Smith439 F.3d 137, 144 (2d Cir.
2006) (internal quotation marks omitted) (quotiMagtsushita Elec. Indus. Co. v. Zé#nRadio
Corp.,475 U.S. 574, 586 (1986)). To defeat a motion for summary judgment, “theonang
party must set forth significant, probative evidence on which a reasonabléntdat could
decide in its favor.” Senng 812 F. Supp. 2d at 468 (citing Anderson v. Liberty Lobby77
U.S. 242, 256-57 (1986)).

IV. Discussion

Plaintiff has brought this action under the Copyright Act of 1976, 17 U.S.C. 8tEeq.
The purpose of the copyright law is “[tjo promote the Progress of Science andArseful . .”
U.S. Const., Art. |, 8 8, cl. 8. “[T]he copyright is not an inevitable, divine, or natural right that
confers on authors the absolute ownership of their creations. It is designedoratireulate

activity and progress in the arts for the lietetual enrichment of the public.Pierre N. Leval,
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Toward a Fair Use Standayd03 Harv. L. Rev. 1105, 1107 (1990)eval”); see Cariou v.

Prince 714 F.3d 694, 705 (2d Cir. 2018grt. denied134 S. Ct. 618 (2013). The Copyright
Act furthers this prpose by grantmauthors a limited monopoly over the dissemination of their
original works of authorshipAuthors Guild, Inc. v. HathiTrus?55 F.3d 87, 95 (2d Cir. 2014).

In particular, the Copyright Act confers upon authors certain enumeratediexclghts over

their works during the term of the copyright, including the rights to reproducepyeghted

work and to distribute those copies to the publict.(citing 17 U.S.C. 8§ 106(1), (3)).

At the same time, there are important limits to athar’s rights to control original and
derivative works.Id. at 95. “One such limit is the doctrine of ‘fair use,” which allows the public
to draw upon copyrighted materials without the permission of the copyright holderaim cert
circumstances.ld. The fair use doctrinmediates between tlieroperty rightdcopyright law
establishes in creative works, which must be protected up to a point, and theofhllitiyors,
artists, and the rest of us to express them—or ourselves by reference tokhefvadners,
which must be protected up to a poinBfanch v. Koons467 F.3d 244, 250 (2d Cir. 2006).

The fair usedoctrine was codified in the Copyright Act of 1976, which lists four non-
exclusive factors that must be stfered in determining fair use:

(1) the purpose and character of the use, including whether such use is of a
commercial nature or is for nonprofit educational purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the portion used in relation to the copyrighted
work as a whole; and

(4) the effect of the use upon the potential market for or value of the copyrighted
work.



17 U.S.C. 8 107. Although Defendants bear the burden of proving that their use was fair, they
need not establish that each of the factors set forth in Section 107 weighs invtireiStaatch
Grp. Mgmt. Servs. Ltd. v. Bloomberg L.P56 F.3d 73, 81 (2d Cir. 2014) (quotiNgIVM Corp.
V. Ross Inst.364 F.3d 471, 476-77 (2d Cir. 200dgrt. denied543 U.S. 1000 (200%) Instead,
the factors “aréo be explored, and the results weighed together, in light of the purposes of
copyright.” Campbell v. AcufRose Music, Ing510 U.S. 569, 578 (1994Y. Moreover, as will
be seen below, certain considerations will be relewahtrespect tanore than oa factor.

Although fair use is a mixed question of law and fact, courts in the Second Circuit have
“on a number of occasions” resolved fair use determinations at the summargnidgage
where there are no genuine issues of material faastle Rock Btm’t, Inc. v. Carol Publ'g
Grp., 150 F.3d 132, 137 (2d Cir. 1998).

a. Factor One: The Purpose and Character of the Use

The first factor, which addresses the manner in which the copied work is used, is the
“heart of the fair use inquiry.’Blanch 467 F.3d at 251. As the Supreme Court instructed in
Campbel] the central purpose of the inquiry is to see whether the new work merely supersedes
the objects of the original creation, or instead adds something new, with a furfhesepar
different character, ating the first with new expression, meaning, or message. 510 U.S. at 579
(quotingFolsom v. Marsh9 F.Cas., 342, 348 (no. 4,901) (C.C.D. Mass. 1841)). In other words,
the investigation “asks . . . whether and to what extent the new work is ‘transforihalkie
(quoting Levalat1111). “A use is transformative if it does something more than repackage or

republish the original copyrighted workHathiTrust 755 F.3d at 96.

10 As the Supreme Court stated@ampbel] the fair use inquiry may be guided by the examples set forth in the
preamble to Section 107, such as whether the purpose of the use wasiéisrgrcomment, news reporting,
teaching . . ., scholarshipr research.”510 U.S. at 579;seel7 U.S.C. § 107.
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“Although transformative use is ntabsolutely necessdny a finding of fir use, the
goal of copyright, to promote science and the &tgenerally furthered by the creation of
transformative works. Authors Guild, Inc. v. Google In©54 F. Supp. 2d 282, 290-91
(S.D.N.Y. 2013) (quotingcampbel] 510 U.S. at 579). Indeed, if “the secondary use adds value
to the original—f [copyrightable expression in the original work] is used as raw material,
transformed in the creation of new information, new aesthetics, new insights and
understandings-his is the very type of actiyi that the fair use doctrine intends to protect for
the enrichment of society.'Castle Rock150 F.3dat 142 (quoting Leval at 1111). “Added
valueor utility is not the test: a transformative work is one that serves a new and different
function from the original work and is not a substitute for HathiTrust 755 F.3d at 96. And
as theCourt stated ilCampel] “the more transformative the new work, the less will be the
significance of other factors, like commercialism, that may weigh agaimstiag of fair use.”
510 U.S. at 579.

1) Transformativelse

Defendants argue that the first factor favors a finding of fair use because tieetcam
drawnbetween the events of Sember 11, 2001 and Iwo Jima can‘bemfortably categorized
as ‘comment.” Dé&. Mem. L. 14. According to Defendants, Tanner’s use of the phrase
“#neverforget” connoted remembrance of, and signaled Fox News’ participatéonongoing,
global discussion concerning, the events of September 11, Bi0Defendants further claim
that they used a derivative of the Work for a distinct purpose: whereas Franklpos@un
creating the Work was to report the news of the day, Fox News’ use was desighaess e
solemn remembrance for September 11, 2001 and link the heroic acts of that day and &/orld W

Il. Id. at 17. Plaintiff, on the other hand, claims that Fox News did not create any new content,
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use existing content for a materially different purpose, or disseminatmgxisntent to a new
audience that might not have seeatherwise. PIl. Opp. Mem. L. 1NJMG furthercontends
that Fox News used the Combined Image not for commentary, but f@atlaecommercial
purpose: to advertise and promote the Program. Pl.’s 56.1 Counter-Stmt. { 24.

To be sure, Defendants did not simply copy the Work wholesale. The image used by
Defendants was different from the Warkfive distinct ways Fox Newsused a (1) cropped, (2)
lower-resolution version of the Work3) which waguxtaposed witlRaising the Flag on lwo
Jimaand (4) in amaller scale than the Woind(5) addedthe phrase “#neverforgét

Despite Defendants’ claims regarding their use of the Work, however, the Gonot c
conclude as a matter of lahat the Combined Image transformed the Work sufficiently to merit
protection as fair useAs Plaintiff asserts-accurately in the Court’s viewthe alterations to the
Work are “barely discernable” unless the viewer is specifically promptkxbk for them. PI.
Opp. Mem. L. 13-14. The Work is the clearly predominant feature of the Combined Image.
Thus, a casual observer may believe that he is simply viewing the Work witthertigghtag
added. Second Circuit authority suggests that more is reqaitgdnsform” an imageln
Cariou, for example, the Second Circuitridered appropriatioartist Richard Prince’s
alterations of copyrighted photographs that professional photographer Patrick Cariou took during
the course of a period spent living among Rastafarians in Jamaica. 714 F.3dAiti898e in
Cariou were thrty works of artPrince created through the appropriation of partial or whole
images from Cariou’s booKes Rastald. at 699. The portions of th&'es Rast@hotographs
used, and the amount of the artwork that they constituted, varied significantlgi&oento
piece. Id. at 699-700.Princealso changed other features of Cariou’s work, including the scale

and medium. Wherea&es Rastés a book of photographs measuring approximately 9.5” x 127,
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Prince’sworks, in addition to the images appropriated from the bomkyprise inkjet printing
and acrylic paint, as well as pastaa elements, and are several times that diteat 700.

The Second Circuit found twenty-five of the thifrince works to be transformative as a
matter of law.ld. at 706. In those pieces, Prince’s composition, presentation, scale, color
palette, and media were “fundamentally different and new” compared to the Cariogrppbs.
Id. The court noted that those portions of Cariou’s photographs as to which it found fair use
wereheavily obscured and altered to the point that the original works \Wwarely
recognizablé. Id. at 710. Accordingly, the Second Circuit was able to conclude by looking at
the Prince artworks and the Cariou photographssyesee trat those twenty-five works had a
different character, gave Cariou’s photographs a new expression, and employesstieetics
with creative and communicative results distinct from Carioldsat 707-08.

However, the court could not cdade that the remaining fineorks weresufficiently
transformative as a matter of law despite notingt there were key differences in thesaks
compared to the Cariou photographd. at 710, 711*' In Graduation for examplePrince
tinted a blackandwhite photograph blue, pasda diamond-like shapaver thesubject’s eyes
and mouth, pasted enlarged hands anelectric guitar onto the canvas, and placed the image
onto a largeanvas.ld. at 700, 711 Despite thessignificantalterationsthe Second Circuit was
unable toconclude that the usd the Cariou photograph @raduationwas fair use as a matter
of law. Thatconclusion, while not determinativi,instructivehere becaustne Work is barely

altered and is immediately recognizable as the iconic 9/11 photogCagtainly, the level of

1 The Second Circuit vacated and remanded with regard to the five remainingkartinstructing the district court
to make its own fair use determination in the first instarf@@&riou, 714 F.3d a712. The parties entered into a
stipulation of voluntary dismissal before the district court ruled on the.iss

13



alterationherewould appear to beauch leseventhanthe five works as to which the Second
Circuit remandedn Cariou.

Similarly, in Blanch the Second Circudffirmed thedistrict court’s ruling on summary
judgment that artist #ielKoons’ appropriation of fashion photographer Andrea Blasmch
photograpltilk Sandals by Gucwvas fair use. 467 F.3d at 2486ilk Sandals by Gucappeared
in the August 2000 issue Bllure magazine.ld. at 247-48. It depicts a woman’s lower legs and
feet,shod in Gucci sandals, resting on a man’s lap in an airplane ddbat. 248. At issue in
Blanchwas KoonspaintingNiagara, which depicts four pairs of women'’s feet and lower legs
dangling prominently over images @ésserts and pastriegth a grassy field and Niagara Falls
in the backgroundld. at 247. Similar to the artistic process employed by Prince, Koons took
from the photograph only the image of the womaegsland feetropping the background of
the airplane cabin and the man’s,lapfore adding the resulting image iN@agara Id. at 248.
And urike in this casgthe parties did not dispute that Koons’ purposes in using the photograph
were “sharply different” from Blanch’s goals in creatingld. at 252.

The Second Circuit concluded that Koons’ use of the Blanch photograph was
transformative because of the new expression, meaning, and message captiagara Id. at
253. The court observed:

The [fair use] test almost perfectly describes Koons'’s adaptation &f “Sil
Sandals”: the use of a fashion photograph created for publication in a glossy
American “lifestyles” magazinre-with changes of its colors, the background
against which it is portrayed, the medium, the size of the objects pictured, the
objects’ details anccrucially, their entirely different purpose and meanirag—

part of a massive painting commissioned for exhibition in a Germayabety
space.
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Defendants’ use of the Combined Imgugesents a much closer callhe Combined
Image used bifox News surely altered the content and message of the Waitkonly
minimally. Certainly, thealterationsdo not begin to approach the alterations found to be
transformativeas a matter of lawn Cariou andBlanch It therefore cannot be saidat Fox
News pesented an “entirely different aesthetic” from the Franklin photogr&pHvionge v.
Maya Magazines, Inc688 F.3d 1164, 1173, 1 (9th Cir. 2012) (concluding that gossip
magazine’s publication of copyrighted photographs of celebrity plaintiffdtimg as an exposé
“sprinkled with written commentary” was “at best minimally transformatit@&; court noted
thatthe gossip magazine could not “simply take fair use refuge tindembrella of news
reporting’).

Wholly apart from the image itsethiere is also an issue as to whethercommentary
Fox Newswished to convegreated anything new at athuch less anythingansformative On
the particular facts of this cases it involves the secondary use of a secondary-usecan be
argued that no part of the Combined Image constitutes an original idea on the part catefend
some other person first thought to combine the two photographs, and the phrase “#nebverforget
was a ubiquitous presence on social media that day. Thus Fox News’ commentiahyitif s
was, merely amounted to exclaiming éMbo.” Analyzed from that perspective, the posting
does not begin to constitute the creation of “new information, new aesthetics, newsiasight
understandings” required for finding a transformative purp&sesstle Rock150 F.3d at 142
(quoting Leval at 1111) (internal quotation marks omittde)x News’use was not therefore the

type of activity that the fair use doctrine inteddo protect“for the enrichment of society.”ld.

2The parties did not address the issue from this perspective and the Gowt feund a case addressing similar
facts.
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(quoting Leval at 1111xf. Monge 688 F.3d at 1176 (noting that even if an infringer’s purpose
was distinct from that of the plaintiff's, such purpose, by itself, does not reitgsseate new
aesthetics or a new work that alters the original work with new expressanjmg, o
message}?
2) Commercial Us¥

As part of the first factorhie Court musalsoconsider whether, and to what extent,
Defendants’ use was for a commercial purpoBas consideratioarises when a secondary user
makes unauthorized use of copyrighted material to gain a profit through cdlpgiongginal
work. Arrow Prods., LTD. v. Weinstein Ge-- F. Supp. 2d---, No. 13 Civ. 5488, 201wL
4211350, at *8 (S.D.N.Y. Aug. 25, 20145lowever, the mere fact that Fox News operates-a for
profit news service, and that the Pirro Facebook Page is intended to capture revetmeges for
network, is insufficient for a finding in Plaintiff's favor. The Second Circuitdassistently
recognized that[a]lmost all newspapers, books and magazines are published by coaimer
enterpises that seek a profitConsumers Union of U.S., Inc. v. Gen. Sighal Catp4 F.2d

1044, 1049 (2d Cir. 1983), and has “discounted this consideration where ‘the link between [the

B Even if it wee the case, as Defendants claim, that Tanner did not seek permission to uselineCbnage
because she did not believe she needed permission for the purpose of makingeatemy herbeliefis entitled to
little weight SeeDefs.’ 56.1 Stmt. { 35In the first instance, Tanner has no training in copyright law. Secondly,
whether Defendants appropriated the Work in good faith is irrelevaime tanalysis Cf. Monge 688 F.3d at 1170
(“Despite its claim that it purchased the photos in good falib,ittnocent intent of the defendant constitutes no
defense to liability” (quoting 4 M. Nimmer & D. NimmeNimmer on Copyrigh§ 13.08[B][1] (2001).

14 Defendants contend that they used the Work to make a comment aptamiSer 11, 2005nd that theriquiry
under the firsfactor therefore “should ba an end.” Defs. Mem. L. 14 (gting Wright v. Warner Books, Inc953
F.2d 731, 736 (2d Cir. 1991)However, evermssuming the post was designed as commentayCourt wouldtill
analyze the commeial natureof the use.Seg e.g, NXIVM, 364 F.3d at 4779 (discussinghe commercial purpose
of the usalespite the court'sonclusion that the defendants’ use was fansative as criticisry see alsdrwin
Peaks Prods., Inc. v. Publ'ns Int’l, Ltd96 F.2d 1366, 1374 (2d Cir. 1993)n@alyzingthe commercial nature of the
use despite finding that the defendants’ use was “surely a workrofent”).
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defendant’s commercial gain and its copying is . . . attedustieh that it would be misleading
to characterize the use as ‘commercial exploitatioBwatch 756 F.3d at 83 (quotingm.
Geophysical Union60 F.3d at 922xee also Cariou714 F.3d at 708 (instructing that the first
factor “must be applied with aéion because, as the Supreme Court has recognized, Congress
‘could not have intended’ a rule that commercial uses are presumptively @egéaiting
Campbel] 510 U.S. at 584)).
Rather, he relative importance of this factor is determined on a slidialgs the more
transformative the work, the less important the commercial purf@ssauseas discussed in
the previous section, neither the image nor the message conveyed by the Combinecabnage w
substantially transformative, “the question whetheme use is commercial thus acquires an
importance it [would] not [otherwise] have . . .Davisv. The Gap, In¢246 F.3d 152, 175 (2d
Cir. 2001);cf. United States v. Am. Soc’y of Composers, Authors & Publisb@®sF. Supp. 2d
415, 429 (S.D.N.Y. 2 (“[A]pplicant’s use of previews is not transformative, and, thus, the
significance of its commercial use is not reduced, but instead takes ter grgzortance.”)
Defendants contentthat their use of the Wk was not “commercial,” in particular
because there is no evidence that Fox News captura@agryues as a direct consequence of its
use. Defs. Mem. L.19.2° Plaintiff argues that Fox News’ use of the Work constituted
advertising and was therefore commercial. Opp. Mem. L. 8. In support of this contention,
NJMG referenceshe banner posted across tbp of the Pirro Facebook Page, as welhasfact
that the pagevited users to respond to the Program:show polls, alegd them about

upcoming guests, and attachvideos from episode$ the Program.ld.

15 See Am. Geophysical Union v. Texaco,l60.F.3d 913, 922 (2d Cir. 1994) (stating that the commiémonprofit
dichotomy concerns the unfairness that arises when a secondary useunzalbsrized use of copyrighted
material to capture significant revenues as a direct consequence of copyingitted wark).
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While Tannerassertshatshe posted the Combined Image to convey Fox News’
participation ina global conversation about 9/11, gieinly stated in her deposition that the
purpose of her role with respect to the Pirro Facebook iBagengagéhe page’s followers,
and that Fox News operates the pagger alia, to promote the Program.h@&re existsthen,at
least a question ahaterialfactas to whetheFox Newsposted the Combined Imaf@ the
purely expressive purpose @immening on the events of September 11, 2001, or whét ok
so for the commercial purpose of promoting the PrograaePl. Opp. Mem. L. 11° Given the
relative importance of this factor on the facts of this case, the Court is unabteclode thatti
weighs in favor of either party as a matter of fgw.

b. Factor Two: The Nature of the Work

The second statutory factor “calls for recognition that some works are tdbercore
of intended copyright protection than others, with the consequence thaddas more difficult
to establish when the former works are copie@ddmpbel] 510 U.S. at 586. Courts have
generally adopted two types of distinctions in their analysis of the second féltavhether the

work is expressive or creative, such agaak of fiction, or more factual with a greater leeway

18 The Court notes, moreover, that the two purposes are not mutualigiercBY “commenting”that we should
not forgetthe terrible events of 9/1dnd honor the nation’s response to thEox News was alsoonsciously
associating itself with a viemdisputablyregarded favorablipy most ifnot all of its targetudience.Such
uncontroversial commentary arguably genergtasdwill for, and therefore serves to promdtee Program

17 Defendants’ reliance oBill Graham Archivess misplaced. There, the court affirmed the district court'atgra
summary judgment for defendant publisher&oditeful Dead: The lllustrated Tri 480page coffee table book
that provides a history of the Grateful Dead through the use of anténaid over 2000 images. The plaintiff
claimed to own the copyrigho seven such images, which the defendants reproduced withoutgienmid. at
607.

The Second Circuit found that the first factor weighed in the defendawts, inter alia, because¢heir purpose in
using the copyrighted imagesas historical artdcts to document the Grateful Dead concert events featured in the
book’s timeline—was plainly different from the plaintiff's dual purposes of artistipression and promotion: the
images were originally used as concert posters to generate public iiméhesband’s upcoming eventkd. at 609.
This case is different because it presents an issue of fact as to Fox Newseparpsing the work
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being allowed to a claim of fair use where the work is factual or informatiowh(23 whether

the work is published or unpublished, with the scope for fair use involving unpublished works
being conglerably narrowerBlanch 467 F.3d at 257 (quoting 2 Howard B. Abraifise Law

of Copyright 8§ 15:52 (2006))see alsdHarper & Row Publishers, Inc. v. Nation Enter471

U.S. 539, 540 (1985) (“The unpublished nature of a work is a key, though natardges
determinative, factor tending to negate a defense of fair ude.the end, however, this factor is
rarely found to be determinativérrow Prods, 2014 WL 4211350, at *9 (citinDavis, 246

F.3d at175).

Defendants argue thhbth prongs favor determination of fair use. First they argue that
the Work is factual in nature and not the produc wiolly creative procesDefs. Mem. L. 21.
Instead Defendants claim that Plaintiff's copyright interest in the Work is limited tokiirés
creatve decisions in taking the photograph: “Plaintiff cannot claim ownership in the
firefighters’ actions, the expressions on their faces, their ashen uniforthe, American flag.”

Id. Defendantgurther contend that the previous publication of the Waviors a finding of fair
use. Id. at 2122.

According toPlaintiff, the nature of the Work weighs against fair use because it is a
“stunning [example] of photojournalism, taken under life threatening conditions, during one of
the most significant eveniis recent American history.Pl. Opp. Mem. L. 19Plaintiff claims
the Work involved many creative decisions, including the orientation of the photogragiteand t
selection of a specific lens to best capture the steel wreekaige World Trade Centeites Id.

In Plaintiff's view, the Work is “not merely the depiction of an unforgettable hcgtbevent, but

also the product of considerable creativityd.
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The Court finds that the second factor favors a figaihfair use There can be no
dispute that the Work is a non-fictional rendering of an event of utmost histanjgattance,
which Franklin createdluring the course of his duties as a news photographer. Franklin did not
create the scene stage his subjects—to the contrdrg, plainly ackowledged thathe
photograph “just happened.” While there can be no dispute that Franklin exhibited ggtgt art
in carrying out his task-for which he has been rightfully recognized and rewardibgre can
also be no dispute that the Work is a quintessential example of photojournalism. Alsogveighi
in Defendants’ favor is the fact thidie Work has been published since September 12, 2001.

Courts analyzing similar photographic works created for news gatherotgernon-
artistic purposes have found this factor to weigh in favor of fair usKatinv. ChevaldinaNo.
12 Civ. 22211, 2014 WL 2815496, at *1 (S.D. Fla. June 17, 2@tiépted by2014 WL
4385690 (S.D. Fla. Sept. 5, 2014), the court considered the defendant’s publication of a critical
blog post which incorporated a copyrighted photogi&the plaintiff The courtconcluded that
the second factor weighedtime defendant’s favdyecause the photograph captutieeplaintiff
in a public setting and was simply used to identify him, aetetivas “no evidence that the
photographer influencedt all, the Plaintiff's activity, pose, expression or clothindd: at *8
(emphasis added)The court went on to note that it could not be said that the photograph
conveyed the photographer’s ideas or emotidds.see also Fitzgerald v. CBS Broad., [M91
F. Supp. 2d 177, 188 (D. Mass. 2007) (finding thasstendactor weighed in favor of fair use
because thplaintiff did not employ a creative procaagphotographingllegedmobster after
arrest). Accordingly, because the Work is factual dnad beempublished, thigactor favors a

finding of fair use. As mentioned above, however, this factor is rarely detenmsinati
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c. Factor Three: The Amount and Substantiality of the Portion Used

Thethird factor bearing on fair use is “the amount and substantiality of the portidn use
in relation to the copyrighted work as a whole.” 17 U.S.C. § 107(3). The question is whether the
guantity and value of the materials used are reasonable in retatlon purpose of the copying.
Campbel] 510 U.S. at 586 (quotirgplsom 9 F. Cas. at 348%ee also HathiTrus755 F.3d at
98 (stating that the third factor asks whether the copying used more of thigltguywork than
necessary and whether the copying was excessilrepeneral, ‘the more of a copyrighted work
that is taken, the less likely the use is to be fai&Wwatch 756 F.3dat 89(quotingInfinity
Broad. Corp. v. Kirkwood150 F.3d 104, 109 (2d Cir. 1998)). As the Second Circuit has noted,
however, there are no absolute rules as to how much of a copyrighted work may bawrdpied
still be considered a fair usélathiTrust 755 F.3d at 98 (quotingaxtone-Graham v.
Burtchaell 803 F.2d 1253, 1263 (2d Cir. 1986)]T]he extent of permissible copying varies
with the purpose and character of the usedmpbel] 510 U.S. at 586-87. Indeed, for some
purposes, it may be necessary to copy the entire copyrighted work, and the toird/éadt not
weigh against a finding of fair use in suchcamstancesHathiTrust 755 F.3d at 9&ee, e.g.
Bill Graham Archives448 F.3d at 613“The crux of the inquiry is whether ‘no more was taken
than necessary.”HathiTrust 755 F.3d at 98 (quotin@ampbel] 510 U.S. at 589). Moreover,
this factor “weghs less when considering a photograph—where all or most of the work often
must be used in order to preserve any meaning atlair-a work such as a text or musical
composition, where bits and pieces can be excerpted without losing all veltegérald 491
F. Supp. 2d at 188&ge also KatZ22014 WL 2815496, at *8.

The Court concludes that this factor is neutral. Given the express purpose of

commemorating the events of 9/11, it is not clearFoatNews’use ofany less of the Work
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would have ensureits audience’secognition of the iconic photograpltf. Fitzgerald 491 F.
Supp. 2d at 188 (decidirtgat thisfactor was “balanced between fair use and infringement”
based on the slight cropping of the photograph and the preservation of ninestledart” of the
work); Katz, 2014 WL 2815496, at *8 (findintpat the third factowas neutral even though the
defendant copied the enticepyrightedwork because the work in question was a photograph)
Kelly v. Arriba Soft Corp.336 F.3d 811, 82®th Cir.2002 (deciding that the third factor did
not favor either party becauseages used for a search engine database are necessarily copied in
their entirety for the purpose of recognitiosge alsdhillon v. Does 1-10No. 13 Civ. 1465
(S1), 2014 WL 722592, at *5 (N.D. Cal. Feb. 25, 2014) (finding that the third faet®mneutral
whereblog posted entire copyrighted headshot of state assembly candidateslfgécmos!d not
have been feasible in these circumstances for the defendant to have copieth ltdses ¢ntire
photo”). Therefore, the Court cannot conclude that the third factor favors eithet®part

d. Factor Four: The Effect of the Use Upon the Market for or Value ofthe Original

The fourth factor is “the effect of the use upon the potential mévker value of the

copyrighted work.” 17 U.S.C. § 107(4n Harper & Row the Supreme Court described this
factor as “undoubtedly the single most important element of fair use.” 471 U.S. at4u66.
factor “requires courts to consider not only éxéent of market harm caused by the particular
actions of the alleged infringer, but also ‘whether unrestricted and widesedutt of the sort
engaged in by the defendant . . . would result in a substantially adverse impact onrtti& pote

market’ fa the original.” Campbel] 510 U.S. at 590 (quoting 3 M. Nimmer & D. Nimmer,

18 As discussed above, the inquiry under the third factor is dependent purploetedpurpose of the copighted
work’s use which presents missue of fachere The Court notes, however, thatspectiveof whether the purpose
of Fox News' use was the commemoration of 9/11 or the promotion of theaRroigy still could not conclude as a
matter of law tht the third factor favored either party.
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Nimmer on Copyrigh§ 13.05[A][4] (1993)). The Second Circuit hasdde clear that ‘[the
court’s] concern is not whether the secondary use suppresses or even destroylsettierrtize
original work or its potential derivatives, but whether the secondaryauspsthe market of the
original work.” Cariou, 714 F.3d at 708 (quotiiglanch 467 F.3d at 258)):The market for
potential derivative uses includes only those that creators of original wotkd in general
develop or license others to develoCampbel] 510 U.S. at 592. The Second Circuit has
concluded that an alleged infringer has usurped the market for copyrighted woldiding the
derivative market, where ¢hinfringer’s target audience and the nature of the infringing content
is the same as the originalariou, 714 F.3d at 70%ee, e.g.Castle Rock150 F.3d at 145
(finding that aSeinfeldtrivia bookusurped the show’s market becatissubstituted foa
derivative market that a television program copyright owner would in generabgewdicense
others to develop). In conducting this analysmurts arémindful that ‘[tlhe more
transformative the secondary use, the less likelihood that the secondary usetssilistithe
original,” even though ‘the fair use, being transformative, might well harraven destroy, the
market for the original.” Cariou, 714 F.3d at 709 (quoting. at 145).

Furthermore, “[if is indisputable that, as a general matter, a copyright holder is entitled
to demand a royalty for licensing others to use its copyrighted work, and thawpihet ion
potential licensing revenues is a proper subject for consideration in asskedmgyth factor.”

Am. Geophysical Unigr60F.3dat 929 (internal citations omitted). As the Second Circuit has
noted, however, “were a court automatically to conclude in every case thatgddiesnsing
revenues were impermissyjdimpaired simply because the secondary user did not pay a fee for
the right to engage in the use, the fourth fair use factor vadwialysfavor the copyright holder.”

Id. at 930 n.17seealso Bill Graham Archives448 F.3d at 614.
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Defendants contend that the fourth factor favors a finding of fair use bdeaugédf has
not produced evidendhat itlost ary licensing revenue as a result of the, usehatFox News
ever attempted to oust Plaintiff from its licensing market, let alone that itduaged such a
market. Defs. Mem. L. 23-2%. NJMG counterghatthe unauthorized useere damaged the
licensing marketor the Work andthatwidespreadopying of the same sastould greatly
diminish Plaintiff's copyright Pl. Opp. Mem. L. 23.

The Court finds that this factor weighs against fair use. As discussed diwove, t
Combined inage is not substantially transformativedoes not present an “entirely different
aesthetic” but instead relies upon Werk’s original subjects and settinig retain he Work’s
historical meaning. And it is thigstorical meaning tht has allowed the Work to remain
popular to this day, as evidenced by the fact that NJMG has raised more thandiLimilli
licensing revenue from the Work to date. Indeed, there is no dispute that NJMGywahkich
“inundated”with licensing requests at the time of the Work’s original publication, still maintains
an active licensig program for the photograph, including by licensing the Work to media
entities for editorial useorecisely the type of use Defendants urge they intended here. Fox
News'’ interest in the Combined Image therefore poses a very real dangén¢éhauch media
organizations will forego paying licensing fees for the Work and instead op tbei€ombined
Image at no cost. Accordingly, given the predominance of the Work in the Combined timeage,
posting on the Pirro Facebook Pagses anuchgreater danger tNJMG thansimply the loss

of licensing revenuefsom thisonetime use.

9 Defendants also claim that Plaintiff is aware of, but has done littlepo widespread unlicensed uses of the
Work, and that NJMG's “newfound and porous (or selective) enforceréits’ copyright in the Wdeimplies that
“stray internet uses” of the photograph are not substitutes for, anchbueurped the market for, the WoilRefs.
Mem. L. 24, 25.
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The district court’s analysis Fitzgeraldis instructive. There the court found that the
fourth factor “must go” in the plaintiff photographer’s favor becaG&S Broadcasting, Ints
(“CBS”) use of photographs of an alleged mobster followingisst was “paradigmatic of the
only market the photographs could reasonably have: licensing to media outfits.” 491 F. Supp.
2d at 189. The court noted thalile there was no significant demand for “8x10 glossies” of a
mobsterthe market for media licenses for the photographs clearly exiktedndeed, various
media organizations used the photographs more than 20 times, resulting in over $60,000 in fees
and settlements for the same kind of ase¢hat employed by CB3d. While theCombined
Image is in the Court’s viewmarginallymore transformative than the cropped image used in
Fitzgerald thecontinued demandbr the Workfor editorial usesuggests tht thepurporeduse
for commentarjhere was likewise paradigmaté€ a primary market for the photogragh.

The fourth factothereforeweighs against a finding of fair use.

e. Overall Assessment

Weighing the results together, in light of the purposes of copyright, the Court cannot

conclude as a matter of law that Defendants’ use of the Work was fair. Matertabmgies fact

exist concerning the purpose of the Combined Image’s use, precluding a detemuhtte

20 Finally, Defendants’ argument thtite fourth factor favors fair use because Plaintiff has not presevigiehce

that itlost even a single dollar of licensing revenue is unavailing. As the S&iandt stated irBill Graham
Archives the court’s role with respett the fourth factor is to “look at the impact potentiallicensing revenues

for ‘traditional, reasonable, or likely to be developed markets.” 448 F.3d gefighasis addedjuotingAm.
Geophysical Union60 F.3d at 930kee alsdringgold v. Black Entm’t Television, Iné¢26 F.3d 70, 81 (2d Cir.
1997) (noting that the plaintiff was not required to show a decline inuiner of licensing requests for the work in
guestionbut instead that there was a traditigmahsonable, or likely to be developed market for licensing the
work). And in Castle Rockthe Second Circuit found that tfaurth factor favore@®einfelds production company
where there was no evidence that the publication of the allegedly infiitrgyia book diminished the show’s
profitability. 150 F.3d at 136The court noted that although the plaintiff evidenced little if any interestioitrg
the market for derivative works based $#infeld the copyright law must respect that creative and economic choice.
Id. at 14546.
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first statutory factor. The second factor weighs in favor of fair use, but that factor is only rarely
determinative and is not so in this case. The third factor is neutral. The fourth and most
important factor weighs against fair use. Accordingly, Defendants’ motion for summary
judgment must be denied.

V. Conclusion

For the reasons set forth above, Defendants’ motion for summary judgment is DENIED.

The Clerk of the Court is respectfully directed to terminate the motion. Doc. 31.

It is SO ORDERED.

Dated:  February 10, 2015
New York, New York

72 o

Edgardo Ramos, U.S.D.J.
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