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UNITED STATES DISTRICT COURT DOC UMENT
SOUTHERN DISTRICT OF NEW YORK ELECTRONICALLY FILED |
---------------------------------------------------------------------- X DOC #:
; DATE FILED: 03/30/2015
MICHAEL WARD, d/b/a BRAINTEASER

PUBLICATIONS,
13-CV-7851(IMF)
Plaintiff,
MEMORANDUM OPINION
-v- : AND ORDER

BARNES & NOBLE INC., et al.,

Defendants.

JESSE M. FURMANUNnited States District Judge:

By Opinion andOrder entere@ebruary 23, 2015, this Court denied in part and granted in
partthe motion for summary judgment of Defendants Barnes & Noble, Inc., Sterlingtogplis
Co., Inc. (“Sterling”), Francis Heaney, and Patrick Blindguaellectively, “Defendants™ith
respect tdPlaintiff Michael Ward’s claims for copyright infringement and trade dress
infringement (along with related state law claimSeeWard v. Barnes & Noble, IncNo. 13-
CV-7851 (JMF), — F. Supp. 3d —, 2015 WL 765833 (S.D.N.Y. Feb. 23, 200&r( I").

Plaintiff, in relevant part, allegethat Defendants — who, pursuant to a series of publishing
agreements between the parties, published a “Scratch and Solve” seriesrstiytaeold

game Hangmannder Plaintiff's name, anegistered copyrights to the same in Plaintiff's name
— infringed Plaintiff's U.S. copyrights and a New Zealand copyright through their pudnicat
of similar books undesthers’names.The Courtgranted summary judgment with respect to
Plaintiff's claims tha{1) Defendants infringed hidew Zealand copyrighand(2) illustrations

and artwork published by Defendamtfringedhis U.S. copyrights, but denied summary

judgment with respect to Plaintiff's claim thastructions in the books published by Defendants
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infringed his U.S. copyright&he “Instructions Claim”) Defendants now move fpartial
reconsideration of the Court’s Opinion and Order, arguing that the Court should have also
granted Defendants’ motion for summary judgment with respebetostructions Claim.
(Docket No. 41). Upowareful consideration of the partiesibmissbons and the summary
judgment record, Defendants’ motion is DENIED.

Motions for reconsideration are governed by Rule 59(e) of the Federal Ruleslof Civi
Procedure and Local Civil Rule 6.3, which are meant to “ensure the finality oiotscand to
prevent the practice of a losing party examining a decision and then pluggings$haf gdost
motion with additional matters.Medisim Ltd. v. BestMed LL.Glo. 10CV-2463 (SAS), 2012
WL 1450420, at *1 (S.D.N.Y. Apr. 23, 2012) (internal quotation marks omittedldistrict
court has broad discretion in determining whether to grant a motion [for recotisitera
Baker v. Dorfman239 F.3d 415, 427 (2d Cir. 2000). Such a motion “is appropriate where ‘the
moving party can point to controlling decisions or data that the court overlookedtters, in
other words, that migheasonably be expected to alter the conclusion reached by the court.”
Medisim 2012 WL 1450420, at *1 (quotirig re BDC 56 LLC 330 F.3d 111, 123 (2d Cir.
2003)). “The major grounds justifying reconsideration are an intervemiagge in controlling
law, the availability of new evidence, or the need to correct a clear error enpraanifest
injustice.” Terra Sec. ASA Konkursbo v. Citigroup, |r820 F. Supp. 2d 558, 560 (S.D.N.Y.

2011) (quotingvirgin Atl. Airways, Ltd. v. Nat'l Mediation Bd956 F.2d 1245, 1255 (2d Cir.

! In conjunction with his opposition to Defendants’ motion, Plaintiff submitted a

declaration with attached exhibiteDocket No. 45).Local Civil Rule 6.3makes clear, however,
that on a motion for reconsideration, “[n]o affidavits shall be filed by amtymnless directed

by the Court.” Local Civ. R. 6.3. As the Court did not request affidavits — and its review on a
motion for reconsideration is, as the Rule indicadesl for good reasongenerally limited to

the record that wasefore it on theriginal motion— the Court will not consider Plaintiff's
declaratioror the attached exhibits



1992)). It is well established that the rules permitting motions for reconsmhenatist be
“narrowly construed and strictly applied so as to avoid repetitive arguimemtsues that have
been considered fully by the [Clourtlnited States v. TreaciNo. 08CR-0366 (RLC), 2009
WL 47496, at *1 (S.D.N.Y. Jan. 8, 2009) (internal quotation marks omitted).

Applying those standards here, Defendants’ motion flsfendants argurst that
reconsideration is warranted because the Court’s denial of summary judgthengispect to the
Instructions Claim conflicts with its “own factual finding thiatvas Sterling thahad created
and contributed thef[] instructiorign the “Scratch and Solve” serie@Mem. Law Supp. Defs.’
Mot. Partial Reconsideration Court’s Feb. 23, 2015 Op. & Order (Docket No. 42) (“Defs.’
Mem.”) 2, see alsdefs.” Reply Mem. Law Further Supp. Mot. Partial Reconsideration (Docket
No. 50) (“Defs.” Reply Mem.”) L Butthe Court made no such findingsteadjt found that the
initial instructions, althougfirst drafted by Sterlingwere developed after a “baekdforth”
betweerPlaintiff and the publisher.Ward |, 2015 WL 765833, at *3). An@sDefendants
themselves admit, tiseinstructions vere later “edited” in ways that as discussed below —
resembled irtsuctions that Plaintiff wrotedr his New Zealand Book. (Defs.” Mem. 3 n.1).
Given that, and the plain language of the copyrigids Sterling itselfegistered— indicating
that Plaintiff's authorship covered the “text” or “entire teaf'thebooks produced under the
publishing agreement — the Court thus ruled that it could not con@sdermatter of law, that
Defendants did not infringe Plaintiff's U.S. copyrights in the instructiolts.af *8; seeDecl.
Barry JanayOpp’'n Defs.” Mot. Summ. J. (Docket No. 32) (“Janay DecEY, FB.

None of Defendants’ arguments on their motion for reconsideration waardiifsrent
conclusion now.The Copyright Act makes cledhat“the certificate of a registration . . . shall

constitute prima facie evidence of the validity of the copyright and of thediatés! in the



certificate.” 17 U.S.C. § 416). As one of the “facts stated” on the certifieatis that Plaintiff is
to be considered the author of the “text” or “entire text” of the bookkghelal by Sterling—
terms thanecessarily include the book’s instructions — “the initial burden is on the defgsjdant
to introduce evidence sufficient to overcome this presumptive validitgn Cleef & Arpels,
Inc. v. SchechteB08 F. Supp. 674, 676 (S.D.N.Y. 1969he factthat Sterling provided an
initial version of theé'Scratch and Solvethstructions to Plaintiffand Plaintiff voiced objections
(seeDecl. Louis SEdererSupp. Defs.” Mot. Summ. J. (Docket No. 21) (“Ederer De&3),
13)) does not, by itself, establish authorskspa matter of law, as later venss of the books’
instructions differed significantly from those fitsged in the “S@atch and Solve” series.
Notably, thee later instructionsmcludelanguageused in the instructions drafted by Plaintiff for
his New Zealand Book.Compare, e.gJanay Decl., Ex. FF (instructionsTough Hangman
begiming with “It's simple, easy, and funi}ith Ederer Decl., Ex. @9instructions tdPlaintiff's
New Zealand book beginning with “It's simple, easy and great fifn”)).

The Second Circuit has hetldat “[a]uthorship is generally a question of fact for the
jury.” Medforms, Inc. v. Healthcare Mgmt. Solutions, ,I280 F.3d 98, 110 (2d Cir. 2002).
Given thatand the fact thabterlingitself registered copyrights that seemiteliethe argument it
now advancessge e.g, Ederer Decl., Ex. 18 at 2 (noting, likeepious agreements between
Plaintiff and Sterling, that “Publisher . . . agrees to copyright any Work in Astharhe with

the U.S. Copyright Office”), the Court could not, and cannot now, grant summary judgment on

2 Thatis not to say that Plaintiff has any remaining copyright claim with respect tcelis N

Zealand Bookas towhich the Court already granted summary judgment based on, among other
things,alack of substantial similaritySeeWard |, at *5-6. Insteadthe factthat later versions

of the U.S. instructions incorporated language previously written by Plaingfiesran issue of

fact as to whether he authored (and hewtether his U.S. copyright covered) those later
instructionsgiving rise to a copyright infringement claim with respect to the similar instructions
in theother books published by Defendants. (Janay Decl., Ex. FF).



Plaintiff's Instructions Claim.SeeMaurizio v. Goldsmith84 F. Supp. 2d 455, 466-63.D.N.Y.
2000 (“While [Plaintiff's] ideas and suggestions are not copyrightable, language which she
produced as a tangible form of expression (in the outline or draft chapters) ahdwalki
intended to and did indeed merge with Goldsrsithork in FWC may be copyrightable. . . .
[T]he question of whether the language was independently creaiethioyiff] is disputed, and
thus one for the trier of fa¢}, aff'd, 230 F.3d 518 (2d Cir. 200®ee alsdVNard |, 2015 WL
765833 .at *8 (noting that the wording of instructions for the playing of a game is itself
copyrightable so as to prevent a literatlmsely paraphrased copying” (internal quotation marks
omitted))3

Defendants alsoontend that reconsideration is vearted becausene paragraph in
Plaintiff's original, improperlyfiled Rule 56.1 statement describes the “content for which
Plaintiff had a United State®pyright” as “the text or words thebmprised the solutions to the
various hangman puzzlés(DocketNo. 28, 133 (emphasis addedeeDefs.” Mem. 34; Defs.’
Reply Mem. $. This argument is unavailing for two reasons. First, o thetion for
summary judgment, Defendants argued only that this statement supported thearatigainthe
copyright did not extend to thikustrationsin the various books, nditat italsoestablished that

the copyright did not extend to the books’ instructiorSongpareDefs.” Reply Mem. Law

3 The Court notes that Defendants have never argueBliatiff’'s copyright claimfails
because hand Defendants (or Sterling specifically) were joint auth&eseKwan v. Schlein

634 F.3d 224, 229 (2d Cir. 201X)K]ecausecoauthors cannot sue one another for copyright
infringement[Plaintiff] cannot recover unless [he or] she was the sole author” of the disputed
work (internal citations omittedt) cf. Thomson v. Larsori47 F.3d 195, 206 (2d Cir. 1998)
(noting that this Circuithas not decided whether a person who makes aaoninimis
copyrightable contribution but cannot meet the mutual intent requirement of co-aighors
retains, in the absence of a wddt-hire agreement or of any explicit contractual assignment of
the copyright, any rights and interests in his or her own contribution.”).



Further Supp. Mot. Summ. J. (Docket No. 35) (“Defs.” Reply Suthriilem.”) 5 with id. at 6
n.11). Defendants’ new argument that this statement should also be considered sooahetss
theinstructionsare not part of the “text” or “entire texiti which Plaintiff owned copyrights —
despite the plain language of tta@pyright registrations indicating otherwiseis thereforenot a
proper ground for seeking reconsideration of the Court’s prior o&eGonzalez-Blanco v.
Bank of Am., N.ANo. 11CV-7139 TPG), 2012 WL 19383, at *1 (S.D.N.Y. Jan. 3, 2012) (“A
motion for reconsideration should be denied where the party seeking consideration aigesly r
new arguments and issues it could have raised on the underlying mpaoandrdWeiss v. El Al
Israel Airlines, Ltd, 471 F. Supp. 2d 356, 359 (S.D.N.Y. 2006).

Second, and in any event, Defendants still must overcome the presumption of authorship
established byhe copyright registrationSterling filed See Van Cleef & Arpel808 F. Suppat
676. One sentence in an impropefiled Rule 56.1 statementh@t Defendants themselves
fought vehemently to exclude atidht the Court ordered Plaifftto re-file), on a pointhat
Plaintiff in fact disputes in higperdive Rule 56.1 Statement, is not enougllédeatthat
presumption.SeeHuurman v. FosterNo. 07€CV-9326 (MHD), 2010 WL 2545865, at *11
(S.D.N.Y. June 21, 201@)A party can rebuthe presumption of validity by providing evidence
of a material issue of fact concerning the copyrighthe presumption of validity is overcome,
the burden of proof shifts back to the party claiming the copyright to prove thabitigias
and copyrightable subject matter and owns the safinéetnal citation and quotation marks
omitted)). (Docket Nos. 30-31compareDocket No. 28, § 3&ith Docket No. 33, 1 27 (denying
that Plaintiff's U.S. Copyright covered “the ‘textr words, that comprised the solutions to the
various Hangman puzzIgs And while the Court did reference Plaintifisdatement in rejecting

his argument that his registered copyrights covered the interior arandrilustration®f the



“Scratch and Solve” serieg/ard |, 2015 WL 765833at *7, thestatementvas not essential to
the Court’s conclusioninstead the Court rejected Plaintiff's U.S. copyright claased on the
“Scratch and Solve” illusationsprincipally because the plain languageled copyright
registrations indicated thhats authorship extended ordg far as the “text— the same reason
the Court could not grant summary judgment on Plaintifi&ructions Claim Seed. at *7-8.
Plaintiff's claim of infringement with respect to the instructions is far from
overwhelming, as there is certainly evidence in the re@octuding, perhaps, Plaintiff's initial
Rule 56.1 Statement — the admissibility of which the Court need do¢sslherefrom which a
reasonable jury could conclude that Sterling was the author. But given — among otjethi
Sterling’s own statements in the copyright registrations and the similaritiesdretire
instructions at issuleereand in instructions in Plaintiff’'s New Zealand book, the issue of
authorship is one for the jury to decide at trial, not for this Court to decide on summary
judgment. See Medform=290 F.3d at 11Gsee alsdMaurizio, 84 F. Supp. 2d at 467[(]he
guestion of whether the language was independently creaf@liff] is disputed, and thus
one for the trier of fact); Sutton Imp.-Exp. Corp. v. Starcrest of Calii62 F. Supp. 68, 70
(S.D.N.Y. 1991) (“Authorship is . . . an issue of fact precluding summary judg[Jmevibf)ta
v. Omni Publications Int’l, Ltd.741 F. Supp. 1107, 1112-13 (S.D.N.Y. 19@®nying summary
judgment because, among other thirtge,parties raised “genuine issues of makéact with
respect to Morita’s and Kasi'telative contributions to the projé¢hat was the subject of the
copyright infringement claimyacated by consent judgme@60 F. Supp. 45 (S.D.N.Y. 1991).
Notably, the case Defendamédy on most heavily in their reply memorand(iefs.” Reply
Mem. 7-8) — Defendants insighat Plaintiff's claim should be dismissed because he, like the

plaintiff in that case, did not author the disputed work — was decided after a bench taalanot



motion forsummary judgmentSeeRichard J. Zitz, Inc. v. PereirdNo. 99-9399, 225 F.3d 646,
2000 WL 1239830, at *3, 5 (2d Cir. Aug, 31, 200@)ymmary order)see alsd\. Forest Dev.,
LLC v. Walden Ave. Realty Assdd.C, No. 06€CV-378 (JJM) (RJA)2009 WL 5959961, at *3
(W.D.N.Y. July 22, 2009}"Zitz was decided fédwing a bench trial, not on a motion for
summary judgmentBased on the record before [the Court],ddhnot determine as a matter of
law whether North Forest is or is not the author of the copyrighted drawings.”).

For the foregoing reasons, Defenttamotion for reconsideration is DENIED. Pursuant
to the Court’s Order of March 4, 2015 (Docket No. 44), the parties’ Joint Pretrial @rdler
related materials— the substance of which are outlined in the Court’s summary judgment
opinion,seeWard |, 2015 WL 765833, at *11, and the Court’s Individual Rules and Practices —
are dugwenty-one days from the date of this Memorandum Opinion & Order. Unless the Court
orders otherwise for good cause shown, the parties shall be ready fordnatéks themfter.
And finally, if the parties are interested in a referral to Magistrate Judge MaagiEmset
purposes, they shall so advise the Court by joint letter as soon as possible.

The Clerk of Court is directed to terminate Docket No. 41.

SO ORDERED.

Date March 30, 2015 ;
New York, New York ESSE RMAN

nited States District Judge




