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JESSE MFURMAN, United States District Judge:

This rancorous patent litigation, familiarity with which is assumed, involves two
manufacturers of sheet pile wall systems, whiclhoften used to construct temporary walls to
retain soil or water After Defendant PilePro, LLC (“PilePro”) accusktiintiff Skyline Steel,
LLC (“Skyline”) of violating one of its patents, Skyline sued PilePro, seeking declarations of
non-nfringement and patent invalidigs well as damages under the Lanham Act, B5QJ
8 1051 et seg. and state lawFollowing earlier motion practice and PilePro’s dedication of the
patent at issue to the publichat remains ar8kyline’sLanham Act and state law claims,
limited to a narrowangeof PilePro’sconduct. PilePro now moves, pursuant to Rule 56 of the
Federal Rules of Civil Procedurfiey summary judgmendn all of Skyline’s remainig claims;
Skyline does not cross-move for summary judgment, but nevertheless contends in its opposition
paperghat it is entitled to sumary judgment orseverabf its claims. Skyline also moves for
attorneys’ fees iconnection with PilePro’s violations of its discovery obligations. For the
following reasons, PilePro’s motion for summary judgmemENIED in its entiretyand

Skyline’srequesiand motiorare GRANTED in part and DENIED in part
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BACKGROUND AND PROCEDURAL HISTORY

The following undisputeéacts ae taken from the Court’s prior opinions and, where
relevantnew material submitted by the partieconnection with this motion. As noted,
Skyline and PilePro both sell the components of sheet pile wall sys&aasSkyline Steel, LLC
v. PilePro, LLC 101 F. Supp. 3d 394, 397-98 (S.D.N.Y. 2019k§/line SJ Op). At the time
this suit was filedPilePro owned United States Patent No. 8,556,543 (the *’543 Patent”), which
was issued on October 15, 2013, and covargdrticular way of making sheet pile wall
components with at least one interlockee idat 398. Skyline is the distributor of a sheet piling
sysem, called the “HZM Systemgee id, manufactured by ArcelorMittal Commercial RPS in
Luxembourg ¢eeDecl. Aldo A. Badini (“Badini Decl.”) (Docket No. 466), Ex. 9, at 153-64
The HZM Systeminvolves three components: King Piles, AZ Piles, and connecgas.Skyline
SJ Op, 101 F. Supp. 3d at 400. On October 23, 20i3,gight days after th&43 patent
issued, Skyline received a letter from PilePro stating thab#&Patent “may cover” the HZM
System.Seed. at 398. PilePralsosent letterso several of Skyline potential customers —
including one contractor, John Madonna Construction Com@&tgdonna”), that had already
entered into a contract with Skyline to purchase the HZM Systewarning them that
Skyline’s HZM System might infringand thatPilePro mightseek to hold them liable for
damages.See id.Further, fromapproximately mieNovember 2013 through January 24, 2014,
PilePro posted warnings (the “Infringement Warnings”) on a public websité tprates,
www.isheetpile.com, stating that the HZM System “infringes a U.S. Pawergd by PilePro,
LLC.” Id.

Skyline filed this action on November 15, 2013, seeking a declaration that the HZM

System does not infringe the '543 Patent and that the '543 patent is invalid. (Docket Bo. 1)



December 202013,it amended the Complaint to add Lanham Act and state law claims. (Docket
No. 3). In July 2014, PilePro filed a motion to dismiss, arguing that the 2okedjurisdiction

in light of an unconditional covenant not to subadgranted Skyline. (Docket No. 38ee

Pilepro’s Mem. Law Supp. Mot. To Dismiss Counts One & Two Skyline’s First@ompl.

(Docket No. 39) 1). In response, Skyline filed a Second Amended Complaint (Docket No. 58)
(the “Complaint”), and PilePro filed a second motion to dismiss (Docket No. 62). On Septembe
23, 2014, after a claims construction hearing, the Court adopted Skyline’s proposembaefini
“material accumulation” as “material giving the sheet pile component a thickrezderghan at

its least thickness” Docket No. 89 (“Hearing Tr.”), at 59-60; Opening Claim Constr. Br. PI.,
Skyline Steel, LLC (Docket No. 54) (“Skyline’s Claim Construction BL3), and giving the
phrasé‘free of material accumulation” itplain and ordinary meaning” (Hearing Tr. 65-66;

Def.’s Responsive Claim Construction Br. (Docket No. 59) (“PilePro’s Claim Gontistn Br.”)

24). The Court also denied PilePro’s motion to dismiss, and granted Skyline permisgeon to f
an earlymotion for partiakummary judgment. (Docket Nos. 83-84, 89).

On April 24, 2015, the Court ruled &kyline’s motion for partial summary judgment.
SeeSkyline SJ Opl101 F. Supp. 3d 394. The Court granted Skyline’s motion with respect to its
noninfringement claim, agreeing that tH&M System did not infringe the '543 Patei@ee id.
at 400-03. The Court, however, denied Skyline’s motion with respect to the issue ofrwhethe
PilePro had acted in bad faith in accusing the HZM System of infringemeatdasary element
of most, if na all, of Skyline’s state law and Lanham Act claims), and spontgranted
summary judgmernih favor of PilePro on the question of bad faith for all of its conduct except
its sending of a letter toladonna on November 1, 20{tBe “Madonna Letter’;)statng that

PilePro had “heard that infringing components may currently be in the coutsbwvefry to



[Madonna’s] project site."See idat 403-07. The Court also granted Skyline’s motion for
spoliation sanctions, and ruled tialeProwas precludedffom arguing that (1) Skyline is not
entitled to damages because it cannot identify anyone who saw the infringenmengwar
determine the effect of that warning on the people who did see it; and (2) sigtyffesver
people visited the Website dugithe relevant time period than during the timrewhich Google
Analytics data is available.Id. at 412.

ThereafterSkyline filed a motion for reconsideratioseeDocket No. 334), which the
Court grantedn one respect— namely, with respect tBilePro’s bad faith in postirthe
InfringementWarnings about the connectors and the AZ Piles — and otherwise d&aied.
Skyline Steel, LLC v. PilePro, LI.€3-CV-8171 (JMF), 2015 WL 3739276 (S.D.N.Y. June 15,
2015)(“Skyline Recons. Op. Further, on July 22, 2015, the Court ruled that PilePro had
waived its attorneylient privilege with respect to communications regarding the scope of the
'543 Patent, and permitted discovery to be reopened for the limited purpose of discatery rel
to PilePro’scommunications with counsel concerning the '543 Pat8ee Skyline Steel, LLC v.
PilePro, LLC 13CV-8171 (JMF), 2015 WL 4480725, at *3 (S.D.N.Y. July 22, 201G
November 25, 2015, after some additional discovery disputes not relevargdesre.g.Docket
Nos. 452, 458)PilePro filed a notice of its dedication teetpublic of the '543 Patent; on
December 11, A5, the parties stipulated dismissal ofSkyline’s claim seeking a declaration
that the'543 Patent is invalid. SeeDocket Nos. 432, 453).

As a result of thislightly tortured history, Skyline’s remaining claims are: Caiitree
and Four, for violationsf the Lanham Act15 U.S.C. § 1125(a)(@) and(B); Count Five, for
unfair competition; Count Six, for tortious interference with contract; Count Sewen, f

interference with business relations; Count Eight, for violation of New York @eeBasiness



Law, Sections 349 and 350; and Count Nine, for violation of California Business & Professions
Code, Sections 17200-17210 and 1750kReeDocket No. 58). PilePro moves for summary
judgment on all of thoselaims. GeeDocket No. 446).
LEGAL STANDARDS

Summary judgment is appropriate when the record demonstrates that thergemaine
disputes as to any material facts and that one party is entitled to judgraematter of law.See
Fed. R. Civ. P. 56(cCelotex Corp. v. Catretd77 U.S. 317, 322 (1986). A genuine issue of
material fact exists “if the evidence is such that a reasonable jury could retndict for the
nonmoving party.”Anderson v. Liberty Lobby, Inel77 U.S. 242, 248 (1986). The moving
party bears the initial burden of imfoing the court of the basis for its motion and identifying
those portions of the pleadings, depositions, answers to interrogatories, andoasnoisdile,
that demonstrate the absence of a genuine dispute regarding any materis¢éied. R. Civ.
P. 56(c);Celotex 477 U.S. at 322. “In moving for summary judgment against a party who will
bear the ultimate burden of proof at trial, the movant’s burden will be satisheccdn point to
an absence of evidence to support an essential element of the nonmoving party’s claim.”
Goenaga v. March of Dimes Birth Defects Fould. F.3d 14, 18 (2d Cir. 1995) (citi@elotex
477 U.S. at 322-23). In ruling on a summary judgment motion, all evidence must be viewed in
the light most favorable to the non-moving pa@yerton v. N.Y. State Div. of Military & Naval
Affairs, 373 F.3d 83, 89 (2d Cir. 2004), and the court must “resolve all ambiguities and draw all
permissible factual inferences in favor of the party against whom summamygatg sought,”
Sec. Is. Co. of Hartford v. Old Dominion Freight Line, In891 F.3d 77, 83 (2d Cir. 2004).
Summary judgment may be granted against the moving party, even in the absefoceaf a

motion and without notice to the moving party, if “first, there are no gemssoes of material



fact and the law is on the side of the nonmoving party, and, second, the moving party had an
adequate opportunity to come forward with all of its eviden&kylineSJ Op. 101 F. Supp. 3d
at406;see Coach Leatherware Co. v. AnnTaylor,,1883 F.2d 162, 166-67 (2d Cir. 1991);
Orix Credit Alliance, Inc. v. Horterf65 F. Supp. 481, 484 (S.D.N.Y. 1997).
DISCUSSION

PilePro argues that summary judgment is warranted in its favor becausenaesettle
agreement deprives this Courtsaibjectmatterjurisdiction; because it acted in good faith with
respect to the Madonna Letter (specifically, because it could have reasonevgdibht
Skyline was liable for infringement on the basis of importgtibecause Skyline has shown no
damayes resulting fronPilePro’s conduct; and because Skyline fails to meet the elements of
certain of its state law claims. Skyline, for its part, contends that it is entitled to summary
judgment on all of its claims because of new evidgmogingPilePro’sbad faith and because
PilePro fails to challenge its damages calculations or certain of its statkaians.cThe Court
will address eaclssuein turn, and theaddressSkyline’s motion for attorneys’ fees.
A. The 2011 Settlement Agreement

Given that subjeamatter jurisdiction is a threshold issseg, e.g.United Republic Ins.
Co., in Receivership v. Chase Manhattan B&16 F.3d 168, 170-72¢ Cir.2003),the Court
begins with PilePro’s contentidhatjurisdiction is lacking in lighbf a settlement agreement
and covenant not to sue that the parties entered in 2011 (the “2011 Settlement Agreement”).
(SeeDef. Pilepro’sMem. Law Supp. Mot. Summ. J.0#&f.’s Mem) (Docket No. 447) 10).

Notably, in its opening brief, PilePro itselbesnot treat thessueas a threshold one -er as

! The 2011 Settlement Agreeména different agreement from the afatthe Court

addressed in a prionotion to dismisswhich relatedbnly to the King Piles and was signed on
June 30, 2014).SeeDocket Nos. 38, 39, 89).



much of an issue at all. Insteadidlegateshe issue to the final sian of its brief, and
addresse# in a single conclusory paragraph, without citatioa gnglelegal authority In its
reply brief, PilePro gies more prominende the issue and actually citeesme legal authority in
support of its argument — although it is hard to tell whether the increased prominanesuis
of greater conviction in the argument or a recognition by PilePro that its ofoenemts for
summary judgment are (for the reasons discussed below) loSeeDef. Pilepro’s Reply Mem.
Law Supp. Mot. Summ. J (“Def.’s Reply”) (Docket No. 472) 2-5). In any event, it would be
troubling indeed if —afteralmost three years of contentious litigation and many rounds of
motion practice resulting in at leastvensubstantive opinions filed by the Court — it turned out
the Court lacked subjeatatter jurisdiction and was compelled to dismiss the caseurfately,
PilePro’s argument is patently misguided.

As an initial matter, the issuenstjurisdictional. Settlement agreements or covenants
not to suecandeprive a court of subjeatatter jurisdictionbut onlyif they eliminate any live
case or combversy between the partieSeg e.g, Super Sack Mfg. Corp. v. Chase Packaging
Corp, 57 F.3d 1054, 1060 (Fed. Cir. 199H)gher One, Inc. v. TouchNet Information Sys.,,Inc.
No. 10-CV-1435 (AWT), 2014 WL 4798546, at *4-5 (D. Conn. Sept. 26, 2014). Applying that
principle, he Federal Circuit hdseld that a covenant not to sue deprives a court of subject-
matter jurisdiction to adjudicate declaratory judgment claims, but does not do sespigctrto
otherclaims such as infringementSee Highwa¥quip. Co. v. FECO, Ltd469 F.3d 1027, 1033
n.1 (Fed. Cir. 2006)accordIn re Rivastigmine Patent LitigNo. 05MD-1661 (HB) (JCF), 2007
WL 1154000, at *4 (S.D.N.Y. Apr. 19, 20QBee also Rivastigmin2007 WL 1154000, at *2
(“[D]istrict courts haveuniversally applied Federal Circuit law in patent cases in order to

determine whether a court retains subject matter jurisdiction in the face cfreacdby the



plaintiff not to sue.”).Here, there are no pending claims for declaratory judgraadg live
case or controversy plaintgmains with respect to the rest of Skyline’s clairfvoreover,
Skyline alleges that the 2011 Settlement Agreement is void and may not even(SeeBL.

Skyline Steel, LLC’s Opp’n To Pilepro’s Mot. Summ. PK’s Mem?) (Docket No. 463) 22-

23). Accordingly, the Court plainly has subjentatter jurisdiction.See Revolution Eyewear,

Inc. v. Aspex Eyewear, In&56 F.3d 1294, 1300 (Fed. Cir. 2009) (holding that a covenant not to
sue did not deprive the court of juristion because the parties still presented a “controversy at a
level of sufficient immediacy and reality” (internal quotation marks omitted)).

Given that the issue is not jurisdictional, the Court need not and will not even address
PilePro’s argument. Ag general matter, a defendant waives any affirmative defense that it fails
to includein its answer.See, e.g.Curry v. City of Syracus&16 F.3d 324, 330-31 (2d Cir.

2003). Consistent with the Federal Rules of Civil Procedure, courts tend to trgpietioé t
argument PilePro raiséere as an affirmative defensgee, e.g.Ferguson v. FerranteNo. 13-
CV-4468 (VEC), 2015 WL 3404131, at *9 (S.D.N.Y. May 27, 2015) (discussing a settlement
agreement raised as an affirmative deferBagjey v. SearledNo. 06€CV-0480 (PCD), 2007
WL 184720, at *1 (D. Conn. Jan. 19, 2007) (simil&].1.C. v. Altholtz4 F. Supp. 2d 80, 84
(D. Conn. 1998) (similarsee alsd-ed. R. Civ. P. 8(c)(1) (listing “release” as an affirmative
defense that must be plead). Pirlgfhowever, did noallege thathe 2011 Settlement
Agreementvas a bar to Skyline’s clainis its Answer— or, for that mattertaise the issue in
any submission to the Court until the present motPitePro did allegeounterclaimon the
basis of the 2011 Settlement Agreementednterclaims that the Court later dismissaa the
ground that they were compulsory counterclaims in another act&@®.Skyline Steel, LLC v.

PilePro, LLGC 13-CV-8171, 2015 WL 999981, at *4-5 (S.D.N.Y. Mar. 5, 201But beyond



thosecounterclaimsPilePromade no referende the 2011 Settlement Agreementt;\Answer
at all, and certainlgid not raise theggeement as an affirmative defens8edDef. PilePro,
LLC’s First Am. Ans. & Counterclaims (Docket No. 119) 14).

To be sure, where an affirmative defense is not alleged in an answlatriet court may
still entertain[it] at the summary judgment stage in the absence of undue prejudice to the
plaintiff, bad faith or dilatory motive on the part of the defendant, futility, or undue détag
proceedings.”Saks v. Franklin Covey G816 F.3d 337, 350 (2d Cir. 2003ge, e.g.Sompo
Japan Ins. Co. of Am. v. Norfolk So. Ry.,@81 F. Supp. 2d 489, 495 n.8 (S.D.N.Y. 2012)
(rejecting the plaintiffs’ argument that the defendduatd waived the issue of a covenant not to
sue by not raising it as an affirmative defebhseause there was no evidence of bad faith or
delay). But those circumstances are plainbsant here. First, there are good reasons to find that
PilePro is acting in bad faith or with a dilatory motive given that it failed to invoke thHe 201
Settlement Agreement as a basis for dismissal until this late-stdlge second round of
summary judgrant practice and the umpteenth round of motion praciibe. Gurt severed and
dismissedPilePro’'sagreementased counterclaims a year and a half ago; PilePro had ample
time since (not to mention before than)assert the agreement as an affirmative defense
otherwise bring the agreement to the Court’s attention and failed to do so. Second, and in any
event, entertaininilePro’s argument at this late stageuld cause Skyline undue prejudice and
result in undue delay, as the Court would have to reopen discovery and entertain further motions
with respect to the validity and scope of the 2011 Settlement Agreement.

Finally, the validity and scope of the agreement are being litigated in anothe. See
Pl’s Mem. 22-23). Thus, if this Court were to rule on the issue, there would be a risk of

inconsistent rulings; and if this Court were to await a ruling in the other foruraultiw



undoubtedly cause significant dela@f. Skyling 2015 WL 999981, at *4 (notindpat the
counterclaims for bre&cof the 2011 Settlement Agreement “are all predicated ovalidity of
the Settlement Agreement ... [W]ere this Court to allow PilePro’s counterclaims to go
forward, both this Court and the Court in the New Jersey Action would have to deternaine, as
key threshold matter, whether the Settlement Agreement is, in factvahdsing the
possibility of inconsistent outcomes and a near certainty of duplicativesgfforhe fact that
the issue is being litigated in another forum also means tha@ dligd’s refusal to address the
issue will cause PilePro little or no prejudice. Should PilePro ultimately prevaguimg that
the 2011 Settlementgkeement is enforceabli¢ can presumablgeek damages for breach of the
agreemenin an appropriate forumThe bottom line is thahe existence of th2011 Settlement
Agreement is ndasisto delaythese proceedings, which are near 4regdy
B. The Madonna Letter

Turning to the meritRilePro argues that it is entitled to summary judgment because
Skyline cannot prove th@tacted in bd faith in sending the Madonnatter. GeeDef.’'s Mem.
3-7; Def.’s Reply 7). As the Court explained in iearlier summary judgment opiniosee
SkylineSJ Op, 101 F. Supp. 3d at 408kyline must prove bad faith in order to prevail on most,
if not all, ofits claims under stateaw andthe Lanham Agtseg e.g, Judkins v. HT Window
Fashion Corp.529 F.3d 1334, 1338 (Fed. Cir. 2008) (“To prevail on an untampetition
claim under section 43(a) of the Lanham Act stemming from a patentee’s na&etptivity in
support of his patent, the claimant must first establish that the activity wasaketen bad
faith.”); Dominant Semiconductors Sdn. Bhd. v. OSRAM GriB# F.3d 1254, 1260 (Fed. Cir.
2008) (“Federal patent law likewise preempts skatetort liability when a patentee in good

faith communicates allegations ofiingement of its pateri). Under Federal Circuit precedent

10



(which controls heresee Sanofi-Synthelabo v. Apotex, |iNo. 02€V-2255 (RWS), 2002 WL
1917871, at *3 n.2 (S.D.N.Y. Aug. 20, 2002)), to prbee faith, a plaintiff must satisfy two
elements First, the plaintifimust showthat the claims asserted were “objectively baseless”
that is, thatno reasonable litigant could realistically expect to prevail in a dispege
infringement of the paterit.Judkins 529 F.3d at 133@nternal quotation marks omitted);
accad Dominant Semiconductqr§24 F.3d at 1260. Second, the plaintiff must psaugective
bad faith, meaning that the “lack of objective foundation for the claimevtiasrknownor so
obvious that it should have been knowiKilopass Tech., Inc. v. Sidse Corp,. 738 F.3d 1302,
1310 (Fed. Cir. 2013) (internal quotation marks omitteih)e objective element “is a threshold
requirement.”Judking 529 F.3d at 1338. That is, “[a]bsent a showing that the infringement
allegations are objectively baseless, it is unnecessarydo ttea question of the patentge’
intent.” 800 Adept, Inc. v. Murex Sec., ,t839 F.3d 1354, 1370 (Fedir. 2008)?

PilePro’sprincipalarguments thatit did not act in objective bad faith in sending the
Madonna Lettebecaus¢he Madonna HZM Systems arrived in the United States on October 19,
2013 — four daysifterthe’543 Patent issued — afdtle 35, United States Code, Section
271(g) imposes patent liability on the basis of importati@eeDef.’'s Mem. 35; Def.’s Reply
7). In other words, PilePro asserts that a reasonable litigant could have exquectess in a

claim against Skyline premised on Section 271(g) because “Skyline coultémvdiable for

2 The Supreme Court’s decision@ttane Fitness, LLC v. Icon Health & Fitness, Ji&4

S. Ct. 1749 (2014), ch rejected the Federal Circuit’'s typart test for whether a case qualifies
as “exceptional” for purposes of Title 35, United States Code, Section 285, castostdrinen

the continuing validity of the two-part test for good faith in this cont®eealso Halo Elec.,

Inc. v. Pulse Elec., Inc136 S.Ct. 1923 (2016) (rejecting the Federal Circuit’s pax-test for
enhanced damages under the Patent Act). But neither the Supreme Court nor the iFedieral C
has explicitly disavowed the test to the extent it is relevant in this case. riFtivéhearties here

do not dispute that the two-part test applies; nor do they contend that the question ohbad fait
cannot be settled as a matter of law.

11



infringement for importing into the United States, or selling angig the United States, a

product made by a patented process, regardless of where the process isdesfommere the
product was ultimately made as long as it was imported or used during the tiéeisgued

patent.” (Def.’s Mem. 5)That argumenis borderline sanctionable, and certainly without merit.
Section 271(g) creates importation liability for produbtstare “made by a process patented in
the United States.” 35 U.S.C. § 271(g). Thus, for infringement to be found, “the patent [must]
be issued and in fored the timehat the process is practiced and the product is miade

Mycogen Plant Sci., Inc. v. Monsanto (262 F.3d 1306, 1319 (Fed. Cir. 200@nphasis
added)yvacated on other ground835 U.S. 1109 (20023eeMonsanto Co. v. Syngenta Seeds,
Inc., 503 F.3d 1352, 1360 (Fed. Cir. 2007) (“Infringement is not possible under § 271(g) when
[parts of] the claimed process are performed before the issuance of the patdefio dbes

not address this binding precedenteven after Sine discussed the precedent in its

opposition; and the only case upon which PilePro does rely involved a product that indisputably
had been made through a process that was patented at the time of manufaeaDef.’$

Mem. 4-5; Def.’s Reply 7).SeeZoltek Corp. v. United State872 F.3d 1309, 1323 (Fed. Cir.
2012) (noting that the product at issue had been “made using the patented process”).

In the alternativeRilePro argues that it is entitled to summary judgmetiit respect to
claims relatingo the Madonna Lettdrecause there is no evidence that Skyline suffered harm
from theletter. GeeDef.’s Mem. 79; Def.’s Reply 78). Skyline disputes that, contending that
it had to pay Madonna’s attorney’s fees when Madonna feared that it wdiddlbdor patent
infringement and that suffered economic harfmrom Madonna’s breach of contract and late
payment of fees.SeePl.’s Mem. 10-12).Drawing all reasonable inferences in Skyline’s favor,

as the Court musthé evidencés sufficient tosupport those contentionsSeePl. Skyline Steel,

12



LLC’s Respto Pilepro’s Statement of Undisputed Material Facts & Skyline’s Statement of
Additional Material Facts Pursuant to Local Rule 56.1 (“Pl.’s 56.1 Staténf@hfi46, 148-56;
Decl. Judith Gorog (Docket No. 46%) 1216). Moreover, the incident mayell have cost
Skyline goodwill and future business with the Madonna Company minimum theissueof
damages is disputédAccordingly, PilePro’s motion for summary judgment is DENIED with
respetto claims relating tthe Madonna Letter.

By contrast, the Court concludes tiitylineis entitled tosummary judgment on the
issue of bad faith because of new evidence since the €eartier summary judgmenpinion.
(SeePl.’s Mem. 89).% In thatopinion, the Court found dispute of material fact because there
was “no evidence in the record that PilePro actually knew when the comgomerdg
manufactured and shippedid because “while it may typically take twelve to sixteen weeks

from manufacture to delivery, there is evidence that that time can be reduced if there are

3 PilePro argues th&kyline’s payments tMadonna are not recoverable under Skyline’s
California causes of action because they were voluntary paymentsliigptesn “risk
assessmentiosts. HeeDef.’s Mem. 89). PilePro cite$wo cases in support of those
arguments, but neither persuasive.ln WesternGulf Oil Co. v. Title Ins. & Trust Cp206 P.2d
643, 648 (Cal. Ct. App. 1949), the Court merely held that the plaintiff could not recover
voluntary payments made the defendaninder the terms of their contract, where the payments
were neither coercatbr conditioned on any unfulfilled term#& Two Jinn, Inc. v. Gov’

Payment Serv., Inc233 Cal. App. 4th 1321, 1334 (Cal. Ct. App. 2015), the Court held that the
plaintiff could not recover the costs it incurred in investigating the defendantivsties before
bringing suit. PilePro does not cite, and the Court has not fanyauthority holding that
attorneys’ fes paid to a third party because of a defendant’s illegitimate threats are not
recoverable under California lavCf. Two Jinn 233 Cal. App. 4th at 1334-35 (distinguishing
that case fronHHavens Realty Corp. v. Colematb5 U.S. 363 (1982), in whiche Caurt found

that the plaintifthad suffered an injury becauséad to expend resources to counteract the
defendants’ unlawful conduct in order to be able to contitsugusiness activities).

4 Although the Court would be on firm grounchgiasng Skyline’s request for summary
judgment on the ground that it is not entitled to a second bite at the summary judgmerthappl
existence of new— and undisputed- evidence justifies revisiting the issue. Notably, PilePro
does not take issue withd fact that Skyline requests summary judgment in its favor having
previously been granted leave to file an early motion for summary judgment.

13



products on the ground and some of the (covered) manufacturing steps have already
occurred.” Skyline SJ Op101 F. Supp. 3d at 404 (quotation marks omitt&ijcethat
decision, however, evidence has emerged showing that PilePro knew that:

(1) the Madonna HZM System was manufactured in LuxembeaaBadini
Decl., Ex. 9, at 153-54);

(2) it took a minimum of twelve, and “typically” at least sixteen weeksan
HZM System going from Europe to California “to be manufactured, prepared,
shipped, and delivered” (Badini Decl., Ex. 7, at 209-11 (testimony of Roberto
Wendt, PilePro’s chief executive officer);

(3) the Madonna HZM System had arrived in California and was on its way to the
Madonna project site by October 30, 2048=Badini Decl., Ex. 39 (October
30, 2013 email to Rob Wendt stating that “the material [for the Madonna
project] is coming through Long Beach right novd'’, Ex. 40 (October 30,
2013 email fronPilePro to German patent counsel stating “[w]e just learned
today that another large infringing shipment is just arriving at the US port”)

Fromthose factswhich are undisputed, follows that PilePro knew that the Madonna HZM
System was manufactured before '3 Patent issued — a conclusion that PilePro does not
even contest Given that, and the law discussed abowe,reasonable litigant could realistically
[have] expeded] to prevd in a disputeover infringement of the patehtJudking 529 F.3d at
1338. Accordingly, Skyline has establishdgjective bad faith as a matter of law.

The evidence also supports Skyline’s contention that PilePro acted in subjectivietbad fa
in sending the Madonna Letter. As noted, subjective bad faith “requires proof thaktbé la
objective foundation for the claim was either known or so obvious that it should have been
known by the party asserting the clainKilopass 738 F.3d at 1310. lits prior summary
judgment opinion, the Court did not reach the subjective bad faith question, but noted that at that
stage “the evidence would support (though not compel) a finding of subjective bad faith on
PilePro’s part.” Skyline SJ Op101 F. Supp. 3d at 405 n.5. It is now undisputed that PilePro

knew that the Madonna HZM System could not have been manufactured after the '543 Patent

14



issued, based on the known place of origin, the known minimum travel time, and the known date
of arrival. PileProherefore knevor should have known that it lacked an objective foundation
for its infringement claim.Notably, PilePro does not rebut, or even challenge, that conclusion.
The parties do dispute the involvement of PilePro’s outside counsel, Bdmdier &
Flexner LLP(“Boies Schiller”) in reviewing the Madonna LetterS€ePl.’s 56.1 Statement |1
204-206; Pl.’'s Mem. 9-10; Def.’s Reply 8). It is undisputed, however, that Boies Skbhdler
not providedPilePro with an infringement analysidhen he Madonna Letter was seahd
informed PilePro sometime after October 2813, “that even though they might strongly
believe that there was infringement, it would be more prudent to do an infringemenisanalys
and that sending these letters was crgatinery real risk that Skyline would file suit against
PilePro and alleging various different kinds of claims, and so in that respeaitiileem it was
probably not a wise business decision.” (Badini Decl., Ex. 12, at 131K32 further
undisputed that Boies Schiller refused to sign the Madonna Le8eeBé&dini Decl., Ex. 12, at
133-34; Def.’s Reply 8) At a minimum, therefore, it iplainfrom the record that Boies Schiller
did not advise PilePro, before sending the Madonna Léttrit hal a basisdr any
infringement claim. Thaprovides further support for finding that PilePro knew or should have
known that its claims in the Madonna Letter were baselesshort,Skyline’s motion for
summary judgment is GRANTED with respect to theiéssf bad faithrelating tothe Madonna
Letter.
C. The Infringement Warnings
PileProonly briefly addresses thafringement Warninglaims, appearing to argue that
the claims should be dismissed because of Skyline’s failure to provide eviderreanfes.

(SeeDef.’s Mem. 710; Def.’s Reply 5-7). In the Court’s prior summary judgment opinion, it
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had granted summary judgment in favor of PilePro orldiens (but on diferent grounds) See
Skyline SJ Op101 F. Supp. 3d at 406-407. Upon reconsideration, the Court agreed with
Skyline that summary judgment was inappropriate as to any infringemenhga@osted about
the AZ Piles or connectors specifically, becausePPdead known that they were neten
covered by thé43 Patent.See Skyline Recons. Op015 WL 3739276, at *2. The Court
concluded, howevethere was a factual dispute about whether the warnings’ references to “this
product” and “this patented system” would lead a reasonable jury to conclude thatnimegs
referred specifically to the AZ Piles and connectors (in which case Skydinkel Wwave a valid
claim) or to the HZM System as a whole (in which case Skyline’s claims wouldIthil).
PilePrds arguments are without meriRileProasserts thaBkyline’s lost profits
calculations are speculativegntending that Skyline has not identifi@@dpecific customer whose
purchasing decision was affected by thigingementWarnings and has not shownyasales
history for the HZM System.SgeDef.’s Mem. #10; Def.’s Reply 57). The former argument is
expressly foreclosed b Court’s sanctions ruling, which preclud@itePro from challenging
Skylin€s inability to specificallyidentify anyone who saw thaffingementWarnings or
determine the warnings’ effect on people who did see tt&se. Skyline SJ QA.01 F. Supp. 3d
at 412. As for the latter argument, Skyline’s expert does appear to have had datinesSky
sales and pfits upon which he relied in forming his opinions, and PilePro does not otherwise
attack his findings or reasoningSgeBadini Decl., Ex. Z| 3235). In any event, PilePro raises
its qualms about the expert report for the first time in its reply, and argumisets fiar the first
time in a reply memorandum are waived and need not be considgzede.gConn. Bar Ass’'n

v. United States520 F.3d 81, 91 n.13 (2d Cir. 201Q)pffi v. Averill Park Cent. Sch. Dist. Bd.
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of Educ, 444 F.3d 158, 169 (2d Cir. 2006). PilePro’s motion for summary judgment with
respect to thenfringementWarnings igherefore without merit anDENIED.

Once againSkyline argues that summary judgment shdagdyranted in its favor on the
Infringement Warnings claims.SéePl.’s Mem. 14-18).Skyline offers no new evidence that the
Infringement Warnings were posted on pages specific only to the ifes Br connectorsSee
Skyline Recons. Q015 WL 3739276, at *2.nktead, relying on evidence that Boies Schiller
had adised PilePro not to post the warnings until an infringement analysis was camplete
asserts thaRilePro acted in bad faith in posting tiiéringement Warnings with respect to not
only the AZ Piles and connectors, but also the King Pil8geRl.’s Mem. 15-18).That
argument, however, is foreclosed by the law of the case, as the Court previtdigtyice, no
less)that Skyline could not satisfy the “objectively baseless” prong of ttdakh test in light
of the Court’s claim constructioruling — “regardless of counsel’s advice at the timgRyline
Recons. Op2015 WL 3739276, at *4ee idat *3-5; see also Skyline SJ Q01 F. Supp. 3d
at 405. Skyline gives no compelling reason why the third time should be the charm. The only
new authority it citesl.umen View Tech. LLC v. Findthebest.com,, [d4.F. Supp. 3d 329
(S.D.N.Y. 2014), involved accusations of infringement that were objectively baselassdet
a total lack of overlap between the patent at issue and the alleginiging material; the lack
of a presuit investigation was merely an additional factSee24 F. Supp. 3d at 335-36. Thus,
the Court declines trevisit its prior ruling on bad faith with respect to Infringement Warnings
— that is, while Skyline’s claims with respectttee AZ Piles and connectors survive, its claims

with respect to th&ing Pilesfail because Skyline cannot, as a matter of law, show bad faith.
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D. Other Claims

Finally, PileProargueghat Skyline’s tortious interference clashould bedismissed
because there is no evidence that @nykyline€s business in New York was affectéappearing
to assume that New York law appliesthat clain) andthatSkyline’s interference with business
relations clainshould be dismissdaecause there i®0 evidence that PilePro’s behavior was
independently wrongfulappearing to assume that California law apgbethat clainm). (See
Def.’s Mem. 910). As Skyline notes, however, its tortious interference claim is not nalessar
evenbrought under New York layas “the breached contract at issue in this case is between
Skyline, a New Jersey company, and Madonna, a California company, vpdctrés a project
based in California.” SeePl.’s Mem. 20; SAC {1 107-15). Andsuming that California law
even applies to the interference with business relations cléas\®ilePro does)here is indeed
evidencehatwould support a finding th&ilePro’s coduct was independently improper —
certainly with respect to the Madonna Letter, as PilePro acted ifaitads a matter of lawSee
Della Penna v. Toyota Motor Sales, U.S.A.,,1862 P.2d 740, 746 (Cal. 1995) (noting that
courts have interpreted this additional requirement to mean that the defendarfesante
“may be wrongful by reason of a statute or other regulation, or a recognized rateraba law,
or perhaps an established standard of a trade or profession” (internal quotakisiomited)).
PilePro’s motion for summary judgment on thelemsis therefore DENIED.

Skyline argues that it is entitled to summary judgment on these dlandon its
Lanham Act claimsvith respect to the Madonna Lettdiscussed in part aboveg¢cause it has
satisfiedtheelements of each claimS¢ePl.’'s Mem. 10 n.10; 21-22). The Court declines to
enter pdgment inSkyline’sfavor on these claims$howeverasthe question of damages is still

disputed and there remain disputpeestions of material fact with respect to thigingement
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Warnings(and the other alleged website misstatements, as discussed. bea)ef.’s Reply
5-7). See NetJets Aviation, Inc. v. LHC Commc'ns, 587 F.3d 168, 179 (2d Cir. 2008)
(“[W]e emphasize that the fact that a yastho has moved for summary judgment in his own
favor has not shown that he is entitled to judgment as a matter of law does not me¢as that i
appropriate to grant summary judgment against hinktirthermore, theé&ond Anended
Complaint does not specify with precision whadhimsare broght in whole or in part on the
basis of the Madonna Letter; nor have the parties had the opportunity to be heard oncany choi
of law questions.

Finally, Skyline points out that PilePro neglected to address its claims in the SAC
pertaining to the “Requ a Quote” feature and the misleading lead times posted on PilePro’s
website. $eePl.’s Mem. 23-25). Skylinargues that, because Pilefaided to address tise
claims, the Courshould enter an injuncticegainst further posting of the misleading statements
on PilePro’s website.SeePl.’s Mem. 25). But Skylinehas not met its burden of satisfying the
elements for a pretfiinary or permanent injunction ost notably failing to show that it will be
irreparably injured in the absence of an injuncti®ee, e.geBay, Inc. v. MercExchange, LL.C
547 U.S. 388, 391 (2006) (holding that a party seeking a permanent injunction must demonstrate
that it has suffered an irreparable injury and monetary or other legal damagesaequately
compensate for thiejury); Salinger v. Colting607 F.3d 68, 75 (2d Cir. 2010) (noting that
showing of irreparable injury is required for preliminary injunctior8kyline’s request for an
injunction and the remainder of its motion for summary judgment are accordiBN{HD.

E. Attorneys’ Fees
That leavesSkylin€s application for attorneydees inconnectiorwith its discovery

efforts related to the-mails of Dwight Williams, PilePro’s former ihouse counsel, and a
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DropBox account maintained by PilePr&eéDecl. Cristopher C. Costello Supp. Award Att'ys’
Fees & Costs (Docket No 462) (“Costello Decl.”)). On December 10, 2015, the Cauetdgra
Skyline’s motion to compel production of those files, finding that PilePro and its catsel
blatantly violatedhe Court’'s orders and failed to meet their discovery obligatiddseDocket
No. 452). The Court directed Skyline to filefee application in conjunction with its summary
judgment opposition, which it has done. Skyline now requests that the CourPiedRzo to
pay $103,320.40 in attorneys’ feeSegCostello Decl. { 18).

Rule37(b)(2)C) of the Federal Rules of Civil Procedwtates that a district courtust
order a party who disobeys the court’s discovery orders “to pay the reasonaiesx
including attorney'’s fees, caused by’ that disobedience, “unless the falwanfply]was
substantially justified or other circumstances make an award of espemsest.” Fed. R. Civ. P.
37(b)(2)(Q; see Worldcom Network Servs., Inc. v. Metro Access,d86.F.R.D. 136, 143
(S.D.N.Y. 2002) (noting that an award of attorneys’ fees is the “minimum sanctienguated
by Rule 37 in cases where there has been a failure to comply with aabened discovery
obligation”). Prudently, PilePro does not dispute that some award of attorneysideld be
appropriate, nor contend that ltlatantdiscovery violationsvere substantially justified.Sge
Def. PilePro’s Mem. Law Opp’n Pl.’'s Request Award Atty’'s Fees (Dolsket473)(“Def.’s Fee
Opp’n”) 2). Instead, PilePro argues that Skyline should be awarded a flat sum of $20,000, in
light of the “excessive billing” it alleges is evident in Skyline’s billing recordg. at 1-2).

The Court agrees that some reduction in the amount requested is warranted, but not the

drastic reduction that PilePro suggests. A small number of the entries submitéetnedtiser

5 In December 2015, the Court also ordered that PilePro pay for a forensic expetinto obta
the necessary fite SeeDocket No. 458). PilePro has already agreed to pay the portion of fees
directed to the forensic expert, so it is not addressed heeeD¢cket No. 475).
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to be overly long fowhat is essentiallg routinetaskor irrelevant to the discovery motiofar
example, the 1.6 hours billed @ctober2, 2015, for filing a letter on ECF, or the work on a
“causes of action” outline billed on October 15, 201SeeCostello Decl., Ex. 1, at 3-4). And,
as the Court has ruled before, the billing rates of $#0@our for senior counsel, $500 an hour
for associates, and $286 an hour for paralegals are beyond what is typically approved in this
District. See Skyline Recons. ©Op015 WL 3739276, at *6. On the other hand, PilePro’s
contention that senior counsel’s time should be discounted in full is unpersuasive, gitlea that
discovery sought was extensive and potentially critwalis client's case, making it entirely
reasonable for a senior attorney to get involved in this disp8eeDgf.’s Fee Opp’n 2). Nor
will the Court discount time referemg a “spoliation” motion, because review of the billing
records suggests that Skyline’s counsel sometimes referred to the distispetg as a
spoliation issue. In light of the hidtilling rates and the few unnecessary billing entries, the
Court concludes that 20% acrosthe-board reduction is appropriatéee Skyline Recons. Op.
2015 WL 3739276, at *7Toure v. Cent. Parking Sys. of N.Mo. 05CV-5237 (WHP), 2010
WL 1372589, at *2 (S.D.N.Y. Mar. 26, 2010) (observing that the “Court can redesbyea
reasonable amount without providing an itbyatem accounhg” (internal quotation marks
omitted)). Skyline’s motion for attorneys’ fees is accordingly GRARNTE the amount of
$82,656.32.PilePro is directed to pay thammountwithin thirty days of this Opinion and Order,
a request that PilePro does not oppoSzeCostello Decl. T 19).
CONCLUSION

For the foregoing reasons, PilePro’s motion for summary judgment is DENIED

entirety By contrast, smmary judgment is GRANTED Skyline’s favorwith respect to the

guestion of whether PilePro acted in bad faith when it issued the Madonna Bétgéne’s
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motion for attorneys’ fees is also GRANTED in the amount of $82,656.32, and PilePro is
directed to pay that amouwithin thirty days of this Opinion and Order. Finally, e directed
in Docket Nos. 442 and 468, any party who wishes to kesprials inredactedorm orunder
sealmust, withinoneweekof this Opinion and Order, file a letter briefexplaining how doing
S0 is consistent witthe presumption in favor of public acce&ee generalljzugosch v.
Pyramid Co. of Onondag&35 F.3d 110, 119-20 (2d Cir. 2006).

Per the Case Management Plan and Scheduling Order (Docka4)Nwithin thirty
daysof this Opinion and Order, the parties shall submit to the Court for its approval a Joint
Pretrial Order prepared in accordance with the Court’s Individual RuteBractices and Rule
26(a)(3) of the Federal Rules of Civil Procedure. The parties shall alse ®Hiragraph 5 of the
Court’sIndividual Rules and Practices, which identifies submissions that must be hoaide a
before the time of the Joint Pretrial Order, including any moiiofimine.

If this action is to be tried before a jury, joint requests to charge, joint proposict ver
forms, and joint proposedir dire questions shall be filed on or before the Joint Pretrial Order
due date in accordance with the Court’s Individual Rules and Practices. Jurgtioss may
not be submitted after the Joint Pretrial Order due datessithey meet the standard of Rule
51(a)(2)(A) of the Federal Rules of Civil Procedure. If this action is tadzety the Court,
proposed findings of fact and conclusions of law shall be filed on or before the Joiiad Pretr
Order due date in accordanwith the Court’s Individual Rules and Practices. Unless the Court
orders otherwise for good cause shown, the parties shall be readslftwariveeks after the

Joint Pretrial Order is filed.
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If the parties are interested in a settlement conferencedbiéfe assigned Magistrate
Judge or through the Court-run mediation program, they shall advise the Court as soon as
possible.

TheClerk of Court is @tectedto terminate Docket No. 446.

SO ORDERED.
Date August 4, 2016 Cg& 2z //_%./—

New York, New York L/ESSE MFURMAN

nited States District Judge
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