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UNITED STATES DISTRICT COURT BOCEMERT
SOUTHERN DISTRICT OF NEW YORK ELECTROMICALLY FILED |
______________________________________________________________________ X DOC #:
- DATE FILED: 02/26/2015
BAREFOOT CONTESSA PATRY, LLC, et al,

Plaintiffs, : 15-CV-1092(JMF)

-V- : OPINIONAND ORDER

AQUA STAR (USA) CO. et al,

Defendants.

JESSE M. FURMANUNnited States District Judge:

Plaintiffs in this case— Barefoot Contessa Pantry, LLC, Ina Garten, and Ina Garten,
LLC (together, “Plaintiffs” or “Barefoot ContessaZ are well known in the world of food and
cooking for, among other things, an Emmy-winning TV show on the Food Netsew&ral
bestselling cookbooks, and several lines of high-end food products. On February 17, 2015, they
filed a complaint and a motion for a temporary restraining order and prelimimangtion
against Defendants Aqua Star (USA) Co. (“Aqua Star”), O.F.l. Imports(“@E1”) (now doing
business as Contessa Premium Foods), Red Chamber Co. (“Red Chamber”), and Contessa
Premium Foods, Inc. (“Contessa Premium”) (together, “Defendants’giradlenter alia,
trademark and trade dress infringement under the Lanham Act. (Docket Nos. 1jrGjffsPla
seek injunctive relief primarily based on Defendants’ sale of frozen dinndaibeted “Contessa
Chef Inspired™— with packaging almost identical to the packaging of frozen dinners that had
been sold under the name “Barefoot Contessa” pursuant to a licensing agreemsem betw
Barefoot Contessa and Defendants’ predecassaoterest, Contessa Premium (the “Frozen

Dinner Trade Dress”). Plaintiffs also allege that Defendants have breachgr@@ment and
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violatedthe Lanham Act by continuing to sell or allow to be sold frozen entrees under the
“Barefoot Contessa” name. Defendants filed their opposition to Plaintiffsomon February
23, 2015, and the Court held oral argument on February 24, 2015.

At a hearindheld yesterday— February 25, 2015 -the Court granted Plaintiffs’ motion
for a temporary restraining order, for reasons to be stated in a written opiniolowg &oid
scheduled a preliminary injunction hearing for March 11, 2015. This is the written opinion.

BACKGROUND

In assessing Plaintiffs’ motion for a temporary restraining order, thet Gasireviewed
all submissions by the partiescluding their initial memoranda, accompanying declarations,
and supplemental memoranda submitted after the initial hearing on February 24, 2015. Th
Court has also considerdte oral argumentsf counsel at the hearings held on February 24 and
25, 2015. For present purposée facts relevant to this case can be summarized briefly—and
like the legal conclusions following them — are without prejudice to any subsequentdinding
made after a fulpreliminary injunction hearingSee Energybrads, Inc. v. Beverage Mktg. USA,
Inc., No. 02CV-3227 (JSR), 2002 WL 826814, at *1 (S.D.N.Y. May 1, 2002).

In 2008, afterlitigation before the United States Patent and Traat&r®fficebetween
Barefoot Contessa and Contessa Premaiformerfood producethatownedthe Contessa
trademarkin connection with certain frozen foofi3ecl. Carolyn C. MattuSupp. Defs.” Opp’'n
Pls.” Mot. TRO & Prelim. Inj. (Docket No. 18)“Mattus Decl.”),Ex. D, 8;see id. Exs.B-F, 1),
the two parties entered into a settlemagreement. (Decl. Ina Garten Supp. Pls.” M&0O &
Prelim Inj. (Docket No. 9) (“Garten Decl.”), Ex. @he “Settlement Agreement” Pursuant to
thatagreement, Barefoot Contessa agreed not to register or use its Barefess@rstdemarks

in connection with frozen meals or frozen seafood, and Contessa Premieah tagrefrain from



engaging in certaiactivities that could create confusion between the two brands, including using
its trademarks in connection with cookbooks and “us[ing] or register[ing] any worgignde
element in combination witEONTESSAthat would be likely to create consumer confusion
between Contessa Premium and Garten.” (Settlement Agreement §8.28¢), (e)).

Contessa Premium and Barefoot Contessa then decided to conduct business together.
Specifically, the companies entered into a licensing agreement (the “Licensiegyfent”),

pursuant to which Barefoot Contessa granted Contessa Premium a license ttaumsefatsr
intellectual property in connection with a line of frozen dinners to be manufactured deededa

by Contessa Preaom. (Garten Decl., Ex. D). The two entities then developed a line of Barefoot
Contessa frozen dinners bearing Ina Garten’s likeness, the Barefoot @dogessand the

Frozen Dinner Trade Dress. (Garten Decl., Ex. E).

On or about April 30, 2014s a result dfinancial difficulties, Contessa Premium
assigned its assets to OFI through its affiliate Aqua Starten Decl. 7). The next day,
Barefoot Contessa cancelled its license with Contessa Pre@iahthen approached Garten to
discuss sigimg a new licensing agreement, but Garten declined, allegedly out of concern that
OFl lacked experience manufacturing frozen dinné@arten Decl. § 27-28 see alsdecl.

Charles Handford Supp. Def©ppn PIs.” Mot. TRO & Prelim. Inj. Docket No. 19) 1 9). On
May 23, 2014, however, OFI and Barefoot Contessa entered into a Sell-Through Agreement,
pursuant to whicl©FI was allowedo sell existing Barefoot Contessa frozen dinners that had
been manufactured prior to the termination of the Licensing Agreememtabutquiredo

destroy any Barefoot Contessa frozen dinners remaining after October 28, Gati#n Qecl.

1 29;id., Ex. F). Barefoot Contessa filed this lawsuit and motion shortly after Gansten s

Barefoot Contessa frozen dinners on the shelves of local supermarkets, often alongside



“Contessa Chef Inspired” frozen dinners bearing virtually identical pauég the Barefoot
Contessa dinners. (Garten Decl. {1 30sg2Supplemental Decl. Ina Garten Supp. Pls.” Mot.
TRO & Prelim. Inj. (Docket No. 24) (“Garten Supplemental Decl.”), Ex. A).
DISCUSSION

In order to prevail on a claim for temporary injunctive relief, “a plaintiff mustdish:
(1) the likelihood of irreparable injury in the absence of such an injunction, and (2)(ajthe
likelihood of success on the merits or (b) sufficiently serguestions going to the merits to
make them a fair ground for litigation plus a balance of hardships tipping decidétlyavor.”
Malletier v. Burlington Coat Factory Warehouse Co#426 F.3d 532, 537 (2d Cir. 2005)
(internal quotation marks omittedYhe Second Circuit has not definitively ruled on whether a
Court should consider the additional factors set forgBaylnc. v. MercExchange, LLG47
U.S. 388, 393 (2006andWinter v. Natural Res. Defense Council, J&a&5 U.S. 7, 20 (2008), in
evaluating preliminary injunctions in the trademark infringement contaseSalinger v.
Colting, 607 F.3d 68, 77-78 (2d Cir. 2010) (holding that a court cmssider the balance of
hardships and the public interest in granting preliminary injunctive relieamiing its
holding to copyright cased). Am. Olive Oil Ass’n v. Kangadis Food In862 F. Supp. 2d 514,
518 (S.D.N.Y. 2013) (discussing the uncertaintge also New York Pgeess & Prot. PAC v.
Walsh 733 F.3d 483, 486 (2d Cir. 2013) (applying the flaotor Wintertest to the denial of a
preliminary injunction in a First Amendment casblevertheless, as the Second Circuit has
noted, eBaystrongly indicates that the traditional principles of equity it employed are the
presumptive standard for injunctions in any conteQglinger 607 F.3d at 78, and some district
courts have applied the additional two factors in the tradearatkrade dressfringement

contextas well See, e.gVOX Amplification Ltd. v. Meussdorffe~ F. Supp. 3d —, No. 13-



CV-4922 ADS) (GRB), 2014 WL 4829578, at *12 (E.D.N.Y. Sept. 29, 20Kdhd LLC v. Clif
Bar & Co., No. 14CV-770 KMW) (RLE), 2014 WL 2619817, at *1 (S.D.N.Y. June 12, 2014).
Accordingly, the Court will also consider whether the balance of hardships tipsntiffal

favor and whether a temporary restraining order is in the public interest.

A. Likelihood of Success on the Merits

Beginning with themeritsfactor,the Court finds — based on the recotarently before
it — that Plaintiffs havestablished a likelihoodf success on the merits of their Lanham Act
claim for trade dress infringemenin order to establish a valid Lanham Act claim based on
trademark or trade dress infringement, a party must show, first, that taménddor trade dress
is valid and entitld to protection, and second, that defendant’s use of the trademark or trade
dress is likely to cause consumer confusion as to the origin, affiliation oratssacor
endorsement of defendant’s goods or serviG=eChristian Louboutin S.A. v. Yves Saint
Laurent Am. Holdings696 F.3d 206, 216-17 & n.9 (2d Cir. 2012).this case, the principal
dispute between the parties is over who owns the Frozen Dinner Trade Dress.

When a dispute over trade dress or trademark ownership arises between mansifactur
and distributorsgourts typically “look first to any agreement between the parties regardin
trademark rights.”"Excell Consumer Prods. Ltd. v. Smart Candle LNG. 11CV-7220 (MEA),
2013 WL 4828581, at *22 (S.D.N.Y. Sept. 10, 2013) (internal quotation marks onuipadin
supplemented on denial of reconsideratid®14 WL 1796657 (S.D.N.Y. May 5, 2014). In this
case, however, the Licensing Agreement betwéainti#fs and Contessa Premium does not
answer the question of ownership of the Frozen Dinner Trade Dress. To be sure,idefemda
correct that the licensing agreement “neither claimed nor licensed any ogétlectogl

property besides certain Barefoot Contessa and Ina Garten marks. (Opfsti Pls.” Mot.



TRO & Prelim. Inj. (Docket No. 17) (“Defs.” Mer1).5, 12-13). But nor does the Agreement
contain any language purporting to establish it as the exclusive agreemenngetiedlivision

of intellectual property between Barefoot Contessa and Contessa Premialonédethe

exclusive agreement regarding Plaintiffs’ ownership or non-ownership déattal property

not mentioned in the Agreement. Accordingly, its silence on ownership of the Frozen Dinne
Trade Dress— trade dress that was developed atteragreement was signes€Decl. Jennifer
Albert Supp. Defs.” Opp’n Pls.” Mot. TRO & Prelim. Inj. (Docket No. Zihlbert Decl.”) 11 4

7) — does not defeat Plaintiffs’ claim of ownership.

Where disputes as to trademark or trade dress ownership arise between maraifacturer
and exclusive distributors and no agreement controls, courts often apply four faceiestarte
superior ownership: “(1) which party invented dimslt affixed the mark oto the product;

(2) which party’s name appeared with the trademark; (3) which party maintaingdalty and
uniformity of the product; and (4) with which party the public identified the product and to
whom purchasers made compta” Tactica Int’'l, Inc. v. Atl. Horizon Int’l, InG.154 F. Supp.
2d 586, 600 (S.D.N.Y. 20013ee also Sengoku Works Ltd RMC Intl, Ltd., 96 F.3d 1217,
1220 (9h Cir. 1996). In addition to those four factors, “a court may look at which party
possesses the goodwill associated with the product, or which party the public bédiedes s
behind the product.Tactica 154 F. Supp. 2d at 6@hternal quotation marks omitted)
Neither party disputethat the factors are appropriate here insofaregithplicate
considerations relevant to any trade dress dispute between business pagagetiess of their

formal relationship.

1 This line of cases also applies a presumption of ownership in favor of the ntarerfac
vis-a-vis the distributor, on the theory that the manufacturer, as the creatogobtis is more
likely to have created any trademarks with which they are assocttedSengok@6F.3d at



The first facto— which party invented and first affixede Frozen Dinner Trade Dress
on the products at issue is-themost hotly contested element in this cadeevertheless, there
is ample evidence here to supp@lintiffs’ assertion that it was, in facheywho invented the
trade dress at issue, including factors like those the Second Circuit foundisadi#niing the
district court’s finding that the plaintiff invented the trade dress at issiedhnimed See462
F. App’x at 33. Here, as inmfechnimedthe parties may have “worked together to create the trade
dress,” and Defendants may have “deviseditted package designseeid., but “that design
was based on key elements first conceiveédRiaintiffs, id., a fact that is clear from a
comparison of the striped design and white lettering used in Plaintiffs’ prewodgfoducts
andthe simila design used in the Frozen Dinner Trade DreSampareGarten Decl| Ex. B,
withid., Ex. E). Technimed462 F. App’x at 33.Indeed, the eXCEO of Contessa Premium
himselfconfirms that it “obtained from Barefoot Contessa a distinctive packagendbaig
consumers would associate solely with Barefoot Contessa,” in order to avoid confukion wi
Contessa Premium’s regular offering®e¢l. Donald J. Binott&upp. Pls.” MotTRO & Prelim.

Inj. (Docket No. 10)[13-4).

1220-21. Since “[t]he determinative issue is not which label is placed upon the relatitashi
rather which party can establish priority of ownershig,’at 1220, and, at best, Contessa
Premium appears to stand on equal footing with respect to Barefoot Contesstrig tiiea
trade dress at issube Court will not apply sucapresumption here.

2 Strictly speaking,lte issue of which party “affixed” the trade dress onto the frozen food
products —likely Contessa Prelum, as the manufacturer and distributor of the productss-
little bearing on ownership, as Contessa Premium did so pursuant to the Licengamauaf,

and hence was doing so for the benefit of PlaintieeTecnimed SRL v. Kidz-Med, In462 F.
App’x 31, 33 (2d Cir. 2012(summary order{‘In short, because Kidk4ed affixed the trade
dress at the instruction, and for the benefit, of Tecnimed, the district court did miyt etean
according this action little weight in determining ownershipAccordingly, the Court focuses
on the question of which party “invented” the Frozen Dinner Trade Dress.



In any event, the Court need not definitively resolve which thayfirst factorcutsat this
early stage of the litigation, becausebased orthe current record —the remaining factors
favor Plaintiffs. Most notably, although neither party has submitted evidence as to who handled
consumer complaints, the evidence strongly suggests that consumers identified¢ne Fr
Dinner Trade Dress with Plaintiffs, not with Contessa PremiueeGarten Declf{ 37, 39
(noting that Barefoot Contessa has received numerous complaints as to the quigtiiey of e
Barefoot Contessa or Contessa Chefs Inspired méalg)iditionally, that Ina Garten is a best
selling author of nine cookbooks and the host of a long-running Food Network show — and has
over 750,000 followers on Facebofkarten Decl{f 1213) — suggests that she, not Contessa
Premium, possessed the goodwill associated with the frozen meals and ab§ocega Dinner
Trade DressSeePremier Dental Prods. Co. v. Darby Dental Supply,G84 F.2d 850, 854 (3d
Cir. 1986) (noting that trademark ownership can be established by, among other things, proof
that a party gives to the product “the benefit of his reputation, or of his name and bgsyhes
The decisive question is not who manufactured the article sold under a given tkadrrna
which business or article is syniized by it.” (quoting Callmann, Unfair Competition,

Trademarks and Monopolies § 17.16 (4th ed., 1981)).

3 That conclusion may be further supported by the information on the Barefamis€an
frozen dinner packaging. The side panel instructs customers with any iggresnigequality to
either wrie to an address in Commerce, California, or to visit barefoot.contessa.comn (Garte
Supplemental Decl., Ex. C). Neither party has submitted evidence indicating mdiecha
consumer comlaints sent to the Commee, Californiaaddress— and it may well have been
Contessa Premium- but consumers were, at the very least, simultaneously directed to Barefoot
Contessa’s website, if not exclusively directed to Barefoot Contessa.

4 Although not argued in thememoranda, Defendants asserted at the Februtry 24

hearing thatext on the side of the Barefoot Contessa frozen dinners — “design, trademarks, and
all copy © Contessa Premium Foods, Inc. 2012, 2013” — should be considered in weighing
ownership of the Fen Dinner Trade DressSdéeAlbert Decl. | 10;id, Ex. A & B). Based on

the current recorchowever, the Court declines to afford this fact any weightl Jahat text, if

taken literally, would suggest that Defendants own the Barefoot Contessadrksl@ised in the



Having established a likelihood of prevailing on the preliminary question of ownership,
Plaintiffs must alsashow that the Frozen Dinner Trade Dress is valid and worthy of protection.
Here too, Plaintiffs have the better argument. In particular, the Gods that Plaintiffs have
established a likelihood of prevailing in their argument that the Frozen Dinage Dress is
“inherently distinctive.” Paddington Corp. v. Attiki Impg#: Distribs., Inc, 996 F.2d 577, 583
(2d Cir. 1993) (“Since the choices that a producer has for packaging its products @raost
unlimited, typically a trade dress will be arbitrary or fanciful and thusawtly distinctive, and
the only real question for the courts will be whether there is a likelihood of confusioedetw
the products.”). The fact that the Frozen Dinner Trade Dress incorporates docgtements,”
such as vertical red stripes found in other food packaging, “does not demonstratetthdethe
dress as a whole is generic,” because “[e]veareleach of these elements individually would
not be inherently distinctive, it is the combination of elements and the total impressiome
dress gives to the observer that should be the focus of a court’s analysisofivistess.”
TecnimedSRL v. Kidz-Med, Inc763 F. Supp. 2d 395, 405 (S.D.N.Y. 2011) (internal quotation
marks omitted)aff'd, 462 F. App’x 31. Instead, the Court finds tR&intiffs have adequately
established that the “total impression” created by the Frozen Dinner Tradg iDriés selection
of different design elements, colors, and shading, is arbitrary and fanciful, amdimiesently
distinctive. SeeClinique Labs., Inc. v. Dep Cor®45 F. Supp. 547, 559 (S.D.N.Y. 1996)he

arrangement of the graphics on the products and packaging, as well as thd shddneg of the

Frozen Dinner Trade Dresshich would be absurd given the Licensing Agreement and general
trademark principles; an@) there is no evidence that Contessenftumactually registered any
copyrights associated with the B&yot Contessa frozen dinners.



packaging, all comprise a distinctive arrangement of features that makeu€brigqde dss
arbitrary and fanciful.”).

Finally, the Court finds that Plaintiffs have established a likelihood of consumer
confusion. Many courts in this Circuit have held that “[w]hen anleensee continues to use a
mark after its license expires, likelihoodaanfusion is established as a matter of lav.& L
Wings, Inc. v. Marco-Destin, Inc676 F. Supp. 2d 179, 188 (S.D.N.Y. 2008 alsdouthland
Corp. v. Froelich41 F. Supp. 2d 227, 243 (E.D.N.Y. 199&)llecting cases)Defendants do
not disputehat they should be treated asleensees insofar as théstand in the shoes” of
Contessa Premium. Instedldeycontendthatthe presumption does not apply because the trade
dress at issue, as discussed earlier, was not explicitly licensed to @dtessum, and “[t]he
key question is whether the former licensee continued to use the marks thatevesed after
the license was terminatéd(Defs.” Supplemental Ltr. Br. (Docket No. 26) 2}.is true that
many courts employing the presumptiapply it to “previously licensed” trademarkSeg e.g,
Southland Corp41 F. Supp. 2d at 243Neverthelesghe Court sees no reasorlitoit the
doctrine in that way, as the presumptismltimately based on the effect of a former licensing
agreement on the minds of consumers rathertti@specific nature of the business agreement
between the partiesThat is, in cases involving ex-licensees, such as this one, “confusion is
almost in@itable because consumers have already associated the formerly licensed infringer
with the trademark owner.L. & L Wings 676 F. Supp. 2d at 188ee alsaChurch of
Scientology Int’l v. EImira Mission of the Church of Scientola®#4 F.2d 38, 44 (2d Cir. 1986)
(stating thatijn trademark infringement cases involvingleensees, “[ansumers have already
associated some significant source identification with the liceisdhis way the use of a mark

by a former licensee confuses and defrauds theq9bli

10



In any event, whether or ntite presumption applies, Plaintiffs have made a sufficient
showing of consumer confusion arising from Defendants’ use of the Frozen DiaderOmess
in its “Contessa Chdhspired” product line. In evaluating whethepaaty has established
consumer confusionparts in this Circuit consider eight factors originally set fortRataroid
Corp. v. Polarad Elecs. Corp287 F.2d 492 (2d Cir. 1961): “(1) strength of the trademark; (2)
similarity of the marks; (3) proximitgf the products and their competitiveness with one another;
(4) evdence that the senior user may ‘bridge the dgpdeveloping a product for sale in the
market of the alleged infringer’s product; (5) evidence of actual consumer amf(&i
evidencelhat the imitative mark was adopted in bad faith; (7) respective quality of thectspd
and (8) sophistication of consumers in the relevant mari&tafbucks Corp. v. Wolfe’s Borough
Coffee, Inc.588 F.3d 97, 115 (2d Cir. 2009) (internal quotation marks omitted). The Second
Circuit has further clarified that “[t]he application of tRelaroid test is not mechanical, but
rather, focuses on the ultimate question of whether, looking at the products in thigy total
consumers are likely to be confusedd: (internal quotation marks omitted).

Considering thé&olaroid factorshere the Court finds that Plaintiffs have established a
likelihood of succeeding on the issue of consumer confusion, given — among other things —
striking similarities betweethe packaging of the Barefoot Contessa and “Contessa Chef
Inspired” frozen mealgseeGarten Supplemental Decl., Ex);Ahe relative lack of
sphistication of consumers purchasing ordinary grocery store ismeSriesland Brands, B. V.

v. Vietham NatMilk Co., 228 F. Supp. 2d 399, 411 (S.D.N.Y. 2002); and the evidence of actual

consumer confusion submitted by Plaintiff®ls Mem. Law Supp. Mot. TRO & Prelim. Inj.

11



(Docket No. 7) (“Pls.” Mem) 15-19).°> To be sure, Plaintiffs cannot “bridge the gay”
developing other frozen dinners, as they are contractually foreclosed from doi{8g#tement
Agreemeng 2(c)). NeverthelessPlaintiffs have (at this stage) establislkeadughproximity of
the relevant products, as Barefoot Contessa and “Contessa Chef Inspireds davee— and
continue to —appearide by side in grocery storesd in any event, Barefoot Conte&ssa
continued production of specialty grocery store itanesin a similar category to ti@ringing
goods. SeeVirgin Enters. Ltd. v. Nawal835 F.3d 141, 150 (2d Cir. 2003)T]he closer the
secondary user’s goods are to those the consumer has seen marketed under tk€phboand
the more likely that the consumer will mistakenly assumeananoon source.”) Nor are the
different labels affixed to the packages adequatkstinguish them in the minds of consumers,
as “labels alone cannot insulate an infring&amara Bros. v. Wal-Mart Stores, Int65 F.3d
120, 128 (2d Cir. 1998jev’d onother grounds529 U.S. 205 (2000) — a proposition that
carries particular weight here, given the similaribesnveen the labels themselves.
B. Irreparable Harm

In addition, the Court finds that Plaintiffs have adequately established abdp&iarm.
As discussed at the February 24th conference, the parties dispute whetheBajftéd7 U.S. at
393, andSalinger v. Colting607 F.3d 68, 77-78 (2d Cir. 201@)¢court may still presume
irreparable harm in Lanham Act casgmon a showing of consumer confusid@®ompare Coach,

Inc. v. OBrien, No. 10€V-6071 JPQ (JLC), 2012 WL 1255276, at *17 (S.D.N.Y. Apr. 13,

5 In this regard, Plaintiffs have also shoafiikelihood of success on their claim that
Defendants breached the Settlement Agreeifidat’ Mem. 21), as th&greement explicitly
requires Contessa Premium along with Defendants, as its successors and assigns'make
all efforts to avoid confusion” between Contessa Premium and Garten and to nog design
element in combination with the word “Contessa” that would be likely to create consumer
confusion between Contessa Premium and Garten. (Settlement Agreement 88 3(e), 8.)

12



2012) (‘The firsteBayfactor, irreparable harm, is automatically satisfied by actual success on
the merits, agieparable harm is established &ghowng of likelihood of confusion.” (internal
guotation marks omitted)yvith U.S.Polo Assh, Inc. v. PRL USA Holdings, InG00 F. Supp.

2d 515, 540 (S.D.N.Y. 2011) (“In liglf Salingefts clarification that . . a court deciding

whether to issue an injunction must not adopt categorical or gealsbr presume that a party
has met an elemeof the injunction standard, the presumption of irreparable injury in trademark
ca®s is no longer appropridtéinternal citaton and quotation marks omittedff'd, 511 F.

App'x 81 (2d Cir. 2013). Nevertheless, the Court need not decide the issue, because — on the
record currently before the Court, which includes evidence of actual consuheet@iter)
confusion —Plaintiff has established irreparable hareeMarks Org., Inc. v. Joleg84 F.

Supp. 2d 322, 334 (S.D.N.Y. 2011) (even absent a presumption of irreparable injury, “a
particularly strong likelihood of confusion should weigh in favor of finding irreparaley’).

Courts have consistently “found irreparable harm to exist in singatubere there is a
likelihood of confusion between the marks, and where the reputation and goodwill cultivated by
the party seeking the injunction would be out of the party’s control because of thgenfent.”
Microban Prods. Co. v. API Indus., In&No. 14CV-41 (KPF), 2014 WL 1856471, at *21
(S.D.N.Y. May 8, 2014). That is because where “the party seeking the injunction showvs that
will lose control over the reputation of its trademark . . . loss of control over one’sti@piga
neither calculable nor precisely compensabMYP Holdings v. N.YRost Pulg Inc., No. 14-
CV-8310 VM, — F. Supp. 3d —, 2014 WL 6603989, at *11 (S.D.N.Y. Nov. 17, 2014). That s
the case here. Plaintiffs, and Garten more specifically, have spent almgdivaiyears— and
millions of dollars in advertisement and marketgouilding the Barefoot Contessa brand.

(Garten Decl. 11 8, 10-12, 16). Additionally, Garten claims that she has beem@&ytcareful

13



to associate the Barefoot Contessa brand with a handful of products for which [sta¢ahas]
creative input and absolute control over design and quality, to ensure that anypbecuictg

the brand and [her] name reflect [her] core values and high standadrds14)— an assertion
supported by her refakto enter into a licensing agreement with Defendants after they acquired
the assets of Contessa Premium because of her concerns regarding theiemexpethe

frozen meals sector. Plaintiffs’ control over products associated wididdaiContesses
imminently threatened by the “Contessa Chef Inspired” trade dress 8teongly similar— if

not virtually identical to— the Frozen Dinner Trade Dress, particularly in light of the fact that
the two products have appeared digeside in grocery stes, and have both been labeled
“Barefoot Contessa” products by grocery stores. (Garten SupplementalBes. AC).

The Court is unpersuaded Befendantscontention that Plaintiffs have not shown
irreparable injury because, by virtue of the Settlemdgmeement, they are no longer competitors
in the relevant market, which Defendants define narrowly to constitute frozés rSea, e.g.
Johnson & Johnson v. Carter-Wallace, In€31 F.2d 186, 190 (2d Cir. 1980). Although
Plaintiffs no longer compete with Defendants in the frozen meals n@pgkse they do compete
in the larger food products marke®ee id (“Although Johnson’s Baby Oil and Lotion do not
compete with NAIR in the narrower depilatory market, they do compete in the bh@ader
remova market’). In that regardDefendants’ continued use of the Frozen Dinner Trade Dress
imminently threatens Plaintiffs’ goodwill among consumers Vao& for the Barefoot Contessa
brand in making genergrocery purchasing decisians
C. TheBalance of Hardships and Public I nterest

Finally, assumingrguendahat Plaintiffs musshowthat the balance of hardships tips in

their favor and that a temporary restraining order is in the public intereshakeydone so. The

14



Court is mindful that, after Contessa Premium’s liquidation in 2014, Defendants have been
struggling to build a new consumer base, and that OFI may suffer financial and reputationa
harm from a cessation of production. (Handford Decl. I 9). At the same time, Da$conly
started distribution of their “Contessa Chef Inspired” line of products last mddtH] g).
Moreover, as noted above, Plaintiffs also face a significant loss of consumerilgtvodw
continued sales of infringing products, as they have already received comgartiing both
counterfeit Barefoot Contessa frozen meald ‘@Contessa Chef Inspired” meals. And the
temporary injunctive relief granted by the Cowgd€Docket No. 28) does not include a recall,
one of the remedies Defendants contend would devastate their business; instead, the Court’
order merely pauses etigy production and shipping of infringing productsthkereby restoring
the parties to the status quo that existed before Defendants began production ajetbyalle
infringing goods— pending the preliminary injunction hearing in two weekd.).6

Lastly, the harm Defendants face is, to a large extentindidted. After being refused a
license from Plaintiffs, Defendants took a calculated risk in launching a pdhdt trade

dress virtually identical to the trade dress that was used in the previousselicine of

6 Although Plaintiffs seek a recall of “Contessa Chef Inspired” products sngraof

their request for a preliminary injunctiomot as part of thir motion for a temporary restraining
order, it is worth noting now that the Court is skeptical that Plaintiffs can pavéilat score.
Courts have repeatedly stressed that a recall is an “extreme ref@edgyico, Inc. v. 3DO Cp.

No. 99CV-10893 (JSM), 1999 WL 1277957, at *3 (S.D.N.Y. Dec. 7, 1999), one for which a
court may consider the “defendant’s good faith or bad faith, the likelihood of diversion of
customers from plaintiff to defendant, the extent of the burden entaile@@alaincluding the
breadth of distribution and the shipping costs, and the probability that the plaintiff woufd bene
from such an orderCherryRiver Music Co. v. Simitar Entm’t, In88 F. Supp. 2d 310, 322
(S.D.N.Y. 1999). On the record before it, the Court is not prepared to hold — or even suggest —
that Defendants acted in bad fagiiven, among thags,their beliefthat Plaintiffs did not owithe
Frozen Dinner Trade Dressd heir dforts to remove Garten'’s likeness and all other Barefoot
Contessa registered trademarks from the “Contessa Chef Inspired” pack@pnipareGarten
Decl., Ex. Ewith id.,, Ex. I). Thelack of bad faith, coupled with the burdereaallwould

impose on Defetlants counsels againginding that a recallvould beappropriate.
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products. $eeHandford Decl. § 9 (acknowledging that Defendants “launched the Contessa Chef
Inspired Products because Barefoot Contessa refused to license its tkaderftaem], and
there are always difficulties in launchingnew brand”)). In doing so, they proceeded at their
peril. Cf. SmithKline Beecham Consumer Healthcare, L.P. v. Watson Pharmg3r€. Supp.
2d 467, 472 (S.D.N.Y. 199%9mendedNo. 99CV-9214 (DC), 1999 WL 1122478 (S.D.N.Y.
Sept. 20, 1999nd orderdissolveddue to a change in circumstancé®. 99CV-9214 (DC),
1999 WL 1243894 (S.D.N.Y. Dec. 22, 1999) (finding that the balance of equities favored the
plaintiff despite the fact that the defendant “would suffer substantial fialdonsses if its lanch
of the product is delayed,” because “[a]ny harm that [defendant] would suffiee ligstiance of
a preliminary injunction is largely the result of its own doing.”). As for whedhtemporary
restraining order is in the public intere$tlhe consuming public has a protectable interest in
being free from confusion, deception andtake.” U.S. Polo Ass’n800 F. Supp. 2d at 544ee
alsoTecnimed763 F. Supp. 2d at 417 (finding that the public interest is served “by removing
confusing trde dress from the marketplace.”).
D. Trademark Infringement and Violation of the Sell-Through Agreement

As a final matter, the Court turns to Plaintiffs’ argument that Defendants have als
committed trademark infringement and breached theT®etiugh Agreementnsofar as there is
evidence to suggest that they are selling “counterfeit” Barefoot Contegsa fmeals and
selling genuine Barefoot Contessa meals past thel8alugh Agreement’s expiration dat8ee
Ryan v. Volpone Stamp €407 F. Supp. 2d 369, 381 (S.D.N.Y. 2p0QT] he continued use by
the defendants of a licensed trademark after the Franchise Agreement had beereterminat
constitutegrademark infringement as well as a breach of contréotérnal quotation marks

and alteration omitted)). @ificantly, although Defendants dispute the extent of such conduct,
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they do not really dispute that they are selling some Barefoot Contessa frealsrimviolation

of the SelThrough Agreement (or that such conduct would warrant injunctive relief).

Accordingly, the Court concludes that Plaintiffs are also entitled to temporangime relief as

to any sales of either genuine or counterfeit frozen meals bearing thed&efaessa mark.
CONCLUSION

For the reasons stated akpthe Court granted Plaintiffeéquest for a temporary
restraining orderthe scope oivhichis delineated in the Court’s Order of February 25, 2015.
(Docket No. 28). Pursuant Rule65(b)(2) of the Federal Rules of Civil Procedure, absent an
extensio, the Court’s order expires in the afternoon of March 11, 2015.

As stated on the record at the conference of February 25, th@ljparties are to submit
any proposed findings of fact and conclusions of law no laterNtaarch 6, 2015, and are to
appearfor the preliminary injunction hearing at 9:30 a.m.March 11, 2015. At that time, the
Court will conduct a full evidentiary hearing on the issues discussed heragsuming that the
partieshave not mutually resolved the claims underlying Plaintiffs’ demand for prelimni
injunctive relief

SO ORDERED.

Date February 26, 2015 d& yi %,/;

New York, New York [ﬂESSE WRMAN

nited States District Judge

! Although Plaintiffs seeknjunctive reliefin connection with other claimséePls.” Mem.

19-22), the Court need not address them now, addimesdiscussed abovare sufficient to
justify the temporary injunctive relief requested by Plaintiffs in their O&hiow Cause.
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