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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

BAM BAGS, LLC,
Plaintiff, OPINION AND ORDER
- against 15 Civ. 2172AER)
ZIP-IT LTD.,
Defendant.
Ramos, D.J.

BAM BAGS, LLC (“BAM BAGS” or “Plaintiff’) brings this actioragainsZIP-IT LTD.
(“ZIP-IT” or “Defendant”), for the alleged infringement of a novelty handbag paBi/
BAGS develops fashion accessories, especially handbags, for a high-end boatikete|d. §
9. ZIP-IT is in the business of distributing and selling purses, handbags, pencilncheslatad
products for anassmarket. Id. § 18 The disputearises out of a licensing agreement whgre
ZIP-IT agreed to pay royalties for selling BAM BAGpatented productBAM BAGS claims
that ZIRIt infringed the patenivhen it stopped paryg royalties,butZIP-IT counters that it does
not owe royalties becae the patent is invalid.résentlybefore the Court iZIP-1T's motionfor
partial summary judgmeitMPSJ”). Doc. 98. For the reasons set fdylow themotion is

DENIED.

I.  Factual Background

In 2004,Beth Metsch (“Metsch”), an architect and designbp lived in Colorado,
entered a friendly competition with her mothBarbara Metschp design an accessory out of a
single zipper.Ex. Bat 250, Doc. 100.Metsch created a handbag made fl@gontinuous

zipper. Id. at 19. Shealled it a ZIPPURSEBAM BAGS’ Opposition{ 2, Doc. 112.Metsch
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showed the bag to her motteard gave her a sample one as a @ift. Bat 272, Doc. 100.
Metsch also showed the ZIPPURSE to other relatives and a few friends, incluéittg del
Torre,the owner ofThe PinkPurse, a fashion-accessories store which solddnghhandbags
id. at 276—78. Her mother and friends thought the ZIPPURSEo&gertainingheyordered

bagsand so did “a bunch of stores.” Ex. C, “ZIPIT 002182,” Doc. 100.

Believing she had a goadea, Metschook steps to protect ambmmercializ her
invention. On June 16, 2004, she purchasddmain name for ZIPPURSIEX. Bat101, Doc.
100. Metsch alsalisplayed the ZIPPURSE on her website www.bambags ichorbut claims
shedid not sellanybags through the website until December 2@f4at 140. ZIP-IT submitted
aninternet archive printowds evidence that Metsclsplayed the ZIPPURSE on the BAM

BAGS websiteas early aduly 28, 2004. Ex. CZIPIT 002055,” Doc. 100.

From August 1-3, 2004Mletsch showcased the ZIPPURSE at a trade show in New York
City. Id. at 2 She was careful to not put the bags out before the show started because she did
not wantanyone tcsteal her ideald. at 3 Metsch received offers from interested buyers at the
trade show and arranged to manufacture those orders after she returned hommeatn Gdl
After the trade shoyMetsch worked with a patent lawyerdbtaina patent andtrademarkfor
theZIPPURSE Compl. § 10, Doc. 1. On August 1, 2005, Metsch filpdtantapplication for
the ZIPPURSEexactly one year after she displayednd took orders at the trade shad. On
August 8, 2005, Metsch filed an application to register the ZIPPURSE trdd€@iP PURSE
Mark”) andthe BAM BAGS trademark (“BAM BAGS Mark”)ld. Both marks were registered

in connection with handbags, change purses, and cosmetic tihses.

On March 31, 2009nore tharyears after Metscfiled thepatent applicatiorthe United

States Patent and Trademark Officd $PTO) issuedhera utility and design patent, Serial No.
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7,509,985 B2the“’'985 Pateril), entitled “Handbagwith novel features,” for the ZIPPURSE,
“a unique handbag constructed from one continuous length of zippenipl.atEx.1. The
‘985 Patent discloses how the ZIPPURSE differs from similar prior inventionspigotective
liner formed from thelualpurpose slide fastener tapes, and the objects of the invention,
including providing a novel construction for a fashionable hanétiraged from a single
compound, lightweight tape with slide fastener attachments along the perifgthery, Doc.

100.

Metsch license the ZIPPURSHrademark and patetd various companies. In 2006,
Metsch filed a trademaiikfringement case Floridaagainstwo companies it had entered into
licensing agreements witverbreak LLC and JUST ZIAT, LLC. Ex. A(the “Overbreak
Complaint?’), Doc. 100.Despite the similar namehe defendaniisraeli companyn this action
ZIP-IT, LTD, does not claim a connectionttee defendan¥lorida company, ZIAT, LLC, in
the OverbreakComplaint. According to the complaint, Overbreak was in the business of
marketing and distributing novelty, “knock-off” productsl. at 6. Around July 2005, Metsch
received suspicious phone calls from a man seeking to acquire ZIPPURSES averddsthat
the calls came from Overbreald. She went on Overbreak’s adiéscovered link to a site
operated by JUST ZWPT, LLC, which advertised the sale of a handbag constructed from a
continuous length of zipper called the “ZIP? which was “confusingly similar” to the
ZIPPURSE.Id. at 7. Theclaims against Overbreak were dismissed with prejudice on
September 20, 2006 arftetclaims against JUST ZIF, LLC were dismissed without prejudice

on October 13, 2006. ZIA-s MPSJ nl1, Doc. 100.

On October 1, 2009, after obtaining the ‘985 Patent, Metsch, doing business as BAM

BAGS, entered into an exclusive license agreement (“Licemgdi)ZIP-IT. Compl.Ex. 4



Doc. 1. Metsch granted ZHPT an exclusive license to make, use, sell, offer to sell, and import
any products covered lilge ‘985 Patent (“Licensed Products”). Compl. 1 14. Medésh

granted ZIPIT an exclusivdicense to use the BAM BAGS Mark in connection with the sale of
the Licensed Productdd. ZIP-IT agreed to pay a royalty based on gross sales of the Licensed

Products.Id. | 15.

Initially, ZIP-IT sold the Licensed Productsaid royaltiesand submitted quarterly
reportsto Metsch, pursuant to the Licendd. 1 19. Buby November 6, 2014IP-IT had
failed tomakeroyalty payments or provide reports for three consecutive quarters. CHeipl.
Doc. 1. Metsch sent ZIRT anoticeof breachand gave 30 days to curkl. at Ex. 6. Initially,
ZIP-IT promised tasend Metsch the royalty repphiut they did not do sdd. § 22. On
November 26, 2014IP-IT told Metschit was“impractical for themto continue paying the
agreeedupon royalty rate and asked falower rate Compl.| 23 Doc. 1. But Metsch refused to
lower therate andon December 10, 2014, Metsch'’s counsel sentiZI&notice of breach of
contract. Id. at Ex. 8.In the letterZIP-IT was giveran additional seven days to cureelseit

would beconsideedin breach.Id.

By letter datedecember 15, 201Z|P-IT’s counseldeniedthat theybreachedhe
License Compl.| 25 Doc. 1. ZIP-IT comparedhe ‘985 Patentvith the Zipper Bags sold by
ZIP-IT andconcludedhe ‘985 Patent wasvalid, and they did not owe royalties under the
License Id. During 2015, ZIP-IT continued to sell the Licensed Products without paying
royalties Id. § 26. On March 3, 2015, Metsch assigned her rights, title, and goodwill (including
the right to sue for past infringement) in the ‘985 PatentB&kid BAGS Mark, andthe
ZIPPURSE Markto BAM BAGS. Id. 127. Later that montiBAM BAGS sued ZIRT for

breaching the Licensand infringing on the ‘985 Patent.
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II.  Procedural Background

BAM BAGS filed the instant complaint on March 23, 20d$sertingwo causes of
action: patent infringement and trademark infringem@&uc 1 ZIP-IT answered on June 8,
2015 denying the allegations and counterclaiming(thiahe ‘985 Patent is invalid, J2he
ZIPPURSE trademark was improvidently allowed and should be cand8)exhd, in the
alternative, the ZIPPURSE Mankfringes on the Zip It Mark becauiee Zip It Mark predates
it. Doc. 10.0n March3, 2016, the Court heldMarkmanhearing to resolve disputes about the
‘985 Patent’sclaim constructionthe technical terms that define the scope of the patamt
March 30, 2018, the Court issued an Order detailing its findings on the patent claims. Doc. 90.
On October 5, 201&IP-IT filed the instant motiomlleging that (1) the ‘985 Patent is invalid
under 35 U.S.C. § 102(b)’s public-use and on-sale statutory baifsydd, ZIP-IT's products
do not infringe the ‘985 Patent, and {8)he alternative, thahe ‘985 Patent is invalidecause
of anticipation and obviousness. Doc. 100. BAM BAGS filed its opposition on November 13,

2018, Doc. 112, andIP-IT replied on November 27, 2018, Doc. 116.

[l. Standard of Review

The standard of review for a motion for summary judgment in a patent infringersent ca
is the same as in any other type of acti&ee Union Carbide Corp. v. Am. Can C&24 F.2d
1567, 1571 (Fed.Cir.1984). Summary judgment is appropriate when “the movant shows that
there is no genuine dispute as to any material fact and the movant is entitleuitargu
judgment as a matter of law.” Fed. R. Civ. P. 56(a). “An issue of fact is ‘genuthe’ i
evidence isch that a reasonable jury could return a verdict for the non-moving p&#niio
v. ElImsford Union Free Sch. Dis812 F. Supp. 2d 454, 467 (S.D.N.Y. 2011) (citB@R Joint
Venture L.P. v. Warshawsky59 F.3d 133, 137 (2d Cir. 2009)). A fact is “pral” if it might

affect the outcome of the litigation under the governing lady. The party moving for summary
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judgment is initially responsible for demonstrating the absence of aningassue of material
fact. Celotex Corp. v. Catretd77 U.S. 317, 323 (1986). If the moving party meets its burden,
“the nonmoving party must come forward with admissible evidence sufficienswaajenuine
issue of fact for trial in order to avoid summary judgme@denger v. Montefiore Med. Gitr.

706 F. Supp. 2d 494, 504 (S.D.N.Y. 2010) (internal quotation marks omitted) (&tagpillo v.

Weyerhaeuser C0536 F.3d 140, 145 (2d Cir. 2008)).

In deciding a motion for summary judgment, the Court must “construe the falaés in t
light most favorable to the non-moving party and must resolve all ambiguities andltira
reasonable inferences against the movaBtdd v. Omya, In¢.653 F.3d 156, 164 (2d Cir. 2011)
(citation omitted). However, in opposing a motion for summary judgment, the non-moving part
may nd rely on unsupported assertions, conjectoresurmiss. Goenaga v. March of Dimes
Birth Defects Found51 F.3d 14, 18 (2d Cir. 1995). Rather, “the non-moving party must set
forth significant, probative evidence on which a reasonabldifetgr coulddecide in its favor.”
Sennp812 F. Supp. 2d at 467—68.

IV.  Applicable Law

A case arises under patent law if “federal patent law creates the cause of actidtifeor if
plaintiff's right to relief necessarily depends on resolution of a substguestionof federal
patent law...” In re DDAVP Direct Purchaser Antitrust Litigh85 F.3d 677, 684 (2d Cir.

2009). The United States Court of Appeals for the Federal Circuit gyadiisive jurisdiction
of an appeal from a final decision of a district courthef United States...in any civil action

arising under...any Act of Congress relating to patents....” 28 U.S.C. § 1295(a)(1).



V. The '985 Patent IsValid
ZIP-IT alleges that the ‘985 Patent is invalid unthex35 U.S.C. § 102(b) public use and

on-ssale bars MPSJ 4, Doc. 100. Once issued, patents carry a presumption of validity. 35
U.S.C.A. 8 282.TheUSPTO is staffed by expert and experienced persogualified to

determine patentabilityHowes v. Great Lakes Press Coip/9 F.2d 1023, 1028-29 (£ur.

1982). However, the ultimate validity of a patent is for the courts to decide as a matter df law.
Id. at 1028. The proponent of an invalidity defense must establish invalidity by clear and
convincing evidenceMicrosoft Corp. v. 14l Ltd. Partnershjp64 U.S. 91, 95 (2011 Clearand
convincing evidence convinces the court that the truth of the proponent’s factual contentions
highly probable.Papyrus Tech. Corp. v. New York Stock Exch.,,1853 F. Supp. 2d 402, 414

(S.D.N.Y. 2009)aff'd, 396 F. App’x 702 (Fed. Cir. 2010

Patents are invalid under 35 U.S.C.A. § (I02if “the invention was...in public use or on
sale in this country, more than one year prior to the date of the application for pakent i
United States.™The date oa year prior to the filing of the patent application is called the
‘critical date™ Cummings v. Adidas USA16 F. Supp. 2d 323, 331 (S.D.N.Y. 2010h
invalidate a patent, the proponent must first prove that the invention was ready ifitingate
prior to the critical date.See Invitrogen Corp. v. Biocrest Mfg., L,.B24 F.3d 1374, 1379 (Fed.
Cir. 2005)(“[T] he ready for patenting prong, applies to both of the other parts of section 102(b),
‘on sale’ and ‘public use.)"

I.  Ready for Patenting

As a threshold matter, the Codetermines thahe ZIPPURSE was ready for patenting

prior to the critical dateMetsch filed a patent for the ZIPPURSE on August 1, 2005, Compl. |

10, Doc. 1, accordingly, the critical date is August 1, 2084o0urt candetermine whether an



invention is ready for patenting “by proof that it was reduced to practice, or biytpabdhe
inventor had prepared drawings or other descriptions of the invention that weceestijfi
specific to enable a person skilled in thieta practice the invention.Cummings716 F. Supp.
2dat 335. An invention is only reduced to practice when it is shown to work for its intended
purpose, such as whéris composed or madeCargill, Inc. v. Canbra Foods, Ltd476 F.3d
1359, 1370 (Fed. Cir. 2007)n re Omeprazole Patent Litigh36 F.3d 1361, 1373 (Fed. Cir.
2008)(“ To demonstrate reduction to practice, a party must prove that the inventor (1)
‘constructed an embodiment or performed a process that met all the limitatidr{g)
‘determined that the invention would work for its intended purpogguotingCooper v.

Goldfarb 154 F.3d 1321, 1327 (Fed.Cir.1998)).

ZIP-IT asserts that theIPPURSE was ready for patenting before the trade show because
Metsch gave one to her mother and showed samptegheofamily andriends including the
owner of a handbag store. MPSJ 6, Doc. 100. Matschadmitsthat she gave a ZIPPURSE to
her mothems a giftprior to the critical dateEx. B at272, Doc. 100seePronova Biopharma
Norge AS v. Teva Pharm. USA, 49 F. App’x 934, 938 (Fed. Cir. 2013) (finding invention
was ready for patenting when inventor gave someone a sample without corfigientia
restrictions). Metsch testifiedhat within a day or two of the cquatition with her mother in
2004, she sewed what “ultimately became the Zigdwasd thatshe used thefdbric-to-fabric,
overturned sewing style,” dorithe way [the ZIPPURS§ are sewed today.Compl. T 10, Doc.
1; Ex. Bat258-62, 266—67, Doc. 10(:his shows that the bag Metsch gave her mother was a
construction that embodied the limitatiacentained in the patent and worked for its intended
purpose.Lastly, BAM BAGS acknowledges thaetschgiving a ZIPPURSE to her mother is

“the only possible ‘eduction to practice’ dateatior to August 1, 2004."BAM BAGS



Opposition 14 n.1, Doc. 11BAM BAGS alsoadmittedto the following Rule 56.%tatement:
“The Zippurse was reduced to practice prior to August 1, 2004.” Rule 56.1 Counter St&ftement

15, Doc. 111.Therefore, the ZIPPURSE was ready for patenting prior to the critical date.

ii. Public UseBar

“Whether a patent is invalid due to public use under 8§ 102(b) is a question of law based
on underlying questions of factPronova Biopharma Norge AS v. Teva Pharm. USA, 54@
F. App’x 934, 938 (Fed. Cir. 2013). To qualify as “in public use” under 8§ 102(b), an invention
must have been either “accessible to the public” or “commercially exploiteditrogen Corp.
v. Biocrest Md., L.P, 424 F.3d 1374, 1380 (Fe@ir. 2005). This policy discourages removing
inventions from the public domain, that the public has reasocabty to believe is freely

available. Dey, L.P. v. Sunovion Pharm., In¢15 F.3d 1351, 1355 (Fed. Cir. 2013).

1. Public accessibility

The classical standard for assessing the public nature of a use was establibked by
Supreme Court ikgbert v. Lippmann 104 U.S. 333, 336 (1881) (holdipgtent wagpublicly
accessiblavhen the inventor gave his invention of corset springs to a lady fidrayore
them for a long timéwithout limitation or restriction, or injunction of secrety.see alsaClock
Spring, L.P. v. Wrapmaster, In&60 F.3d 1317, 1325 (Fed. Cir. 2009) (“An invention is in
public use if it is shown to or used by an individual other than the inventor under no limitation,
restriction, or obligation of confidentiality.” The Egbertcase turned on the lack of control the
inventor maintained over the inventioBey, L.P. v. Sunovion Pharninc., 715 F.3d 1351,

1359 (Fed. Cir. 2013).

However, summary judgment on a public-use inquiry is inappropriate when the

circumstances show a reasonable expectation of confidentilalitst 1357. In assessing



accessibility to the publicourts have focused on several underlying fatite nature of the
activity that occurred in public; the public access to and knowledge of the publiangk; [
whether there was any confidentiality obligation imposed on persons who observed the use.”
Barry v. Medtronic, Inc. 914 F.3d 1310, 1327 (Fed. Cir. 2018e alsoDelano Farms Co. v.

Cal. Table Grape Comm'i778 F.3d 1243, 1249 (Fed. Cir. 2015) (“[D]emonstration of a
prototype to ‘friends and colleagues’ was not invalidating because the evidenceexifpor
existence of ‘a general understanding of confidentialityliiyjtrogen 424 F.3d at 1381 (“[T]his
court has determined that a use before the critical period was not public dveut \&it express
agreement of confidentiality.”)Accordingly, when an inventor clearly limits and controls
access to an invention, “depending upon the relationships of the observers and the inventor, an
understanding of confidentiality can be implieddin. Seating Co. v. USSC Grp., |r&l4 F.3d
1262, 1268 (Fed. Cir. 2008)iting to Moleculon Research Corp. v. CBS, |93 F.2d 1261,

1265 (Fed. Cir. 1985)

Here, priorto August 1, 2004, Metsch gave her mother a sample ZIPPURSE. MPSJ 2,
Doc. 100. Metsch alsshowed the ZIPPURSH® the owner of The Pink Puesandto family and
friends, such as her husband, father, sister, and her former college roommate id@izn R
Ex. B, Metsch’s Deposition 268, Doc. 108ee alsdx. 2 (“Barbara Metsch’s Deposition’d5,
Doc. 111. Lastly, ZIRIT argues thaMetsch displayed the ZIPPURSE on her website,
www.bambags.com, on July 28, 20@4ree days prior to the critical dat&IP-1T's MPSJ

Memo 2, Doc. 100.

BAM BAGS argues that while Metsa@howed the ZIPPURSE to family and friends, she
did so in in private and had “an understanding of confidentiality” with them. BAM BAGS

Opposition 16, Doc. 112. Given thserelationshipbetween Metsch and the family and
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friends she showed the ZIPPURSE to, an understanding of confiderdaalitye implied
Moleculon 793 F.2dat 1265 (finding understanding of confidentiality when inventor showed the
invention to close colleagues—which the court considered no different than showinigseto c

friends at home-andretained control of the invention).

Similarly, showing the ZIPPURSE to someone in the handbag industryyligde del
Torre, the owner of The Pink Purse handbag store, does not count as public use. If the person
who sees the invention has the skill and knowledge to understamésihddemonstrate the
invention to others, then the lack of a confidentiality agreement becomes sigmiletscape
Commc'ns Corp. v. Konra@95 F.3d 1315, 1321 (Fed. Cir. 200B)owever, there is no

indication that Del Torre knew how to make hargtha

a. Public Accessibility and the Internet

ZIP-1T's submitsan archivedluly 28, 2004 printout of www.bambags.carnth
pictures of ZIPPURSES in various styles and information for purchasing(byecalling or
emailing BAM BAGS);as proof that th@IPPURSE was publicly available prior to the critical
date Ex. C, “ZIPIT 002055,” Doc. 100ZIP-IT alsopresents notarized affidavit fronthe
office manager of the Internet Archive, which runs the Wayback Machineass®its the
printouts are a true and correct copy of the files in their recdddsit Ex. C, “ZIPIT 002041
42.” Metsch denies posting the ZIPPURSE on the BAM BAGS website before Ayq4
and asserts that the printout is not authenticatetdcannot be admitted as evidenBAM
BAGS Opposition 12, Doc. 112. Skermisegshat she may haveosted the ZIPPURSE to the
website that day as a test. Ex. B at-111% Doc. 100 (“The program that | used when | was
designing the site, in order to view what you're doing, it posts it brseflyou can see, like test

it. So | don’tbelieve that | officially posted it until after | came back [from the tradevkho
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The experimental use of a patent may negate the public use prong of the statutory bar
Invitrogen 424 F.3dat 138Q see also Pfaff v. Wells Elecs., In825 U.S. 55, 65 (199&)[A] n
inventor who seeks to perfect his discovery may conduct extensive testing withiogithlissi
right to obtain a patent for his invention—even if such testing occurs in the pubfic & IT
does not provide any other evidence, which would lead this Court to conclude the patent is
invalid because, construing the facts in the light most favorable to BAM BA@Ss briefly
posted to a website as a teSherefore, even if the Court fisdhat the internet printout was
properly authenticated, it is not clear and convincing proof that Metsch made BgRZEE

publicly available prior to the critical date.

2. Commercial Exploitation

The Court does not find clear and convincing evidence that Metsch commercially
exploited the ZIPPURSE prior to the critical date. Commercial exploitation irecthdesale of
the invention, or charge of its use, for commercial bendfmgtrogen 424 F.3cat 1382. ZIP-
IT’s commercial exploitation argument restdely on the followindanguagdrom the
OverbreakComplaint a complaint which BAM BAGS filed against a formieademark licensee

in 2006:

And so the Zippurse™ was boris. Metsch’s completg unzippable purse was so
entertaining, her mother ordered a few and so did a bunch of stores. Thereaftér, in ear
August of 2004...BAM displayed several models of the Zippurse™ to retailers attending
the Fame Show at the Jacob Javitz Center in New &ibyk

Ex. A 1 13, Doc. 100. Metsch disputes that the wdlereafter” places the orders prior to the
August 1, 2004 date, anmastead argues that it refers to prior statements about her development
of the product. BAM BAGS Opposition 14, Doc. 112. Merridebster defines “thereafter” as

“after that,” which refers to an action aftesgecific pointin time. MERRIAM-WEBSTER
12



COLLEGIATE DICTIONARY, available athttps://www.merriam
webster.com/dictionary/thereafter. Here, “thereafter” immediately foltbe'sentence about
purchase orders, not the sentence about the ZIPPURSE’s development. This swagests t
trade show happened after friends and stores had already made orders, but tiis ey
relies on semantics anglnot clear and convincingMetsch’s famulationis also not
unreasonable. Thus, on summary judgment, the Court may not resolve this dispute in favor of
the moving party. Accordingly, the Court does not find the ‘985 Patent is invalid under the
public use bar.
iii.  On-Sale Bar

Patens are invalid under the statutory on-sale bar, if the invention was “on sale in this
country, more than one year prior to the date of the application for patent in ted Btates.”
35 U.S.C.A. 8 10b) (West) In Pfaff, the Supreme Court explained that “the sale bar applies
when two conditions are satisfied before the critical date.” 525 U.S. 4FHg8t, the product
must be the subject of a commercial offer for sal&Secongdthe invention must be ready for
patenting’ Id. (emphasis addedEven“a single sale or offer for sale suffices to bar
patentability”and “[a]cceptance of a purchase order for the patented invention constitutes a
commercial sale for erale bar purposésCummings716 F. Supp. 2et333—-34. This Court
has already established that the ZIPPURSE was ready for patenting pniectidital dateand
so the second condition is satisfiésee suprdart V(a). But ZIP-IT only relies on théanguage
in theOverbreakComplaint, which as discussed above, does not shew|PPURSE was
subject to commercial exploitatiomcluding a commercial offer of sale, prior to August 1, 2004.

See supréart V).
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A defendant raising an invalidity defense beatsemavy burden of persuasion” which
requiresproof that is clear and convincingRadio Corp. of Am. v. Radio Eng'g Lal#293 U.S.
1, 8 (1934).ZIP-IT does not provide clear proof that the ‘985 Patent was in public use or on sale
prior to the trade show that began on August 1, 2004, such that no reasonable jury could find
otherwise.Eli Lilly & Co. v. BarrLabs., Inc, 251 F.3d 955, 962 (Fed.Cir.2001). Accordingly,

the Court does not find the ‘985 Patent is invalid due to the public-usesale bas.

VI.  ZIP-IT" SACCUSED PRODUCTSINFRINGE ON THE ‘985 PATENT

Having found that the ‘985 Patent is not invalidated by the public-use salerparsthe
CourtdeterminesvhetherZIP-IT infringed on it. Patent infringement suits are typically
“inappropriate for summary dispositiorpéarticularly when the motion consists almost entirely
of factual allegations and is practically barren of citations to legal authioaityvould support
judgment as a matter of lavAlloc, Inc. v. Norman D. Lifton Cp653 F. Supp. 2d 469, 474
(S.D.N.Y.2009). Patent infringement is determined by comparing the properly consateet p
claims tothe accused producMarkman v. Westview Instruments, |2 F.3d 967, 976 (Fed.
Cir. 1995)(en banc)aff'd, 517 U.S. 370 (1996)Claim construction is question of lawfor the
court but the comparison of the claim to the accused product is a question &diaectl & L

Wings, Inc, 160 F.3d 1350, 1353 (Fed. Cir. 1998).

“It is...well settlal that each element of a claim is material and essential, ahohtbrder
for a court to find infringement, the plaintiff must show the presence of evaneast or its
substantial equivalent in the accused devidederty Ammunition, Inc. v. U.S835 F.3d 1388,
1398-99 (Fed. Cir. 2016) (citation omittedg@e als Alloc, 653 F. Supp. 2dt474 (To establish
literal infringement, every limitation set forth in a claim must be found in an acpusddct,

exactly.”). The party alleging infringement bears the burden of showing each elemieat of t
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claim in theaccused product'Summary judgment of noninfringement is appropriate where the
patent owner’s proof is deficient in meeting an essential part of the lagdbstl for
infringement, because such failure will render all other facts immatetidi€rty, 835 F.3d at

1369.

The'985 Patent discloses a “bag made from a continuous zipgpet¢laims to be an
improvement on prior versiors handbags made from a continuous zipper. MPSJ 11, Doc. 100.

Claim 1 of the ‘985 Patent states the following:

[A] A container suitable for hand carry formed with longitudinally fastened sueeessi
tiers of a spiraled elongated compound t§pgthe compound tape being comprised of
two relatively wide elongated tapg¢€] the wide elongated tapes having continuous
attacyment means fastened longitudinally adjacent one extended longitedgeabf

each tape, respectivelfp] the two wide elongated tapes further being securely attached
together longitudinally along the mid-sections therggi, the wide elongated tap#ésen
having, respectively, longitudinal foldable tape material opposite the resptgie
edgesupon which fasteners have been fixedly attacfiejdwhereby successive spiraled
sections of the compound tape may be attached to one another forming a container having
an exterior and an interidiG] the exterior of the successive tiers of attached compound
tape providing readily accessible access to the longitudinal fastendtd]a&hd interior

of the successive tiers of attaclemmpound tape being prowdd with a protective liner
formed by the longitudinal folded tape material of the respective wide etzhtzgies.

Ex. Dat 5 Doc. 100 (eementdesignations AH added. Elements C and D of Claim 1 of the
‘985 Patentareat issue hereZIP-IT contends the Accused Products do not have the additional
improvement elements the ‘985 Patent claihas. Specifically, ZIRIT claims that the Accused
products do not have longitudinal folded tape material, or a protective liner subsetpremy
from said materialld. According to ZIPIT, the Accused Products do not have longitudinal
foldedtape materiabecaus¢he seanis two millimeters wide andannot be foldedMPSJ12—

13, Doc. 100.Whatis being folded lengthwise is “the material opposite the zippered edges of

the tape,also known ashe“seam allowancé MarkmanOrder 1718, Doc. 90.Thedispute
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between the parties was “exactly how much material is required or necessary théaside of
the seam opposite the zippered edgéd."at 18. Anthony Cady, ZIP-IT’s expert, reported that
“the predominant difference that | see between the two products as it relali@st of the ‘985
Patent is the length of the seam allowance locatdiaei interior of the respective bags.” Ex. G

at 27, Doc. 97.

The Court disagreed with ZIP-IT’s proposed construdinat the materiaheedssnough
fabric to fold back on itself“the ‘985 Patent at no point describes exactly where the two tapes
should be attached.MarkmanOrder 18, Doc. 90. Furthermore, the Court found that to require
a particular amount of fabric to be on the side of the seam opposite from the zipperetd@dge
improperly limit the scope of the ‘985 Pateimd. Accordingly, ZIP-IT’s argument that a two
millimeter seam allowance means the Accused Products do not have longitudieditége
material fails. But even if it did not, summary judgment is not appropriate bet@ugeestion
of whether ZIP-IT's Accused Products infringe on the ‘985 Patent raisesuing dispute of
material fact. BAM BAGS expert, Aneta Genova, found infringement in her report when she
examined a sample Accused Product and found that the seam allowance was “abotiviour to

millimeters.” BAM BAGS Opposition 21, Doc. 112.

Lastly, & ZIP-IT notes, the Courtoncluded that the “the elongated tape material itself is
the ‘protective liner.”” MPSJ 18, Doc. 100 herefore ZIP-IT’s second argument about the lack
of a “protective liner formed bthe longitudinal folded tape material” also fails because it
depends on whether the Accused Products have longitudinal folded tape mhteaial4 In
sum,ZIP-IT's Accused Products meet each element of Claiand,the Court finds they infringe

on the ‘985 Patent. Accordingly, the Court cannot grant summary judgment in favor Iat. ZIP-
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VII.  ANTICIPATION AND OBVIOUSNESS INVALIDITY CLAIMS

In the alternative, ZIRT argues that the ‘985 Patent is invalid for anticipation and
obviousness. “Patent claims are invalid, and therefore cannot be infringed upon, iethey ar
either*anticipated or ‘obvious.” Alloc, 653 F. Supp. 2dt476. ‘A patent claim is anticipated
if every element of the claim is disclosed in a prioreig¢rence.”ld.; 35 U.S.C. § 102(a). A’
patent claim is obvious if the differences between it and claims containddrianpr‘are such
that the subject matter as a whole would have been obvious at the time the inventiade&s m
a person having ordinary skill in the art to which saidesttbmatter pertains.’Alloc, 653 F.

Supp. 2cat476 35 U.S.C. § 103(a). To obtain summary judgnierat patent case, a party bears
a heavy burden “because it is “go[ing] over the same ground” as the U.S. Patéragemark
Office (“PTO").” Alloc, 653 F. Supp. 2&t477. “[T]he party attacking the patent's validity

must demonstratehat the PTO was wrong in its decision to grant the p&terd. at 479.

a. Anticipation

A person is entitled to a patent unless the invention was known or patented by others
prior tothe inventor’s application for a patent. 35 U.S.C. § 102(a). A patent is invalid due to
anticipation when “a single prior art reference...expressly or inherestipse[s] each claim
limitation.” Finisar Corp. v. DirecTV Group, Inc523 F.3d 1323, 1334 (Fedir. 2008). ‘But
disclosure of each element is not quite enough—this court has long heldalticipation
requires the presence in a single prior art disclosure of all elements of adcclairantion
arranged as in the clairti 1d. at 1334(citing Connell v. Sears, Roebuck & C322 F.2d 1542,

1548 (FedCir. 1983).
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ZIP-IT alleges that arior artreference, U.S. Patent Application No. 10/059,026,
Publication No. 20020142123 (published Oct. 3, 2002) (Yamaguchi et al., applicants)
(“Yamaguchi ‘123"), meets every element of Claim 1 of the ‘985 Patent. MPSJ 20]@bc
Yamaguchi ‘123 is a patent application fdnandcarriedzipper bagnade froman elongated
tape, with an interior siddd. at 20-21. ZIP-IT claims tat the “only novel feature described in
Claim 1 which might distinguish from prior art is the protective liner formed from the

longitudinal folded tape materialld. at 21.

Elements AB, and C of the ‘985 Patent describe a product “formed with longitudinally
fastened successive tiers of a spiraled elongated compound tape, the compound tape being
comprised of two relatively wide elongated tapdmving continuous attachment means”
fastened on the edge of each tapes. D at 5, Doc. 100. In other words, the ZIPPURSE is
created fromone long continuous compound zipper tage&. B at 250, Doc. 100. Therefore, to
anticipate, a prior reference must disclose a f@mded container formed fromcantinuous,

compound tape with attachment means, such as a zipper, fastened on the edges.

To check for anticipation, the Court examines the Yamaguchi ‘123 referenceen som
detail. Yamaguchi ‘123 is made from “a long tape main body” with “plural coupling elements
attached along “a substantially ieatperiphery” of the tape. Ex. M, ZIPIT 100118-19, 100157,
Doc. 100. BAM BAGS argues that the Yamaguchi ‘123 reference does not anticip&@&%he *
Patent because it does mutlude essential words in Claim 1 of the ‘985 Patent: “zipper” or
“compound tape” or “relatively wide tapes” or “folded.” BAM BAGS Opposition 24, Doc. 112.
But the ‘985 Patent and Yamaguchi ‘128spectivelyrefer to“zippers” asa type of

“attachment means” and “plural coupling eleméngsx. L at 54, Doc. 100a|so describing
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Zippersas “continuous removable attachment means” and “slide fasteners with attatdettent

along the edges of the tape”)

ZIP-IT’s expert asserts that the Yamaguchi ‘123 creation process references ambmpou
tape because the zipper elensemte attached to two tape strips, which are then sewed into the
main tape body: “This process necessarily involves a step at which twaastrijpgned together
to form a compound tape.” Ex. G at 38, Doc..18@maguchi ‘123s formed from dtape stip
in which a plurality of the coupling elemeijits] mounted continuously on the side edge is
sewed along the entire periphery of the main tape badwpther words it is made of a tape strip
that has a zippered tape sewed along the periplieryM at7 § 0124, Doc. 100This Court
construed “compound tape” in the ‘985 Pat@mnttwotapes joined.”Markman Orderl1, Doc.

90. Accordingly, Yamaguchi ‘123 does reference a “compound tape” as it has two tapds joi

together.

However, whileYamaguchi{123 “discloses the use of overturned seam with interior
seam allowances of unspecified lengtidoes not meet the limitation that the two tapes be
joined longitudinally at their midectionpursuant to Claim Elements €D of the ‘985 Patent.
ZIP-IT MPSJ 22, Doc. 100. The compousaghe in Claim 1 is “comprised of two relatively wide
elongated tapes, ” having “continuous attachment means fasoemggdidinallyadjacent one
extendedongitudinaledge of each tape,” being “attached togelbtwegitudinaly along the mid
sections,” and havingdngitudinalfoldable tape material opposite the respective tape edges

upon which the fasteners have been fixedly attached.” Ex. D at 5, Doc. 100 (emphasis added)

On the other hand, Yamaguchi ‘123 has an attachment means that is sewed along the
entire periphery of the tape main body, not just one longitudinal edge. Ex. M at 7 0124, Doc.

100. Becausen Yamaguchi ‘123he attachment means are sewed around tlgheey of
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another tapdt cannot satisfy Element E of the ‘985 Patent (“the wide elongated tapes then
having, respectively, longitudinal foldable tape mateyositethe respective tape edges upon
which fasteners have been fixedly attached”). Ex. B, &toc. 100. By looking at the express
language of the claims and the patent’s written description, this Court conttiat&amaguchi
123 does not disclose “eachaim limitation.” Finisar Corp, 523 F.3d at 1334. Accordingly,

the Court does not find the ‘985 Patent is invalid by anticipation.

b. Obviousness

Obviousness is ultimately a question of law that is based on underlying $actdt
Tech. Ltd. v. Resco Metal & Plastics Cor@64 F.3d 1344, 1354 (Fedir. 2001). The Supreme
Court has londpeld that “[tjhe combination of familiar elements accordmgnown methods is
likely to be obvious when it does no more than yield predictable resl&R Intern. Co. v.
Teleflex Ing.550 U.S. 398, 416 (2007)If a person of ordinary skill camplement a
predictable variation35 U.S.C.] § 103 likelyars its patentability.1d. at 417.“I n order to

determine obviousness as a legal matter, four factual inquiries must bg& made

(1) the scope and content of the prior art; (2) the level aharg skill in the art(3) the
differences between the claimed invention and the prior art{4greecondary

considerations of nonobviousness, which in case law is often said to include commercial
success, lordelt but unresolved need, failure of others, copying, and unexpected results.

Ruiz v. A.B. Chance C®34 F.3d 654, 662—-63 (Fed. Cir. 20Q€Jing Graham v. John Deere
Co, 383 U.S. 1, 17-18 (1996 “To determine summary judgment based on obviousness, it
must first be determined whether tBeahaminquiries raise any disputes about material facts.

B & G Plastics, Inc. v. E. Creative Indus., In269 F. Supp. 2d 450, 460 (S.D.N.Y. 2003).

20



I.  Scope of the Prior Art

The scope of the prior aricludes all art thdtis reasonably pertinent thé particular
problem with which the invention [is] involved Optical Prod. Dev. Corp. v. Dimensional
Media Assocs., Inc134 F. Supp. 2d 320, 326 (S.D.N.Y. 2Q0Z)P-IT provides fiveprior art
patentdor zipper handbags that were published between 1987 and 2003, all prior to the ‘985
Patent (filed in 2005 and issued in 2009). MPSJ 24, Doc. 100. The pertinent prior art includes
Yamaguchi ‘123, a 2002 patent application for a hand-carried zipper bag; Pega@&,&b1-
2001 Brazilian industrial design registration for a zipper purse; Markoff ‘983, a 198 paledit
for a zipper handbag; and Monti ‘553-0001, a 2004 Italian design patent for a zipper purse. EX.
G at 4450, Doc. 100.The Yamaguchi ‘123 patent application was not approved, however, in
2003,the same inventor receivedpatent for a zipper handbag (*Yamaguchi '$553d. at 50.
“A foreign patent may be used in evaluating the state of prior art under 35 U.S103[§]

Leesona Corp. v. Varta Battes, Inc, 522 F. Supp. 1304, 1340 (S.D.N.Y. 1981).
ii.  Level of Ordinary Skill in the ArDifferences Between Patent and Prior Art

ZIP-IT relies on its experto claim thatthe ‘985 Patent involves variations of prior art

which are predictable to a person of ordinary skill in the art:

[1]t would be obvious for a person or ordinary skill in the art to use known methods to
combine or modify these prior art referengeachieve aesthetic and practical benefits by
varying the number of elongated tapes, width of tapes, placement of seam, and type of
seam {.e., overlapping versus overturned seatg)redictably arrive at each and every
element of the invention of Claim 1 of the ‘985 Patent.

ZIP-IT MPSJ25, Doc. 10demphasis in original) Obviousness may be found if a person of
ordinary skill in the art could have predicted the use of the two tapes joined longitudirtake

mid-sections as a variation of the prior art referen¢€8R 550U.S. at401(“If a person of
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ordinary skill in the art can implement a predictable variation, and would see tlii: bleteing
so, 8§ 103 likely bars its patentability.”). “A court must ask whether the improvesertre

than the predictable use of prior art elements according to their establisietdrfs.” Id.

ZIP-IT’s expert argues that the process of sewing tape strips together ta tammpound
tape with zippered edges was invented prior to the ‘985 Patent, as was the preeessgf
tapes using overturned seams (overturned and overlapped seams areotiradwyotypes of
seams). Ex. G at 561, Doc. 100.Seel.eapfrog Enterprises, Inc. v. FishBrice, Inc, 485
F.3d 1157, 1161 (Fed. Cir. 2007) (“The combination of familiar elements according to known
methods is likely to be obvious when it does no more than yield predictable rgsiiitsy’ KSR

550 U.S. at 398)).

To “prevent a hindsight-based obviousness analysis [the relevant inquiry] is whether
there is a reason, suggestion, or motivation in the prior art or elsewhere that weuledhane
of ordinary skill in the art to combine the referenceRuiz 234 F.3d at 664. A court must avoid
the temptation téuse hindsight reconstruction to pick and choose among isolated disclosures in
the prior art to deprecate the claimed inventioMedirol Ltd.v. Guidant Corp.412 F. Supp. 2d
301, 315 (2005). Section 103 requires that courts consider the invention “as a whole” rather than
breaking it down into its component parts and finding a prior art reference for eaclal.cat

14.

ZIP-IT claims the' 985 Patent combines known elementabfindbag andhat
variations such ahelength and type of seam would be obvious to someone with ordinary skill
in the art Ex G at 52, Doc. 1Q0Eachprior art shows a handbag formed from tape strips with
zippers on the edges, formed by the continuous spiral of the tape kirips51. BAM BAGS

acknowledges prior art referendbat were “beHike elongated tape structures,” including
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Yamaguchi 555 and Markoff ‘983, and differentiates the earlier disclosed invenasribey:
(1) were limited to forming a handarried container with only certain cylindrical or triangular
shapes, (2) did not provide for a firm-shaped bottom or for having ctenegric features, (3)
were restricted in size to support an article and their use as a handbag waslargeco
consideration, and (4) did not disclose means for providing a protective liner faonethe

dual purpose slide fastener tapes. Ex. D, Doc. 100.

The “most pertinent prior art is Yamaguchi ‘123s ZIRIT claims itincludes all
elements of Claim 1. Ex. G at 44, 51, Doc. 100. Yamaguchi ‘123 provides instructions for
sewing the tape main body in a way that produces various shapes and lengths, including a
“rectangular case shaped accommodating body” and refers to Figs. 2saef:3,M at Sheet 2,
Doc. 100which shows rectangular shaped hadsat 8. “The beltshaped body of this
embodiment having such a structure can be folded into paxirstyle because it has flexibility
in the longitudinal direction, so that it can be stored easilyld.’at 12 (citations omitted).
Yamaguchi ‘123 appears to reference a compound tape in its description: Althougtpé&he
main body and the tape strip are manufactured integrally and continuously usinig éagiag
material, this embodiment should not be restricted to this and it is permissible to joirethe tap
main body and the tape strip manufactured separatelgntoect the tape strijpongitudinally]
to the other end of the tape main body by sewing or fusion.” Ex. M. 10, Dociidibns
omitted). However, in this instance “tape strip” means “an extension member extendeddrom th

other end of the tape main body” and not a zippered tape, like in the ‘985 Patent.

Markoff ‘983 discloses that “zipper halves” are affixed on the peripheral edge of the main
belt-like strip,but it does not provide motivation for sewing the zipper halves together

longitudinally andremoving the main beltke strip like the ‘985 Patent didex. P 3, Doc. 100
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see also Exs. P (Pegado ‘651) and Q (Yamaguchi ‘555) (same). Pegado ‘651 references the
creation of “an attachment condition of a covering body for protecting a stored object when the
belt-like article is used as a storage body” to describe a strip of tape that protects the object
stored in the case from contact with the exposed “engaging means.” Ex. P 2, Doc. 100. ZIP-IT’s
expert references Monti *553-0001 but does not provide any analysis as to why it renders the
‘985 Patent invalid for obviousness. Ex. G at 49-50, Doc. 100. “Broad conclusory statements

regarding the teaching of multiple references, standing alone, are not ‘evidence’ [of motivation

to combine].” Medinol, 412 F. Supp. 2d at 315.

While the Court finds references to elements of Claim 1 in the five prior art references,
no single one fully incorporates the teachings of the ‘985 Patent. Furthermore, there is no clear
and convincing evidence that a person of ordinary skill in the art would have had the motivation

or reason to create a compound tape from just the zipper halves.
iii.  Secondary Considerations

The parties do not provide any evidence of secondary considerations, and so the Court

does not find it necessary to reach these factors.
VIII. CONCLUSION

For the foregoing reasons, ZIP-IT’s motion is DENIED. The parties are directed to
appear for a status conference on July 18,2019 at 10:00 A.M. The Clerk of the Court is

respectfully directed to terminate the motion, Doc. 98.
It is SO ORDERED.

Dated:  June 26, 2019
New York, New York /%»/\ @’“‘

Edgardo Ramos, U.S.D.J.
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