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JESSE M. FURMANUNnited States District Judge:

Plaintiff Metal Bulletin Limited (“Metal Bulletifi), an English corporation that publishes
works concerning metal and steel, brings this action against Defendant SloepE8cepter),
a company that engages in metal recycling and trading. According to the Ahemalaint,
Sceptetbought a subscription tdetal Bulletins service andcontrary to the terms and
conditions of the subscriptioallowed employees to access Metal Butistcopyrighted
material using a single username and passwBased on that alleged condudetal Bulletin
brings two claims: one for copyright infringement under United Stateand a second for
breach of contract. Sceptaow moves, pursuant to Rule 12(b)(6) of the Federal Rules of Civil
Procedureto dismiss Metal Bulletiis claim for copyright infringement on the ground thas
barred by clausm the parties’ agreememnandating application of English law. The Court
agreessoSceptes parial motion to dismiss is GRANTED.

BACKGROUND
The following facts —which are taken from thamended Complaint, documents it

incorporates, and matters of which the Court may take judicial notice — are cdnsttoe
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light most favorable thetal Bulletin See, e.gKleinman v. Elan Corp.706 F.3d 145, 152 (2d
Cir. 2013);LaFaro v. N.Y. Cardiothoracic Grp., PLLG70 F.3d 471, 475 (2d Cir. 2009);
Aurecchione v. Schoolman Transp. Sys., #i26 F.3d 635, 638 (2d Cir. 2005).

Metal Bulletin is an Englisleorporation that publishesonks related to metals and steel
andmakesthose copyrighted works available to paid subscribers on a weldsitet Am.
Compl. (Docket No. 33) (“FAC™)17, 11). In December 2013, Garney Scott,Skdepte’s
president, purchased a subscriptioiMietal Bulletins websiteon behalf ofScepter According
to the Amended Complaingcottacceptedtertain Terms and Conditions (the “Terms”) at the
time he purchased his subscription, one of which limited use of the user name and password tha
Metal Bulletin provided (Id. 11 10-11id. Ex. B (“Terms”), §6.4). Metal Bulletin alleges that,
contrary to that limitation, Scott provided the user name and password to other Scepter
personnel, who improperly accessed Metal Bulletin’s copyrighted mate(iadC T 13-15).

The present motion conceraghoiceof-law provision in the Terms- specifically,
Section 22 of the Termstled “Law and Jurisdiedbn.” (Terms§8 22). To the extent relevant
here the first clause of that Sectier Section 22.1 — provides as follows:

Where you visit, register and/or subscribe {Matal Bulletin] Site . . . these

Terms (and any dispute or claim arising out of or in connection with these terms,

including noneontractual disputes or claims), to the maximum extent permissible

under the law of the territory that you are lodatg will be governed by the laws

of England and Wales and will be subject to the non-exclusive jurisdiction of the
English courts.

(Id. 8 22.1). Notwithstanding that language, Metal Bulletin filed this suit in June 28llEg)ing
violation of United States copyright lawS€eDocket No. 1). Itater amended its complaint to
adda breackof-contractclaim. (SeeFAC 1122-26). Sceptemoves to dismisenly the

copyright claim on the ground that it is barred by Section 22 of the TerBseDocket No. 34).



LEGAL STANDARDS

A Rule 12(b)(6) motion tests the legal sufficiency of a complaint and requirestdaaour
determine whether the facts alleged in the complaint are sufficient to showetipéitttiff has a
plausible claim for relief.SeeAshcroft v. Igbal556 U.S. 662, 679 (2009). When ruling on a
Rule 12(b)(6) motion, a court must accept the factual allegations set forth in thaico@mpl
true and draw all reasonable inferences in favor of the plai@ée, e.gHolmes v. Grubman
568 F.3d 329, 335 (2d Cir. 2009). To survive such a motion, however, the plaintiff must plead
sufficient facts “to state a claim to relief that is plausible on its’faBell Atl. Corp. v.
Twombly 550 U.S. 544, 570 (2007A claim is facially plausible “when the plaintiff pleads
factual content thatllows the court to draw the reasonable inference that the defendant is liable
for the misconduct alleged.Igbal, 556 U.S. at 678 (citinfwombly 550 U.S. at 556)A
plaintiff must show “more than a sheer possibility that a defendant has acteduliglawd.,
and cannot rely on mere “labels and conclusions” to support a dlaiombly 550 U.S. at 555.
If the plaintiffs pleadings “have not nudged [his or her] claims across the line from conceivable
to plausible, [the] complaint must be dismisseldl”’at 570.

DISCUSSION

Scepterargues thaMetal Bulletin’scopyright claimmust be dismissed under the plain
language of the choieef-law clause contained in the Termga. responseMetal Bulletin
contends that the choice-laiw clause does not applytiee copyright clainand if it does apply,

that it is unenforceable.The Court addresses each of those contentions in turn.

! Metal Bulletin also contends that Scepter’'s motion “fails at the threshold” (Ndtice o

Scrivener’s Error (Docket No. 40), Ex. 1 (“Pl.’s Opp 1-2) because Scepter states in a
footnote that, although it accepts the allegations in the Amended Complaint as pusptmes
of its motion, it “disputes many of those allegations, including the applicability dfeims”
(Mem. Law Supp. Scepter, Inc.’s Mot. To Dismiss (Docket No. 35) (“Def.’s Mebni’)1L).



A. Applicability of the Choice-of-Law Clause
As an initial matter, there is no question that Metal Bulletoigyright claim falls within
the scope ofhe parties’ choicef-law claus€® That clause providdsroadlythat English law
applies tahe Terms andsignificantly, to*any dispute or claim arising out of or in connection
with these termdancluding non-contractual disputesaaims” (Terms 822.1). Where, as here,
a defendant is alleged to have infringed a copyright by exceeding the scopeeota,lithe
copyright owner bears the burden of proving that the defendant’s copying welsarized
under the license.Grahamv. James144 F.3d 229, 236 (2d Cir. 1998). Thus, the question of
whetherScepter infringed Metal Bulletin’s copyrights wilecessarilyurn, at leasin part, on
the Terms. $eeFAC 1 2 (alleging that Scepter violated the terms of its “single indalidser
subscription” by “circulating the authorized user’s user name and passwdrd');1 (alleging
thatSceptes behavior was unauthorized because the Terms “prohibited an authorized user from
‘sharing their user name and password”f)follows that Metal Bulletin’scopyright claim
arises “in connection withthe Terms and thus falls within the scope of the choielaw clause.
Metal Bulletinarguesunpersuasivelthatapplyingthe choiceof-law clauseo preclude a
claim under United State®pyight law would beinconsistent withother provisions of the
Terms which refer to United States copyright law. Metal Bulletin points first to Sectioof3.

the Termswhich provides thdfa]ll rights in and td covered content belong to Metal Bulletin

Scepter, Metal Bulletiargues, cannot “have its cake and eat it too” by asking the Court to
enforce terms of an agreement that Scepterlatay contend does not apply. (Pl.’'s Opp’2)1-

That argumenis without merit, as Scepter’s footnote is nothing more than its acknowledgement
that, at the motioto-dismiss stage, it must accepeallegations in thémended Complaint as

true. See, e.gBryant v. N.Y. State Educ. De92 F.3d 202, 210 (2d Cir. 2012).

2 Although Metal Bulletin suggests otherwise¢Pl.’s Opp’n 6), English law governs

interpretation of the choice-ddw clause at issue her8eeMartinez v. Bloomberg LF740 F.3d
211, 220-24 (2d Cir. 2034 In any event, both parties agree that there is no material difference
in this case between English law and United States |IB&f’§ Mem.5 n.6; PI's Opp’'n 6).



and its affiliatesand are protected by” the intellectual property lawsthe UK, US and other
countries. But that clause does not do the work that Metal Bulletin suggests, particularly since
another provision of the Ternssateghat New York and Uited States law apply teertainkinds
of claims(not at issue here).Térms 8§ 22.2). Put simplythe mere fact that Metal Bulletin and
its affiliates retained whatever rights they may have under United Stawasgtd law does not
mean thathey may rely on that law taring a claim against a subscriliethe claim falls within
the scope of Section 22.1. Metal Bulletin also invokes Section 9.11, but that provision merely
creates a procedureg lvhicha subscribercan provide notice tMetal Bulletinif it believes that
its copyrighted works have been infringed. Thus, neitlarses inconsistentvith reading the
choiceof-law clauseo prohibit Metal Bulletin from relying on United States copyright law to
bringits claim against ScepterAs if to confirm that conclusigrMetal Bulletinfares no better
underthe readingf Section 22.1 that it proposeBletal Bulletin contends thahe clause
“easily is understood to mean that the law of England and Wales controls the nudhang
Terms for all purposes without impairing claims that arise independently déthes and have
no necessary laionship to the Terms.” (Pl.’s Opp’n 4). As discussed above, however, Metal
Bulletin's copyright claimhere has a “necessary relationship to the Térigollows that,
pursuant to Section 22.1, English law applies to the parties’ dispute anayrdesaifle, precludes
Metal Bulletin from pursuing its claim under United States copyright law.
B. Enforceability of the Choice-of-Law Clause

The Court turns, then, to Metal Bulletin’s attack on the enforceability of Section 22.1.
“[C]hoice-of-law clauses arpresumptively valid where,” as here, the underlying transaction
involves international commerc&oby v. Corp. of Lloyd, 996 F.2d 1353, 1362 (2d Cir. 1993);

see also M/S Bremen v. Zapata Off-Shore @@/ U.S. 1, 15 (1972)To overcome that



presumptionMetal Bulletinbears the heavy burden of demonstrativajapplication of the
choiceof-law clause would b&inreasonable or unjust.Martinez 740 F.3d at 227 (internal
guotation marks omitted). It can do that by showing “(1) its incorporation was theakesalid
or overreaching; (2) the law to be applied in the selected forum is fundamentally unf

(3) enforcement contravenes a strong public policy of the forum in which suit is brouggh};
trial in the selected forum will be so difficult and inconvenient that the plaintifftefédyg will
be deprived of his day in courtld. at 228 (internal quotation marks omitted). Notably,
however, it is not enough to show that application of a choidavwotlause will result in “the
forfeiture of ®me claimg’ Roby 996 F.2d at 1360-61, or “that the foreign law or procedure
merely be different or less favorable than that of the United Stadea}’1363.

In this case, Metal Bulletin argudsat enforcement of the choicedafw clausevould
contravengublic policy given the importance of copyright protections. (Pl.’s Opp’'n)8-11
Secondarily, it suggests that application of English law would be fundamentally hedause it
lacks the remedies avallle under United States copyright lavd. t11-13). Both
contentions, however, are foreclosed by the Second Circuit’s decidrmbin In that casgthe
plaintiffs brought claims under both the Racketeer Influenced and Corrupt Organizations
(“RICO”) Act, 18 U.S.C. 8§ 196&t seg.andUnited States securities fraud law8ee996 F.2d at
1356. On appeal, the Second Circuit halat clauses binding the plaintifte arbitrate in
England under English law were enforceable, notwithstanding provisidfrated States
securities laws making clear Congress’s “intention that the public policiesse ldos should
not be thwarted.”ld. at 1364. More specifically, the Court affirmed dismissal of the plaintiff's
claims under United States statutory law because the plaintiffs couldfessert

misrepresentation, and breaafhcontractclaimsunder English law and those claims provided an



“adequate” remedfor the plaintiffs Id. at 1365-66. Significantly,ite Court acknowledged that
“the United States securities laws would provide[ghaintiffs] with a greater variety of
defendants and a greater chance of success due to light¢ersaigd causation requirements”
and that'the ramedies and disincentives might be magnified by the application of R{@&er
the availability of‘treble damages.'ld. at 1366. Nevertheless, the Court concludbdt‘there
are ample and just remedies under Englishi Evd could not “sayhatapplicaton of English
law would subvert the policies underlying” thecurities lawsnd RICO.d.

In light of Roby Metal Bulletin’s attaclon thechoiceof-law clause— a clause, it bears
mentioning, that Metal Bulletin itself drafted fails. It is not enogh for Metal Bulletin to
establish that United States copyright law implicates important public policy isterahat
enforcing the choicef-law clause would result in forfeiture of certain statutory remedies. In
addition Metal Bulletinhasto show hatthe remedies available to it under English law are
inadequatéo vindicatethe public policy interests underlying United States copytehtor that
there is a “danger that [it] ‘will be deprived afyremedy or treated unfairly.”ld. at 1363
(quotingPiper Aircraft Co. v. Reynal54 U.S. 235, 254-55 (1981)Metal Bulletin falls short of
meeting that burden, #ise Terms themselvgsovide for contract-specified “copyright abuse
damages” in the amount of $1,500 per violation. (FAC 1 17, 2%€tfns §83.5). Pursuant to
that provisionjn fact, Metal Bulletinseeks $345,000 icontract damagds this very case.See
FAC 1124-26). To be sure, those damages are less thatatheorydamages that might be
available to Metal Bulletin under United States Copyright L8&el7 U.S.C. § 504(c)
(providing for statutory damages of up to $30,88Ceachinfringed work and for damages of
up to $150,000 for each willfiyl infringed work. But, under theircumstances presented here,

they are “adequate” enoughpootectMetal Bulletin’sinterests angufficient tovindicate the



importantpublic policies underlying United States copyright lawnamely detering the kind
of unauthorized use of copyrightethterialshat Scepteis alleged to have committedPut
simply, Metal Bulletin fails to carryts burden of demonstrating that applicationha choiceof-
law clause would be “unreasonableunjust” under the circumstancddartinez 740 F.3d at
227 (nternal quotation marks omittedit follows that, while Metal Bulletin may pursue its
breachof-contract claim in this Court (after all, Section 22.1 provides for, but does not mandat
jurisdiction in the English courts), it may not pursue its clairaagyright infringement under
United States law.
CONCLUSION

Forthe foregoingeasonsthe Court concludes that the parties’ chaédaw clause must
be enforced and that it precludes Metal Bulletin from bringing its copyrigimi.c Accordingly,
Sceptels partial motion to dismiss is GRANTED, and Metal Bulletin’s first claim is dismissed.

The Clerk of Court isidectedto terminate Docket No. 34.

SO ORDERED.
Date June 21, 2016 dg‘j %,/;

New York, New York [ﬁESSE WRMAN

nited States District Judge




