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UNREDACTED COPY FILED UNDERSEAL PENDING PARTY REVIEW

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

WORLD TRADE CENTERS
ASSOCIATION, INC.,
Plaintiff,
-V- No.15CV 7411-LTS-RWL

THE PORT AUTHORITY OF NEW YORK
AND NEW JERSEY,

Defendant.

MEMORANDUM OPINION AND ORDER

In this action concerning the rightsuse WORLD TRADE CENTER and related
trade and service marks in connection with essate, trade promotion, merchandising, and other
activities, World Trade Centerss8ociation, Inc. (“Plaitiff” or “WTCA”) asserts claims against
the Port Authority of New York and New Jeys(“Defendant” or the “Port Authority”) for
trademark infringement f1Claim for Relief) and unfair conggition and false designation of
origin (2" Claim for Relief) under the Lanham Act, New York common law trademark
infringement (& Claim for Relief), New Yorkcommon law unfair competition {4Claim for
Relief), and breach of contract{and &' Claims for Relief), andesks a declaration confirming
that Defendant is bound by two licensing agreemiatisrestrict it fromaffixing the relevant
trademarks to goods without WTCA'’s conserit (laim for Relief). (Am. Compl., Docket
Entry No. 134.) Defendant assedounterclaims for a declamarti that it has not infringed upon
the subject marks fiCounterclaim), a declaration that itshaot breached the relevant licensing
agreements (2 Counterclaim), a declarati that it is the owner dhe relevant service and

trademarks and has the right to usenthwithout Plaintiff's interference 3Counterclaim), the
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cancelation of Plaintiff's federaervice mark registration {4Counterclaim), an order enjoining
Plaintiff from prosecuting several pending felérademark registration application§'(5
Counterclaim), and breach of contract Bounterclaim). (Am. Counterclaims, Docket Entry

No. 133.)

Cross-motions for summary judgment are now before the Court. Defendant Port
Authority moves for summary judgment dismrggiall of Plaintiff's claims and granting
judgment in its favor on all counterclaims. g@ket Entry No. 162.) Plaintiff WTCA moves for
partial summary judgment, specifically: fodgment in Plaintiff's favor on its breach of
contract claim concerning a 2006 licensing agreeméh€(&im for Relief); to dismiss, in part,
Defendant’s counterclaims seeking a declanathat Defendant has not breached licensing
agreements entered into in 1986 and 2006@®unterclaim), a declaration of ownership of
certain marks and the right to use thieee of Plaintiff's interference [BCounterclaim), and the
cancelation of WTCA's federakervice mark registrations'{4€Counterclaim), and to dismiss, in
its entirety, Defendant’s countdaim that seeks to enjoin WTCA'’s currently pending federal
trademark applications {SCounterclaim). Plaintiff also moséo strike three of Defendant’s
affirmative defenses — thosssarting sovereign immunity {ffirmative Defense), the
invalidity of Plaintiff's state andlederal registrations as void abtio or as fraudulently procured
(5™ Affirmative Defense), and the propriety of tRert Authority’s concurrent use of the marks
based on its continuing use of such marksclvibcommenced prior to any WTCA use of the

marks (¥ Affirmative Defense). (Docket Entry No. 146.)

The Court has jurisdiction of thetion pursuant to 28 U.S.C. sections 1331,

1338, 1367 and 15 U.S.C. sections 1119 and 1121.
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The Court has considered the submissions of both parties carefully and, for the
following reasons, grants the motions for sumnmadgment of both parties in part and denies

them in part.

|. BACKGROUND!

The Port Authority is an agency adnsigred jointly by thetates of New York
and New Jersey charged with operating “aviatrai, surface, transportation and seaport
facilities.” (Def. 56.1 Y 1.) The Port Authori&yso owns the World TradCenter (“WTC") site
in Manhattan ("NYWTC”) and is supervising tk#e’s reconstruction following the previous

complex’s destruction as a result of the taestaattacks of September 11, 2001. (Id. 11 1, 53.)

In 1961, the Port Authority’s predessor published a report proposing the
development of a World Trade Center. (Id.  Bhe states of New York and New Jersey
enacted legislation in 1962 authmng the construction of the NYWO. (I1d.f 7.) Plans for the
complex, including its iconic “twin towerswere announced in January of 1964, and
construction commenced in 1966 and was completd 973. (Id. 11 10, 12-13.) The complex
contained 10 million square feet of offispace and hosted 40,000 workers and 150,000 business

guests and tourists eadhay. (Id. 1 15, 17.)

NYWTC featured the “Top of the Wa¥l observation deck, which included two

gift shops. (Id. 1 27.) From 1995 until the complex’s destruction, the observation deck and gift

1 The facts recited herein are undispuietess otherwise indicated. Facts recited
as undisputed are identified as suclhia parties’ statements pursuant to
S.D.N.Y. Local Civil Rule56.1 or drawn from evidence as to which there is no non-
conclusory contrary factual proffer.it@ions to the parties’ respective Local
Civil Rule 56.1 Statements (“Pl. 56.1 St:Def. 56.1 St.,” “Pl. 56.1 Resp.,” “Def. 56.1
Resp.,” and “Def. 56.1 Reply”) incorpordig reference the parties’ citations to
underlying evidentiary submissions.
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shops were operated by Ogden Entertainmergd&d”) under a lease from the Port Authority.
(Id. 911 25, 27.) Pursuant to lesase, Ogden was only authorizedsell merchandise bearing the
WORLD TRADE CENTER or WTC legal or that of any other PoMuthority property with the

Port Authority’s prior consent. (De56.1 St. § 31; see PI. 56.1 Resp. 1 31.)

From at least 1975 through the destauttf the original complex, the gift shops
operated by the Port Authority and, later, OQgdsold souvenirs laging the WORLD TRADE
CENTER or WTC mark. (Hdfman Tr., Medzhibovsky Decl., &et Entry No. 166, Ex. 9, at
26:15-24, 43:1-22, 44:19-46:11.) A teddy beanded with the WTC name was recovered from
the wreckage of the NYWTC site following tBeptember 1, 2001 attacks. (Drakakis Aff.,

Docket Entry No. 188, 11 5-7; Drakakis Aff., Ex. Docket Entry No. 188-3, at ECF pg. 5-6.)
According to the database of the 9/11 Memorial Museum, it had come from the observation deck
of the South Tower where Ogden operated a bdps (Drakakis Aff. 1 2-3, 5-7; Drakakis Aff.,

Ex. C, at ECF pg. 5-6.)

Beginning in 1968, Guy Tozzoli, then theetitor of the PorAuthority’s World
Trade Department, received requests from other extdlso styled as WatTrade Centers, that
were interested in creating a network consistihlike entities. (Def56.1 St. 1 11, 97-98.) To
help administer this network, the Port Aatity incorporated WTA on August 22, 1969, as a
Delaware non-profit cogration. (Id. § 104; Pl. 56.1 St. § 12nitially, WTCA operated out of
the Port Authority’s offices and used PaAuthority staff, primarily Tozzoli and Thomas
Kearney, to carry out its opéians. (Def. 56.1 St. 1 105-80 Although WTCA received

some funding from the dues of its memberscimaf its expenses were borne by the Port
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Authority. (Id. 1 107-109; P86.1 Resp. 1 109.) In 1985, WTCAtered into a lease with the

Port Authority for office space in tR&TC complex. (Def. 56.1 St. 1 111.)

By November 14, 1985, the Port Authoritgd obtained six New York State
service mark registrations for the term WD TRADE CENTER, coveng: (1) “advising
businessman [sic] as to prospective custoraedssuppliers for products and services”; (2)
“[o]perating facilities for commodities trading; promotion of financial commerce exchange”; (3)
“[e]recting international trade facilities”; (4¢lecommunications services; (5) “[cJommuter rail
services”; and (6) “[r]lestaant services, conducting exhibitions, seminars and business
conferences; instructiohservices in international trade(Def. 56.1 St. § 129.) The service
mark registrations for advising businessrasrto prospective customers and erecting
international trade facilities lisheir dates of first use &garch 1961. (Docket Entry No. 149-4,

at ECF p. 2, 4.

On February 18, 1986, after discussiomsaerning the transfer of marks to
WTCA for management and enforcement purpasesPort Authority executed a Confirmatory
Assignment of its service marks in faxa@rWTCA (the “1986 Assignment”). (1986
Assignment, Docket Entry No. 149-15.) The Assigniirecites that theort Authority “has
adopted and used the service mark WORIEADE CENTER, for which it has obtained
Argentine Service Mark Registrations 927594 837721” and the six New York service mark
registrations, listed by registrationmber and the class of each aityiovered. (Id. at 1.) The

Assignment then provides that:

PORT AUTHORITY has sold and doesréby sell, transfer and convey to
WTCA, its successors, assigns and legalesgmtatives, the entire right, title and
interest in and to said service mark WORLD TRADE CENTER, said service
mark registrations and the good willBORT AUTHORITY’s business in the
services in respect of which the mark isdistogether with all rights to apply for,
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obtain and hold registrations of the saanel renewals and extensions thereof, and
together with all right to ling suit for any past andtiure infringement of said

mark. PORT AUTHORITY reserves to itbthe right and lcense to use said
service mark for the existing and future services.

(Id. at 2.)

Thereafter, on March 6, 1986, the Portharity and WTCA executed a license
agreement (the “1986 License”), in which WTCAeeql to license its “Licensed Marks” to Port
Authority. (1986 License, Docket Entry No. 149-47 1-2.) The term “Licensed Marks” was
defined to cover the eight New York andg&ntine service marks enumerated in the 1986
Assignment, as well as a “Map Design Logotassociated “U.S. Service Mark Registration
No. 1,011,720, granted on May 27, 1985(fd. at 1) The 1986 tinse recites that WTCA,
referred to as the Licensor, is the owokthe WORLD TRADE CENTER service marks,
registrations and goodwill, as well as of tap Design Logo and associated service mark
registration and goodwill. It di@es the listed “service maskand registration[s]” as “the
‘Licensed Marks.” The operative provision tbie 1986 License grants the Port Authority a non-
exclusive license to use the Licensed Marks for &evice of fostering world trade and for such
additional trade services as Licensor may fronetimtime approve in writing.”_(Id. at 1, 1 1,

Ex. A f1.) The 1986 License also includes quadmgtrol and inspection provisions for use of

2 According to the United States Patant Trademark Office’s Trademark Electronic
Search System (“TESS”), the “Map DgsiLogo” was actually registered on May 27,
1975 for “services-namely, fostering an@moting world trade and international
business relationships.” TESS, USkrvice Mark Registration 1,011,720 (December 17,
2018, 10:25 a.m.),
http://tmsearch.uspto.gov/bin/showfield@tc&state=4802:9nr4pz.4.1; see Food Mktg.
Merch., Inc. v. California Milk Process®&d., No. 15 CV 1758 LAK, 2015 WL 3893508,
at *1 n.2 (S.D.N.Y. May 7, 2015) (taking judatinotice of the existence of multiple
trademarks based on the TESS database).
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the Licensed Marks, Licensor specifications for use of the marks, a covenant that the Licensed
Marks are WTCA's property, and amtegration clause statingahthe License “embodies the

entire agreement and understanding” betweepdhtes “with respect to the Licensed Marks.”

(Id. 1 9.) Defendant asserts thia¢ 1986 License is a standard form membership-type agreement
that all WTCA members execute. (Def. 56.115153; see also Pl. 56.1 Resp. 153 (disputing
whether a standard agreement existedeatithe the 1986 License was executed because the

Port Authority and the Washington, D.C., WT@#fember were the first to execute such an
agreement).) Both the Port Authority and @A relied on Lee Robinson of Curtis, Morris &
Safford, P.C. (“Licensing Counselfypr drafting and advice in corotion with thes agreements.

(Def. 56.1 St. § 118.)

On September 24, 1986, WTCA filed an aggtion with the United States Patent
and Trademark Office (“PTQO”) for the regiation of a “WORLD TRADE CENTER” service
mark for “association services,” “namely, fostgrand promoting world trade and international
business relationships.” (FedeBdrvice Mark Application, Daket Entry No. 149-22, at 1-2.)
The application claims a March 1961 date of fuse¢ of the mark._(Id. 4L) The application
further states that the Port of New YorktAarity (now the Port Authority), which the
application characterizes as WTGAredecessor, made firsteusf the mark in interstate
commerce for the sale or advertising of servened that WTCA continugeto use the mark for
services. (Id. at 2-3.) That application, whieas signed by Tozzoli a¥CTA'’s president, also
represented that “to the best of [Tozajlknowledge and belief no other person, firm,
corporation or association has tight to use said mark in commerce, either in the identical form
or in such near resemblance thereto as may bly liwhen applied to theervices of such other

person, to cause confusion, or cause mistake, @gdeive; [and] that said mark has been used

WTCA MSJ(REDACTED) VERSIONDECEMBER18,2018 7



UNREDACTED COPY FILED UNDERSEAL PENDING PARTY REVIEW

substantially exclusively and continuously by applicant for said services in interstate commerce
for at least the five years next proceeding][@#ie date of this application and has become
distinctive of applicant’s services in such comeeet (Id. at 3-4.) Ta registration was granted
on February 12, 1996 as trademark number 1,469,@83eral Service Mark Registration,
Docket Entry No. 149-23.) At the time of thpplication, WTCA was aware of several WTCA
members that had used the World Trade Cerdere prior to WTCA’sncorporation, some as
early as 1963, including New [@ans, San Francisco, Boston, San Diego, and Houston. (Def.
56.1 St. 11 126, 164; Pl. 56.1 Resp. § 164V¢€EA Board Minutes for January 26, 1970
Meeting, Ewing Reply Decl. in Supp. of.BIMot. for Partial Summ. J., Ex. 136, at
PANYNJ00333215-6 (demonstratingetlVCTA membership of theforementioned WTCs as of
the date of the meeting).) During the preparatibthe application, Kearney noted that he felt
“uncomfortable” about applying for a fedesdrvice mark. (Def. 56.1 St. § 124; see PI. 56.1

Resp. 1 124.)

In 1987, Tozzoli retired from the Port fwority and became the first full-time
president of WTCA, an office in which he servadil February 2012. (PI. 56.1 St.  52.) Port
Authority employees continued to serve on @ATs board until 1996. (Id. 1 53; see Def. 56.1

Resp. 1 53.)

On July 24, 2001, the Port Authority exealiteset of “net lease” transactions
whereby it leased 1, 2, 3, 4, and 5 World Tr&aater to correspondirgingle-purpose entities
controlled by the Silverstein Group (“Silverst8iand leased the complex’s mall to a single-
purpose entity controlled by Westfield Ameritac. (Def. 56.1 St. 1 47-50, 52.) Each single-
purpose entity, except the entity leasing 3 \Wdntade Center, signed a separate trademark

license with Plaintiff WTCA on July 24, 2001 (tctively, the “2001 Licenss”). (PIl. 56.1 St.
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93.) Concurrently with thigansaction WTCA sub-leaseffioe space from the Port Authority
and both parties executed a lefthe “2001 Letter”) which confined the Port Authority’s rights
under the 1986 Assignmentuise the WORLD TRADE CENTERBr WTC service marks

royalty free and sublicense them as conteregdlaly the assignment. (Def. 56.1 St. {1 197-198.)

Both parties agree that this lettenstituted a binding agreement. (Id.)

Following the catastrophic attacks®éptember 11, 2001, the entire NYWTC
complex was destroyed. (Def. 56.1 St. 1 53.) Asqfdtie redevelopmentfert for the site, the
Port Authority determined that Silverstein woudgtonstruct and retaingmet leases on future
Towers 2, 3, and 4 through its existing singlepose entities. _(Id. § 99.The Port Authority,
however, acquired One World Trade Cemte€ (“1 WTC LLC”), the single-purpose entity
holding the net lease for the future One World €r@enter tower, fromilserstein. (1d.) Upon

its acquisition of 1 WTC LLC, the Port Authoribecame the sole managing member of that

entiry.
I
I
I
I

On November 16, 2006, WTCA, as “Licemgdeentered into an Amended and
Restated Trademark License Agreement (tl®&Agreement,” Docket Entry No. 149-56) with
1 WTC LLC, “a limited liability company having an office and place of business c/o the Port
Authority,” as “Licensee.” The Agreemergcited the 2001 origindéasing arrangement
between the Port Authority and 1 WTC LLC, théies’ entry in to an amended and restated

lease following the destruction of the originai&ys, and that “Licensee desires to license from
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Licensor and Licensor desires to license to hsse the right to usertain Marks (as herein
defined) owned by Licensor in connection wiitle operation of the Prases, on certain terms
and conditions more specifically set forth hereifthe 2006 Agreement defined “Marks” as the
“terms and/or designations (inding word marks, logo marks, and names, as appropriate)
‘WORLD TRADE CENTER’, ‘WTC’, and the Map Design Logoghd granted a non-exclusive
license to 1 WTC LLC for use of the Marlsgjbject to several resgttions, including a
requirement for Licensor approval of any chanipethe form of use of the marks, and
prohibitions on combining the licensed marks wather terms (co-branding) or affixing the
marks to goods without Plaintiff’permission. (Id. 88 (I)(A)(11), (1)(B), (IN(B2); (IN(B)(5).)
The agreement contained the following signahloek for 1 WTC LLC, which was signed by
Michael B. Francois:

Licensee:
1 WORLD TRADE CENTER LLC
By:  The Port Authority of New York and New Jersey

By: [Original Signed by Michael B. Francois]
Name:MichaelB. Francois
Its: Directorof Development

(Id. at WTCA _0001125.) The 2006 Agreement contained no space for the Port Authority to sign
in its own name. The 2006 Agreement contagsarate definitions for the terms “Licensee,”

which refers to 1 WTC LLC, and “Port Ahority.” (1d. 88 (1)(A)(9), (17).)
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The Port Authority, along with its outke counsel, DLA Piper, LLP, negotiated
the 2006 Agreement on 1 WTC LLC’s behalf. (PI. 56.1 St. 1 105; see Def. 56.1 Resp. § 105

(disputing the extent of Defendant’s involvement in negotiations).)

In 2011 and 2012, WTCA filed several inténtuse trademarkpplications with
the PTO, seeking trademark registratiotooth WORLD TRADE CENTER and WTC for use in
connection with the sale of a wide varietygoiods including, but ndimited to, clothing, books,

postcards, bags, purses, anchitectural models. (Def. 568t. 11 304-307, 311 ||

In May 2011, 1 WTC LLC assigned its nease and its intellectual property
rights under the 2006 Agreement to WTC TowélL T, in anticipation of the formation of a

joint venture by the Port Authority and the Du@ganization (“Durst”)which would own and
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manage that new single-purpose entitfDef. 56.1 St. | 72; Def. 56.1 Resp. 1 117; see PIl. 56.1

Resp. 172.)

In 2013, WTC Tower 1 LLC contracted with Legends Hospitality LLC
(“Legends”) to lease and operate the observatemk at the rebuilt One World Trade Center.

(Def. 56.1 St. 1 87;_see Def. 56.1 St.

w

Membership and control of WTC Tower 1 Llv@as transferred from Port Authority to

the joint venture in June 2011. (Def. 56.178Y75.) Durst manages the day to day
affairs of the Joint Venture, but “Major Decisions” under the Joint Venture agreement
require unanimous approval by the Port Authority entity Joint Venture member and the
Durst entity Joint Venture member. (Def. 56.1 1 75.)

It appears, based on thetmes’ evidentiary proffers, it WTC Tower 1 LLC had already
assumed the 2006 Agreement from 1 WTC LLGh& point. (See PIl.’s 56.1 St. 1 117.)

N
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|
|
- In October 2014, Legends announcsedlbservation deck logo, which included a
combination of the terms “One World Observgtand “One World Trade Center.” (Def. 56.1
St. 11 88-89.) The observation deck, where visitan purchase souvenirs bearing the term
“One World Trade Center” andeémame of the observatory, oee in May 2015. (1d. 1 90; see
Pl. 56.1 Resp. 1 90.) Itis undisputed that WTCA did not grant permissithrese activities as

purportedly required under the 1986 Licensd 2006 Agreement. (PI. 56.1 St. { 149.)

In the context of discovery for thistaan, the Port Authorityproduced documents
in its possession from 1 WTC LLC and WTower 1 LLC and produced a Port Authority
employee to appear as a Federal Rule oil €rocedure 30(b)(6) (“Rule 30(b)(6)”) witness
“regarding 1 [WTC] LLCand WTC Tower 1 LLC.” (P6.1 St. 11 159-160; but see Def. 56.1
Resp. 11 159-160 (noting that R@@(b)(6) notice was only served the Port Authority, not on
either single-purpose entity, and admitting that that it proddoedments related to the single-

purpose entities in its possession);iligvDecl. Docket Entry No. 149, § 78.)

Il. DISCUSSION

A. Sovereign Immunity (9 Affirmative Defense)

While each party makes extensive argummestto why it is entitled to summary
judgment on the merits of the various claims,@oart must first considehe Port Authority’s
contention that the Court lacks jurisdiction, doesovereign immunity, to consider WTCA'’s
claims for injunctive relief and specific perfoance. In the Amended Complaint, WTCA pleads
its entitlement to injunctive ref barring,_inter aliathe Port Authority’suse of the disputed

marks in connection with the sale of goods, the use of such marks for any goods or services
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outside the scope of the relevéinense agreements, and barrihg Port Authority and all acting
in concert with it from taking or continuiffgctions inconsistent with WCTA's sole and
exclusive ownership of the WORLD TRADCENTER, WTC, WORLD TRADE CENTERS
ASSOCIATION and WTCA marks.” (Am. Compt 14-15.) WTCA father seeks injunctive
relief barring the Port Authority, its affiliateand those acting in concert with it “from breaching
the 1986 or 2006 Licensing Agreements and timgahem to specifically perform their
obligations under such contracts)’addition to a declarationdhthe Port Authority is bound by
the restrictions contained in those agreeémat prohibit the use of the WORLD TRADE

CENTER and WTC trademarks on goods witha(lr CA’s consent. (Id. at 14-15, 1 54.)

Defendant Port Authority contends tiaintiff’s injunctive relief and specific
performance claims against it are barred by tlatrohe of sovereign immunity. A court lacks
subject matter jurisdiction to hear an action aga sovereign or its instrumentalities unless the

sovereign has waived its immunity with respedii® claim at issue. C.H. Sanders Co. v. BHAP

Housing Dev. Fund Co., 903 F.2d 114, 117 (2d Cir. L990A] waiver of the Government’s

sovereign immunity will be strictly construed, imrtes of its scope, in favor of the sovereign.”

Lane v. Pena, 518 U.S. 187, 192 (1996).

Defendant argues that the laws ofaN¥éork, which in conjunction with a
complementary New Jersey statute, goverrssagainst the Port Authority, do not provide a
waiver of sovereign immunity for actions s@ekinjunctive relief and specific performante.
N.Y. Unconsol. Law 88 7101 et seq. (McKinney); ats N.J. Stat. Ann. 88 32:1-157 et seq.

Under these statutes, New YonkdaNew Jersey have consenteghéomit all “suits, actions or

5 Plaintiff does not seek damages, whiahuld be barred unless Riif timely filed a
notice of claim with the Port Authoyit N.Y. Unconsol. Law 8§ 7107 (McKinney).
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proceedings of any form or nature at lawequity, or otherwise” against the Port Authority,
except as specifically prohibited by the statuN.Y. Unconsol. Law 88 7101 (McKinney)
(“Section 7101"); see also N.Stat. Ann. 88 32:1-157. Exceptedrin this waiver of sovereign
immunity are “suits, actions or proceedingsjf@gments, orders or decrees restraining,
enjoining or preventing the Port Authority from committing or continuing any acts” unless such
measures are commenced by the attorney geofekidw York or New Jersey. N.Y. Unconsol.

Law 8§ 7105 (McKinney) (“Section 7105”); see also Caceres v. Port Auth., 631 F.3d 620, 624 (2d

Cir. 2011) (finding that the aforementioned ststatutes constitute waivers of sovereign

immunity and are, therefey jurisdictional.).

Pursuanto the EleventhAmendmento the Constitution of the United States,
states and their agencies are galtyg shielded from suits that e been brought in federal court

without their consent. See Hess v. Porthauity Trans-Hudson Corp., 513 U.S. 30, 39 (1994).

However, in Hess v. Port Authority Trans-Hudgoorp., the Supreme Court held that the Port

Authority, a financially self-sustaining entityeated by the United Sest, New York, and New
Jersey pursuant to the Compacts ClaugbefConstitution, was not protected by Eleventh
Amendment immunity against a Federal Emptaykiability Act claim for damages brought
outside the one-year period prowid®r in the relevant state si#ts, because a judgment on that
claim would not contravene the purposes offleyenth Amendment by drawing on the treasury
or offending the sovereign dignity of either statd., 513 U.S at 47-53. Hess is binding on this
Court, and thus requisaejection of the'® Affirmative Defense to the extent Plaintiff's claims
arise under the federal Lanham Act. WTCA’stham Act Claims against the Port Authority are

not barred by the Eleventh Amendment.
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As to WTCA's state law claims, howeyé&Federal courts apply the general rule

that state [sovereign immunitylastites apply to state law clairhKyne v. Carl Beiber Bus.

Servs., 147 F. Supp. 2d 215, 217 (S.D.N.Y. 2084%;also Caceres, 631 F.3d at 625 (Although
the Supreme Court’s Hess decision preclude®treAuthority’s sovereign immunity defense
against federal claims, its “holding does natbepon the validity of conditions for waiving
sovereign immunity over claims arising under state law.”). Because Section 7105 explicitly
prohibits, except in narrow circumstances notipert here, suits seeking to enjoin the Port

Authority, Plaintiff's state law claims @Bthrough 8' Claims for Relief) are barred to the extent

they seek such relief. See Makarovawited States, 201 F.3d 110, 113 (2d Cir. 2000) (“A
plaintiff asserting subject matter jurisdictiorsithe burden of proving ey preponderance of the

evidence that it exists.”).

Plaintiff contends that Section 7105’s exception to the waiver of sovereign
immunity, prohibiting suit against the Port Aotity for injunctive relef, does not extend to
specific performance of a contramtagreement, a remedy that Plaintiff argues is subject to
different standards than a permanent or preligingunction. Courts, hoever, have classified
specific performance as an injunctive remedy, thrslCourt is bound to sttly construe any

waiver of sovereign immunity ifavor of the Port Authorit§. See Petrello v. White, 533 F.3d

110, 114-15 (2d Cir. 2008) (“[W]e have little doubat if a given spedd-performance order is
injunctive in character, it woulde” appealable to the same extastan injunction.); see also

Lane, 518 U.S. at 192 (“[A] waiver of the Goverent’s sovereign immuty will be strictly

Plaintiff also argues that the Port Authpribnsented to suit through its execution of the
2006 License but, as explained below, Defendard not party to that agreement and it
therefore cannot provide the basis for a fngdof a contractual waiver of sovereign
immunity.
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construed, in terms of its scope, in favor & Hovereign.”). The @urt therefore construes
Section 7105 as barring private entity actiorrssfeecific performance. Furthermore, the plain
language of Section 7105 prohibitsurts from entering orders that “prevent[] the port authority
from committing or continuing any acts.” Thisstriction would precludan order of specific

performance to remedy breach of a contract.

Plaintiff contends that its"7Claim for Relief, which seeks a declaration that the
Port Authority is bound by the 1986 License and 2006 Agreement and that it is consequently
barred from selling goods bearing the WolCNORLD TRADE CEN'ER MARK without
WTCA'’s permission, is not pr&eed by sovereign immunity.Although waivers of sovereign
immunity must be construed narrowly, Sectfi®1 provides an unambiguously broad waiver of
sovereign immunity for all claims against tRert Authority except for those specifically
reserved by statute. Because no party hestiited, and the Courtswn research has not
disclosed, any statutory provisioratltan be construed to prohibisuit for declaratory relief
against the Port Authority, éhCourt has jurisdiction of &htiff's state law claim (7 Claim for

Relief) seeking declaratory religf.

Accordingly, the Court dismisses allBRintiff's claimsbrought under state law
(3 through & Claims for Relief) except the declaratory judgment claith@aim for Relief),
denies Plaintiff’'s motion for samary judgment on Plaintiff's"6Claim for Relief for breach of

contract and Plaintiff's matin to strike Defendant’'s™Affirmative Defense as to claims brought

This Claim for Relief appears be grounded in state contract law.

8 Plaintiff contends that because it may sde&laratory relief on its state law claims, it
may also seek injunctive relief to enderany such declaratis. Section 7105 would,
however, prohibit any such injunction. Thihe Court has no subjematter jurisdiction
to entertain any injunctivaspect of Plaintiff's ¥ Claim for Relief.
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under state law, grants Plaintiff's motion forsmary judgment strikinghe Port Authority’s 9
Affirmative Defense with respect to Plaintiff's federal law clain$gmd 29 Claims for Relief)
and, denies Defendant’s juristiamal motion for summary judgmedismissing Plaintiff's cause
of action for a declaration thtite Port Authority is bound be thestrictions contained in the

1986 License and 2006 Agreemerit @laim for Relief).

B. Merits

1. Summary Judgment Standard

The pending motions are brought pursuarRite 56(a) of the Federal Rules of
Civil Procedure. Under Rule 56(a), summary judgment isogp@te when the “movant shows
that there is no genuine disputet@asny material fact and the mawuas entitled to judgment as a
matter of law.” The moving partears the burden of demonsing the absence of material

issues of fact, see Anderson v. Libertybby, Inc., 477 U.S. 242, 247-48 (1986), and the court

must be able to find that, “aftdrawing all reasonable inferees in favor of a non-movant, no

reasonable trier of fact could firal favor of that party.”_MarveEntertainment, Inc. v. Kellytoy

(USA), Inc., 769 F. Supp. 2d 520, 523 (S.D.N.Y.2011) (quoting Heublein v. United States, 996

F.2d 1455, 1461 (2d Cir. 1993) (internal quotation markgted). A fact is considered material
“Iif it might affect the outcome of the suit undbe governing law,” and an issue of fact is
“genuine” where “the evidence is such thaeasonable jury couldtien a verdict for the

nonmoving party.”_Holtz v. Rockefeller & Inc., 258 F.3d 62, 69 (2d Cir. 2001) (internal

guotation marks and citations omdje “[M]ere conclusory allegans or denials . . . cannot by
themselves create a genuine issue of matacalwhere none would otherwise exist.” Hicks v.

Baines, 593 F.3d 159, 166 (2d Cir. 2010) (quokteicher v. Atex, Inc., 68 F.3d 1451, 1456 (2d

Cir. 1995)) (internal quotation marks and citationsitted). When considering cross-motions
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for summary judgment, “the court must evaduaach party's motion on its own merits, taking
care in each instance to draw all reasonalfé&@eénces against the party whose motion is under

consideration.” Schwabenbauer v. Board of Educ. of City School Dist. of City of Olean, 667

F.2d 305, 314 (2d Cir. 1981).

2. Trademark Infringement and Breach of the Governing Contratt&¥1and 7" Claims
for Relief and 1 and 29 Counterclaims)

Plaintiff WCTA asserts in its®land 2¢ Claims for Relief that the Port
Authority’s use of the WORLD TRADE CENER and WTC marks infringes upon WTCA'’s
ownership rights in those marks, and represatusach of the contracts purportedly governing
use of those marks. The Port Authority®sCounterclaim seeks a declaration that WTCA lacks
sufficient rights in the WORLD TRADE CENTE&hd WTC marks to “permit [WTCA] to
interfere with the Port Authority’s use of the Ma in connection with goods or services offered
at or in connection with the World Trade Cerdite,” contending thahe WTCA has abandoned
the rights it claims, that the Pdkuthority’s use is consistemtith its reserved rights, and,
alternatively, that Port Authority’s use‘f&ir use” under the Lanham Act. In it8%2
Counterclaim, the Port Authorigsserts that it hasserved the relevanghts and complied
with any applicable licenses or agreemeats that WTCA's licenses are invalid and/or
unenforceable against the Port Authority. Oaitistant motion practice, the Port Authority
seeks summary judgment dismissing Plaintiff's 29, and 7' Claims for Relief, as well as
summary judgment in its own favor on théand 29 Counterclaims. The WCTA seeks

dismissal of the Port Authority’s’®Counterclaim.
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To succeed on a claim of trademarkingement or unfair competitirand false
designation of origin under the hlaam Act, a plaintiff must égblish that it possesses “a valid
mark that is entitled to proteoti and that the defendant’s acti@re likely to cause confusion

with the plaintiff's mark.” _Gameologist Group, LLC v. Sci. Games Int'l, Inc., 838 F. Supp. 2d

141, 152 (S.D.N.Y. 2011), aff'd, 508 F. App’x 31 (2d Cir. 2013).

Plaintiff contends that acquired all relewat WTC and WORLD TRADE
CENTER-related service andattemarks through the 1986 Agisment and that the Port
Authority has breached the 1986 License and 2006 Agreement, which purportedly govern the
Port Authority’s use of the marks, and thus irdringed WCTA's intellectual property rights by
combining, or authorizing Legends to combine, térm “World Trade G#er” with “One World
Observatory” in a logo and by sublicensing iINTC marks for use on merchandise without
Plaintiff's consent. (Am. Compl. 1 27; PI.’s kheof Law in Supp. of Mot. for Partial Summ. J.,
Docket Entry No. 147, at 24-25.) Defendanhgipally contends that it assigned only the
specified service marks, rather than rightgaglemarks for use irnanection with sales of
goods, under the 1986 Assignment, and thus is not restricted by the 1986 License in its
trademark use of the terms VROD TRADE CENTER and WTCThe Port Authority further
asserts that it is not party to the 2006 éggnent, which by its terms prohibits WTCA'’s
counterparties from authorizing the usdéled WORLD TRADE CENTER or WTC marks on

goods or the combination of the marks withestmarks to designate goods or services.

° An unfair competition claim under New Yoldw includes the additional element of bad
faith. See Rockland Exposition, Inc. v. Atige of Auto. Serv. Providers, 894 F. Supp.
2d 288, 325-26 (S.D.N.Y. 2012).
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As noted above, Plaintiff claimsahit acquired ownership of all WORLD
TRADE CENTER and WTC marKer trademark purposes undeeth986 Assignment, which is
also the only evidence in the redmf a purported transfer ofytits (as opposed to grants of

licenses) in either mark.

a. 1986 Assignment

There is no dispute that the 1986 Assnent conveyed rights from the Port
Authority to WCTA. The firsissue for examination on this man practice is the nature and
scope of the rights that were conveyed. Whemtractual language smbiguous and subject to
varying reasonable interpretatiomstent becomes an issuefatt and summary judgment is

inappropriate.”_Thompson v. Gjivoje, 89&H 716, 721 (2d Cir. 1990) (citation omitted).

Where, however, the language is unambiguoug]igtgct court may construe it as a matter of

law and grant summary judgment accordinglg.; Krumme v. WestPoint Stevens Inc., 238 F.3d

133, 138 (2d Cir. 2000) (“[T]he threshold questiomidispute over the meagy of a contract is
whether the contract terms are ambiguousTl]f an agreement is ‘complete, clear and
unambiguous on its face [, it] must be enforcezbeding to the plain meaning of its terms.”

Eternity Global Master Fund Ltd. v. Morg&uar. Trust Co. of N.Y., 375 F.3d 168, 177-78 (2d

Cir. 2004) (citation omitted) (sead alteration in original).

As a threshold matter, Defendant pasduced uncontroverted evidence that it
has used or licensed (to Ogden and, dfftepost-9/11 reconstruction, Legends) WORLD

TRADE CENTER and WTC as aaiilemark for goods sold at the NYWTC gift shop since at

10 No document in the record explicitly purpoto transfer any rights in the mark “WTC”

and there is no proffer of testimony concerramgexplicit oral transfer of such rights,
although Plaintiff argues that ownershiptioé WORLD TRADE CENTER mark carries
with it ownership of the short form composeftthe initials of the component words.
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least 1975. As Plaintiff has produced no evidenceithatther than the PobAuthority, used the
trademark in commerce first, any rights in tredemark originate with Defendant, at least with
respect to such use for goods sold at amoimnection with the NYWT. See Blue Planet

Software, Inc. v. Games Int'l, LLC, 334 F. Supp. 2d 425, 436-37 (S.D.N.Y. 2004) (stating that

common law trademark rights attach based on&’m#first use in commerce) and cases cited

therein.

Here, the assignment purports to transitle “in and to said service mark

WORLD TRADE CENTER, said service mamggistrations, and the good will of PORT

AUTHORITY'’s business in the services irspect of which the mark is used.” (1986
Assignment (emphasis added).) An introducteital states that Defelant “has adopted and
used the service mark WORLD TRADE CENTER;, ¥¢hich it has obtaied” two Argentine and
six New York service mark registrations for vasaervices. (Id.) Aftough it was entered into

at a time when Defendant was already sellinficensing sales of trademarked merchandise, the
agreement unambiguously provides for the tramnsf Defendant’s intellectual property in
connection with services only. The assignmepéatedly employs the term “service mark” and
specifically purports to transfer Defendant’s goodwill only with respect to the services in
connection with which the mark is used. Furthemmthe assigning clause uses the phrase “said
service mark,” the antecedent of which isasly the previously referenced “service mark
WORLD TRADE CENTER, for which [the Port Alnority] ha[d] obtained” the Argentine and
New York State service mark registrations enuneerat the recitals that open the agreement.
The assignment contains no language from whielCiburt could rationallynfer that the parties

intended to transfer any other rights, udihg those in trademarks affixed to goods.
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Plaintiff nonetheless contends tltla¢ 1986 Assignmentdsted the Port
Authority of any trademark ghts in the WORLD TRADE CENHER mark, arguing that the
terms service mark and trademark are synongama congruent under the Lanham Act. See

e.q. Dranoff-Perlstein Assocs. v. Sklar, 96Zd-852, 855 (3d Cir. 1992); see also 15 U.S.C. §

1053 (“service marks shall be regadile, in the same manner and with the same effect as are
trademarks”). Whatever the legal similaritiesvien the two species of marks, the use of the
term “service mark,” particularly when usedré@ference to the provisiarf specific services, is
not broad enough to suggest that pgarties intended to referttmdemarks affixed to goods. See
1 Gilson on Trademarks § 1.02[2] (quoting 15BIE€. § 1127) (stating that, although “service
marks are frequently referred to as trademarksiiark used as both a trademark and service
mark should be referred to simply as a “marxitiich term by statute includes any “trademark,

service mark, collective marky certification mark.”) (interal quotation marks omitted).

Plaintiff further argues that &assignment” must by definition convey all
conceivable rights and title inmaark, making the service mark/texdark distinction irrelevant.

In support of this proposition, Plaintiff cites Fed. Treasury Enter. Sojuzplodoimport v. SPI

Spirits Ltd., 726 F. 3d 62, 75 (2d Cir. 2013) (“[A]n @ssnent is an outriglgale of all rights in
that mark.”) (alterations, quotati marks, and citations omitted). That case did not, however,
concern the question of whether the assignmengbfs in a service mark necessarily carries
with it the assignment of parallel trademaghtis. Rather, the court in SPI Spirits was
concerned with the construction of the term “gs%ias used in a provision of the Lanham Act
that authorizes a trademark rgigant or assign tbring an action to enforce the trademark.
Finding that the putative grantortimat case had retained titleethght to rescind the trademark,

and the right to license it and to exclude otHfeom the mark, the court found that “too many

WTCA MSJ(REDACTED) VERSIONDECEMBER18,2018 23



UNREDACTED COPY FILED UNDERSEAL PENDING PARTY REVIEW

rights remain[ed] with the [grantor] for it to lbeeemed to have ‘aggied’ the Marks to” the
plaintiff within the meaning of the statutory standing provision. Id. at 76-77. Plaintiff has not
identified any authority that precludes a gdrom assigning ownerghionly of particular

elements of its intellectual property.

Plaintiff argues that the execution oéth986 License supports a conclusion that
the parties entered into a larger transactionhich the Port Authority granted WTCA broad
ownership of all aspects of the WORLD ARE CENTER and WTC marks, through the 1986
Assignment, and WTCA then licensed back centights. To the extent Plaintiff requests that
the Court interpret the 1986signment in tandem with ¢h1986 License based on the
proposition that an assignment and contempaasécense constituge single transaction, the
Court declines to do so. Under New York lal@cuments “executed at the same time, by the
same parties, for the same purpose, and in thise@f the same transaction” should be read

together._Carvel Corp. v. Diversified Magement Group, Inc., 930 F.2d 228, 233 (2d Cir.

1991); see also Visa U.S.A., Inc. v. Bingham Trust Nat'| Bank, 696 F.2d 1371, 1376-77 (Fed.

Cir. 1982)(finding that an assignment and simultaneous license-back arrangement constituted a
unitary transaction). The 1986 Agreement amd1t®86 License do not meet these criteria. The

fact that these documents were executed about two weeks apart, rather than at the same time, the
inclusion of an integration clause in the 1986drise, and the lack of any cross-references

between the two documents foreclose any resderinference that the parties intended the

license and assignment to lg&ad in conjunction with one ar@r as the documentation of a
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unitary transactiof 12 See In re Gulf Qil/Cities Seioe Tender Offer Lit., 725 F. Supp. 712,

731 (S.D.N.Y. 1989) (finding that a set of contracts was compufs#idtinct agreements based

on, inter alia, the inclusion of an integration clause in each document); cf. Liberty USA Corp. v.

Buyer's Choice Ins. Agency LLC., 386 F. Sup@.421, 426 (S.D.N.Y. 2005) (finding that the

parties intended that an assetghase agreement and promissory note were to be read as a single
agreement where both documents were executed on the same day, one agreement incorporated
the other by reference, and fa#duo make payments under the note constituted a breach of the

purchase agreement.); see also Maximilian Coreth, Olivia Bam v. Barclays Capital Inc.(In re

Barclays Capital Inc.), 479 B.R. 268, 279 (S.D.N.Y. 2012), aff'd, 513 F. App’x 75 (2d Cir. 2013)

(finding no ambiguity as to whether the partigeimled that two documertie read separately
when they were executed on different dadiés not refer to onermther, and addressed

employment terms in two different time pmats, despite no one factor being dispositive).

Therefore, as a matter of law, th@86 Assignment did ndunction to assign

Defendant’s rights in the WORLTRADE CENTER or WTC tradearks as they pertain to

1 Even if the Court were to consider th@86 License to inform its interpretation of the
1986 Assignment, no ambiguity would be introduced. The license agreement grants
rights to use the “Licensed Marks,” a terrpkcitly defined as the six New York and
two Argentine service marks and the one fatlservice mark and logo, and thus cannot
reasonably be interpreted to encompassiradks. (1986 License Agreement at pg. 1.)

12 Plaintiff also argues that, as a partyhe 1986 License, Defendant is barred from
challenging the ownership and validity okétmarks it licensed from Plaintiff under the
doctrine of licensee estoppel. See Mwtha Graham Sch. & Dance Found, Inc. v.
Martha Graham Center of Contenngry Dance, Inc., 153 F. Supp. 2d 512, 520
(S.D.N.Y. 2001), aff'd, 43 F. App’x 40&( Cir. 2002). Because the 1986 License
unambiguously pertains only the enumerated service marks as defined in that
document, the doctrine of licensee estogmels not equitably bar Defendant from
challenging Plaintiff's rights in marks thate not within the scope of the license.
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goods to WTCA and, thus, no further licensingeggnent could empower WTCA to restrict the

Port Authority’s use on goods otttmdemark that WTCA did not own.
b. 1986 License

WTCA asserts that the Port Authitgroreached the 1986 License when, without
WTCA's consent, it began using the WORIRADE CENTER or WTC marks on merchandise
for purposes other than “fostering world trade and . . . such additional trade services” and by
using such trademarks on a “global basis outiddJ.S. in connection with merchandise,”
outside the geographical scopmtemplated by the 1986 Licens@d.986 License § 1, Ex. A { 1;
Am. Compl. 1 28-29.) The Port Authoridges not dispute that it is bound by the 1986
License. However, the agreement only addregsassing to the Port Ahority of “Licensed
Marks,” which are specifically defined as thig New York- and two Argentina-registered
service marks in addition to the federal Mag@sign Logo and service mark. Because the 1986
License is not susceptible to any reasonablegreéation that would encompass any trademarks
and, as previously explainetie 1986 Assignment did notroeey any trademark ownership
rights, the Port Authority’s use ofédhWVNORLD TRADE CENTER or WTC legend on
merchandise as a trademark could not consttitreach of the 1986 License. Furthermore,
Plaintiff has advanced no argument as to timevuse of the trademarks on merchandise is
inconsistent with “fostering wadltrade” nor identified any provisn of the license that imposes
a geographical scope on the Pauthority’s exploitdion of even the Licensed Marks. (1986

License Ex. AT 1))

Accordingly, the Court grants summaugdgment in Defendant’s favor on it&’2
Counterclaim to the extent the Port Authority sealdeclaration that it isot in breach of the

1986 License, and dismisses WTCA®Claim for Relief to the exterit seeks a declaration that
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the Port Authority is bound by tH®86 License to refrain fromfafing the relevant trademarks

to goods without WTCA'’s approval.

c. 2006 Agreement

Plaintiff asserts that the 2006 Agreertnerohibits Defendant from affixing the
WTC or WORLD TRADE CENTER marks to goofis sale, sublicensing these marks, or
combining them with other tesmwithout WTCA'’s consent. WJA contends that the Port
Authority breached these provisions of the 28@8eement by authorizing Legends to co-brand
the WORLD TRADE CENTER anw/TC service marks with otihdogos without Plaintiff's
consent and authorizing Legends to affix the maokmerchandise offered for sale. Defendant
denies that it is bound by the 2006 Agreement,raitdrates its argumentat to the extent the
2006 Agreement purports to govern the useamfédmarks on goods, the Port Authority never
transferred any ownership rights of such éradrks to WTCA and thus WTCA has no legal

right to restrict the use of such marks.

As previously explained, neithereti986 Assignment nor any other instrument
that has been identified in this action effedieel transfer to WTCA of the Port Authority’s
rights to affix any trademarks to goods. Thexen if the Port Authority were bound by the 2006
Agreement, the Agreement would be inoperativesstrict the Port Authority’s use of
trademarks that the Port Authority, ratheathVTCA, owned. The Court still must, however,
examine whether the 2006 Agreement restrictedPbrt Authority’s ability to sublicense the
WORLD TRADE CENTER and WTGervice marks to Legends and authorize Legends to

combine them with other marks.
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Defendant asserts that only its sulesig single-purpose entity, 1 WTC LLC, and
later 1 WTC LLC’s assignee and susser WTC Tower 1 LLC, are bound by the 2006
Agreement, pointing out that 1 WTC LLC awWdl CA are the only named patrties to the 2006
Agreement and that the Port Authority, whichswihe managing member of the special purpose
entities, only signed the agreement in its capastyepresentative of 1 WTC LLC. Plaintiff
nonetheless argues that the Parthority is bound by the agreemt, citing New York law for
the proposition that a parent corporation mapdend to a subsidiary’s agreement if the parent

demonstrated an intent to be bound by the agreeonéiithe subsidiary is a dummy corporation

or alter ego of the parengee MBIA Ins. Corp. v. Royal Bank of Canada, 706 F. Supp. 2d 380,
396-98 (S.D.N.Y. 2009). Plaintiff contends tiRsfendant evidenced its intent to be bound by
the 2006 Agreement through: (1) its actual executitthe agreement; (2)sitallegedly extensive
involvement in the negotiation of the agreem¢B) its assumption dhe contract through its
subsequent conduct; and, alteimely, (4) because 1 WTC LLénd WTC Tower 1 LLC were

dummy corporations or altegos of the Port Authority.

The signature pages of the 2006 Agreement provide no support for the proposition
that the Port Authority intended to be bound @t ttontract. The identification on the signature
page of 1 WTC LLC as licensor, followed by the gde “by [the Port Authority],”and then “by”
Francois, the Port AuthorityBirector of Developmentral accompanied by his signature,
clearly evidences that the Port Authority executeddocument in its representative capacity as

1 WTC LLC’s sole member and managing member. See eBC, Inc. v. Map Techs., LLC, No. 09

CV 10357 CS, 2011 WL 12847702, at *4-5 (S.D.NMay 17, 2011). Furthermore, the 2006
Agreement explicitly defines the licensee a&TIC LLC and includes a separate definition for

Defendant as “[tlhe Port Authority of MeYork and New Jersey.” (2006 Agreement 88§
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(D(A)(9), (17).) Accordingy, the Court finds that Defendiahas demonstrated that no

reasonable jury could conclutieat Defendant executed th@06 Agreement on its own beh&f.

Plaintiff next points to evidence thaefendant’s agents, including its outside
counsel, negotiated the 2006 Agreement, whieimBff contends constitutes evidence that
Defendant intended to be bound by the agreem&ithough the parties disagge on the extent of
Defendant’s involvement in negotiations, the Parthority’s actions in connection with such
negotiations, through its employees and agenissigficient, without more, to enable a
reasonable jury to infer that the Port Auihomtended to be bound by the agreement to the

same extent as the single-purpose subsidiary fatuthe Port Authority actedjijjj R

I <. i st by necessiy

do so through the manager entity, which as a non-corporeal entity must itself act through its
human agents. N.Y. Limited Liability Compahaw 88 102(p), (), (w) (stating that a person,
which by definition includes vari@ucorporate entities, may be a member or manager of an

LLC); cf. Capricorn Inv'rs lll, L.P. v. Codirands Int’l, Inc., 897 N.Y.S.2d 668, 24 Misc. 3d

1224(A), at *6, (Sup. Ct.), aff'd, 886 N.Y.S.2d8App. Div. 2009) (stating that, in conducting
an alter ego analysis, an LLC’s ltation of liability should not be pierced for the lack of its own
officers or staff or the failure to abide corporate formalities not required by the operating

agreement); see also Kirschner v. KPMG | 1B N.Y.3d 446, 465 (2010) (Because corporate

principals “are not natural persons[,] . . . theystact solely through the instrumentality of their

13 Plaintiff attempts to distinguish eBC fraime present case based on the fact that the
representative signatory ththe plaintiff sought to hold liable in that case was a natural
person rather than another corporatetgn2011 WL 12847702, at *2. The Court finds
no reason why an entity signing in a repraative capacity should be treated any
differently.
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officers or other duly authorizeatjents.”) (alterations, citatig, and internal quotation marks
omitted). To allow a parent entity to become bound to a subsidiary LLC’s contract simply
because it negotiated the contridicbugh its agents, in its statas manager, would essentially
eviscerate the principle of lited liability established by New York law, exposing all LLC
managers, whether they are othasiness entities oratural persons, to pnal liability for
actions undertaken on behalf of the compaBige N.Y. Limited Liability Company Law §
609(a) (“Neither a member . . . [nor] manager bifrdted liability company . . . is liable for any
debts, obligations or liabilitiesf the . . . company . . . solely by reason of being such member,
manager or agent or acting (or omitting to act) in such capacities or participating . . . in the
conduct of the business of thmited liability company.”) Hee, Plaintiff has proffered no
evidence beyond Port Authority’s alleged participatin the negotiations, attributable to its role
as 1 WTC LLC’s manager, that would permit a jtoynfer its intent to be bound by the contract
at the time of its execution; any such inferenceil be rank speculatiand is insufficient to

frame a disputed issue of material fact.

Plaintiff nextassertghat Defendant’s conduct subsequ® the execution of the
2006 Agreement indicates that it intended ®uae its subsidiaries’ obligation under that

contract._See Silverberg v. SML Acqtiish LLC, No. 15-CV-7129 (CS), 2017 WL 758520, at

*6 (S.D.N.Y. Feb. 27, 2017) (finding that a managmngmber of a subsidiary LLC demonstrated

its intent to be bound to the sudiary’s contract when it begamaking payments required under

that contract) I
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I C© Vamsteeen. Universal Music Group, Inc., 940 F. Supp. 2d.

123, 136 (S.D.N.Y. 2013) (finding th#te fact that employees of a subsidiary referred to their

employer by the parent entity’'s name was insufficierdreate a genuine issue of material fact as
to whether the parent controlléte subsidiary for its own purposiesthe context of an alter ego
analysis)
I s Plaintiff has not met its burden

of raising a genuine issue afdt as to whether Defendant intied to assume 1 WTC LLC’s, and

later WTC Tower 1 LLC's, obligations under the 2006 Agreenient.

Finally, Plaintiff asserts that Defendamain properly be treated as a party to the
2006 Agreement because 1 WTC LLC and WTC TiolweLC are Defendant’s alter egos or
mere dummy entities, and the Cowould thus be justified ififting their veil to impute the

contractual liability of these special purpose entities to the Port Authority. See Horsehead

14 Plaintiff also cites a report by a consulteetained by the Port Authority that recites that

the Port Authority has a merchandise licensiggeement with Plaintiff. (Ewing Dec. in
Supp. of Pl.’s Mot. for Partial Summ. J., Ex. 58, at PANYNJO0089411). The report is
hearsay and is thus inadmissible for ttuth of the matter asserted. Because no
documents or testimony in the record evidethesexistence of such an agreement, the
hearsay reference in the repises no genuine fact issuetaPefendant’s contractual
obligations. Fed. R. Evid. 801(c), 802.
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Indus., Inc. v. Metallgesellschaft AG, 2390A2d 171, 172 (App. Div. 1997). To warrant the

disregard of the corporate form and a finding thabrporate parent ound to a subsidiary
entity’s contract, Plaintiff bears a heavy burden of demonstratinghth@efendant dominated
the signatory subsidiary andathsuch domination “led to @guity, fraud or malfeasanc&”TNS

Holdings Inc. v. MKI Sec. Corp., 92 N.Y.2d 33339-40 (1998); see also Print By Premier LLC

v. Emigrant Bancorp, Inc., 212 N.Y. Slip GQf795(V), at *4-5 (Sup. Ct. July 10, 2012). To

determine whether a parent has exerted sufficemtral to dominate its subsidiary, courts will
examine a variety of factors, including: “(1) thiesence of the formalities and paraphernalia that
are part and parcel of the porate existence, i.e., issuancestafck, election of directors,

keeping of corporate records and the like, (Afgguate capitalization, (3) whether funds are put
in and taken out of the corporation for persoa#ther than corporate purposes, (4) overlap in
ownership, officers, directorand personnel, (5) common @fi space, address and telephone
numbers of corporate entitig§) the amount of business discretion displayed by the allegedly

dominated corporation, (7) whethée related corporations deaith the dominated corporation

15 Plaintiff relies in this regard on aastment by the Appellafgivision in Horsehead
Industries., a brief memorandum opinion addneg the validity of a cause of action for
breach of contract, that a non-party mayband if the subsidiary “is a dummy for the
parent, or if the subsidiary is controlled tmwe parent for the pamés own purposes.”

239 A.D.2d at 172. The Court finds unpersuasiaentiff's suggestion that Horsehead
Industries supports the proposition that aereharacterization of an entity as a
“*dummy,” without scrutny of the traditional criteria fguiercing the corporate veil, can
properly suffice to support anference of parent liabiy. Indeed in Horsehead
Industries, the court assumee tinuth of the allegations the underlying complaint that
the subsidiary performed no functions ottiean to hold shares upon which the plaintiff
would have had a right of first refusal hia@y been held directly by the defendant
corporation. The parent had also negotidtee sale agreement that was allegedly
evasive of the right of fitgefusal condition._Id. d@t71. The Horsehead Industries
court’s attention to the purpose served bydhesidiary and the pares relationship to
the challenged transaction and its consequences is entirely consistent with traditional alter
ego analysis, which the Courdw applies in determining whether Plaintiff has raised a
genuine issue of fact as to alegyo lability in this case.
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at arms[-]length, (8) whether tloerporations are treated aslependent profit centers, (9) the
payment or guarantee of debts of the dominatedoration by other corporations in the group,
and (10) whether the gmoration in question had propettat was used by other of the

corporations as if it were imwvn.” Wm. Passalacqua Buildev. Resnick Developers S., 933

F.2d 131, 139 (2d Cir. 1991).

Here, Plaintiff points to the factahneither 1 WTC LLC nor WTC Tower 1 LLC
have employees or directors of their own, arad Bort Authority employees transact business
and maintain files on their behalf, as evidencdahination and controlPlaintiff also argues
that, in the instant action, the Port Authorstglaim of privilege ovethe documents of its
subsidiaries, Defendant’s production of docutadaelonging to 1 WTC LLC and WTC Tower 1
LLC bearing the same sequence of Bates nundseits own evidence, and the use of a Port
Authority employee as the Rule 30(b)(6) witeésr both single-purposentities demonstrate

that Defendant does notstinguish between itseind its subsidiaries.

All of the cited facts are consistemith Defendant’s status as the managing
member of the special purpose entities, and dneisot indicative of abuse of the LLC form or
of fraud that would warrant treatment of either special purpose entity as an alter ego of the Port
Authority. Although Defendant had complete cdohbver 1 WTC LLC as its sole member and
manager, such an arrangement for the governaireelosely-held aporate entity is not
uncommon and thus represents a né€dcor in the alter ego analysfs.See In re Stamou, No.

8-09-78895 REG, 2013 WL 209473, at *11 (BankDHL.Y. Jan. 17, 2013) (finding that the

16 Because that the fact Defendant exettisemplete control over 1 WTC LLC does not
support piercing the corporate veil, the Coweed not specifically address Defendant’s
arguments regarding the lessened conteérrted over WTC Tower 1 LLC owing to its
joint venture arrangement with Durst.
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fact that an individual was tifeole member, manager, and employee” of a closely-held entity
did not weigh in favor of pierng the corporate veil.) Furthermore, as previously discussed,
where the parent entity of the LLC is also apped as the manager, the use of employees or
other agents of the parent entity may be necgssaermit the parent to conduct business on its
behalf. Similarly, 1 WTC LLC and WTC Tower 1 LIlack of directors and failure to observe
other corporate-type formalities are not sigrafit, where, as here, the entity’s governance

structure does not require sucihmalities. _See Capricor@4 Misc. 3d 1224(A), at *6.

Producing a Port Authority employeetas Rule 30(b)(6) witness is also
necessary where the subsidiary employs no ageitssown name and is owned and managed
by the Port Authority, which likany other corporate 8ty is unable to testify except through a
human agent. The production of documeniatee to the special purpose entities by Port
Authority’s counsel in discovergndii G
are also insufficient to demonstrate that theystitute Defendant’s alter egos. See Robilotto v.

Abyssinian Dev. Corp., 2016 N.Y. Slip Cg0057(V), at *11 (Sup. Ct. Jan. 11, 2016) (finding

that allegations of shared phone numbers, emailuasats, and offices were insufficient to state a

claim that the subsidiary was the parenlisraego);_see also Mabteeen, 940 F. Supp. 2d. at

136 (finding that the fact tha@mployees of subsidiary referred to their employer by the parent
entity’s name, was insufficient to create a genissae of material fact as to whether the parent
controlled the subsidiary for itsvn purposes). Nor has Plaintiff produced any evidence that
demonstrates that 1 WTC LLC or WTC Towekl1C were undercapitalizedr that the Port
Authority used their property @s own. Moreover, Plaintiff has not articulated any theory as to
how this corporate arrangement furthered faayd, inequity, or malfeasance. See TNS, 92

N.Y.2d 335 at 339-40.
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Plaintiff is thus unabl&o carry its burden of establishing that Defendant is bound
by the 2006 Agreementwhich restricts co-branding tfie WORLD TRADE CENTER or
WTC service mark and use of the trademarkgoods without WTCA'’s permission. Even if
Plaintiff could demonstrate thBtefendant was party to the 20B8§reement, Plaintiff has failed
to demonstrate that the PorttAority assigned to Plaintiff énhPort Authority’s rights to any
trademark affixed to goods through the examutif 1986 Assignment and, thus, that WTCA

could control the use of the rent trademarks affixed to goods.

The Court grants summary judgment dismissing Plaintiff's infringement and
unfair competition claims ¢land 29 Claims for Relief) based onetrights and duties Plaintiff
asserts were established by the relevant deatsn Correspondingly, the Court grants summary
judgment in favor of Defendant on the Port Aarity’s counterclaims foa declaration that it
neither infringed upon the WTC marks nor lmiead the 1986 License or the 2006 Agreement
(13and 29 Counterclaims) and denies Plaintiffreotion for summary judgment dismissing
Defendant’s % Counterclaim. The Court also grastsnmary judgment dismissing Plaintiff's
7" Claim for Relief, which seeks a declaration that the Poréity is bound by the 1986
License and 2006 Agreement to refrain froixafg the relevant marks to goods without

WTCA'’s approvaf®

1 Because the Port Authority is not bound by the 2006 Agreement, Defendant is entitled to
summary judgment dimissing WTCA’s ¥ Claim for relief to the extent is seeks a
declaration that the Port Audrity is required, pursuant that agreement, to seek
WTCA's permission before affixing the WRLD TRADE CENTER or WTCA mark to
goods.

18 Because the Court dismisses all claimsraiddefendant, the Court need not address its
defense of laches.
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3. Port Authority’s Ownership Counterclaim{&ounterclaim)

Defendant seeks summary judgment in its favor on its counterclaim for a
declaration that it owns dras the “right to use and epjtlthe WORLD TRADE CENTER and
WTC Marks at or in connection with all activiéi@t the World Trade Center site in New York
without interference fromVTCA, and [that it] is the prop@wner of certain of the New York
State Service Marks for whi¢che goodwill was never transferred to WTCA” because the Port
Authority reserved its ownership rights wigspect to the NYWTC complex in New York.
(Am. Counterclaims § 128.) The Court will exam separately, the ownership status of and
rights to use the service marks that are sulgettte 1986 License andettownership status of

and rights to use any trademarks affixed to goods.

As already explained, the 1988signment did not divefefendant of its rights
in the WTC trademarks, but assigned “gmgire” right in the WORLD TRADE CENTER
service mark and certain New York and Argentirgasteations of that marto Plaintiff, subject
to a reservation of rights by theP@uthority. Defendantontends that its reservation of “the
right and license to use said@ee mark for the existing and future services” constituted a
reservation of some aspectsosinership of the New York sdoe marks, rather than mere
continued permission to make use of them. Spadly, Defendant argues that, because the term
“license” grants a privilege to use, the téinght” must be given a broader definition to
differentiate it from “license” and avoid renderitige term “right” as surplusage. Defendant
points to several definitions ofight” from Black’s Law Didionary, including: (1) “A power,
privilege, or immunity secured to a personléy;” (2) “[a] legally enforceable claim that

another will do or will not do a given act; a recaggd and protected interest the violation of
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which is a wrong;” and (3) “[t]he interest ataior ownership that one has in tangible or

intangible property.” Bick’s Law Dictionary (10 ed. 2014), right.

Here, reading the Defendant’s reservatbnights in the cotext of the whole
document, the Court finds that Defendant ungmbusly retained the privilege to continue to
use the service mark, but did not retamy awnership rights. Through the assignment,
Defendant covenanted to “sellafisfer and convey to WTCA” “thentire right, title and interest
in and to said service maWWORLD TRADE CENTER, said seracmark registrations and . . .
the good will of its business indlservices in respect of whithe mark is used.” (1986
Agreement at 1-2.) Defendant’s grant to Plairdiéfarly evinces an intemd transfer ownership,
to include title, of the service mark and registrations. Defendant egsenly “the right and
license_to use” the service marks. (1986 éssient (emphasis added).) The phase “to use”
must modify both the terms “licea” and “right,” otherwise Defelant would have reserved an
undefined “right.” Because the reservation skaweferences Defendantontinued right “to
use” the service marks and did not include theeshroad affirmative language of ownership
that appears in the assigant clause, the Court canges the 1986 Assignment as
unambiguously granting all owrship rights in WORLD TRADECENTER as a service mark,
and the corresponding New York- and Argentingistered service marks, to Plaintiff and

granting only a privilege to Defendant to continueise such marks. See T.G.l. Friday’s, Inc. v.

Nat'l Restaurants Mgmt., Inc., N81 CV 5412 (KMW)(KAR), 1994 WL 419911, at *27

(S.D.N.Y. Aug. 10, 1994), rev’d on other groun8i8,F.3d 368 (2d Cir. 1995) (finding that a

reservation of the “right to use” a mark constituted a license rttarra grant of ownership).
Accordingly, Plaintiff's motiorfor summary judgment is gramté¢o the extent that it seeks

dismissal of the aspect of Defendant$Gounterclaim that seeks a declaration that the Port
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Authority owns the WORLD TRADE CENTERnd WTC service marks. Defendant’'s

corresponding motion for summary judgment on #sigect of the counterclaim is denied.

The Port Authority also requests a @gation that it is entitled to use the
WORLD TRADE CENTER and WTGervice marks in connection with the NYWTC free from
interference by WTCA. This arguant is seemingly premised on the assumption that the Port
Authority retained ownership tfiese marks, which as just eajled, were actually conveyed to
WTCA. Because the Port Authority does nopdi® that it is bound by the restrictions in the
1986 License Agreement to the extent WTCA acquawnership of the seice marks, the Port
Authority has failed to demonstrate its entitlemerd tdeclaration that it can use of these service
marks free from WTCA's interference, as it ud the service marks is subject to the 1986

License.

As to the aspect of Defendant’s count&ra that seeks a declaration that it has
the right to use the WORLD TRADE CENTERd WTC trademarks affixed to goods in
connection with the NYWTC freedm WTCA's interference, the Court finds that Defendant has
met its burden of demonstrating its entitlem@néummary judgment gnting such relief.

Because Defendant did not assign its trademghits to WTCA, Defendant’s continuous prior
use of the trademark constitutes an effectiiertse to any attempt by WTCA to enforce its
claim of rights in the trademarks on the typegabds that the Port Authority has previously

offered or authorized for sale. 15 U.S.C. 8§ 1115(b)(5); Haggar Int'l Corp v. United Co. for Food

Industry Corp., 906 F. Supp. 2d 96, 129-130 (S.®.R012) (explaining that the prior use
defense requires that a defendaawve used the mark continuously and without interruption and
that such use must have predated the plaintiff's registration date af datestructive use).

The Port Authority has proffedeuncontroverted evidence thaaftixed or authorized third
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parties to affix the WORLD TRADE CENTER ®/TC marks to goods offered for sale at the
NYWTC as souvenirs and other good®pto any commercial use by WTCA. Such sales
were interrupted only by the terrst attack that destroyed the site, after which the complex was

rebuilt and such goods were again offered for salleeasite. See City of New York v. Tavern

on the Green, L.P., 427 B.R. 233, 242 (S.D.N.Y. 2@fiodling that, under New York law, an

approximately two-year renovatiaf a restaurant excused angmiption in continuous use of
the mark and, in fact, evidenced an intent sumnee such use). Accordingly, the Court grants
Defendant’s request for a de@étion that it is entitled to esthe WORLD TRADE CENTER and
WTC trademarks consistent with its prigge in connection witthe NYWTC without

interference from WTCA?

The Court next examines Defendant$Gounterclaim insofar as it relates to
ownership of WORLD TRADE CHTER and variations on that term as trademarks in
connection with its activities at or relatingttee NYWTC. It is undisputed that the Port
Authority has not registered the term asaglémark. Common law rights, however, which are
also protected by the Lanham Act and state latachtto the first partyo use a trademark in

commerce._See Time, Inc. v. Petersen Publ’g Co., 173 F.3d 113, 117 (2d Cir. 1999) (stating that

the Lanham Act protects common law trademargsg also Blue Planet, 334 F. Supp. 2d at 437

(stating that common law traderkarghts attach based on a mark’s first use in commerce). To

19 No proffered evidence suggests WaICA ever made use of WORLD TRADE
CENTER or WTC as trademarks, onthat it produced some WTCA-branded
promotional goods. (Def. 56.1 St. 11 264-265.k phrties proffer images of four items
that display WTCA’s Map Design Logo atite name of a member WTC, but do not
explain WTCA's role in producing or ¢horizing the produatin of such goods, the
distribution of such goods, or whencsugoods were produced. (Id. 1 266.)

20 For the same reasons, the Court deniam#ff’'s motion for summey judgment striking
the Port Authority'sprior use defense {7Affirmative Defense).
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establish ownership of a trademark, a party rdestonstrate that the mark would qualify for
registration, insofar as the mark is “capablélisfinguishing the applicant’'s goods from those of

others.” Prof'l Sound Servs. v. Guzzi, 349 F. Supp. 2d 722, 730-31 (S.D.N.Y. 2004), aff'd, 159

F. App’x 270 (2d Cir. 2005) (quoting Two Pesby;. v. Taco Cabana, Inc., 505 U.S. 763, 767

(1992)). An unregistered markmgrally qualifies for registratioifiit is sufficiently distinctive
or has acquired secondary meanaith respect to the particulainds of goods or use of the

mark?! Genesee Brewing Co. v. Srtoh Brewing Co., 124 F.3d 137, 142-43, 143 n.4 (2d Cir.

1997).

Although Defendant has proffered uncontrogdrévidence that it made use of the
WORLD TRADE CENTER trademark affixed gmods in commerce in connection with the
NYWTC before Plaintiff did, ant¢hat it did not asghn its rights in the trademark to WCTA,
neither party has advanced any evidence or aggtias to whether the trademark qualifies for
protection as sufficiently distinee or as having acquired secongdaeaning with respect to its
relevant use on goods. The Court thereforeegesummary judgment to both parties with
respect to this aspect of theunterclaim. In light of the @urt’'s independent duty to examine
subject matter jurisdiction and the Court’s detmation that WTCA hano ownership interest
in WORLD TRADE CENTER oWTC as a trademark affixed to goods, Defendant will be
ordered to show cause asithy the Court should not dismitse aspect of the counterclaim
seeking a declaration of ownership by the PorhArity as failing, in light of the Court’s finding

that WTCA has no relevant rights in the traddmé&r present a case aontroversy between two

21 “Under New York law, as under § 43(a)tbeé Lanham Act, to prevail on a claim for
trademark infringement of an unregisteredrk, a plaintiff must establish secondary
meaning.” _Rockland Exposition, 894 F. Supp. 2d at 325 (citing Allied Maint. Corp. v.
Allied Mech. Trades, Inc., 42 N.Y.2d 538 (1977)).
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parties that have an adversarial intereshenownership of th&ORLD TRADE CENTER and

WTC trademarks on goods. Fed. R. Civ. P. 12jh¥& Maryland Casualty Co. v. Pacific Coal

& Qil Co., 312 U.S. 270, 273 (194(3tating that in order to gnt declaratory judgment, the

Court must find “a substantiabotroversy, between parties hagiadverse legal interests”).
Accordingly:

(1) Plaintiff’'s motion for summary judgent is granted, @ahDefendant’s motion
is accordingly denied, dismissing Defendant®CGounterclaim insofar as it seeks a declaration
that the Port Authority owns or has the riglhuse without WTCA'snterference the WORLD

TRADE CENTER or WTC service marlks connection with the NYWTC.

(2) Both parties’ motions for summary judgment are denied as to Defendant’s
general claim of ownership tfie WORLD TRADE CENTER an&/TC trademarks affixed to
goods. The Port Authority will be ordered to show cause as to why this aspect®f its 3

Counterclaim should not be dismissedIfck of subject matter jurisdiction.

(3) Defendant’s motion for summary judgnt is granted, and Plaintiff's motion
is accordingly denied, with respect to the Porthduity’s claim for a de@ration stating that the
Port Authority is entitled to use the WORLIIRADE CENTER and WTC trademarks affixed to
goods in connection with the NYWTC without WEA'’s interference, to the extent such

particular uses predate aogrresponding use by the WTCA.

4. Petition to Cancel Plaintiff's Fkeral Service Mark RegistrationT€ounterclaim)

In its 4" Counterclaim, Defendant petitionstourt to cancel Plaintiff's federal
registration for the WTC service mark (Regasion No. 1,469,489) pursuatat section 37 of the

Lanham Act, 15 U.S.C. § 1119, which empowersatcto “determine the right to registration,
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order the cancelation ofgistrations, in whole or in part . and otherwise réiy the register
with respect to the registrationg any party to th action.” 15 U.S.C.S. § 1119 (LexisNexis
2006). After a mark has been registered and continuously used for five years, however, it
becomes incontestable and the registration tharesents conclusive ewadce of the validity of
the mark, unless one of several enumeratéehdes is established, including, inter &fithat

the registration was procured through fraud anRhatent and Trademark Office. 15 U.S.C. 8§
1115(b), (b)(1), 10653 A court may conclude that aattemark registration was procured by
fraud when it finds, by clear and convincing ende, that the trademark applicant “knowingly
malde] false, material representationsaftfin connection with his application.” MPC

Franchise, LLC v. Tarntino, 826 F.3d 653, 658 (2d 2016) (internal quotation marks and

citation omitted); Haggar Int’l, 906 F. Supp. @&d108 (requiring a cleand convincing evidence
standard). To establish scientire party seeking tiovalidate the mark must demonstrate that
the applicant knew or should have known thatléslaration was false or misleading. MPC

Franchise, 826 F.3d at 659. The disclosure of thmtity of a person or entity that has superior

rights in the mark, including anothentity that first used the mig is material to the PTO’s

22 In its counterclaim, Defendaasserts other grounds to cdrtbe service mark, but in its
briefing papers seemingly concedes Pl#iatarguments that those grounds for
cancelation are time barred, and the Cdwistdeems these arguments abandoned. See
Jackson v. Fed. Express, 766 F.3d 189, 198 (2d Cir. 2014).

23 Plaintiff argues that thBefendant’s counterclaim to oeal the service mark based on
fraud is time barred, citing to Beaufyme, Inc. v. VU Skin Sys. In., 118 F.3d 140, 143
(3d Cir. 1997). The Third Circuit has sufgently held that an action to cancel a
trademark may be brought at any time undetiee 14(3) of the Lanham Act, 15 U.S.C.
§ 1064(3), but that such a claim will be sdijto the analogous state law statute of
limitations if brought pursuant to secti@8 of the Lanham Act, 15 U.S.C. § 1120.
Marshak v. Treadweel, 240 F.3d 184, 192-95 (3dZl01). Defendant does not specify
under which statute it brings its cancelationimterclaim, but cites teection 14(3) in its
briefing papers. (Def.'s Mem of Law in Supg.its Mot. for Summ. J. and in Opp’n to
Pl.’s Mot. for Partial Summ. J., Docket Ejntdo. 163, at 47.) The Court will therefore
allow the claim to proceed under gent14(3), which has no time bar.
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determination, and, if misremented, may support a findingfedud. MPC Franchise, LLC v.

Tarntino, 19 F. Supp. 3d 456, 478-479 (W.D.N2014), aff'd, 826 F.3d 653 (2d Cir. 2016).

Defendant contends thataiitiff's representations to the PTO, through Tozzoli,
that the first use of the mavkas in March 1961 and that “to thest of his knowledge and belief
[that] no other person . . . has the right to use seark in commerce . . . when applied to the
services of such other person to cause coorfitisvere fraudulent. (Federal Service Mark
Application at 3-4.) Here, Plaiftiproffers evidence that the datéfirst use matches that of the
state service mark applications submitted by Defendant and subsequently assigned to Plaintiff.
37 C.F.R. section 2.38(a) explicitly permits aplagant to claim the date a related company or
predecessor in title first used the mark if theli@ppt concurrently discloses that first use was by
a predecessott Because Plaintiff stated in its apptica that the first us of the mark in 1961
was by Defendant, from which Paiff grew and to which Defendé assigned the relevant state
service marks, the stated datdidt use is not false, and alsonclusively demonstrates a lack

of scienter regarding the represéinta as to the date of first use.

Defendant next proffersmemorandum by Port Authorig/counsel stating that
several WTCA member WTCs opened befine NYWTC and the formation of WTCA, as
evidence that another entity hae tight to use the service madgntrary to the declaration in
plaintiff's federal applicationHere too, the Court must detana whether Plaintiff exhibited

the requisite scienter, specifically whetliaintiff knew or shouw have known that its

24 Defendant also asserts thia March 1961 date of first use is false because the mark was
not, at that time, used specdily for the association services for which Plaintiff sought
the mark in its application. Plaintiff did ndtowever, specify in itapplication that the
first use was for such services, only that thark “was first used by said predecessor in
the sale or advertising of services rendeneidterstate commee.” (Federal Service
Mark Application, Docket Entry No. 149-22, at 1-2.)
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declaration was false or misleag. MPC Franchise, 826 F.3d&89. Defendant has proffered

evidence that Plaintiff was aware of the putpdrrights of these other WTCs prior to the
application and that Tozzoli was generally unéamable about applyinépr a federal service
mark for that reason. Plaintiff contends that thew genuine issue of faas to whether it knew
or should have known that the righof any prior users weregerior, because all were WTCA
members at the time of the service mark @pgibn. WTCA'’s unique relationship with its
members, in which it licensed its centralized itetilal property to them, is a sufficient basis for
a jury to conclude that WTCA did not believatlit was subject to any allegedly superior rights
to the marks retained by its membé?s.See Haggar, 906 F. Supp. 2d at 107 (quoting Maids to

Order of Ohio, Inc. v. Maid-to-Order, In¢Z78 U.S.P.Q.2d 1899, 1908 (T.T.A.B. 2006) (stating

that an applicant has a reasonable basis for bejéwio one else has the right to use the mark in
commerce” unless the right is known to be “sigresr clearly established, e.g. by court decree

or prior agreement dhe parties”).

Because both parties have proffered sufficient evidence to permit, but insufficient
to compel, a reasonable jury to conclude thanféeither did or did nbact with scienter in
declaring that no other partieg@yed a superior righ use the service mark, the Court denies
summary judgment to both parties with resgedhat aspect dbefendant’s invalidation

demand. Because Plaintiff's March 1961 first date was neither false nor offered with the

25 In its reply, Defendant assethat by the time of the federal service mark application, the
Dallas WTC, which existed prior WTCA’sdorporation in 1969, had terminated its
WTCA membership (Def.’s Reply Mem. of Law in Supp. of its Mot. for Summ. J.
(“Def.’s Mem.”), Docket Entry No. 185, &2-23; see Def. 56.1 Reply { 168.) Because
Defendant only raised this factual issue guiyrethe Court declines to consider it. See
Rowley v. City of New York, NoOO CIV. 1793 (DAB), 2005 WL 2429514, at *5
(S.D.N.Y. Sept. 30, 2005) (finding that a coomay decline to consider new arguments
offered only on reply).
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requisite scienter to establifitaud, the Court grants summauglgment to Plaintiff, denies
summary judgment to Defendant, and dismigdefendant’s counterclaito cancel the service
mark on the basis of misrepresatian of date of first use f4Counterclaimy® 27 28

5. Defendant's Counterclaim to Enjoin Plaffis Pending Federal Application for WORLD
TRADE CENTER and WTC Trademark'{®ounterclaim)

Defendant seeks to enjoin Plaintiff frqgnoceeding on its pending federal intent
to use application for WORLD TRADE CENTE&d WTC trademarks, arguing that Plaintiff
has not demonstrated a bona fide intent tathisenarks. “The Trademark Law Revision Act of
1988 (TLRA) . . . changed the Lanham Act bymigting applicants to begin the registration

process before actual use of timark at the time of filing, dong as the applicant had a ‘bona

26 To the extent Defendansserts that Plaintifiraudulently declared to the PTO that
Defendant assigned ownership of service marks to it, Plaintiff is granted summary
judgment and that aspect of the claindiemissed based on the previously explained
conclusion that ownership of the service nsarlas indeed assignéal Plaintiff in 1986.
The Court accordingly denies Defendant’s motion for summary judgment seeking
cancelation of the federal service markdxhon a misrepreseritat of ownership.

27 Plaintiff moves to dismistsvo aspects of Defendant’§ B\ffirmative Defense: that

Plaintiff's federal and site registrations were void abtiniand that they were procured

through fraud. Defendant has proffered no enk that the state registrations, which the

Port Authority itself applied for, were procured by fraud. To the extent this defense is

based on the fraudulent procurement of thereddeervice marks, it is dismissed to the

same extent as Defendant’s correspondiih@dunterclaim. To the extent there is
another theory as to why any federal mawsiese void_ab initio, Defendant has failed to
assert it and any remaining aspect atf ttlaim is deemed abandoned and will be
dismissed._See Summit Health, Inc. v. AP&althcare Bethesda, Inc., 993 F. Supp. 2d

379, 397-98 (S.D.N.Y. 2014), aff'd sub noAREX Employee Wellness Servs., Inc. v.

APS Healthcare Bethesda, In€25 F. App’x 4 (2018) (finding that when a defendant

fails to oppose a plaintiff's motion for sunamy judgment to dismiss an affirmative

defense, such defense should be deemed abandoned)

In its counterclaim, Defendant allegeatth second federal service mark registration

application received by the PTO on M2y, 1992 and granted as trademark number

1,749,086, was also fraudulently procuredm(ACounterclaims 1 96-97.) Because

Defendant fails to respond Riaintiff's motion for summaryydgment as to this aspect of

his claim, the Court deems it abandoned and grants summary judgment dismissing it. See

Jackson, 766 F.3d at 198.

28
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fide intention to use the mark in commerceadater date.” M.Z. Berger & Co. v. Swatch AG,

787 F.3d 1368, 1374 (Fed. Cir. 2015) (quoting 15©.8.1051(b)(1)) (altations and emphasis
omitted). “[A] ‘bona fide intent’ to use the maik commerce at the time of the applications
requires objective evidence . . . that the apptisantent to use the mark was firm and not
merely intent to reserve a rigim the mark.” _Id. at 1376. Ehparty opposing registration bears
the burden of proving, by a preponderance of evidgheaggistrant’s lack of bona fide intent,
which may be established by the lack of emmporaneous documentary evidence from which a

trier of fact could infer sucimtent. See The Saul Zaentz Co. DBA Tolkien Enterprises, 95

U.S.P.Q. 2d 1723, 1727 (T.T.A.B. June 28, 2010}hdfprima facie case is made, the burden

shifts to the registrant to establish intentise the mark at the tevof filing. 1d. at 1729.

29

See Loreal S.A. & Loreal USA, Incl02 U.S.P.Q.2d 1434, at *11 (T.T.A.B. Mar. 20,
2012) (quoting Commodore Elecs. Ltd. ®¥BM Kabushiki Kaisha, 26 U.S.P.Q.2d 1503,
1507 (T.T.A.B. Feb. 3, 1993) (stating that, tbuea lack of documeary evidence, the
registrant may “adequately egoh or outweigh the failure @n applicant to have any
documents supportive of or bearing upon its claimed intent to use its mark in
commerce”).
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present genuine issues of material fact as to WTCA's intentions at the time of its applications,
and both parties’ motions for summary judgment with respect to Defend&r@sunterclaim

must be denied. Cf. Loreal S.A. & LorddEA, Inc., 102 U.S.P.Q.2d 1434, at *11 (T.T.A.B.

Mar. 20, 2012) (“[V]ague allusions to usititge mark through licensing or outsourcing, and
failure to take any concrete actions or tealep any concrete plans for using the mark —
demonstrates that applicant lacks ithguisite bona fide intent.”).

6. Counterclaim for Equitable Relief based Breach of the 1986 Assignment and 2001
Letter (6" Counterclaim)

Defendant claims that Plaintiffé&sched the 1986 Assignment and 2001 Letter by
interfering with its “use othe [WROLD TRADE CENTER oWTC] mark at the [NYWTC],
and commencing this litigation.” (Def.’s Mem. lodw in Supp. of its Mot. for Summ. J. and in
Opp’n to Pl.’s Mot. for Partial Summ. J., Dockettry No. 163, at 41.) In its briefing papers,
Defendant points to Plaintiff’'s attempts to requhrat the Port Authoritpbtain its approval for
certain actions regarding the marks. (Seé b@&1 St. 1 273.) Defendant does not, however,

specify the contractual duties Plaintiff has alldlgdreached. See Paul v. Bank of Am. Corp.,

No. 09-CV-1932 ENV JMA, 2011 WL 684083, at *5.(EN.Y. Feb. 16, 2011) (“In a fatal flaw,
[the plaintiff's] complaint fails to identify the specific contractual provision or provisions in the
cardholder agreement allegedly breached by defdésdad, as a result, the claims must be

dismissed.”). The Court, therefore, denies defendant’s motion for summary judgmenton its 6
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Counterclaim and directs Defendant to sleawuse why this counterclaim should not be

dismissed.
CONCLUSION

For the foregoing reasons, the Cqattially grants Defendant’s motion for
summary judgment. Plaintiff's complaint is dissed in its entirety. Defendant is granted
summary judgment on its counttaims for non-infringement f1Counterclaim) and non-breach
of the licensing agreements'{Zounterclaim), and is granted summary judgment oriits 3
Counterclaim with respect to its right toeuthe WORLD TRADE CENTERr WTC trademarks
affixed to goods in connection with the NYWW@thout interference by Rintiff. The Court
denies Defendant’s motion for summary judgment with respect to its counterclaims for
cancelation of Plaintiff's federaervice mark registration {4Counterclaim); injunction against
Plaintiff's pending intent to useademark registration applicatiorf(&ounterclaim); and breach
of the 1986 Assignment andetl2001 Letter by Plaintiff {(6Counterclaim), Defendant’'s motion
is also denied as to the balance of itsCdunterclaim for a declarati of ownership of the WTC
and WORLD TRADE CENTER trademark and itsrewship of and righb use the service

marks at the NYWTC without interference from WTCA.

Plaintiff's motion for summary judgmers granted in part. The portion of
Defendant’s ¥ Counterclaim that seeks a declaratioat Defendant owns the WTC service
marks and is free to use them without WTE iiterference dismissed. The portion of
Defendant’s # Counterclaim that seeks the cancelatioRlaintiff's federal service mark on the
basis that it provided a false datfirst use to the PTO is also dismissed. Defendant’s defense
of sovereign immunity (9 Affirmative Defense) is stricken with respect to its federal law claims

(Claims for Relief 1 and 2) and th¥ 8ffirmative Defense is alsorstken insofar as it relates to
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Plaintiff's claim for a declaration (Claim fdelief 7) that the 1986 License and 2006 Agreement
bind the Port Authority to refrain from usingethelevant trademarks goods without WTCA'’s
permission. Defendant’s"5Affirmative Defense with is sitken insofar as it asserts that
Plaintiff's state registrations anevalid and that its federal regiations are invalid because they
were procured by fraud regarding the date eirtfirst use. Plairiff’s motion for summary
judgment is denied insofar as it segdgment in Plaintiff's favor on its"6Claim for Relief for
breach of contract and dismissal of Defendant’s counterclaims for non-breach of the license
agreements (2 Counterclaim), and an injunctionaigst Plaintiff's pending trademark
application (8 Counterclaim). Plaintiff’'s motion for summary judgment is also denied insofar
as it seeks dismissal ofetfbalance of Defendant’ € ounterclaim with respect to Defendant’s
ownership of the WTC trademarks and Defentdaright to use the WORLD TRADE CENTER
or WTC trademarks in connection with tNYWTC without interfeence by Plaintiff, and

insofar as it seeks dismissal of the aspect of DefenddhCdnterclaim that is based on
Defendant’s contention that Pdiif fraudulently represented tbe PTO that no party had a
superior right to use the federal service makaintiff's motion for sumrary judgment is denied
to the extent it seeks to strike Defendant’s prior use defelig&fffimative Defense), its
sovereign immunity defense with respecstate law claims for injunctive relief{{Qffirmative
Defense), and its"BAffirmative Defense insofar as thaéfense rests on the assertion that
Plaintiff fraudulently represented the PTO that no other partycha superior right to use the

mark.

By separat@rder,Defendant will be directed tehow cause as to why it4 6
Counterclaim should not be dismissed and why the'th@dinterclaim, to the extent that it

seeks a declaration that the Port Auityaswns the WORLD TRDE CENTER and WTC
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marks used on goods in connection with the NY&/should not be dismissed for lack of

subject matter jurisdiction.

The claims remaining for trial arél) Defendant’s counterclaim for cancelation
of Plaintiff's federal servicenark registration as procurég fraud, to the extent that
counterclaim rests on Defendanttntention that Plaintiff falselgffirmed that it was aware of
no other entity with a superi right to use the mark {4Counterclaim); and (2) Defendant’s
counterclaim seeking an injuian against the prosecution Blaintiff's federal trademark

applications (% Counterclaim).

This case remains referred to Magitgrdudge Lehrburger for general pre-trial
management. The parties are directed to mv@btJudge Lehrburger promptly to discuss
settlement. The final pre-ttiaonference is scheduled fBebruary 8, 2019 at 10:30 a.m.

(Docket Entry No. 221.) The parties are diredtedonfer and make submissions in advance of

the conference in accordancéwthe pre-trial scheduling der. (Docket Entry No. 43.)

This Memorandum Opinion and Order resolves Docket Entry Nos. 146 and 162.

SOORDERED.

Dated: New York, New York
Decembed8,2018

/s/ Laura Taylor Swain
LAURA TAYLOR SWAIN
Lhited States District Judge
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