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LASPATA DECARO STUDIO
CORPORATION, :
Plaintiff, 16 Civ. 934 (LGS)

-against- : OPINION AND ORDER

RIMOWA GMBH, et al., :
Defendants:

LORNA G. SCHOFIELD District Judge:

Rimowa GmbH (“Rimowa”), a luggage mawmgturer, retained Meiré GmbH & Co. KG
(“Meiré”) to design an advertising campaignpi@mote its products. After the campaign’s
launch, Plaintiff Laspata DeCa&tudio Corporation (“Laspatafiled the instant suit against
Rimowa, its subsidiaries Rimowac. and Rimowa Distribution, Inc. (collectively, the “Rimowa
Entities”) and Meiré, alleging the images usethie campaign infringed Laspata’s copyrights.
The Rimowa Entities assert four crossclaims against Meiré based on its alleged
misrepresentation that it owned the copyrightth&images at issue. Meiré moves to dismiss
the crossclaims for lack of personaligdiction or, in the alternative, darum non conveniens
grounds based on a forum selection clause.thHeofollowing reasons, the motion is granted.
I BACKGROUND

A. Factual Background

The following is taken from the parties’qaldings and affidavits and is undisput&ke
Martinez v. Bloomberg LFP740 F.3d 211, 216 (2d Cir. 2014) (“[IJn evaluating a motion to
dismiss based on a forum seleaticlause, a district court tygally relies on pleadings and

affidavits . . . .”).
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Rimowa is a German luggage manufactuvih its principal place of business in
Cologne, Germany. lIts subsidiaries include Riradnc. and Rimowa Distribution, Inc. Meiré
is a German advertising agency. Like Rimousprincipal place of business is in Cologne.

Beginning in 2008, Rimowa hired Meiré toelit advertising campaigns on an as-needed
basis. The parties have entered inteeagrents for roughly 48@parate projects.

In May 2011, a Meiré employee sent an ertaBirgit Wenners, the head of the public
relations and communications dejpaent at Rimowa, stating, “Please find attached the cover
letter of the notificlion factoring as well as our cunieT&Cs for your perusal and for
signature.* Attached to the email we (1) the letter, which adessed Meiré’s new financing
and invoice payment procedures, and (2) a decupdated April 2011, ¢itled “General Terms
and Conditions of Trade of M&iGmbH & Co KG” (the “GTCs"}. Wenners replied that she
had received the “new” GTCs and,another email, sent aneputed version of the factoring
letter, which references the GTCs. In thd 862011, Marc Meiréthe founder and Managing

Partner of Meiré, also providehe GTCs to Rimowa’s CFO.

1 As bothMeiré and Rimowa are German companidéisyfaheir communications and relevant
documents are in German. The parties providetifiedrtranslations in connection with this
motion, and all references and quotations is @pinion are based on those translations.

2 The parties submitted both the original versiohtheir exhibits in German and translations
into English. The English versions have wvasly translated therna “AGB” into “T&C,”

“GTCs” and “General Terms and Conditions oade.” The parties do not contend that any of
these translations are incart®r that there is a meagful difference among thentor
consistency, the Court will use the acronynT@” when referring to the April 2011 General
Terms and Conditions of Trade.

3 The source of the 2011 emails and the reference to Rimowa’s CFO is the Supplemental
Declaration of Marc Meiré (“Mieé’s Supplemental Declaration”). After the motion was fully
submitted, the Court issued an order that states “to the extent Rimowa disputes any factual
assertions contained in Meiré&sipplemental Declaration, it shall submit a declaration from Ms.
Wenners or other competent evidence . . . phatides its basis for contesting those factual
assertions.” An evidentiary heng was scheduled to resolugydactual disputes. The Rimowa
Entities responded by (1) informing the Court thabuld rely on the factual assertions in



The GTCs’ opening paragraph provides in part:

All contracts shall be executed under thkkowing General Terms and Conditions of

Trade. [Meiré’s] General Terms shall apply exclusively. The General Terms shall also

apply for future business relationships, eifehey are not exjcitly agreed upon again.
The last section containsrion selection and choice [aw provisions, which state:

Cologne is agreed upon as the place osdliction and the place of performance, if

[Meiré’s] contractual partner is a merchavthin the meanin@f the provisions of

commercial law.

The legal relationship between the contralcpaaties shall be goveed exclusively by
the law of the Federal Republic of Germany . . ..

At the beginning of their relationship in 2008, ikéeprovided Rimowa with its GTCs, and each
Meiré invoice Rimowa paid referred to that docuimerhe version of the GTCs in effect when
Meiré began its dealings witRimowa contain the same forwselection clause and choice of
law clause as the April 2011 version. No Rwaoemployee has ever objected to the GTCs or
guestioned their applicability to tliealings between Rimowa and Meiré.

In March 2014, Rimowa contacted MeaBout providing services for Rimowa’s
2015/2016 “Lookbook” and related advertising campaign. A Lookbook is a catalog that
promotes Rimowa’s products using a “story” cept. Meiré accepted Rimowa’s retention offer
and began work on the project. In April 20Mkiré confirmed by email that it was negotiating
an agreement with an individual poovide modeling services for the Lookbook.

In May 2014, Meiré sent an email to Wennefimowa that contained a cost estimate
and proposed services for “the developnaard realization of the photo[shoot]” for the

Lookbook. The email lists various serviceattMeiré would providgincluding “creative

Meiré’s Supplemental Declaration, (2) dedligito submit any evidence responding to the Meiré
Supplement Declaration and (3) agkithat the evidentiary hearing bancelled. In light of this
response, the Court considers ttvidence regarding the 2011 emails and Rimowa’s CFO to be
undisputed.



supervision,” on-site preparation and “accompeamnt” for the photoshoot and selecting the
photographs to use in the Lookbook. The estimatestat the bottom of the first page, “We
refer to our GTCs.” About two weeks lat@venners replied, “We accettte initial calculation
in this form -- naturally it would be oe if we could still save some costs.”

Between March 2014 and October 2014 jiél&orked on designing the Lookbook and
the “story boards” that would form the basfshe Lookbook’s story concept. In October 2014,
Wenners and several Meiré employees atteéride photoshoot in New York City; the
photographer was provided by Defendant Shot\B&nlin Photographers Management GmbH
(“Shotview”). Meiré used the photographsrfr the photoshoot in the Lookbook delivered to
Rimowa.

Between July 2014 and January 2015, Meiré submitted to Rimowa seven separate
invoices for the services it germed for the Lookbook. As did the May 2014 cost estimate,
each invoice stated at the bottom, “We refer to our GTCs.”

B. Procedural Background

In February 2016, Laspata sued the Rimow#itigs, alleging the images used in the
Lookbook infringed Laspata’s copghts in certain photograph#fter the Rimowa Entities
filed a third-party complaint against Meiré,dmata amended the Complaint to add Meiré and
Shotview as defendants.

The Rimowa Entities assert four crossclaimaiagt Meiré: breach of contract, negligent
misrepresentation, indemnificati@md contribution. The crossclamassert that Rimowa relied
on Meiré’s alleged promise -- which Meiré maepart of the parties’ agreement for the

Lookbook -- that it was the owner of any copWtigyin the allegedly infringing photographs.



Meiré moves to dismiss these claims for lack of personal jurisdiction or, in the alternative,
pursuant to the forum selectiorauke contained in the GTCs.
II. STANDARD

A party that seeks to enforce a forum setattilause designating a foreign forum should
do so through a motion to dismiss forum non conveniensSee Atl. Marine Constr. Co. v. U.S.
Dist. Ct. for the W. Dist. of Texas34 S. Ct. 568, 580 (2013). In evaluating the motion to
dismiss, “a district court typically relies gheadings and affidavits, but must conduct an
evidentiary hearing to resolve disputed fedtquestions in favor of the defendaniartinez
740 F.3d at 216-17 (internal citations omitted). &i¢h as here, the parties do not raise any
material factual disputes, the court may decide the motion solely on the basis of the pleadings
and the affidavits.See id.

A court’s determination of foreign law isgqaestion of law. Fed. R. Civ. P. 44ligr-
Tass Russian News Agency v. Russian Kurier, 188 F.3d 82, 92 (2d Cir. 1998). “In
determining foreign law, the court may considay relevant materiar source, including
testimony, whether or not submitted by a partyadmissible under the Federal Rules of
Evidence.” Fed. R. Civ. P. 44.1.
III. DISCUSSION

A. The Terms of the Parties’ Agreement

The Rimowa Entities contend that there iSormm selection clause at issue because the
GTCs were not part of their agreement for the Lookbook project. Although not framed as such
by either party, the issue of whether their agretnmcorporates the forum selection clause is a
threshold issue of contract formation that mhestesolved before addressing whether the clause

is enforceable as to the crossclaird&e, e.gEvolution Online Sys., Inc. v. Koninklijke PTT



Nederland N.V/.145 F.3d 505, 509 (2d Cir. 1998) (reverdiigfrict court’s dismissal based on
forum selection clause and remanding for cagrsition of whether the parties agreed to a
contract and whether that contraontained a forum selection clausBgnk Leumi USA v.
Ehrlich, 98 F. Supp. 3d 637, 647-50 (S.D.N.Y. 20(t&solving whether a forum selection
clause was in effect before adslsang whether it is enforceableadgst the plaintiff). To decide
whether the parties’ contract includes theG@3Tthe Court applies German law because the
parties do.See Arch Ins. Co. v. Precision Stone,, 1684 F.3d 33, 39 (2d Cir. 200Hllied
Dynamics Corp. v. Kennametal, In865 F. Supp. 2d 276, 298 (E.D.N.Y. 2013) (applying the
substantive law that the parties agree appli¢seassue of whether the forum selection clause
was part of the parties’ agreement).

The GTCs were validly incorporated int@tharties’ agreement. Meiré’s expert on
German law, Dr. Markus Korner, attests thatler “settled” German\g general terms and
conditions bind merchants, such as Rimowa andéyiégione merchant refers to those terms and
conditions “in the course of caact negotiations or [at thepaclusion of the contract with
another merchant, and the other merchant dotebject.” Here, during the Lookbook project,
Meiré sent a cost estimate and seiwevoices, all of which referretd the GTCs. At no point did
Rimowa object to the reference or the GT®sather, the evidence indicates that Rimowa
accepted Meiré’s performance and its finakkvproduct, the Lookbook. The parties’ prior
course of conduct, which Dr. Kérner avershgyhly significant under German law,” also
suggests that the GTCs were incorporated. Magité’'s undisputed testimony is that the GTCs
were referenced in the approxiraly 480 cost estimate/purchas@lers that Rimowa paid over
its eight-year relationship with Meiré. As withe agreement for the Lookbook project, there is

no evidence that Rimowa ever objected to theites’ reference to the GTCs or to the GTCs



themselves. To the contrary, around April 2Rimowa signed a lettéhat Meiré transmitted
along with the GTCs and thatmicitly referred to the GTCs.

The Rimowa Entities argue in opposition ttiee GTCs were not validly incorporated
and rely on the declaration of their German &yert, Lars Eckhoff. écording to Mr. Eckhoff,
a party’s terms and conditions are validly incorporately if one party refers to them “in a clear
and distinct manner” and the othgarty accepts the reference. He concludes that the reference
in the May 2014 estimate is not “clear andidddt because it was “in very small font” and
located “in the footer,” which i&a place where no businessperson would expect such reference.”

Mr. Eckhoff’'s statement of German law is wading. As Dr. Kérner notes, the cases on
which Mr. Eckhoff relies are distinguishable beatleey involve circumstances in which there
was no explicit reference to thenes and conditions at issu€ee Itar-Tass Russian News
Agency 153 F.3d at 92 (courts should weigh comitig opinions by foreign law experts based
on “the persuasive force” of those opinionBurther, nothing in these cases addresses Mr.
Eckhoff's assertion that the font size or locatidnhe reference to the GTCs can render them
ineffective. The reference haeenot buried at the bottom oflengthy contract; tther, it occurs
on the first page of each of Meisé&tost estimates and invoices antkgible. Lastly, Dr. Kérner
points out that Mr. Eckhoff failto acknowledge that German lasvless strict” when the case
involves two merchants, such as Meiré and Rimakat,have had frequedealings. In light of
the undisputed facts and the persuasiveness ¢fdner’s declaration, #h Court concludes that
the parties’ agreement incorporated the GTCs.

B. The Enforceability of the Forum Selection Clause

The validly incorporated forum selecticlause requires dismissal of the Rimowa

Entities’ crossclaims. A four-part analysis adetmes whether dismissal is warranted based on a



forum selection clauseMartinez 740 F.3d at 217. A court mu¢cide whether (1) the clause
was ‘reasonablyommunicatedo the party resisting enforcement”; (2) the clause was
mandatory rather than permissive; and (3) thend and the parties involved in the suit are
subject to the clausdd. (quotingPhillips v. Audio Active Ltgd494 F.3d 378, 383 (2d Cir.

2007)). If these conditions are met, a party rasgenforcement can overcome the presumption
of enforceability only by (4) “making a sufficiently strong showing that enforcement would be
unreasonable or unjust, or that the clause wagidhfea such reasons as fraud or overreaching.”
Id. (quotingPhillips, 494 F.3d at 383—84). To analyze thieipretive questions raised by parts
two and three of the fatpart inquiry, a court apies the law selected by the valid choice-of-law
clause -- here, German lawd. at 217-18.

The forum selection clause was reasonablyymunicated to Rimowa. On multiple
occasions, Meiré provided to Rimowa tB&Cs, which state that they wouldpply for future
business relationships, even if they are notieixly agreed upon again” and which contain the
forum selection clauseSee FSB USA, Inc. v. Am. Prods. Prod, Glo. 08 Civ. 1758, 2009 WL
2762744, at *5 (D. Conn. Aug. 24, 2009) (acknowleddiraj “sending one copy” of standard
purchasing terms is enough to “ensure[] thattdrms were reasonably communicated”). The
GTCs were also referenced in hundreds of iceeithat Meiré sent to Rimowa, including the
costs estimate and seven invoices that MemétseRimowa in connection with the Lookbook
project. Thus, Meiré gave Rimowa sufficiemttice of the GTCs even though they were not
provided to Rimowa when the pagiagreed to the Lookbook proje@ee Horvath v. Banco
Comercial Portugues, S.AM61 F. App’x 61, 63 (2d Cir. 2@) (summary order) (rejecting
contention that forum selection clause wasreasonably communicated to the plaintiff who

denied having received the terms and conditadrtee time he agredd a contract that



incorporated the general terasd conditions by referencdank Leumi USA98 F. Supp. 3d at
650 (enforcing forum selection clauseorporated by reference).

Turning to the second part of the analysigram selection clause mandatory if it
“confers exclusive jurisdiction on the designated foruHillips, 494 F.3d at 386. The forum
selection clause here provides: “Cologne i®ad upon as the place of jurisdiction . . . if
[Meiré’s] contractual partner is a merchant witthe meaning of the provisions of commercial
law.” Here, it is undisputed that Rimowaasnerchant under German law because it is
organized as a limited liabyi company -- i.e., a GmbH.

The clause confers exclusiveigdiction on the courts in Gmgne. The parties’ German
law experts agree that, when interpreting arfosglection clause under German law, a court
must determine the parties’ intention, which may be achieved by looking to the wording of the
agreement. The clause is clear: Colognéhsplace of jurisdiction,” not a place of jurisdiction.
As such, jurisdiction does not exist elsewhdt@urts applying German law have held similar
language to be mandator$ee Trade Wind Distrib., LLC v. Unilux Ago. 10 Civ. 5716, 2011
WL 4382986, at *2, *6—7 (E.D.N.Y. Sept. 20, 2011Plgce of jurisdictiorior all contractual
legal disputes . . . is Trier[, Germany].Ruture Indus. of Am., Inc. v. Advanced UV Light
GMBH, No. 09 Civ. 966, 2010 WL 7865077, at *3-5. (Conn. Sept. 1, 2010) (“[Clourts of
Essen, Germany shall have jurigdio for all disputes arising fromnd in connection with this
Agreement . . . ."aff'd, 434 F. App’x 46 (2d Cir. 2011) (summary ordés)ta Sports Ltd. v.
SG Sensortechnik GmbH & Co. K&60 F. Supp. 2d 432, 436, 442 (W.D.N.C. 2008) (“The
place of fulfilment and court of venueligorfelden-Walldor[, Germany].”).

The Rimowa Entities dispute this integgation, arguing that had Meiré intended

jurisdiction to be exclusive, it@uld have said so explicitly, asd the choice of law provision



(which includes the word “exclusively”). Howeveas Rimowa’s own expert attests, the lack of
“an explicit reference” to “exclusivity” in a fora selection clause doest weigh “against such
exclusivity” under German law. ‘€hanguage used is clear titlae place of jurisdiction is
Cologne and, by extension, nowhere elSee Trade Wind Distrip2011 WL 4382986, at *7
(applying German law to forum selection claasel rejecting the argument that the clause is
permissive because the contract “uses the woiausively’ in other parts of the contract” but
not the forum selection clause).

Turning to the third part of the analydise forum selection clause encompasses the
crossclaims and the parties involvesee Martinez740 F.3d at 218. DKorneravers that
German law provides that “[iJthe absence of explicit restiims to its scope,” a forum
selection clause is to be interpreted to incltadiepotential claims arieg from the contractual
relationship between the [p]arties to be deiaed in a single venue (here, Cologn&)The
Rimowa Entities do not contest this interpretation of German law.

In this case, the crossclaims are based esdime allegations -- that, as part of the
parties’ agreement, Meiré regzented that it owned the comjris to the allegedly infringing
images and that Rimowa relied on these represensa The crossclaims arise from the contract
because they are predicated onNlkiré’s representations contai in the parties’ agreement
and (2) Meiré’s alleged failur® abide by those represaidas. Even the negligent
misrepresentation claim, while sounding in tort, originates from the gaatieeement as that

crossclaim alleges Meiré’s representations violated “its dutidsr the agreememtith

4 When assessing applicability of a forumesgion clause to particular claims, a court
“examine[s] the substance of [the plaintiff's] claiasthey relate to th@ecise language of the
clause.” Phillips, 494 F.3d at 389. Although the forum stien clause does not include the
phrase “arise from,” the parties do not dispghtg, under German law, the question is whether
the crossclaims arise from the contract.

10



Rimowa.” Cf. Magi XXI, Inc. v. Stato della Citta del Vaticarrd4 F.3d 714, 724 (2d Cir. 2013)
(“A contractually-based forum ssdtion clause also covers tofaims against non-signatories if
the tort claims ultimately depend on the exasteof a contractual relationship between the
signatory parties.” (interngjuotations marks omitted)).

Although Rimowa’s subsidiaries, Rimowa Dibution, Inc. and Rimowa Inc., are not
parties to the agreement between Meiré and Rimtveaforum selection clause applies to their
crossclaims. “In order to birmlnon-party to a forum selectictause, the [non-party] must be
‘closely related’ to the dispute such tlitdbecomes ‘foreseeable’ that it will be bound®guas
Lenders Recovery Grp. v. SuBzA, 585 F.3d 696, 701 (2d Cir. 2009) (quotidggel v. Corp.
of Lloyd’s 999 F.2d 206, 209 (7th Cir. 1993 ssuming, as the crossclaims allege, that
Rimowa Distribution, Inc. and Rimowa Inc. &third-party beneficiaes of the agreement
between Meiré and were thereddrarmed by Meiré’s breachien they are bound by the forum
selection clauseSee, e.gOverseas Ventures, LLC v. ROW Mgmt., Ltd., No. 12 Civ. 1033,
2012 WL 5363782, at *5 (S.D.N.Y. @26, 2012) (“The ‘closely retad’ test is necessarily
satisfied where the defendant ithad-party beneficiary of the agement . . . .”). Even if these
subsidiaries are not third-patgneficiaries, they are coverby the forum selection clause
because their crossclaims derive engifebm the terms of the agreemei@ee Malmsteen v.
Universal Music Grp., Ing.No. 10 Civ. 3955, 2012 WL 2159281, at *5 (S.D.N.Y. June 14,
2012) (“A non-party is closely relatgo a dispute if its interestgse completely derivative of and
directly related to, if not préchated upon the signatory partyrgerests or conduct.” (internal
guotation marks omitted)).

The Rimowa Entities argue that their crdasus do not arise from the agreement but

rather Laspata’s underlying copyright infrimgent claims against them. This argument

11



misapprehends the inquiry, which is whether Rira® crossclaims, not Laspata’s claims, arise
from the contract. The cases cited by the®wva Entities are distinguishable because they
involve copyright claims that #nlike Rimowa’s crossclaims --@anot based on the existence of
any contract.See Phillips494 F.3d at 389, 391 (holding copyrigiaims “do not arise out of
the contract because [the pl#ith has asserted no rights ortees under that contract” and the
plaintiff “denies that contract has any rolerelevance whatever with respect to his copyright
claims”); Arma v. Buyseasons, In&91 F. Supp. 2d 637, 646 (S.D.N.Y. 2008) (noting that
forum selection clause does not apply to cldimas “do not assert righ under the contract”).

Because the forum selection clause is ymgstively enforceable, dismissal of the
crossclaims is proper unless the Rimowa Entfitieske[] a prima facie showing that the clause
should be set aside Phillips, 494 F.3d at 392. A coutill refrain from erforcing an otherwise
valid forum selection clause only if:

(1) its incorporation was the resultfodud or overreaching; (2) the law to be

applied in the selected forum isnfdamentally unfair; (3) enforcement

contravenes a strong pubpolicy of the forum in with suit is brought; or (4)

trial in the selected forum will be sdffitult and inconvenient that the plaintiff

effectively will be deprived of his day in court.
Starkey v. G Adventures, In€96 F.3d 193, 198 (2d Cir. 2015) (quotgrtinez 740
F.3d at 228). “The party claiming unreasonabtenof a forum seldéon clause bears a
heavy burden . . . "New Moon Shipping Co. v. MAN B & W Diesel, AG1 F.3d 24, 32
(2d Cir. 1997).

The Rimowa Entities, which falil to citeng of the four exceptions, have not overcome
the presumption of enforceability. They arghat because German courts lack “sufficient

expertise to interpret and apply U.S. copyrilght,” the remedy available in Germany would be

“unpredictable and unsatisfactory.” But twosv enforcement would be unreasonable on this

12



basis, “it is not enough that the foreign lanpoocedure merely be different or less favorable

than that of the United States. Instead, the question is whether the application of the foreign law
presents a danger that théajptiff] ‘will be deprived ofanyremedy or treated unfairly.”"Roby

v. Corp. of LIoyd’'s996 F.2d 1353, 1363 (2d Cir. 1993) @émtal citations omitted) (quoting

Piper Aircraft Co. v. Reynat54 U.S. 235, 254-55 (1981)). The Rimowa Entities have not made
the requisite showing. As DKdrnerattests, Rimowa could bring claims to address the
allegations covered by its crossclaims in thgiBaal Court of Cologne, and the court would be
able to adjudicate its claim&iven the availability of the foreign forum, the fact that one
underlying issue -- i.e., whether Rimowa or Meimfringed Laspata’s copyrights -- implicates

U.S. copyright law does not render the otheewialid forum selection clause unenforceable.

See Metal Bulletin Ltd. v. Scepter, Int92 F. Supp. 3d 377, 382 (S.D.N.Y. 2016) (holding that
choice-of-law provision selecting English lavas enforceable even though plaintiff brought
copyright claims because plaintiff had not showrattthere is a danger that it will be deprived

of anyremedy or treated unfairly” under Englistw (internal alteratins and quotation marks
omitted)).

In sum, the Rimowa Entities’ crossclaims are dismissed in light of the enforceable forum
selection clause. Because application of tiherfoselection clause is dispositive of Meiré’s
motion, its alternative argumentatithe Court lacks personal juristiiim over it is not addressed.
IV. CONCLUSION

For the foregoing reasons, Meiré’s motiordtemiss pursuant to the forum selection
clause is GRANTED, and Meiré’s crossclaims are dismissed in their entirety.

The Clerk of Court is respectfully directed to close the motion at Docket Number 67.

Dated: May 8, 2017
New York, New York
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Lom(A G. SCHOFIEL6
UNITED STATES DISTRICT JUDGE




