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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

EXPERIENCE HENDRIX, L.L.C., a Case No.: 1:17-cv-1927 (PAE)
Washington Limited Liability Company, and

AUTHENTIC HENDRIX, LLC, a Washington Limited

Liability Company,

Plaintiffs,
-against

ANDREW PITSICALIS, an individual; LEON
HENDRIX, an individual, PURPLE HAZE
PROPERTIES, LLC, a Nevada Limited

Liability Company; ROCKIN ARTWORK,

LLC, a Nevada Limited Liability Company; CARMEN
COTTONE a/k/a CARMEN THOMAS ANDOLINA
a’k/a CARM COTTONE, an individual d/b/a
PARTNERS AND PLAYERS, a New York Company
and d/b/a DYNASTY GOURMET FOODS, a New York
Company; C-LIFE GROUP, LTD., a New York
Corporation, BIC CORPORATION, a Connecticut
Corporation, FIREFLY BRAND MANAGEMENT, LLC,
a California Limited Liability Company, FIREFLY
CONSUMER PRODUCTS, INC.,, a California
Corporation, CYNTHIA MODDERS, an individual,;
GRASSROOTS CLOTHING, LLC d/b/a GRASSROOTS
CALIFORNIA, a Colorado Limited Liability Company,
KURT S. ADLER, INC., a New York Corporation,
FREEZE , a division of CENTRAL MILLS, INC.,, and
GREEN CURES & BOTANICAL DISTRIBUTION,
INC.,

Defendants. -
X

JUDGMENT AND INJUNCTION

Plaintiffs, Experience Hendrix, L.L.C., a Washington Limited Liability
Company, and Authentic Hendrix, LLC, a Washington Limited Liability Company,
(“Plaintiffs”), having filed a Complaint on March 16, 2017; having filed an Amended

Dockets.Justia.com


https://dockets.justia.com/docket/new-york/nysdce/1:2017cv01927/470913/
https://docs.justia.com/cases/federal/district-courts/new-york/nysdce/1:2017cv01927/470913/410/
https://dockets.justia.com/

Case 1:17-cv-01927-PAE Document 309 Filed 01/31/19 Page 2 of 4

Complaint on April 26, 2017; and having filed a Second Amended Complaint on
May 31, 2017; and having filed a Third Amended Complaint on April 25, 2018, and

WHEREAS, Defendant Kurt S. Adler, Inc. (“Defendant” or “Adler”),
acknowledges that Plaintiffs are the exclusive owners of the trademark rights in
and to the use of the name Jimi Hendrix, Jimi and Hendrix, and any variations
thereof, (the “Hendrix Trademarks”) set forth in Exhibit A, as well as other

intellectual property rights as set forth in the complaints.

WHEREAS, Plaintiffs waive any independent claims against Adler’s clients,
customers and manufacturers regarding the Adler created Jimi Hendrix products

although nothing herein limits the scope of injunctive relief.

IT IS HEREBY ORDERED, ADJUDGED AND DECREED that final
judgment is hereby granted and ordered entered as the judgment against

Defendant Kurt S. Adler, Inc., in this action as follows:

1. This Court retain jurisdiction of the parties hereto for the purpose of

any proceedings to enforce injunction and for the continuing discovery obligations of

Defendant Adler;
2 The parties hereto have waived appeal from this injunction;
8 The parties each shall bear their own costs and attorney fees;

4, This injunction shall be binding upon and shall inure to the benefit of

the parties hereto, and their respective successors and assigns;
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5. Nothing herein shall be construed as waiving or releasing any of

Plaintiffs claims against any of the other Defendants; and

6. In the event Defendant or any one of them breaches any provision of
this So Ordered Permanent Injunction and Judgment and Plaintiffs must take any

steps to enforce their rights hereunder, and Defendant and each of them hereby:
a. waives any defense statutory or equitable defense; and

b. agrees to reimburse Plaintiffs for all of their costs, including
actual attorneys’ fees, incurred in connection with enforcing their rights under this

Order; and

c. shall pay to Plaintiffs the sum of Two Thousand Five Hundred
Dollars ($2,500.00) as liquidated damages. Nothing herein shall preclude Plaintiffs

from seeking additional damages and costs.

Dated: New York, New York

Jemuary” ™, 2019
et |3\ S0 ORDERED:

i A\ Ergelsr

JUDGE PAUL A. ENGELMAYER (U.S.D.J.)
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CONSENT, WAIVER AND STIPULATION
The parties hereby stipulate that written Findings of Fact and Conclusions of
Law shall be waived and Defendant expressly consents to the entry of the foregoing
Stipulated Final Judgment and Writ of Permanent Injunction as final and
unappealable and hereby waive notice of entry of Judgment.
As between the parties, the provisions of this Judgment shall be and become
effective immediately upon its execution by the parties, and need not await execution

by the Court.
KURT S. ADLER, INC.

By:

Clifford Adler, President

Date: 1/3! /I“I

Approve to form:
. &M@. U

/ Dorothy M. Webelr, Esq.
Attorney for Expédrience Hendrix, L.L.C. and Authentic Hendrix, LLC

Date: [-3(. (Gl
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Exhibit A
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Case 1:17-cv-01927-PAE Document 309-1 Filed 01/31/19 Page 27 of 48

LLS. APPLICATION SERIAL NO. 86617497

MARK: JIMI

*86617497*

CORRESPONDENT ADDRESS:

DANIEL L. DAWES TMCP-ULA CLICK HERE TO RESIFOND 70 TIllS LETTER:
Uela Trademark Law Chnie Itg: s anpiogov trademarhalteaviresponse forms.jsp
385 Charles T: Young Dnive East

Los Angeles. CA 90095-0001 VIEW YOUR APPLIUATION FILT

APPLICANT': Jim Elcctronies Inc.

CORRESPONDENT'S REFERENCE/DOCKET NO ¢
Stepancich. T

CORRESI'MONDENT E-MALL ADDRESS:
usploddlaw ucla edu

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT'S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT'S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTIIS OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAITLING DATE: :2:2815

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS - TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE: Applicants who filed their application
onlinc using the lower-lcc TEAS Plus or TEAS RF application form must (1) file certain documents onlinc using TEAS, including responses to
Office actions (sce TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid c-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughout the prosecution of the application, See 37 C.F.R. §§2.22(b),
2.23(b); TMEP §§819, 820. TEAS Plus or TEAS RF applicants who do not meet these requirements musl submit on additional processing fec of
$50 per intemational class ol goods and/or services. 37 C.F.R. §§2.6(a)(1)(v), 2.22(c), 2.23(c); TMEP §§819.04, 820.04. Howevcr, in certain
situations, TEAS Plus or TEAS RF applicarts may respond (o an Office action by authorizing an examiner’s amendment by telephone without
incurring this additional fee.

The reterenced application has been reviewed by the assigned trademark exumining attorney. Appiicant must respond timely and completely to
the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMIEP §§711, 718.03.
Summary of Issues Applicant Must Address

o §2(d) Likelihood Of Conlusion Refusal

« §2(a) Fatse Conacction Refusal

« Citation of a Prior-Pending Application

+ Mark Description Inaccurale

SECTION 2(d) REFUSAL — LIKELIHOOD OF CONFUSION

Registration of the applicd-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration Nos, 2250912, 1322761,
2383500, 2876475, 2902769, 2989576, 2997675, 2997676, 2998058, 2998059, 3001464, 3001465, 3256776, 3290861, 3290862, 3297740,
3297741, 3297742, 3302117, 3302367, 3306890, 3306891, 3306892, 3312070, 3312071, 3312206, 3316547, 3322319, 3328324, 3328579,
3328587, 3334862, 3374813, 3399951, 3490531, 3881766, 3865983, 3904594, 3904595, 4272128, 4272131, and 4278938. Trademark Act
Scction 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 ef seq. See the enclosed registrations.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a potential consumer
would be confused, mistaken, or deccived as (o the source of the goods and/or services of the applicant and registrant. See 15 U.S.C. §1052(d).
A determination of likelihood of confusion under Scction 2(d) is made on a case-hy casc basis and the factors set forth in /n re £. I du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this detcrmination. Citigroup Inc. v, Capital City Bank Grp., Inc., 637
F.3d 1344, 1349, 98 USPQ2d 1253, 1256 (Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am Ounline, Inc., 229 F.3d 1080, 1085, 56 USPQ2d
1471, 1474 (Fed. Cir. 2000)). Not all the du Pont faclors, however, are necessarily relevant or of cqual weight, and any onc of the factors may
control in a given case, depending upon the evidence of record. Citigroup inc v Capital City Bank Grp.. Inc,, 637 F.3d at 1355, 98 USPQ2d at
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1260; in re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 US1’Q2d 1201, 1204 (Fed. Cir. 2003); see Inre £. L. dit Pani de Nemours & Co , 476
IF.2d al 1361-62, 177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks, similarity and nature of the goods and/or services, and similarity
of the trade channcls of the goods andfor scrvices. See fi re Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); /n
re Dakin's Miniatures Ine . 59 USPQ2d 1593, 159596 (TTAB 1999); TMEP §§1207.01 ¢f seq.

Marks are compared in their entireties for similaritics in appearance, sound, connotation, and commercial impression. Stone Lion Capital
Partners, 1P v. Lion Capital LLP, 746 F.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps, Inc v Veuve
Clicquat Ponsardin Maison Fondee En 1772, 396 F. 3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2008)); TMEP §1207.01(b)-(b)(v).
“Similarity in any one of (hese clements may be sufficicnt to find the marks confusingly similar.” /i re Davia, 110 USPQ2d 1810, 1812 (TTAB
2014) (citing /n re White Swan Lid., 8 USPQ2d 1534, 1535 (TTAB 1988); In re /st USA Realty Prof°ls, Inc. , 84 USPQ2d 1581, 1586 (TTAB
2007)); TMLEP §1207.01(b).

The goods andfor services of the partics need not be identical or even competitive to (ind a likelihood of confusion. See On-line Careline inc. v
Am Onfing Inc., 229 1.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Ine. v. Beeton, 214 F.3d 1322, 1329, 54 USPQ2d 1894,
1898 (Fed. Cir. 2000) (*[E]Jven if the goods in question arc different from, and thus not related to, one anather in kind, the same goods can be
related in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).

The respective goods and/or services need only be “related in some manner and/or if the circumstances surrounding their marketing [be] such

that they could give rise to the mistaken beliel that [the goods and/or services] emanate from the same source.” Coach Servs., Inc. v. Triumph

Learning LLC, 668 I*,3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting #-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724

(TTARB 2007)); TMEP §1207.01(a)(i).

I'he applicant has requested registration of the mark JIMI in Stylized and Design Form, for “Audio Speakers.” The registrants’ marks are:
(1) EXPERIENCE HENDRIX in Stylized and Design Form, for CL. 9-“musical sound recordings™; (2) JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 25-"clothing, namely, [-shirts, jackets, caps and [gloves]”; (3) JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 41 entertainment services, namely, preparing audiovisual displays and exhibitions in the
ficld of music™; (4) JIMI HENDRIX in Typed Form (Standard Character Form), for CL. 9-"( Pre-recorded video cassettes
featuring musical performances; pre-recorded audio cassetics and ] compact discs featuring music™;(5)-JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 16-~Printed matter, namely, calendars, posters, photographs, postcards, stickers, [ music in
printed forim; | printed music books; books containing information and memorabilia relating to Jimi Hendrix, books, namely, collector's
books containing printcd music, photographs, handwritten lyrics by Jimi Hendrix and commentary™; (6) JIMI HENDRIX in Standard
Character Form, for CL. 14-~ Wrist watches: alarm clocks; wall clocks; and jewelry, namely ornamental pins”; (7) JIMI HENDRIX
in Stylized Farm, for CL. 9-"Pre-recorded { video cassettes and ) digital video discs featuring musical performances; pre-recorded [
audio casscites, ] phonograph records and compact dises featuring music; decorative magnets; cell phone covers™ (8) JIMI HENDRIX
in Standard Character Form, for CL. 41-* Entertainment services, namely, providing prerecovded music, audio and audiovisual
recordings, information in the ficld of music, and commentary and articles about music on-line via a global computer nelwork; music
publishing services™; (9) JIN1 HENDRIX.COM in Stylized Form, for CL. 4]1-"Entertainment services, namcly, providing prerecorded
music, audio and audiovisual recordings, information in the ficld of music, and commentary and articles about music on-line via a global
camputer network™; (10) 10-JIME IHIENDRIX.COM in Standard Character Form, for CL. 41-*Enlerainment services, namely,
providing prerecorded music, audio and audiovisual recordings, information in the ficld of music, and commentary and articles about
music on-line via a global computer network™; (11) JIM3 HENDRIX in Stylized Form, for CL. 41-* Entertainment services, namely,
providing prerecorded music. sudio and audiovisual recordings, information in the field of music, and commentary and articles about
music on-line via a global computer network; music publishing scrvices™; (12} JIMI HENDRIX in Stylized Form, for CL. 16-"Printed
malter, namely, calendars, posters, photographs, postcards, stickers; books, namely, printed music books and collectors’ books containing
printed music, photographs, handwritten lyrics by Jimi Hendrix and commentary; { pens; ] checkbook covers™; (13) JIMI HENDRIX
EXPERIENCE in Typed Form (Standard Character Form), for CL. 9 Pre-recorded videocassettces and ] digital video discs
featuring musicat performances; [ pre-recorded audiocasscties, ] phonograph records and compact discs featuring music.”; (14)
AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 3-“lncense;”  (15) AUTHENTIC HENDRIX in Stylized and
Design Farm, for CL. 24-"Afghans;” (16} AUTHENTEC HENDRIX in Stylized and Design Form, for CL. 24--Afghans;” (17)
JIMI HENDRIX in Stylized Form, for CL. 6-* [ Metal license plates; | metal decorative boxes™; (18) JIMI HENDRIX
EXPERIENCE I AM EXPERIENCED in Stylized and Design Form, for CL. 35- Online retail store services featuring merchandise
and memorabilia related to the music industry; [ mail order catalog.] telephone order, and computerized on-line ordering scrvices
featuring merchandise and memorabilia related to the music industry™; (19) AUTTIENTIC HENDRIX in Stylized and Design Form,
for CL. 25-" Clothing, namely, jackets, shorts, sport shirts, sweat shirts, t-shirts, tank tops; headgear, namely, beanies, [skull caps,] caps;
infant diaper covers; wristbands™; (20) AUTHENTIC HENDRIX in Stylized and Design Form, {or CL. 19-"Ceramic Tiles"; (21)
JIM! HENDRIX.COM in Stylized Form, for CL. 21-* Sports bottles sold empty™; (22) JIMI HENDRIX in Stylized Form, for CL.
6- Melal decorative boxes™; (23) JIMI HENDRIX in Stylized Form, for CL. 25-* Clothing, namely sweat shirts, t-shirts and caps;
wristbands™; (24) EXPERIENCE HENDRIX in Stylized and Design Form, for CL. 16-* Printed music books™; (25) AUTHENTIC
MENDRIX in Stylized and Design Form, for CL. 4-* Candles”; (26) AUTHENTIC HENDRIX in Stylized and Design Form, for
CL. 5-* Air fresheners™; (273 AUTHENTIC ITENDRIX in Stylized and Design Form, for CL, 9+ [Decorative switch plate covers;]
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decorative magnets™; (28) JIMI HENDRIX ELECTRIC GUITAR FESTIVAL in Standard Character Form, for CL. 16-"Poslers”;
(29) SIMI HENDRIX ELECTRIC GUITAR COMPETITION in Standard Character Form, for CL. 16-“Posters™; (30) JIMI
HENDRIX ELECTRIC GUITAR COMPETITION in Standard Character Form, for CL. 14-“Ornamental pins™; (31) JIMI
HHENDRIX in Stylized and Design Form, for CL. 25-"T-shirts™; (32) JIMI HENDRIX in Stylized and Design Form, for CL. 16-
“Posters™ (33) THE JIMI HENDRIX EXPERIENCE in Standard Character Form, for CL. 25-* Clothing; namcly, 1-shirts [, hats,
and caps |"; (34) AUTHENTIC HENDRIX in Stylized and Design Form, for CL, 16-" Printed matter, namcly posters, photographs,
posicards, calendars, stickers, lithographs, prints in the nature of silkscreens; pens™; (35) AUTHENTIC HENDRIX in Stylized and
Design Form, for CL.. 20-"Non-metal and non-leather key chains; plaques”; (36) AUTHENTIC HENDRIX in Stylized and Design
Form, for CL. 16-"Stationcry™; (37) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 14-" Clocks; watches; jewelry,
namely, pins and necklaces™; (38) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 26-“Ornamentat novelty buttons™;
(39) AUTHENTIC HENDRIX in Stylized and Design Form, for CL.. 9-“Educational software featuring instruction in music and guitar
playing; Guitar amplificrs; Guitar effects processors™; (40) AUTHENTIC HENDRIX in Stylized and Dcsign Form, for CL. 15"
Guitar picks; Guitar straps; Guitar strings”: (41) JIM1 HENDRIX in Stylized Form, for CL.. 9- Digital media, namely,

downloadable audio and video recordings, and pre-recorded high definition discs featuring music and musical

performances; Dow nloadable podeasts in the ficld of music; Musical sound recordings™; (42) EXPERIENCE HENDRIX in Stylized
and Design Form, for CL. 9-Digital media, namely, pre-recorded compact discs, digital video discs, downloadable audio and video
recordings, and high definition discs featuring music and musical performances; Downloadable podeasts in the ficld of music;
Phonograph records featuring music™; (43) JIMI HENDRIX in Standard Character Form, for CL. 9-*Digital media, namely, pre-
recorded digital video discs, downloadable audio and video recordings, and high definition discs featuring music and musical
performances; Nownloadable pedcasts in the ficld of music: Downloadable user interactive entertainment software used lor sharing
video, text, photos and music with the user via the Internet and wireless devices; Musical sound recordings; Phonograph rccords featuring
music.”

COMPARISON OF MARKS
Marks may be confusingly similar in appearance where there arc similar terms or phrases or similar parts of tenns or phrases appearing in both
applicant’s and registrant's mark.  See e.g., Cracker Nat 'l Bank v. Canadiun Iinperial Bank af Commerce , 228 USPQ 689 (TTAB 1986), aff'd
{ USPQ2d 1813 (Fed. Cir. 1987) (COMMCASH and COMMUNICASHY); in re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986) (21
CLUB and *21" CLUB (stylized)); I re Corning Glass Works, 229 USPQ 65 (TTAB 1985) {CONFIRM and CONFIRMCELLS); In re
Collegian Sportswear hic., 224 USPQ 174 (TTAB 1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNEY; In re Pellerin Aitnor Corp.,
221 USPQ 558 (TTAB 1983) (MILTRON and MILLTRONICS); /nt re BASF A.G., 189 USPQ 424 (TTAB 1975) (LUTEXAL and LUTEX);
TMEP §§1207.01¢b)(ii) and (b)(iii).
In the present case, applicant’s mark is confusingly similar to the registered marks because its mark cncompasses the wording JIM{ (denoting an
association with SIMI HENDRIX) and/or a likencss of JIMI HENDRIX, giving the impression that the goods and services under the given marks
may cmanate from a comman source.

COMPARISON OF GQODS & SERVICES
Morcover. the applicant’s goods arc closcly related to the registrants’ gaods and services because they are all goods and scrvices being sold
under the Jimi Hendrix brand or bearing a connection Lo the brand or line of goods and services.
To show an association and relatedness between the partics' goods and services, examining attorney relies on applicant’s website where il states
that there is a connection or ownership of Inteliectual Property for Jimi Hendrix:
Jimi Hendrix an iconic guitarist, singer, songwriter, and musician created a body of work during his lifetime that transcends both
space and time, He was named the top guitarist of all time by Rolling Stane magazine and continucs to be revered by music
lovers around the world. Jimi Elcctronics has access to the Jimi Hendrix based Intellectual Property including image, phote, and
artistic-based likeness. We do not have access to the Simi Hendrix sound catalog or music. In partnership with talented engincers
and exceutives who have experience in Consumer Electronics, Jimi Electronics goal is to create a Company that evokes a positive
feeling through both sound and imagery.
. Matcrial obtained from applicant’s website is acceptable as compelent evidence. Sce Inre N.V. Organon, 79 USPQ2d 1639, 1642-43 (TTAB
2006); /n re Promo Ink, 78 USPQ2d 1301, 1302-03 (TTAB 2006); In re A La Viille Russie Inc., 60 USPQ2d 1895, 1898 (TTAB 2001); TBMP
§1208.03; TMEDP §710.01(b).
Thus, in view of the rclatedness of the marks and the goods, there is a strong likelihood that consumers would perceive that the goods cmanate
from a common source.
In view of the above circumstances, the examining attomey must resolve any doubt regarding a likelihood of confusion is resolved in favor of the
prior registrant. /i re Hvper Shoppes (Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988); TMEP §§1207.01(d)(i).
Thus, the mark is refused registration on the Principal Register under Scction 2(d).

Applicant should note the following additional ground for refusal.

SECTION 2(c) REFUSAL — FALSE CONNECTION

Registration is refuscd because the epplicd-for mark consists of or includes matter which may falsely suggest a connection with Jimi Hendrix,
Although Jimi Hendrix is not connected with the goods and/or services provided by applicant under the applied-for mark, Jimi Hendrix is so
famous that consumers would presume a conneclion, Trademark Act Section 2(a), 15 U.S.C. §1052(a); see TMEP §1203.03, (c). See generally
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Univ. of Notre Dame du Lac v J.C. Gourmet Food Imps. Co., 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); /n re Cotter & Co., 228 USPQ
202 (TVAB 1985); Buffest v Chi-Chi's, Inc , 226 USPQ 428 (TTAB 1985).

Under Trademark Act Section 2(a), the registration of a mark that “consists of or comprises matter that may falsely suggest a connection with
persons, institutions, beliefs, or national symbols™ is prohibited. /n re Pedersen, 109 USPQ2d 1185, 1188 (TTAR 2013). To cstablish that an
applicd-for mark falsely suggests a connection with a person or an institution, the following is required:
(1) The mark sought 1o be regisiered is the same as, or a close approximation of, the nume or identity previously used by another person
or institution,

(2} The mark would be recognized as such, in thal i1 points uniquely and unmistakably to that person or instilution.

(3) The person or institution identificd in the mark is not connceted with the goods sold or services performed by applicant under the
mark,

(4) The fame or reputation of the named person or institution is of such a nature that a connection with such person or instilution would
be presumed when applicant's mark is used on its goods and/or services,

In re Pedersen, 109 USPQ2d at | 188-89; In re Jackson It 'l Trading Co. , 103 USPQ2d 1417, 1419 (TTAB 2012); TMEP §1203.03(c)(i); see
also Univ. of Notre Dame du Lac v. J C Gourmmet Food Imps. Co., 703 F.2d 1372, 1375-77, 217 USPQ 505, 508-10 (Fed. Cir. 1983} (providing
foundational principles for the current four-part test used to determine the existence of a false connection),

Due to the renown of the institution or person named in the mark, and the fact that there is no information in the application record regarding a
connection with applicant, applicant must specify whether the person or institution named in the mark has any connection with applicant’s
goods and/or services, and if so, must describe the naiure and extent of that conncection. See 37 C.F.R. §2.61(b); TMEDP §1203.03(c)(i).

Although the examining attoraey has refused registration, the applicant may respond to the refusal(s) to register by submitling cvidence and
arguments in support of registration. !f the applican! chooses to respond to (he refusal to register, the applicant must also respond to the below
listed informalitics,

INFORMALITIES

1. APPLICATION NOT ENTITLED TO REGISTER BASED ON EARLIER FILED PENDING APPLICATIONS

The effective filing date of pending U.S. Application Serial Nos, 86541766, 86541775, 86541786, and 86541792 precedes applicant’s filing
date. See attached referenced applications. $f the marks in the referenced applications register, applicant’s mark may be refused registration
under Trademark Act Section 2(d) because of a likelihood of confusion between the marks, See 15 U.S.C, §1052(d); 37 C.F.R. £2.83; TMEP
$§1208 et seq. Therclore, upon reccipl of applicant’s response to this Office action, action on this application may be suspended pending final
disposition of the carlicr-filed referenced applications.

In response 1o this Office action, applicant may present arguments in support of registration by addressing the issuc of the potential conflict
between applicant’s mark and the mark in the referenced application. Applicant’s cleclion not to subimit arguments at this time in no way limits
applicant’s right to address this issue laler if a refusal under Section 2(d) issues.

2. DESCRIPTION OF THE MARK INACCURATE . ] ;
Applicant must submil an accurate and concisc description of the literal and design elements in the mark. 37 C.F.R. §2.37; see TMEP
§§808.01, 808.02. Specilically, applicant references “a man™ in the description, however it is clear that the “man” is Jimi Hendrix.  Thus,
applicant must be specific with the description,

The following is suggested, if accurate:

The mark consists of a depiction or portrait of Jimi Hendrix_holding and playing a guitar, circumscribed by

concentric circles. The outlined word “JIMI* appears in stylized font below the portrait within the concentric circles. The colors
black, white, and/or gray represent background, outlining, shading and‘or transparent arcas and arc not part of the mark.

RESPONSE INQUIRY

If applicant has questions regarding this Office action, pleasc telephone or ¢-mail the assigned trademark examining attorney. All relevant e-mail
communications will be placed in the official application record; however, an c-mail conununication will not be accepled as a response to this
OfMice action and will not extend the deadline for filing a praper response. Sez 37 C.FR. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05.
Further, although the trademark cxamining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this
Office aclion, the trademark examining attorney may not provide Jegal advice or statements about applicant’s rights.  See TMEP §§705.02,
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709.06.

fDarryf M. Spruill/
Trademark Attorney
Law Office 112

(571) 272-9418 (ofTice)
(571 273-9418 (fax)
darryl.spruill@uspto.gov

TO RESPOND TO THIS LETTER: Go to hupsinww.usplopon trademarksienshresponse fonmsysp. Please wait 48-72 hours from the
issuc/mailing date before using the Trademark Electronic Application System {TEAS), to allow for necessary sysiem updates of the application.
For technical assistance with online forms, c-mail TEAS W uspto.won. For questions about the Office action itself, please contact the assigned
trademark examining anorney, E-mail communications will not be accepted s responses to Office actions; therefore, do not respond to
this Office action by e-mail.

All infornial e-mail communications relevant to this application will be placed in the official application record.

WHO MUST SIGN THE RESPONSE: 1t must be personally signed by an individual applicant or someone with legal authority 10 bind an
applicant {i.c., 8 corporate officer, a general partner, afl joint applicants). 1fan applicant is represented by an attorney, the attorncy must sign the
response. .

PERIODICALLY CHECK TIIE STATUS OF THE APPLICATION: To cnsure that applicant docs not miss crucial deadlines or official
notices, check the status of the application every three o four months using the Trademark Status and Document Retricval (TSDR) system at
hitp:! 1sdeusmiooy /. Please keep a copy of the TSDR status screen. Ifthe status shows no change for more thun six months, contact the
Trademark Assistance Center by c-mail at TrademarkAssistanceC enter ¢ uspto.eon or call 1-800-786-9199. For more information on checking
status, see A wan isploseon Arademark sfprocessiilatus .

TO UPDATE CORRESPONDENCE/E-MALL ADDRESS: Usc the TEAS form at hitp: www.tspto.eos tadenarks e s eorrespondence.jsp,
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U.S. APPLICATION SERIAL NO. 86617500

MARK: JIMIJAMS

*86617500%*

CORRESPONDENT ADDRESS:

DANIEL L. DAWES TMCP-ULA CLICK HERE TO RESPFOND TO THIS LETTER:
Ucla Trademark Law Clinic Ietipes o wuspto.syiradeninr hfteas response_forms.jsp
385 Charles € Young Drive Enst

{.0s Angeles, CA 90095-0001 VIEW YOURAPPLICATION FILL

APPLICANT: limi Elecironics Inc

CORRESPONDENT'S REFERENCE/DOCKET NQ ¢
Stepancich, T

CORRESTONDENT E-MAIL ADDRESS:
usptoeatlaw.ucla.edu

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT'S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT'S
COMPI.ETE RESPONSE TO THIS LETTER WITHIN 6 MONTUS OF 11E ISSUEMAILING DATE BELOW.

ISSUE/MAILING DATE: 6/2°2015

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS — TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE: Applicants who filed their application
onlinc using the lower-fee TEAS Plus or TEAS RF application forim must (1) file certain documents online using TEAS, including responses to
Office actions (sec TMEP §8§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree (o receive correspondence from the USPTO by ¢-mail throughout the prosecution of the application. Sce 37 C.IR. §§2.22(b),
2.23(b); TMEP §§819. 820. TEAS Plus or TEAS RF applicants who do not mect these requirements must submit an additional processing fec of
$50 per international class of goods and/or services. 37 C.F.R. §§2.6(a)1 (V). 2.22(c), 2.23(c); TMEP §§819.04, 820.04. However, in cerlain
situations, TEAS Plus or TEAS RF applicants may respond to an Office action by authorizing an cxaminer’s amendment by telephone without
incurring this additional lce.

The referenced application has been reviewed by the assigned trademark cxamining attorney. Applicant must respond timely and completely to
the issue(s) below, 15 1LS.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.
Summary of Issues Applicant Must Address

o §2(d) Likelihood Of Confusion Refusal

o §2(a) False Connection Refusal

« Citation ol a Prior-Pending Application

SECTION 2(d) REFUSAL - LIKELIHOOD OF CONFUSION

Registration of the applied-for mark is refused because ol a likelibood of confusion with the mark in U.S. Registration Nos. 2250912, 2322761,
2383500, 2876475, 2902769, 2989576, 2997675, 2997676, 2998058, 2998059, 3001464, 3001465, 3256776, 3290861, 3290862, 3297740,
3297741, 3297742, 3302117, 3302367, 3306890, 3306891, 3306892, 3312070, 3312071, 3352206, 3316547, 3322319, 3328324, 3328579,
3328587, 3334862, 3374813, 3399951, 3490531, 3881766, 3865983, 3904594, 3904595, 4272128, 4272131, and 4278938. Trademark Act
Section 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 er seq. See the enclosed registrations.

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembles a registered mark that it is likely a potential consumer
would be confused, mistaken, or deccived as to the source of the goods and/or services of the applicant and registrant. See 15 11.5.C. §1052(d).
A determination of likelihaod of confusion under Section 2(d) is made on a casc-by case basis and the factors set forth in /i re E. 1 du Pont de
Nemours & Co., 476 ¥.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this determination. Citigroup Inc. v. Capital City Bank Grp., Inc., 637
F.3d 1344, 1349, 98 USPQ2d 1253, 1256 (Fed. Cir. 2011) (citing On-Line Careline. Inc. v. Am. Online, Inc., 229 F.3d 1080, 1085, 56 USPQ2d
1471, 1474 (Fed. Cir. 2000)). Not all the du Pont factors, however, are nccessarily relevant or of equal weight, and any one of the faclors may
control in a given case, depending upon the cvidence of record. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at
1260; In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see Inre £. 1. du Pont de Nemours & Co., 476
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F.2d at 1361-62, 177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks, similarity and nature of the goods andfor services, and similarity
of the trade channels of the goods andlor services. See /n re Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); /n
re Dakin's Miniatures Inc , 59 USPQ2d 1593, 1595-96 (TTADB 1999}, TMEP §§1207.01 ef seq.

Marks arc compared in their entiretics for similaritics in appearance, sound, connotation, and commercial impression. Stone Lion Capital
Partners, LP v Lion Capital LLP, 746 T.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014} (quoting Palm Bay Imps., Inc. v. Veuve
Clicquat Ponsardin MMaison Fondee En 1772, 396 F. 3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir. 2005)); TMEP §1207.01(b)-(b)(v).
“Siimilarity in any onc of these elements may' be sufficient to find the marks confusingly similar.”  /n re Davia, 110 USPQ2d 1810, 1812 (TTAB
2014) (citing /1 re JWhite Swan Lid., 8 USPQ2d 1534, 1535 (TTAB (988); In re Ist USA Realty Profls, Inc , 84 USPQ2d 1581, 1586 (TTAB
2007)); TMEP §1207.01(b).

The gooads andfor services of the parties need not be identical or even competitive to find a likelihood of confusion. Sce On-line Careling Inc. v.
Am. Ondine Iic.. 229 ¥.3d 1080, 1086, 56 USPQ2d 1471, 1475 (I'ed. Cir. 2000); Recot, Inc. v. Becion, 214 T.3d 1322, 1329, 54 USPQ2d 1894,
1898 (I'ed. Cir. 2000) ("[E]ven if the goods in question are different from, and thus not related to. one another in Kind, the same goods can be
related in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).

The respective goods andor services need only be “related in some manner andfor if the circumstances surrounding their marketing [be| such

that they could give risc to the mistaken belief that fthe goods andior services] emanate from the same source.”™ Coach Servs., Inc v. Triumph

Learning LLC, 668 I'.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Eleven Inc. v. Wechsler, 83 USPQ2d 1715, 1724

(T'TAB 2007)); TMEP §1207.01(a)(i).

e applicant has requested registration of the mark JIMI JAMS in Standard Character Form, for *Audio Speakers.” The registrants’ marks

are:
(1} EXPERIENCE HENDRIX in Stylized and Design Form, for CL. 9-“musical sound recordings™; (2) JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 25-“clothing, namely, T-shirts, jackels, caps and [gloves]”; {3) JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 41- cntertainment services, namely, preparing audiovisual displays and exhibitions in the
field of music™; (4) JIMI HENDRIX in Typed Form (Standard Character Form), for CL. 9-*[ Pre-recorded video casscties
featuring musical performances; pre-recorded audio cassettes and | compact discs featuring music™;(5)-JiIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 16-“Printed matter, namely , calendars, posters, photographs, posteords, stickers, [ music in
printed form; | printed music books; books containing information and memorabilia relating to Jimi Hendrix, boaks, namely, collector's
books containing printed music, photographs, handwritten lyrics by Jimi Hendrix and commentary™; (6) HMI HENDRIX in Standard
Charncier Form, for CL. [4-* Wrist watches; alarm clocks; wall clocks; and jewelry, namely ornamental pins™; (7) JIMI HENDRIX
in Stylized Form, for CL. 9-“Prc-recorded [ video casseties and ] digital video discs featuring musical performances; pre-recorded |
audio casseties, | phonograph records and compact discs featuring music; decorative magnets; cell phone covers™; (8) JIMI HENDRIX
in Standard Character Form, for CL. 41-% Pntertainment services, namely, providing prerecorded music, audio and audiovisual
recordings, information in the ficld of music, and commentary and articles about music on-linc via a global computer network; music
publishing services™: (9) JIMI HENDRIX.COM in Stylized Form, for CL. 41-*Entertainment services, namely, providing prerecorded
music, audio and audiovisual recordings, information in the field of music, and commentary and articles about music on-line via a global
computer network™; {10) 10-JIMI HENDRIX.COM in Standard Character Form, for CL. 4 1-Enterainment services, namely,
providing prerecorded music, audio and audiovisual recordings, information in the ficld of music, and commentary and articles about
music on-ling via a global computer network™; (1) JINI HENDRIX in Stylized Form, for CL. 41-" Entertainment services, namely,
providing prerecorded music, audio and zudiovisual recordings, information in the field of music, and commentary and articles about
music on-line via a global computer network; music publishing services™; (12) JIM1IHENDRIX in Stylized Form, for CL, 16-"Printed
matter, namely, calendars, posters, photographs, postcards, stickers; books, namely, prinied music books and collectors’ books containing
printed music, photographs, handwritten lyrics by Jimi Hendrix and commentary; [ pens; ] checkbook covers™; (13) JIMI HENDRIX
EXPERIENCE in Typed Form (Standard Character Form), for CL. 9-[ Pre-fecorded videocasscttes and ] digital video dises
featuring musical performances; [ pre-recorded audiocassetics, } phonograph records and compact discs featuring music.”; (14)
AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 3-“Incense;”  (15) AUTHENTIC HENDRIX in Stylized and
Design Form, for CL. 24-*Afghans;” (16) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 24-“Afghans;™ (17)
JIMI HENDRIX in Stylized Form, for CL. 6= [ Metal license plates; ] metal decorative boxes™; (18) JIMI HENDRIX
EXPERIENCE 1 AM EXPERIENCED in Stylized and Design Form, for CL. 35-* Online retail store services featuring merchandise
and memorabilia related to the music industry; [ mait order catalog,) telephone order, and computerized on-linc ordering services
featuring merchandise and memorabilia related to the music industry™; (19) AUTHENTIC HENDRIX in Stylized and Design Form,
for Cl.. 25-* Clothing, namely, jackets, shorts, sport shirts, sweat shirts, L-shirts, tank tops; headgear, namely, beanies, {skull caps,] caps;
infant diaper covers; wristbands™; (20) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 19-“Ceramic Tiles”; (21)
JIMI HENDRIX.COM in Stylized Form, for CL. 21-" Sports boitlcs sold empty”; (22) JIMI HENDRIX in Stylized Form, for CL.
6-* Metal decorative boxes™; (23) JIMI HENDRIX in Stylized Form, for CL. 25 Clothing, namely sweat shirts, t-shirts and caps;
wristbands™; (24) EXPERIENCE HENDRIX in Stylized and Design Form, for CL. 16-* Printed music books”; (25) AUTHENTIC
HENDRIX in Stylized and Design Form, for CL. 4-* Candles™; (26) AUTHENTIC HENDRIX in Stylized and Design Form, for
CL. 5-* Air fresheners™; {27) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 9-* [Decorative swilch plate covers;]
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decorative magnets™; (28) JIMI HENDRIX ELECTRIC GUITAR FESTIVAL in Standard Character Form, for CL. 16-“Posters™;
(29) JIMI HENDRIX ELECTRIC GUITAR COMPETITION in Standard Character Form, for CL. 16-“Posters™; (30) JIMI
HENDRIX ELECTRIC GUITAR COMPETITION in Standard Character Form, for CL. 14-*Ornamental pins”; (31) JIMI
HENDRIX in Stylized and Design Form, for CL. 25-*T-shins™; (32) JIMI HENDRIX in Stylized and Design Form, for Cl.. 16-
“Posters™; (33) TIIE JIMI HENDRIX EXPERIENCE in Standard Character Form, for Cl.. 25-* Clothing; namely, t-shirts [, hats,
and caps ]"; (34) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 16" Printed mater, namely posters, photographs,
posteards, calendars, stickers, lithographs, prints in the nature of silkscreens; pens™; (35) AUTHENTIC HENDRIX in Stylized and
Design Form, for CL. 20-“Non-metal and non-leather key chains; plaques™; (36) AUTHENTIC HENDRIX in Stylized and Design
Form, for CL. 16-"Stationery™; (37) AUTTHIENTIC HENDRIX in Stylized and Design Form, for CL. 14-“ Clocks; watches; jewelry,
namely, pins and necklaces™; (38) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 26-“Ornamental novelty buttons”;
(39) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 9-“Educational sefiware featuring instruction in music and guitar
playing; Guitar amplificrs; Guitar effects processors™; (40) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 15-*
Guitar picks; Guitar straps; Guitar strings”; (41) JIMI HENDRIX in Stylized Form, for CL. 9-* Digital media, namely,

downloadable audio and video recordings, and pre-recorded high definition discs lcaturing music and musical

performances; Downloadable podcasts in the field of music; Musical sound recordings™; (42) EXPERIENCE ITENDRIX in Stylized
and Design Ferm, for Cl.. 9-"Digital media, namely, pre-recorded compact discs, digitat video discs, downloadable audio and video
recordings, and high definition discs featuring music and musical performances; Downloadable podcasts in the ficld of music;
Phonograph records featuring music™; (43) JMIMI HENDRIX in Standard Character Form, for CL. 9-"Digital media, namely, pre-
recorded digital video discs, downloadable audio and video recordings, and high definition discs featuring music and musical
performances; Downloadable podcasts in the ficld of music; Downloadable user interactive entertainment sofiware used for sharing
video, text, photos and music with the user via the Internet and wireless devices; Musical sound recordings; Phonograph records featuring
music.

COMPARISON OF MARKS
Marks may be confusingly similar in appearance where there are similar tcrms or phrases or similar pans of terms or phrases appearing in both
applicant's and registrant's mark.  See e.g., Crocker Nat'l Bank v. Canadian Imperial Bank of Commerce , 228 USPQ 689 (TTAB 1986), aff’d
1 USPQ2d 1813 (Fed. Cir. 1987) (COMMCASIH and COMMUNICASH); In re Phillips-Yan Fleusen Corp., 228 USPQ 949 (TTAB 1986) (2!
CLUB and “21" CLUB (stylized)): In re Corning Glass IFarks, 229 USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); in re
Collegian Sporiswear Inc., 224 USPQ 174 (TTAB 1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNEY); Zn re Pellerin Milnor Corp.,
221 USPQ $58 (FTAB 1983) (MILTRON and MILLTRONICS); /i re BASF A.G, 189 USPQ 424 (TTAB 1975) (LUTEXAL and LUTEX);
TMEDP §§1207.01(b)(ii) and (b)(iii).
In the present case, applicant’s mark is confusingly similar (o the registered marks because its mark encompasses the wording JIMI (denoting an
association with JIM1 HENDRIX) and/or a likeness of JIMI HENDRIX, giving the impression that the goads and services under the given marks
may emanate (rom a common source.

COMPARISON OF GOODS & SERVICES

Morcover, the applicant’s goods are closely related Lo the registrants’ goods and services because they are all goods and services being sold
under the Jimi Hendrix brand or bearing a connection Lo the brand or line of goods and services.
To show an association und relatedness belween the partics’ goods and services, examining attorney relics on applicant’s website where it stales
that there is a connection or ownership of Intellectual Property for Jimi Hendrix:

Jimi Hendrix an iconic guitarist, singer, songwriter, and musician created a body of work during his lifetime that transcends both

spacc and time. He was named the top guitarist of tll time by Rolling Stonc magazine and continues 1o be revercd by music

lovers around the world. Jimi Electronics has access 1o the Jimi Mendrix based Intellectual Property including image, photo, and

artistic-based likeness. We do not have access to the Jimi Hendrix sound calalog or music. In partnership with tzlented engineers

and executives who have experience in Consumer Electronics, Jimi Electronics goal is to create a Company thal evokes a posilive

feeling (hrough both sound and imagery.
Matcrial obtained from applicant’s websile is acceplable as compelent evidence. See /n re N1 Organon, 79 USPQ2d 1639, 1642-43 (TTAB
2006); In re Pronio Ink, 78 USPQ2d 1301, 1302-03°(TTAB 2006); /n re 4 La Vieille Russie Inc., 60 USPQ2d 1895, 1898 (TTAB 2001); TBMP
§1208.03; TMEP §710.01(b).
Thus, in view of the relatedness of the marks and the goods, there is a strong likelihood that consumers would perceive that the goods emanate
{roin a common source.
1n view of the above circumslances, the examining attorncy must resolve any doubt regarding a likelihood ol confusion is resolved in favor of the
prior registrant. [n re Hyper Shoppes (Ohio), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed, Cir. 1988); TMEP §§1207.01(d)(i).
Thus. the mark is refuscd registration on the Principal Register under Section 2(d).

Applicant should note the following additional ground for refusal.

SECTION 2(c) REFUSAL —~ FALSE CONNECTION

Registration is refused because the applied-for mark consists of or includes matler which may falscly suggest a conncction with Jimi Hendrix.
Although Jimi Hendrix is not connected with the goods and/or services provided by applicant under the applicd-for mark, Jimi Hendrix is so
famous that consumers would presume a connection. Trademark Act Section 2(a), 15 U.S.C. §1052(a); see TMEP §1203.03, (). Sce gencrally
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Univ. of Notre Dame du Lac v, J.C. Gourmer Food Imps Co., 703 F.2d 1372, 217 USPQ 505 (Fcd. Cir. 1983); /n re Cotter & Ca., 228 USPQ
202 (TTAB 1985); Buffeut v. Chi-Chi'’s, Ine, , 226 USPQ 428 (TTAB 1985).

Under Trademark Act Section 2(a), the registration of a2 mark that “consists of or comprises malter that maoy falsely suggest a connection with
persons, institutions, beliefs, or national symbols™ is prohibited. /n re Pedersen, 109 USPQ2d 1185, 1188 (TTAB 2013). To cstablish that an
applicd-for mark lalsely suggests a conncction with a persan or an institution, the following is required:

(1) The mark sought to be registered is the same as, or a close approximation of, the name or identity previously used hy another person
or institution.

(2) 'The mark would be recognized as such, in that it points uniquely and unmistakably to that person or institution.

(3) The persen or institution identified in the mark is nat connected with the goods sold or services performed by applicant under the
mark.

(4) The fame or reputition of the named person or institution is of such a nature that a connection with such person or institution would
be presumed when applicant’s mark is used on its goads and/or services.

In re Pedersen, 109 USPQ2d at | 188-89; /it re Juckson 'l Trading Co. , 163 USPQ2d 1417, 1419 (TTADB 2012); TMEP §1203.03(c)(i); see
also Univ. of Notre Dame du Lag¢ v. J.C. Gourmet Food lmps Co., 703 T.2d 1372, 1375-77, 217 USPQ 505, 508-10 (Fed. Cir. 1983) (providing
foundational principles for the current four-part test used to determine the existence of a falsc connection).

Duc 1o the renosyn of the institution or persen named in (he mark, and the fact that there is no information in the application record regarding a
connection with applicant, applicant must specify whether the person or institution named in the mark has any connection with applicant’s
goods and/or services, and if so, must describe the nature and extent of that connection. See 37 C.F.R. §2.61(b); TMEP §1203.03(c)(i).

Although the examining attorney has refused registration, he applicant may respond to the refusal(s) to regisier by submitting evidence and
arguments in support of registration. [f the applicant chooses to respond to the refusal o register, the applicant must also respond to the below
listed informality.

INFORMALITY

APPLICATION NOT ENTITLED TQ REGISTER BASED ON EARLIER FILED PENDING APPLICATIONS

The effective filing date of pending U.S. Application Serial Nos. 86541766, 86541775, 86541786, und 86541792 precedes applicant’s filing
date. See atiached referenced applications, 1 the marks in the referenced applications register, applicant’s mark may be refused registration
under Trademark Act Section 2(d) because of a likelihood of confugion between the marks. See 15 U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP
§8§1208 e seg Therefore, upon receipl of applicant’s response to this Office action, action on this application may be suspended pending final
disposition of the carlier-filed referenced applications,

In response to this Oflice action, applicant may present arguments in support of registration by addressing the issuc of the potential conflict
between applicant’s mark and the mark in the referenced application. Applicant’s clection not to submit arguments at this time in no way limits
applicant's right 10 address this issuc later if a refusal under Section 2(d) issucs,

RESPONSE INQUIRY

(T applicant has questions regarding this Office action, please telephonc o e-mail the assigned trademark examining attorney. All relevant e-mail
communications will be placed in the official application record; however, an e-mail communication will not be accepted as a response to this
Office action and will not extend the deadlirie for filing a proper response, See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-,02, 709,04-.05.
Further, although the traderark examining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this
OfTice action. the trademark examining attorney may not provide legal advice or statements about applicant’s rights.  See TMEP §§705.02,
709.06.

{Darryl M, Spruilly
Trademark Attorney
Law Office 112

(574) 272-9418 (office)
{571 273-9418 (fux)
damylspruilli@usplo,gov
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TO RESPOND TO THIS LETTER: Go 10 hitp www uspip.covitsademurks/ieisaespunse_Grinsgsp. Please wail 48-72 hours from the
issuc/mailing date before using the Trademark Electronic Application System {TEAS), to allow for necessary system updates of the application,
For technical assistance with online forms, e-mail 1UAS wusplo.eay, For questions about the Office action tsclf, please contact the assigned
wrademark examining attorney, E-mail communications will not be accepted as vesponses to Office nctions; therefore, do not respond to
this Office action by e-mail.

All informal e-mail communications relevant to this application will be piaced in the official application record.

WO MUST SIGN THE RESPONSE: 1t must be personally signed by an individual applicant or someone with legal authority to bind an
applicant (i... a corporate officer, a general partner, all joint applicants). 1T an applicant is represented by an attorney, the attorney must sign the
reSpoOnSC.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To casure that applicant does not miss erucial deadlines or official
notices, cheek the status of the application ¢very three to four months using the Trademark Status and Document Retricval (ISDR) system at
Pip; tadraspioeos . Please keep a copy of the TSDR status screen. [ the status shows no change for more than six months, contact the
Trademark Assistance Center by e-mail at Trademarkh AssistinceCenier o yspto.es or call 1-800-786-9199. For more information on checking
status, see hilp. fwww . usplo.oo trademark s process/stilus/,

TO UPDATE CORRESPONDENCE/E-MALL ADDRESS: Use the TEAS form at hiip: s suspio.cov/rademarks/eas corresposdence. jsp.
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Print: May 22, 2015 75003276

DESIGN MARK

Serial Number
75003276

Status
REGISTERED AND RENEWED

Word Mark
JIMI HENDRIX

Standard Character Mark
Ho

Registration Number
2383500

Date Registered
2000/09/05

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Owner
Experience Hendrix, L.L.C. LIMITED LIABILITY COMPANY WASHINGTOM 14501
INTERURBAN AVENRUE SOUTH Seattle WASHINGTOM 98168

Goods/Services

Class Status -- ACTIVE. IC 041. US 100 101 i07. G & S;
entertainment services, namely, preparing audiovisual displays and
exhibitions in the fileld of music. First Use: 1999/06/25. First Use
In Commerce: 19%9/06/25,

Name/Portrait Statement

The mark is the name of a deceased individual,
Filing Date

1995/10/10

Examining Attorney
LAMOTHE, LESLEY

Attorney of Record
Karen Wetherell Davis
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U.S. APPLICATION SERIAL NO. 86617497

MARK: JIMi

*86617497*

CORRESPONDENT ADDRESS:

DANIEL L DAWES TMCP-ULA CLICK HERE TO RESIFOND 70 THIS LETTER:
ticla Trademark 1aw Chinie Ditpz e angungov trademarbs/teas fresppnse Turms.jip
385 Charles T Young Drive East

Los Angeles, CA 90095:6001 VITW YOUR APPLICATION FIL

APPLICANT: lian Elcetronics Inc.

CORRESPONDENT'S REFERENCE/DOCKET NO ¢
Stepancich T

CORRESPONDENT E-STALL ADDRESS:
usptoifinw uila edu

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APFPLICANT'S TRADEMARK APPLICATION, THE USPTO MUST RECEIVE APPLICANT'S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTIIS OF THE ISSUE/MAILING DATE BELOW.

ISSUE/MAILING DATE: 22815

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS - TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE: Applicants who filed their application
online using the lower-fee TEAS Plus or TEAS RF application form must (1) file certoin documents onine using TEAS, including responses to
Office actions (secc TMEP §§819.02(b), 820.02(b) for a compleie list of these documents); (2) maintain a valid c-mail correspondence address;
and (3) agree to receive correspondence from the USPTO by e-mail throughoul the prosccution of the applicaion. See 37 C.F.R. §§2.22(b),
2,23(b); TMEP §§819, 820. TEAS Plus or TEAS RF applicants who do not meet these requirements must subimit an additional processing fec of
$50 per international class ol goods and/or services. 37 C.F.R. §§2.6(a)(1)(v), 2.22(c}, 2.23(c); TMEP §§819.04, 820.04. However, in certain
situations, TEAS Plus or TEAS RF applicants may respond to an Qffice action by authorizing an cxaminer’s amendment by telephone without
incurring this additienal (ee.

The relerenced application has been reviewed by the assigned trademark exumining attorncy. Applicant must respond timely and completely to
the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §4711, 718.03.
Summary of Issues Applicant Must Address

o $2(d) Likclihood Of Conlusion Refusal

o §2(a) Falsc Connection Refusal

« Citation of a Prior-Pending Application

« Mark Deseription Inaccurate

SECTION 2(d) REFUSAL - LIKELIHOOD OF CONFUSION

Registration of the applicd-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration Nos, 2250912, 2322761,
2383500, 2876475, 2902769, 2989576, 2997675, 2997676, 2998058, 2998059, 3001464, 3001465, 3256776, 3290861, 3290862, 3297740,
3297741, 3297742, 3302117, 3302367, 3306890, 3306891, 3306892, 3312070, 3312073, 3312206, 3316547, 3322319, 3328324, 3328579,
3328587, 3334862, 3374813, 3399951, 3490531, 3881766, 3865983, 3904594, 3904595, 4272128, 4272131, and 4278938. Trademark Act
Section 2(d), 15 U.S.C. §1052(d); see TMEP §4§1207.01 e/ seq. See¢ the enclosed registrations,

Trademark Act Section 2(d) bars registration of an applied-for mark that so resembics a registered mark that it is likely a potential consumer
wauld be confused, mistaken, or deceived as (o the source of the goods and/or services of the applicant and registrant. See 15 U.S.C. §1052(d).
A determination of likelihood of confusion under Section 2(d) is made on a case-by case basis and the factors set forth in /n re £, [ du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ 563 (C.C.P.A. 1973) aid in this determination. Citigroup Inc. v, Capital City Bank Grp,, Inc., 637
F.3d 1344, 1349, 98 USPQ2d 1253, 1256 (Fed. Cir. 2011) (citing On-Line Careline, Inc. v. Am Online, Inc,, 229 F.3d 1080, 1085, 56 usPQ2d
1471, 1474 (Fed. Cir. 2000)). Not all the di Poat factors, however, are necessarily relevant or of cqual weight, and any onc of the factors may
control in a given case, depending upon the cvidence of record. Citigroup Inc v Capital City Bank Gip.. Inc., 637 F.3d at 1355, 98 USPQ2d at
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1260; In re Majestic Distilling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, 1204 (Fed. Cir. 2003); see lnre E. [. du Pani de Nemours & Co , 476
I.2d at 1361-62, 177 USPQ at 567.

In this case, the following factors are the most relevant: similarity of the marks, similarity and naturce of the goods andfor services, and similarily
of the trade channels of the goods andfor scrvices. See M re Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); /n
re Dakin's Miniatwres Inc . 59 USPQ2d 1593, 1595-96 (TTAB 1999); TMEP §§1207.0} ¢f seq.

Marks arc compared in their entiretics for similaritics in appearance, sound, connotation, and commercial impression. Stone Lion Capital
Puartners, L v. Lion Capital LLP, 746 7.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palni Bay fmps, Inc v Veuve
Clicquot Ponsardin Maison Fondee Eu 1772,396 F. 3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed. Cir, 2005)); TMEP §1207.01(b)-(b)(v).
“Similarity in any one of these elements may be sufficient to find the marks confusingly similar.” /it re Davia, 110 USPQ2d 1810, 18)2 (TTAB
2014) (citing In re White Swan Lid., 8 USP'Q2d 1534, 1535 (TTAB 1988); /nre /st USA Realty Prof°ls, Inc. , 84 USPQ2d 1581, 1586 (TTAD
2007)); TMLP §1207.07(b).

The poods and/or services of the parties need not be identical or even competitive to find a likelihood ol confusion. See On-line Careline Inc. v
Am Onfine hic,, 229 F.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot. fnc. v. Becton, 214 IF.3d 1322, 1329, 54 USPQ2d 1894,
1898 (Fed. Cir. 2000) ("[E}ven if the goods in question are differcnt from, and thus not related to, one another in kind, the same goods can be
related in the mind of the consuming public as to the origin of the goods.”); TMEP §1207.01(a)(i).

The respective goods andfor services need only be “related in some manner and/or if the circumstances surrounding their marketing [be] such

that they could give risc to the mistaken beliel that [the goods and/or services] emanate from the same source.” Coaclt Servs., Inc. v. Triumph

Learning LLC, 668 1°.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir, 2012) (quoting 7-Lfeven Inc. v. Wechsler, 83 USPQ2d 1715, 1724

(TTAB 2007)); TMEP §1207.01(a)(i).

The applicant has requested registration of the mark JIMI in Stylized and Design Form, for “Audio Speakers.” The registrants’ marks are:
(1) EXPERIENCE HENDRIX in Stylized and Design Form, for CL. 9-“musical sound recordings™; (2) JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 25-“clothing, namely, T-shirts, jackets, caps and [gloves]”; (3) JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 41- ¢ntertainment services, namely, preparing audiovisual displays and exhibitions in the
ficld of music™; (4) JIMI HENDRIX in Typed Form (Standard Character Form), for CL. 9-"[ Pre-recorded video cassettes
featuring musical performances; pre-recorded audio cassetics and | compact dises featuring music™y(5)-JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 16.~Printed matter, namely, calendars, posters, photographs, postcards, stickers, [ music in
printed form; | printed music books; books containing information and memorabilia relating ta Jimi MHendrix, books, namely, collector's
books comtaining printed music, photographs, handwritten lyrics by Jimi Hendrix and commentary™; (6) JIMI HENDRIX in Standard
Character Form, for CL. 14-" Wrist watches; alarm clocks; wall clocks; and jewelry, namely ornamental pins™; (7) JINMI HENDRIX
in Stylized Form, for CL. 9-"Pre-recorded | video cassettes and ) digital video discs fearing musical performances; pre-recorded |
audio casscites, ] phonograph records and compact discs featuring music; decorative magnets; ccll phone covers™; (8) JIMI HENDRIX
in Standard Character Form, for CL. 41-* Entertainment services, namely, providing prerccorded music, audio and audiovisual
recordings, information in the ficld of music, and commentary and articles about music on-linc via a global computer network; music
publishing services™; (2) JINTHENDRIX.COM in Stylized Form, for CL. 41-"Lntertainment services, namely, providing prerecorded
music, audio and audiovisual recordings, information in the field of music, and commentary and articlcs about music on-line via a global
computer network™; (10) 10-JIMI HENDRIX.COM in Standard Character Form, for CL. 41-"Enteriainment services, namely,
providing prerccorded music, audio and audiovisual recordings, information in the field of music, and commentary and articles about
music on-line via a global computer network™; (11) JIMI HENDRIX in Stylized Form, for CL. 41-* Entertainment services, namely,
providing prerecorded music, audio and audiovisual recordings, information in the field ol music, and commentary and articles about
music on-tine via a global compuler network; music publishing services™; (12) JIMI HENDRIX in Stylized Form, for CL. 16-"Printed
matter, namely, calendars, posters, photographs, postcards, stickers; books, namely, printed music books and coliectors' books containing
printed music, photographs, handwritten lyrics by Jimi Hendrix and commentary; [ pens; ] checkbook covers™; (13) JIMI HENDRIX
EXPERIENCE in Typed Form (Standard Character Form), for CL. 9-[ Pre-recorded videocassettes and ] digital video discs ]
featuring musicat performances; ( pre-recorded audiocasseties, ] phonograph records and compact discs fearuring music.”; (14)
AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 3-“Incense;”  (15) AUTHENTIC HENDRIN in Stylized and
Design Farm, for CL. 24-"Afghans;” (16) AUTHENTEC HENDRIX in Stylized and Design Form, for CL. 24-“Afghans;” (17)
JIMI HENDRIX in Stylized Form, for CL. 6- [ Metal license plates; | metal decorative boxes™; (18)  JIM1 HHENDRIX
EXPERIENCE | AM EXPERIENCED in Stylized and Design Form, for CL. 35-" Online retail store services featuring merchandise
and memorabilia related to the music indusiry; [ mail order catalog.] telephone order, and computerized on-line ordering services
featuring merchandise and memorabilia related to the music industry™; (19) AUTHENTIC HENDRIX in Stylized and Design Form,
for CL. 25-* Clothing, namely, jackets, shorts, sport shints, sweat shirts, t-shirts, tank tops; headgear, namely, beanies, [skull caps,] caps;
infant diaper covers; wristbands™; (20) AUTHENTIC HENDRIX in Stytized and Design Form, for CL. 19-*Ceramic Tiles"; (21)
JIMI HENDRIX.COM in Stylized Form, for CL. 21-“ Sports bottles sold empty™; (22) JIMI HENDRIX in Stylized Form, for CL.
G- Metal decorative boxes™; (23) JIMI HENDRIX in Stylized Form, for CL. 25-" Clothing, namely sweal shirts, t-shirts and caps;
wristbands™; (24) EXPERIENCE HENDRIX in Stylized and Design Form, for CL. 16 Printed music books™; (25) AUTHENTIC
HENDRIX in Stylized and Design Form, for CL. 4+ Candles”; (26) AUTHENTIC HENDRIX in Stylized and Design Form, for
CL. 5-* Air fresheners”; (27) AUTHENTIC HENDRIX in Stylized and Design Farm, for CL. 9 [Decorative switch plate covers;)
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decorative magnets™; (28) JIMI HENDRIX ELECTRIC GUITAR FESTIVAL in Standard Character Form, for CL. 16-"Posters”;
(29) JIMI HENDRIX ELECTRIC GUITAR COMPETITION in Standard Character Form, for CL. 16-"Posters”; (30) JIMI
SIENDRIX ELECTRIC GUITAR COMPETITION in Standard Character Form, for CL.. 14-“*Ornamental pins™; (31) JIMI
HHENDRIX in Stylized and Design Form, for CL. 25-"T-shirts™; (32) JIMI1 HENDRIX in Stylized and Design Form, for CL. 16-
“Posters™ (33) THE JIMI HENDRIX EXPERIENCE in Standard Character Form, for CL. 25-* Clothing; namely, t-shirts [, hats,
and caps ]™; (34) AUTHENTIC HENDRIX in Stylized and Design Form, for CL.. 16-* Printed matter, namely posters, photographs,
poslcards, calendars, stickers, lithographs, prints in the nature of silkscreens; pens™; (35) AUTHENTIC HENDRIX in Stylized and
Design Form, for Cl.. 20-"Non-melal and non-leather key chains; plaques”;  (36) AUTTIENTIC HENDRIX in Stylized and Design
Form, for CL, 16-“Stationery™; (37) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 14-" Clocks; watches; jewelry,
namely, pins and necklaces™; (38) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 26-“Ornamental novelty buttons™;
(39) AUTHENTIC HENDRIX in Stylized and Design Form, for Cl.. 5-“Educational software featuring instruction in music and guitar
playing; Guitar amplificrs; Guitar cffects processors™; (40) AUTHENTIC HENDRIX in Stylized and Design Form, for CL, 15
Guitar picks; Guitar straps; Guitar strings™; (41) JIM1 HENDRIX in Stylized Form, for CL.. 9-* Digital media, namely,

downloadable audio and video recordings, and pre-recorded high definition discs featuring music and musical

performances; Downloadable podeasts in the ficld of music; Musical sound recordings™; (42) EXPERIENCE IHENDR{X in Stylized
and Design Farm, (or CL. 9-Digital media, namely, pre-recorded compact discs, digital video discs, downloadable audio and video
recordings, and high definition discs featuring music and musical performances; Downloadable podeasts in the ficld of music;
PPhonegraph records featuring music™; (43) JIMI HENDRIX in Standard Character Form, for CL. 9-“Digital media, namely, pre-
recorded digital video discs, downloadable audio and video recerdings, and high definition discs [eaturing music and musical
performances; Downloadable podcasts in the ficld of music; Downloadable user interactive entertainment sofiware used for sharing
video, text, photos and music with the user via the Internct and wircless devices; Musical sound recordings; Phonograph records featuring
music.”

COMPARISON OF MARKS
Marks may be confusingly similar in appearance where there are similar terms or phrases or similar parts of terins or phrases appearing in both
applicant’s and registrant's mark,  See e.g., Cracker Nat'l Bank v. Canadian Imperial Bank of Commerce , 228 USPQ 689 (TTAB 1986), aff'd
{ USPQ2d 1813 (Fed. Cir, 1987) (COMMCASH and COMMUNICASH); In re Phillips-Van Heusen Carp., 228 USPQ 949 (1TAB 1986) (21
CLUB and *21" CLUB (stylized)); /1 re Corning Glass Works, 229 USPQ 65 (TTAB 1985) (CONFIRM and CONTFIRMCELLS); In re
Collegian Sportswear e., 224 USPQ 174 (TTAD 1984) (COLLEGIAN OF CALIFORNIA and COLLEGIENNEY); /i re Pellerin Milnor Corp.,
221 USPQ 558 (TTARB 1983) (MILTRON and MILLTRONICS); In re BASF A.G., 189 USPQ 424 (TTAB 1975) (LUTEXAL and LUTEX);
TMEP §§1207.01(b)(i1) and (b)(iii).
In the present case, applicant’s mark is confusingly similar to the registered marks because its mark encompasses the wording JIMI (denoting an
associution with JIMI 1IENDRIX) and/or a likeness of JIMI HENDRIX, piving the impression that the goods and services under the given marks
may cmanate fromm a common source,

COMPARISON OF GOODS & SERVICES

Morcover. the applicant’s goods urc closcly related to the registrants’ gaods and services hecause they are all goods and services being sold
under the Jimi Mendrix brand or bearing a connection Lo the brand or line of goods and services.
To show an association and relatedness between the partics’ goods and services, cxamining attorney relies on applicant’s website where it states
that there is a connection or ownership of [ntellectual Propenty for Jimi Hendrix:

Jimi lendrix an iconic guitarist, singer, songwriter, and musician created a body of work during his lifetime that transcends both

space and time, He was named the top guitarist of all time by Rolling Stane magazine and continucs to be revered by music

lovers around the world, Jimi Elcctronics has access (o the Jimi Hendrix based Intellectual Property including image, phote, and

artistic-based likeness. We do not have access to the Jimi Hendrix sound catalog or music. In parinership with talented engineers

and exceutives who have cxperience in Consumer Electronics, Jimi Electronics poal is to create a Company that evokes a positive

feeling through both sound and imagery.
Material obtained from applicant’s website is acceptable us competent evidence. See Inre NV, Organon, 79 USPQ2d 1639, 1642-43 (TTAB
2006); In re Promao ink, 78 USPQ2d 1301, 1302-03 (TTAB 2006); Inre A La Vieille Russie Ine., 60 USPQ2d 1895, 1898 (I'TAB 2001); TBMP
§1208.03; TMEP §710.01(b).
Thus, in view of the relatedness of the marks and the goods, there is a strong likelihood that consumers would perceive that the goods emanate
from a common source.
In view of the above circumstances, the cxamining attorney must resolve any doubt regarding a likelihood of confusion is resolved in favor of the
prior registrant, Ju re Hyper Shoppes (Ohia), Inc., 837 F.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988); TMEP §§ 1207.0t{d)i).
Thus, the mark is refused registration on the Principal Register under Scetion 2(d).

Applicant should note the following additional ground for refusal.

SECTION 2(c) REFUSAL — FALSE CONNECTION

Registration is refuscd because the applicd-for mark consists of or includes matter which may falsely suggest a connection with Jimi Hendrix,
Although Jimi Hendrix is not connected with the goods and/or services provided by applicant under the applicd-for mark, Jimi Hendrix is so
(amous that consumers would presume a connection. Trademark Act Section 2(a), 15 U.S.C. §1052(a); sec TMEP §1203.03, (c). See generally



Case 1:17-cv-01927-PAE Document 309-1 Filed 01/31/19 Page 41 of 48

Univ. of Noire Dame du Lac v J.C. Gournet Food Imps. Co., 703 F.2d 1372, 217 USPQ 505 (Fed. Cir. 1983); /i re Cotter & Co., 228 USPQ
202 (TTAB 1985); Buffert v Chi-Chi’s, Inc , 226 USPQ 428 (TTAB 1985).

Under Tradewmark Act Section 2(a), the registration of a mark that “consists of or compriscs matter that may falsely suggest a connection with
persons, institulions, belicfs, or national symbols™ is prehibited. fn re Pedersen, 109 USPQ2d 1185, 1188 (TTAR 2013). Ta cstablish that an
applied-Tor mark falsely supgests a connection with a person or an institution, the following is required:
1
(1) The mark sought 1o be registered is the same as, or a close approximation of, the name or identity previously used by another person
or institution,

(2} The mark would be recognized as such, in that it points uniquely and unmistakably to thut person or institution.

(3) The person or institution identified in the mark is not coanccted with the goods sold or services performed by applicant under the
mark,

(4) The fame or reputation of the named person or institution is of such a nature that a connection with such person or institution would
be presumed when applicant’s mark is used on its goods and/or services,

In re Pecersen, 109 USPQ2d at 1188-89; M re Jackson Int'l Trading Co. , 103 USPQ2d 1417, 1419 (TTAB 2012); TMEP §1203.03(¢)(i); ~ee
also Univ. of Notre Dame du Lac v. J C Gourmet Foad Imps. Ca., 703 F.2d 1372, 1375-77, 217 USPQ 505, 508-10 (Fed. Cir, 1983) (providing
foundational principles for the current four-part test used to deiermine the existence of a false connection).

Duc to the renown of the institution of person named in the mark, and the fact that there is no information in the application record regarding a
connection with applicant, applicant must specify whether the person or institution named in the mark has any connection with applicant’s
goods and/or services, and if so, must describe the nature and extent of that connection, See 37 C.F.R. §2.61(b); TMEP §1203.03(c)(i).

Although the cxamining attorney has refused registration, the applicant may respond to the refusal(s) lo register by submitting evidence and
arguments in support of registration. 1f the applicant chooses 1o respond to the refusal w regisier, the applicant must also respond to the below
listed informalitics.

INFORMALITIES

1. APPLICATION NOT ENTITLED TO REGISTER BASED ON EARLIER FILED PENDING APPLICATIONS

The effective filing date of pending U.S. Application Scrial Nos, 86541766, 86541775, 86541786, and 86541792 precedes applicant’s filing
date. See attached referenced applications. If the marks in the referenced applications register, applicant’s mark may be refused registration
under Trademark Act Section 2(d) because of a likelihood of confusion between the marks. See 15 U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP
§§1208 et seq Therelore, upon reccipl of applicant’s response to this Office action, action on this application may be suspended pending final
disposition of the carlicr-liled referenced applications.

1n response to this Office action, applicant may present arguments in support of registration by addressing the issue of the potential conflict
between applicant’s mark and the mark in the referenced application. Applicant's clection not to submit arguments at this time in no way limits
applicant's right 1o address this issue laler if a refusal under Section 2(d) issues.

2. DESCRIPTIONOF THE MARK INACCURATE . . )
Applicant must submit an accurate and concisc description of the literal and design clements in the mark. 37 C.F.R. §2.37; sece TMEP
§4808.01, 808.02. Specifically, applicant references “a man'™ in the description, however it is clear that the “man™ is Jimi Hendrix.  Thus,
applicant must be specific with the description.

The following is suggested, if accurate:

The mark consists of a depiction or portrait of Jimi Hendrix_holding and playing a guitar, circumscribed by

concentric circles, The outlined word “JIMI® appears in stylized font below the partrait within the concentric circles, The colors
black, white, and/or gray represent background, outlining, shading and/or transparent areas and are not part of the mark.

RESPONSE INQUIRY

Il applicant has questions regarding this Office action, pleasc telephone or ¢-mail the assigned trademark examining attorney, Altrelevant ¢-mail
communications will be placed in the official application recard; however, an e-mail communication will not be accepted as a response to this
OMice action and will not extend the deadline for filing a proper response. See 37 C.F.R. §§2.62(c), 2.191; TMED §§304.01-.02, 709.04-.05.
Further, although the trademark cxamining attorney may provide additional explanation pertaining to the refusal(s) and/or requirement(s) in this
OfTice action, the trademark examining attorncy may not provide legal advice or statements about applicant’s rights, See TMEP §§705.02,
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709.06.

iDarryl M. Spruill/
Trademark Attorney
Law Office 112

(571) 272-9418 (oflice)
(571 273-9418 (fax)
darryl.spruitl@uspto.gov

TO RESPOND TO THIS LETTER: Go to hup:/imww.uspiogn tradenu ksfivasZrespanse_luoms sp. Please wait 48<72 hours from the
issue/mailing date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application.
FFor techmical assislance with online forms, c-mail TEAS K uspto.eay. For questions about the Office action itsel(, please contact the assigned

trademark cxamining atorney, E-mail communications will not be nceepted as responses to Office actions; therefore, do not respond to
this Office action by e-mail.

Al informal e-mail communications relevant to this application will be placed in the official application record,

WHO MUST SIGN THE RESPONSE: It must be personelly signed by an individual applicant or someone with lega! authority 10 bind an

applicant (i.c., a corporate officer, a general partner, afl joint applicants). Ifan applicant is represented by an attorney, the attorney must sign the
response.

PERIODICALLY CHECK TIE STATUS OF THE APPLICATION: To casure that applicant docs not miss crucial deadlines or official
notices, cheek the status of the application every threc to four months using the Trademark Status and Document Retricval (TSDR) system at
hitp:/ 1sdusploor 2. Please keep a copy of the TSDR status screen. [T the status shows no change for more than six months, contact the
Trademark Assistance Center by c-mait at TrademarkAssistanceCenter @ uspto.po or call 1-800-786-9199. For more information on checking
status, see hupss s psplo.sovArademarks/provess/status”

TO UPDATE CORRESPONDENCE/E-MALIL ADDRESS: Use the TEAS form at bitps ww s usplo.eos wadeaarh s leas corresponglence. jsp,
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U.S. APPLICATION SERIAL NO. 86617500

MARK: JIMI JAMS

*86617500%*

CORRESPONDENT ADDRESS:

DANIEL L. DAWES TMCP-ULA CLICK HERE TO RESPOND TO THIS LETTER:
Ucla Trademark Lasw Clinic Liitps S w.us sy Airademwr hsfteas/response_lormesjsp
385 Charles L Young Drive Enst

f.0s Anpeles, CA 90095-0001 NVIFW YOUR APPLICATION FILL

APPLICANT: Jimi Eleetronies Inc

CORRESPONDENT'S REFERENCE/DOCKET NO ¢
Stepaneich, T

CORRESPONDENT E-MATL ADDRESS:
usptoitlaw.ucla edu

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER
TO AVOID ABANDONMENT OF APPLICANT'S TRADEMARK APPLICATION, THE USP'IO MUST RECEIVE APPLICANT'S
COMPLETE RESPONSE TO THIS LETTER WITHIN 6 MONTIS OF THE ISSUC/MAILING DATE BELOW.

ISSUE/MAILING DATE: 6/2 2015

TEAS PLUS OR TEAS REDUCED FEE (TEAS RF) APPLICANTS -~ TO MAINTAIN LOWER FEE, ADDITIONAL
REQUIREMENTS MUST BE MET, INCLUDING SUBMITTING DOCUMENTS ONLINE: Applicants who filed their application

onlinc using the lower-fee TEAS Plus or TEAS RF application form must (1) file certain documents online using TEAS, including responses to
Office actions (sec TMEP §§819.02(b), 820.02(b) for a complete list of these documents); (2) maintain a valid e-mail correspondence address;
and (3) agree to receive correspondence fram the USPTO by e-mail throughout the prasccution of the application. See 37 C.F.R. §4§2.22(b),
2.23(b); TMEP §§819, 820. TEAS Plus or TEAS RF applicants who do not mect these requircments must submit an additional processing fee of
$50 per international class of goods and/or services. 37 C.F.R. §§2.6(a)}{1)(v). 2.23(c), 2.23(c); TMEP §5§819.04, 820.04. However, in certain
situations, TEAS Plus ar TEAS RF applicants may respond to an Office action by authorizing an cxaminer’s amendment by telephone without
incurring this additional (ce.

The referenced application has been reviewed by the assigned (rademark cxamining attorney. Applicant must respond timely and completely to
the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.05(a); TMEP §§711, 718.03,
Summary of Issues Applicant Must Address

o §2(d) Likelihood Of Confusion Refusal

o §2(a) False Conncction Refusal

« Citation of a Prior-Pending Application

SECTION 2(d) REFUSAL - LIKELIHOOD OF CONFUSION

Registration of the applied-for mark is refused because of a likelihood of confusion with the mark in U.S. Registration Nos. 2250912, 2322761,
2383500, 2876475, 2902769, 2989576, 2997675, 2997676, 2998058, 2998059, 3001464, 3001465, 3256776, 3290861, 3290862, 3297740,
3297741, 3297742, 3302117, 3302367, 3306890, 3306891, 3306892, 3312070, 3312071, 3312206, 3316547, 3322319, 3328324, 3328579,
3328587, 3334862, 3374813, 3399951, 3490531, 3881766, 3865983, 3904594, 3904595, 4272128, 4272131, and 4278938. Trademark Act
Scction 2(d), 15 U.S.C. §1052(d); see TMEP §§1207.01 er seq. See the enclosed registrations.

Trademark Act Scction 2(d) bars registration of an applied-for mark that sa resembles a registered mark that it is likely a potential consumer
would be confused, mistaken, or deccived as ta the source of the goods and/ar services of the applicant and registrant, See 15 U.S.C. §1052(d).
A determination of likelihaod of confusion under Section 2(d) is made on a casc-by case basis and the factors set forth in /iz re E. 1. du Pont de
Nemours & Co., 476 F.2d 1357, 177 USPQ $63 (C.C.F.A. 1973} aid in this determination. Citigroup Inc. v. Capital Cily Bank Grp., Inc., 637
I.3d 1344, 1349, 98 USPQ24d 1253, 1256 (Fed. Cir. 2011) (citing On-Line Careline. Inc. v. Am. Online, Inc., 229 F,3d 1080, 1085, 56 USPQ2d
1471, 1474 (Fed. Cir. 2000)). Not all the dn Pont lactors, however, are necessarily relevant or of equal weight, and any one of the faclors may
control in a given case, depending upon the evidence of record. Citigroup Inc. v. Capital City Bank Grp., Inc., 637 F.3d at 1355, 98 USPQ2d at
1260; In re Majestic Distifling Co., 315 F.3d 1311, 1315, 65 USPQ2d 1201, (204 (Fed. Cir. 2003); see Inre E. I du Pont de Nemours & Co., 476
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F2d at 1361-62, 177 USPQ ut 567.

In this case, the following factors arc the most relevant; similarity of the marks, similarity and nature of the goods and/or services, and similarity
of the trade channels of the goods andfor services. See /nre Viterra Inc., 671 F.3d 1358, 1361-62, 101 USPQ2d 1905, 1908 (Fed. Cir. 2012); In
re Dakin's Miniatures Ine , 59 USPQ2d 1393, 1595-96 (TTAD 1999); TMEP §§1207.01 ef seq.

Marks are compared in their entiretics for similaritics in appearance, sound, connotation, and commercial impression. Stone Lion Capital
Partners, LP v Lion Capital LLP, 746 T.3d 1317, 1321, 110 USPQ2d 1157, 1160 (Fed. Cir. 2014) (quoting Palm Bay Imps., Inc. v. Veuve
Clicquot Ponsardin Maison Fondee En 1772,396 ¥, 3d 1369, 1371, 73 USPQ2d 1689, 1691 (Fed, Cir. 2005)); TMEP §1207.01(b)-(b)(v).
*Similarily in any one of these clements may be sufficient Lo find the marks confusingly similar.”  Ja re Davia, 110 USPQ2d 1810, 1812 (TTABD
2014) (citing fn re IPhite Swan Lid., 8 USPQ2d 1534, 1535 (TTAB (98B); In re Ist USA Realty Prof'fs, Inc . 84 USPQ2d 1581, 1586 (TTAB
2007)); TMEDP §1207.01(b).

The goods and/or services of the parties need not be identical or even competitive to find a likelihood of confusion. See On-line Careline Ine. v
Am Online Inc., 229 ¥.3d 1080, 1086, 56 USPQ2d 1471, 1475 (Fed. Cir. 2000); Recot, Inc. v. Becion, 214 F.3d 1322, 1329, 54 USPQ2d 1894,
1898 (I'cd. Cir. 2000) (*[F]ven if the goods in question are different from, and thus not related to. one anothier in Kind, the same goads can be
related in the mind of the consuming public as to the origin of the goods.™); TMEP §1207.01(a)(i).

The respective goods andfor services need only be “related in some manner andfor if the circumstances surrounding their marketing [bej such

that they could give rise to the mistaken belief that fthe goods and/or services) emanate from the same source,” Coach Servs., Inc v. Triumph

Learning LLC, 668 F.3d 1356, 1369, 101 USPQ2d 1713, 1722 (Fed. Cir. 2012) (quoting 7-Lleven Inc. v. IWechsler, 83 USPQ2d 1715, 1724

(ITAB 2007)); TMEP §1207.01(a)(i).

The applicant has requested registration of the mark JIMI JAMS in Standard Character Form, for “Audio Speakers.” The registrants’ marks

are:
(1) EXPERIENCE HENDRIX in Stylized and Design Form, {or CL. 9-“musical sound recordings™; (2) JIMI {{ENDRIX in Typed
Form (Stondard Character Form), for CL. 25-“clothing, namely, T-shirts, jackets, caps and [gloves)”; (3) JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 41+ cntertainment services, namely, preparing audiovisual displays and exhibitions in the
field of music™; (4) JIMI HENDRIX in Typed Form (Standard Character Form), for CL. 9-“| Pre-recorded video cassettes
featuring musical performances; pre-recorded audio cassetles and ) compact discs featuring music™;(5)-JIMI HENDRIX in Typed
Form (Standard Character Form), for CL. 16-“Printed matter, namely, calendars, posters, photographs, postcards, stickers, [ music in
printed form; | printed music books; books containing information and memorabilia relating to Jimi Hendrix, bosks, namely, collector’s
books containing printed music, phoiographs, handwritten lyrics by Jimi Hendrix and commentary™; (6) JIMI HENDRIX in Standard
Character Form, for CL. 14- Wrist watches; alarm clocks; wall clocks; and jewclry, namely ornamental pins”; (7) JIMI HENDRIX
in Stylized Form, for CL. 9-“Pre-recorded [ video cassciies and ] digital video discs featuring musical performances; pre-recorded [
sudio cassettes, ) phonograph records and compact discs featuring music; decorative magnets; cell phone covers™; (8) JIMI HENDRIX
in Standard Cliaracter Form, for CL. 41-* Fntertaimment scrvices, namely, providing prerecorded music, audio and audiovisual
recordings, information in the ficld of music, and commentary and articles about music on-line via a global computer network; music
publishing services™; (9) JIMI HENDRIX.COM in Stylized Form, for CL. 41-“Entertainment services, namely, providing prerecorded
music, audio and audiovisual recordings, information in the field of music, and commentary and articles about music an-line via a global
computer network™ (10) 10-JIMI HENDRIX.COM in Standard Character Form, for CL. 41-“Entertainment services, namely,
providing prerecorded music, sudio and audiovisua! recordings, information in the ficld of music, and commentary and articies about
music on-line via a plobat computer network™; (11) JIMI HENDRIX in Stylized Form, for CL, 41-" Entertainment services, namely,
providing prerecorded music, audio and audiovisual recardings, information in the ficld of music, and commentary and anticles about
music on-line via a global computer network; music publishing services™; (12) JIMIHENDRIX in Stylized Form, for CL. 16-Primed
matter, namely, calendars, posters, photographs, posicards, stickers; books, namely, printed music books and collectors’ books containing
printed music, photographs, handwritten lyrics by Jimi Hendrix and commentary; [ pens; ] checkbook covers™; (13) JIMI HENDRIX
EXPERIENCE in Typed Form (Standard Character Form), for CL. 9-*[ Pre-recorded vidcocasscttes and ] digital video discs
featuring musical performances; [ pre-recorded audiocassettes, ] phonograph records and compact discs featuring music.”; (14)
AUTHENTIC HENDRIX in Stylized and Desipn Form, for CL. 3-*Incense;”  (35) AUTHENTIC HENDRIX in Stylized and
Design Form, for CL. 24-“Afghans;”" (16) AUTHENTIC HENDRIX in Stylized nnd Design Form, for CL. 24-“Afghans;™ (17)
JIMI HENDRIX in Stylized Form, for CL. 6+ [ Metal licensc plates; ] metal decorative boxes™; (18) JIMI HENDREX
EXPERIENCE | AM EXPERIENCED in Stylized and Design Form, {or CL. 35-* Onlinc retail store services featuring merchandise
and memorabilia related to the music industry; | mail order catalog,) telephone order, and computerized on-linc ordering services
featuring merchandise and memorabilia related to the music industry™ (19) AUTHENTIC HENDRIX in Stylized and Design Form,
for CL.. 25-“ Clothing, namely, jackets, shorts, sport shirts, sweat shins, t-shirts, tank tops; headgear, namely, beanics, {skull caps,] caps;
infant diaper covers; wristbands™; (20) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 19-“Ceramic Tiles"; @2n
JIMI HENDRIX.COM in Stylized Form, for CL. 21-* Sports bottles sold empty™; (22) JIMI HENDRIX in Stylized Form, for CL,
6-" Metal decorative boxes™; (23) JIMI HENDRIX in Stylized Form, for CL. 25 Clothing, namely sweat shirts, t-shirts and caps;
wristbands™; (24) EXPERIENCE HENDRIX in Stylized and Design Form, for CL, 16-* Prinied music books™; (25) AUTHENTIC
HENDRIX iu Stylized and Design Farm, for CL. 4-* Candles™; (26) AUTHENTIC HENDRIX in Stylized and Design Form, for
CL. 5-* Air fresheners™ {27) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 9- [Decorative switch plate covers;]
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decorative magnets™; (28} JIMI HENDRIX ELECTRIC GUITAR FESTIVAL in Standard Character Form, for CL. 16-*Posters™;
(29) JIMI HENDRIX ELECTRIC GUITAR COMPETITION in Standard Charscter Form, for CL. 16-“Posters™; (30) JIMI
HENDRIX ELECTRIC GUITAR COMPETITION in Standard Character Form, for CL. 14-“Ornamental pins™; (31) JIMI
HENDRIX in Stylized and Design Form, for CL. 25-T-shirts™; (32) JIMI HENDRIX in Stylized and Design Form, lor CL. 16+
“Posters™; (33) THE JIMI HENDRIX EXPERIENCE in Standard Character Form, for CL. 25-* Clothing; namely, t-shirts [, hats,
and caps ]"; (34) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 16-* Printed matter, namely posters, photographs,
postcards, calendars, stickers, lithographs, prints in the nature of silkscreens; pens™; (35) AUTHENTIC HENDRIX in Stylized and
Design Form, for CL. 20-“Non-metal and non-leather key chains; plaques™;  (36) AUTHENTIC HENDRIX in Stylized and Design
Form. for CL. 16-“Stationery™; (37) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 14-" Clocks; watches; jewelry,
namely. pins and necklaces™; (38) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 26-*Ornamental novelty butions™;
(39) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 9-“Educational sofiware featuring instruction in music and guitar
playing; Guitar amplifiers; Guitar eflects processors™; (40) AUTHENTIC HENDRIX in Stylized and Design Form, for CL. 15-*
Guitar picks; Guitor straps; Guitar strings™; (41) JIMI HENDRIX in Stylized Form, for CL. 9-* Digitat media, namely,

downloadable audio and video recordings, and pre-recorded high definition discs fcaturing music and musical

performances; Downloadable podcasts in the field of music; Musical sound recordings™; (42) EXPERIENCE IIENDRIX in Stylized
and Design Form, far CL, 9-"Digital media, namely, pre-recorded compact discs, digital video discs, downloadablc audio and video
recordings, and high definition discs featuring music and musical performances; Downloadable podcasts in the field of music;
Phonograph records fealuring music™; (43) JINT HENDRIX in Standard Character Form, for Cl.. 9-"Digital media, namely, pre-
recorded digital video discs, downloadable audio and video recordings, and high definition discs featuring music and musical
performances; Downloadable podcasts in the ficld of music; Downloadable user interactive entertainment sofiware used for sharing
vidco, text, photos and music with the user via the Internet and wireless devices; Musical sound recordings; Phonograph records featuring
music.”

COMPARISON OF MARKS
Marks may be confusingly similar in appcarance where there are similar terms or phrases or similar parts of terms or phrases appearing in both
applicant's and registrant’s mark.  See e.g., Crocker Nat'l Bank v. Canadian Impertal Bank of Commerce , 228 USPQ 689 (TTAR (986), aff'd
1 USPQ2d 1813 (Fed. Cir. 1987) (COMMCASH and COMMUNICASHY); /i1 re Phillips-Van Heusen Corp., 228 USPQ 949 (TTAB 1986) (21
CLUB and “21" CLUB (stylized)); Inre Corning Glass Waorks, 229 USPQ 65 (TTAB 1985) (CONFIRM and CONFIRMCELLS); /2 re
Collegian Sporiswear Inc., 224 USPQ 174 (TTARB 1984) (COLLLGIAN OF CALIFORNIA and COLLEGIENNEY); {1 re Pellerin Milnor Corp
221 USPQ 558 (TTAB 1983) (MILTRON and MILLTRONICS); it re BASF A.G , 189 USPQ 424 (TTAB 1975) (LUTEXAL and LUTEX);
TMED §§1207.01(b)Xii) and (b)(iii).
In the present case, applicant’s mark is confusingly similar to the registered marks because its mark encompasscs the wording JIMI (denoting an
association with JIM1 HENDRIX) and/or a likeness of JIMI HENDRIX, giving the impression that the goods and services under the given marks
may emanate (rom a common source.

COMPARISON OF GOODS & SERVICES

Moreover, the applicant’s goods are closely related to the registrants” goods and services because they are all goods and services being sold
under the Jimi Hendrix brand or bearing a connection to the brand or line of goods and services.
To show an association und relatedness between the partics® goods and services, examining attorney relics on applicant's website where it states
that there is a connection or ownership of Intellectual Property [or Jimi Hendrix:

Jimi Hendrix an iconic guitarist, singer, songwriter, and musician created a body of work during his lifetime that transcends both

spacc and time. He was named the top guitarist of o}l time by Rolling Stone magazine and continues 10 be revered by music

lovers around the world, Jimi Electronics has access 1o the Jimi Hendrix based Intellectual Property including image, phioto, and

arlistic-bascd likeness. We do not have aceess to the Jimi Hendrix sound catalog or music. In partnership with talented engineers

and excculives who have experience in Consumer Electronics, Jimi Electronics goal is to create a Company that evokes a positive

feeling (through both sound and imagery.
Matcrial obtaincd from applicant’s website is acceplable as compelent evidence, See It re N.1. Organon, 79 USPQ2d 1639, 1642-43 (TTAB
2006): /n re Promo’Ink, 78 USPQ2d 1301, 1302-03 (TTAB 2006); /n re A La Vieille Russie Inc., 60 USPQ2d 1895, 1898 (TTAB 2001); 1TBMP
§1208.03; TMEP §710.01(b).
Thus, in view of the relatedness of the marks and the goods, there is a strong likelihood that consumers would perceive Lhat the goods emanate
{rom a common source,
In vicw of the above circumstances, the examining attorney must resolve any doubt regarding a likelihood of confusion is resolved in favor of the
prior registrant. It re Hyper Shoppes (Ohia), Inc., 837 P.2d 463, 6 USPQ2d 1025 (Fed. Cir. 1988); TMEP §§1207.01(d)(D).
Thus. the mark is refused registration on the Principal Register under Scction 2(d).

Applicant should note the following additional ground for refusal.

SECTION 2(c) REFUSAL - FALSE CONNECTION

Registration is refused because the applied-for mark consists of or includes matter which may falscly suggest a connection with Jimi Hendrix.
Although Jimi Hendrix is not connected with the goods and/or services provided by applicant under the applied-for mark, Jimi Hendrix is so
famous that consumers would presume a connection. Trademark Act Scction 2(a), 15 U.S.C. §1052(n); see TMEP §1203.03, (c). Se generally
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Univ. of Notre Dame du Lac v, J.C. Gourmet Food Imps Co., 703 F.2d 1372, 217 USPQ 505 (Fed. Cir, 1983); {1 re Cotter & Con., 228 USPQ
202 (1TAB 1985); Buffert v. Chi-Chi's, Inc. , 226 USPQ 428 (TTAB 1985).

Under Trademark Act Section 2(a), the registration of a mark that “consis(s of or comprises matter that may falsely suggest a conneetion with
persons, instilutions, belicfs, or national symbols™ is prohibited. fin re Pedersen, 109 USPQ2d 1185, 1188 (TTAB 2013). To cstablish that an
applied-for mark falscly suggests a conncction with a person or an institution, the following is required:

(1) The mark sought to be registercd is the same as. or a close approsimation of, the name or identity previously used by another person
or inslitution.

(2) The mark would be recognized as such, in that it points uniquely and unmistakably to that person or institution.

(3) The person or institution identified in the mark is nat connected with the goods sold or services performed by applicant under the
mark.

(4) The fame or reputation ol the named person or institution is of such a nature that a connection with such person or institution would
be presumed when applicant’s mark is used on its goods and/or services.

In re Pedersen, 109 USPQ2d at V188-89; it re Jackson Int'l Trading Co. , 103 USPQ2d 1417, 1419 (TTAB 2012); TMEP §1203.03(c)(i); see
atso Univ of Notre Dame du Lac v. J.C. Gowrmet Food fmps Co , 703 F.2d 1372, 1375-77, 217 USPQ 505, 508-10 (Fed. Cir. 1983) (providing
foundational principles for the current four-part 1est used to determine the existence of a false connection).

Duce to the renown of the instiution or person named in the mark, and the fact that there is no information in the application record regarding a
connection with applicant, applicant must specify whether the person or institution named in the mark has any connection with applicant’s
goods and/or services, and if so, must describe the nature and extent of that connection. See 37 C.F.R. §2.61(b); TMEP §1203.03(c)(}).

Although the examining attorney has refused regisiration, the applicant may respond 1o the refusal(s) to regisier by submitting cvidence and
arguments in support of registration. [ the applicant chooses to respond (o the refusal to register, the applicant must also respond to the below
listed informality.

INFORMALITY

APPLICATION NOT ENTITLED TO REGISTER BASED ON EARLIER FILED PENDING APPLICATIONS

The elfective filing date of pending U.S, Application Serial Nos. 86541766, 86541775, 86541786, und 86541792 precedes applicant’s filing
date. See attached referenced applications. 1f the marks in the referenced applications register, applicant’s mark may be refused registration
under Trademark Act Seetion 2(d) beeause of a likclihood of confusion between the marks. See 15 U.S.C. §1052(d); 37 C.F.R. §2.83; TMEP
§81208 er seg  Therefore, upon receipt of applicant's response to this Office action, action on this application may be suspended pending final
disposition ofl the carlicr-filed referenced applications,

In response to this Office action, applicant may present arguments in support of registration by addressing the issuc of the potential conflict
between applicant’s mark and the mark in the referenced application. Applicant's clection not to submit arguments at this time in no way Jimils
applicant's right 1o address this issuc later il & refusal under Section 2(d) issues,

RESPONSE INQUIRY

I applicant has questions regarding this OfTice action, please telephone or e-mail the assigned trademark cxamining attorney. All relevant c-mail
communications will be placed in the official application record; however, an c-mail communication will not be accepled as a response (o this
Office action and will not extend the deadline lor filing a proper response, See 37 C.E.R. §§2.62(c), 2.191; TMEP §§304.01-,02, 709.04-.05.
Further, although the trademark cxamining atlorney may provide additional explanation pertaining to the refusol(s) and/or requirement(s) in this
Office action. the trademark exumining attorney may not provide legal advice or statements about applicant’s rights.  See TMEP §§705.02,
709.06.

/Darryl M. Spruill/
Trademark Attorney
Law Office 112

(57%) 272-9418 (office)
(371 273-9418 (fux)
damylspruilli@usplo,gov
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TO RESPOND TO THIS LETTER: Go 1o lutp * www uipto.gov/nademuckstensiresponse_fbrms gsp. Please wait 48-72 hours from the
issue/mailing date before using the Trademark Electranic Application System {TEAS), 1o allow for nccessary sysiem updates of the application,
For rechmical assistance with online forms, e-mail 11AS wuspto.sor. For questions about the Office action itself, please contact the assigned

irademark examining attorney, E-matl communications will nof be accepted as vesponses to Office nctions; therefore, do not respond to
this Office action by e-mail.

All informal e-mmail communications relevant to this application will he placed in the official application reccord,

WHO MUST SIGN THE RESPONSE: 1t must be personally signed by an individual applicant or someone with legal authority to bind an

apphicant (i.c.. a corporate officer, a general partner, all joint applicants). 1l an applicant is represented by an attorney, the attorney must sign the
TESPONSC.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To casure that applicant does not miss crucial deadlines or official
notices, check the status of the application every three (o four months using the Trademark Status and Document Retricval (TSDR) system at
Btp, tdraepio.eos . Please keep a copy of the TSDR status screen. [ the status shows no change for more than six months, contact the
Trademark Assistance Center by eemail at Trademark AssistnceCenier i uspio.eoy or call 1-800-786-9199. For more information on checking
status. see bl s uspro.voy trademark s process stlus/,

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS fortn at http:/ww wuspto.eot rademarks/ieas correspondence. jsp,
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Print: May 22, 2015 75003276

DESIGN MARK

Serial Number
75003276

Status
REGISTERED AND RENEWED

Word Mark
JIMI HENDRIX

Standard Character Mark
Ha

Registration Number
2383500

Date Registered
2000/09/05

Type of Mark
SERVICE MARK

Register
PRINCIPAL

Mark Drawing Code
(1) TYPED DRAWING

Cwner
Experience Hendrix, L.L.C. LIMITED LIABILITY COMPANY WASHINGTON 14501
INTERURBAN AVENUE SOUTH Seattle WASHINGTON 98168

Goods/Services

Class Status -- ACTIVE. IC 041. US 100 101 107. G & S:
entertainment services, namely, preparing audiovisual digplays and
exhibitions in the field of music. First Use: 1993/06/25. First Use
In Commercs: 1999/06/25.

Name/Portrait Statement
The mark is the name of a deceased individual,

Filing Date
1995/10/10

Examining Attorney
LAMOTHE, LESLEY

Attomey of Record
Karen Wetherell Davis



