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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

CADY NOLAND,

Plaintiff,
17-CV-5452 (JPO)
_V_
OPINION AND ORDER

GALERIE MICHAEL JANSSEN et al.,
Defendants.

J. PAUL OETKEN, District Judge:

Plaintiff Cady Noland, an artisipitiated this copyright actiom connection wittthe
display ancattemptedsaleof what she alleges to have been an unauthorized copy of bee of
wooden sculpturesDefendants are two German art galleries, the owner of one of the galleries
and a German art collectoNoland’s allegations afdargelybased on Defendant€placement
of the sculpture’s wooden parts after years of outdoor exposure had caused the sculpgine to b
to rot. (Dkt. No. 71 (“SAC") 11 28-34, 38—-40.) Before the Court now is Defendants’ motion to
dismiss the operative Second Amended Complaint. (Dkt. No. 74.) For the reasons that follow,
Defendants’ motion igranted
l. Background

Plaintiff CadyNoland is a visuaartist. (SAC 11.) This suit is about Noland’s 1990
sculpturecalled“Log Cabin Fagade” (SAC { 4.) The artworKthe Log Cabin”)resembleshe
front facadeof a log cabinn size and structure, with two short side walls for supp&@aC
1 5.) The facade’s discernible features include a éb@ped opening, two window-shaped
opening with American flaghung below them, andtaangularshaped top (Id.) Noland

included the following photograph of the artwork as part of her Second Amedeol&nt:
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(SAC at 3)

Nolandclaims to own aopyright to the bg Cabin. (SAC | 8.) However, when she
applied to the Copyright Office for registratioha copyright in the artwork, the Copyright
Office denied her applicationld.) Noland has requesd reconsideration of the Copyright
Office’s denial of her registration application, and her request remainechgenttie time the
Second Amended Complawas filed (SAC | 8.)

In 1990, DefendantVilhelm Schurmanna German art clgctor, bought the ag Cabin.
(SAC 1 11.) Schurmann exhibited thegCabinatvarious locations itermaty, including a
tenyear stint at a museum Aachen, Germany(SAC I 25, 28, 46, 5] With Noland’s
permission, the Aachen museum displayed the Log Cabin outd@A€ 1126—29.) Prior to

displaying the work outdoors, Schurmann obtained Noland’s leave to stain the wood a darker



color. (SAC 11 2627.) Noland alleges that this newly stained artwork constituted a derivative
work as defined by Section 101 of the United States Copyright Act. (SAC 1Y 6, 27.)

In displaying the artwork outside, the Aachen museum placed the work diretilg on
bare groundvithout a protective foundation, causing some of the wood t@nebteteriorate
(SAC 1 3031, 33 After hiring an art conservator Decembe2010 to inspect the damage to
the artwork Schurmann anBefendant KOW, a German art gallery, replaced all of the
sculpture’s original wooden components with new wooden péssC 1912, 36—40.)

Sametime after the wood was replag&thurmann and ®&W recruitedthe Galerie
Michael Janssen (“the Janssen Galletg'help sell thevork. (SAC { 50.) The Janssen Gallery
is also a German art gallery, located in Berlin. (SAC 19.) Defendaha®lidassen owns the
gallery. (SAC 1 10.) After being engaged by Schurmann and KlaWéseisubsequently
displayed the work at his galleny Berlin. (SAC {152, 67.)

Acting on behalf of Schurmann, in July 20t Janssen Gallefgund an American
collectorwilling to purchase the work for $1.4 milliofSAC {55.) Theresultingcontractof
saleincluded a New York choiceflaw provision and called for delivery of the sculpture to
Ohio, but it also provided that if Noland “refuses to acknowledge or approve of thenéaxyitof
theWork,” or “seeks to disassociate her name from the Work,” or “claimsh#ranoral rights,
rights under the Visual Artists Rights Act or other similar legislation have \nekated,” the

Americanbuyercouldelect to havelanssen buy back the workSAC 11 56-57.)After Noland

! The Second Amended Complaint refers to the sculpture with all new wooden
components as thé.6g Cabin Copy.” (SAC 1 43.) Without deciding whether the replacement
of the wood did create a copy under the law, the Court refers to the work resoltminé wood
replacement as the “work,” “artwork,” or “Log Cabin.”

2 Noland attaches a copy thfe cantract of sale to her Second Amended Complaint. (Dkt.
No. 71-1.)



disavowed the legitimacy of thefurbished_og Cabin,the American buyer elected to have
Jarssenbuy back theartwork (SAC 1 58.) Noland does not allege that the work was ever
actually transfered out of Germany to the United States.

Nolard claims thathe refurbished &g Cabin that Defendants displayed and offered for
sale washot her artwork but an unauthorized copld.)( She asserts claims against Defendants
under the following legaheories (1) violations of her moral rights under the Visual Artists
RightsAct (“WVARA"), 17 U.S.C. 8 106A, and the German Copyrightt (SAC 11 2441);(2)
copyright infringement in violation of thd.S. Copyright Act and the German Copyright Act
(SAC 1142-59),as well as attendant clairog contributoryinfringement and vicarious liability
for infringement (SAC 1$0-68) and(3) negligence on the part of Schurmdanbreach of his
duty to maintain the work (SAC 1 69-78). Noland seet#teclaratoryjudgment(SAC 11 79
80), as well asnjunctive relief anddamage¢SAC at 16-18).

Il. Legal Standard

“To survive a motion to dismiss, a complaint must contain sufficient factual matter,
accepted as true, to ‘state a claim to relief that is plausible aacdsf Ashcroft v. Igbal556
U.S. 662, 678 (2009) (quotirBell Atl. Corp. v. Twomb|ys650 U.S. 544, 570 (2007))n ruling
on amotion to dismissacourt must “accept as true all factual allegations” in the complaint.
Nielsen v. Rabin746 F.3d 58, 62 (2d Cir. 2014) (citation omitteAnd while “[tlhreadbare
recitals of the elements of a cause of action, supported by mere conclasemesits, do not
suffice,” Igbal, 556 U.S. at 678, courts must “draw all inferences in the light most favorable to
the non-moving party[],In re NYSE Specialists Sec. Liti§03 F.3d 89, 95 (2d Cir. 2007n
addition to the complaint, courts considering a Rule 12(b)(6) moteyalso rely on
“‘documents that are referenced in the complaint, documents that the plaimdfaelin

bringing suit and that are either in the plairgiffossession or that the plaintiff knew of when



bringing suit, or matters of which judicial notice may be takelnvani Fashion, Ltd. v.
Cindeella Divine, Inc, 808 F. Supp. 2d 542, 545 (S.D.N.Y. 2011).

[l Discussion
A. Territorial Limitations of the U.S.Copyright Act

All of the conduct underlying tHéopyright Act violationsalleged by Nolang-including
Defendants’ lestruction” of her original work, their “copying” of that work by reptecall of
its wooden logs, their continued display of the “copied” work, and their efforts atweffag a
sale of theé'copied” work—are alleged to have been performed®fendantexclusivelyin
Germany. Defendants assehtereforethatNoland cannbproperly bring claims in this Court
for violations of U.S. copyright law(Dkt. No. 75 at 5.)

“It is well established that copyright laws generally do not have extratedritor
application? Update Art, Inc. v. Modiin Puly, Ltd., 843 F.2d 67, 73 (2d Cir. 1988} here are,
however, some exceptionstteeterritorial limitations on the applicability ahe U.S. Copyright
Act. Most relevant here is theredicateact’ exception which provides that “an individual, who
commits an et of infringement in the U.S., which permits further reproduction outside of the
U.S.. .. is liable for infringement under the U.S. Copyright Adtevitin v. Sony Music Entm’t
101 F. Supp. 3d 376, 384-85.D.N.Y. 2015)see alsd Melville B. Nimmer& David Nimmer,
Nimmer on Copyrigh§ 17.02 (2018).

Importantly,in order for &'predicate ac¢tto render a foreigmfringer “liable for
infringement under the U.S. Copyright Act . the cqyrightinfringement plaintiff ‘must first
demonstrat¢hat the domestic predicate act was itself an act of infringemerdlation of the
copyright laws.” Levitin, 101 F. Supp. 3d at 385 (quotiRgn-Damental Too, Ltd. v. Gemmy
Indus. Corp. No. 96 Civ. 1103, 1996 WL 724734, at *5 (S.D.N.Y. Dec. 17, 1996durts in

this Circuithave strictly adhered to this requirement, refusing to apply 8eCopyright Act to



foreign incidents of infringememven wherforeign-madeinfringing productsarebased on
models obtained and transported from the UniteceSiseeFun-Damental Too1996 WL
724734, at *5, or when an infringing dance performastassembled and arrangeiti’the
United StatesseeRobert Stigwood Grp., Ltd. v. Reilly, 530 F.2d 1096, 1100-01 (2d Cir.
1976), because sueltieged “predicate actslid not themselves amount to copyright
infringement.

Noland argues that her clairsatisfythe“predicate act” exception to the territorial
limitation on the applicability of the U.&opyright Act. (Dkt. No. 79 at 17.) hE Cout
thereforemustdeterminevhether Noland has pleadeddoimestic predicate afthat] was itself
an act of infringement in violation of the copyright law&.tin-Damental Top1996 WL
724734, at *5. Noland identifies two sugbssible predicate act$l) Defendants’ purchasing
of woodin the United Statefor purposes of refurbishing the work; and Bfendants’
attemptedsale of the work to an American buyer pursuant to a contract calling for dedifvémy
work to the United States. (Dkt. No. 79 at 17-1Bhe Court addresses each of these two acts in
turn.

First, NolandassertshatDefendants’ act of purchasinige wood used to refurbish her
artwork from a Montana company constitutggedicate acsufficient to triggethe applicability
of U.S. copyright law. (Dkt. No. 79 at 17 But buying wood isclearlynot an act of copyright
infringement; if anythingit wasonly Defendantssubsequent use of that wood to reconstruct
Noland’'sartworkthat @uld qualify as “an act of infringement in violation of the copyright
laws.” Fun-Damental Top1996 WL 724734t *5. Defendants’ purchasa wood from the
United Statess thus likethe dance arrangements and shipment of a model that were rejected as

predicate acts in prior caseSee id.seeO’Reilly, 530 F.2d at 1100-01Because the act of



purchasing wood from Montarasdsodid notby “itself violatd] the Copyright Act, there is no
cause of action under the U.S. Copyright Act for foreign copyright infriegéhon this basis.
Levitin, 101 F. Supp. 3d at 385 (internal quotatiwarks and citation omitted).

Second, Noland arguélsat Defendants’ failedttempts to sell the artwork td_aS.
buyer mightalso satisfy the exception, becausertgrnational actions that potentially result in
thedistribution of works in the U.S. are also predicate acts of infringement.” (Dkt. No175) at
But neither of thewo cases cited bioland in supporof hertheoryrequires adoptingerbroad
view of the“predicate act” ruleand the factsare onlymarginaly similar to thecase at hand
In the first an unpublished out-dEircuit case, a Canadian toy company was halide for
copyright infringement unday.S.law on the basis of the Canadian compangigfiificant
activity in the United Statgsincludingits actual shipment ahfringing products into the United
States.See Liberty Toy Co., Inc. v. Fred Silber C19 F.3d 1188Table),1998 WL 385469at
*3—4 (6th Cir. June 29, 1998). Here, Noland does not alege-let aloneanysignificant—
activitiesby Defendantsvithin the United Statesior she does allege that Defendants actually
delivered ag infringing work to the United StateSAC 11 55, 58.)

In the secon@aseon whichNolandrelies the Second Circuit upheld the application of
U.S. copyright law to a foreign entity on the basis of evidence showin@ thaecific act of
infringement, namely the “illegal reproduction of tleepyrighted workfirst] occurred in the
United Statesind then was exported abrdadlpdate Art, Inc.843 F.2d at 73. Unlike in
Update Arf howeverhereNoland does not allegeny domestic act of infringement, because she
does not allegthataninfringing work wasever“reproduce[d],” “displaygd),” or “distributdd]”
in the United Statesl7 U.S.C. 8 106 Moreover, becausépdate Arts holding was premised

on the conclusion that theweas in fact a domestic act of infringementnino way supporteer



broadassertion thatrainfringement thabccurs abroad that coufbtentiallylead toa domestic
distribution ofaninfringing workmay constitute predicate act(SeeDkt. No. 75 at 17.)

The remaining facts alleged biplandalleges—namelythatthe German Defendants
signed a contract witan American buyethat includeda New York choiceof-law provision and
that called for eventual delivery of the work to the United Statee by themselves insufficient
to establish thad “distribution” occurredwithin the United StateslIf Noland had alleged that
Defendants’ conduct in fatbuched théJnited States-such aghrough marketing of the work
from within the United Statesr through reaching out to potentialyerswhenpresenin the
United States-this might present a closer questiofhere is a developing doctrine in copyright
law, not yet addressed by the Second Circuit, regarding whether an unconsumifieated
distributea copy of a work for sale cawy itself constitutea “distribution” of an unauthorized
copy in violation of 17 U.S.C. § 106(3)However, because Noland has alleged that any
conduct in relation to the offered sale of the Log Cabin occurred withidrthed States, she
has not plausiblpleaded aualifying “domestic predicate afthaf was itself an act of
infringement in violation of the copyright lawslevitin, 101 F. Supp. 3d at 385. Accordingly,
her claims brought under theS. Copyright Act must bdismissed.

In sum, because “[tlhe U.S. Copyright Act does not have extraterritorial i id.

at 384, and all the relevant conduct alleged in the Second Amended Complaint occurred abroad,

3 Compare Elektra Entm’t Grp., Inc. v. Barké&51 F. Supp. 2d 234, 239-45 (S.D.N.Y.
2008) (holding that unconsummated “offers” of distribution of infringing music filelaté
Section 106(3) but that merely “making available” such files doeswibh) Atl. Recording
Corp. v. Howell 554 F. Supp. 2d 976, 984-85 (D. Ariz. 2008) (“An offer to distribute does not
constitute distribution . . [because thelain meaning of [Section 106(3@quires an
identifiable copy of the work to change hands in one ofdtatute’s]prescribed ways for there
to be a distributiori); see als@® Nimmer§ 8.11 (lescribinghis issue aan “interpretive pude”
but concluding thatthe offer to distributé a work alonegven absent arattual act of
distribution” is by itself sufficient td'implicate the copyright owner’s distribution right



the alleged copyright violations Noland challenges in this case are rotedatd under the U.S.
Copyright Act? Accordingly, all of Noland’s federal copyright claims must be dismissed fo
failure to state a claim upon which relief can be granted.

B. Noland’s Remaining daims

Becausé\oland’'sfederalcopyright claims have been dismissed, this Cowrst
determine whether to exercise supplemental jurisdictionteememaining claims In addition
to the Copyright Act and VARA claims, Noland also alleges violations of the GeQopyright
Act® andnegligence claimsnder New York and German law. (SAC 11 34, 41, 44, 48, 53, 59,
63, 68, 69—78.) Where a district court has original jurisdiction over ceftams in an action,

and additional claimsférm part of the same case or controversy,” the court has supplemental

4 Because “VARA is part of the Copyright Acylass. Museum of Contemporary Art
Found., Inc. v. Buchgb93 F.3d 38, 51 (1st Cir. 2010), this conclusapplieswith equal force
to both her infringement and VAR&aims

® District courts in this Circuit have previously held that where the allegedgirfgn
conduct was extraterritoriand no exception applied, the court lacked subject matter jurisdiction
over the claimsLevitin, 101 F. Supp. 3d at 384utson v. Notorious B.I.GLLC, No. 14 Civ.
2307, 2015 WL 9450623, at *6 (S.D.N.Y. Dec. 22, 2015). However, the Supreme Court has
made clear thatthe question of extraterritorial applicatifips a ‘merits question,” not a question
of jurisdiction” Kiobel v. Royal Dutch Petroleum C&69 U.S. 108, 116 (2013) (quoting
Morrison v. National Australia Bank Limite861 U.S. 247, 253-54 (2010)). Accordingly, the
Court considers Noland’s failure to adequately allege relevant domestigctamdhis case to
constitute a failure to allege sufficient facts to satisfy an element of her daithe merits.See
Geophysical Serv., Inc. VGSNOPEC Geophysical Ca350 F.3d 785, 790-91 (5th Cir. 2017)
(holding that the extraterritorial application of federal copyright lamoisa jurisdictionaissue)

® The Second Amended Complabriefly assertgurisdiction over the German Copyright
Act claims based on “thBerne Convention Implementation Act of 1988, and the Universal
Copyright Convention.” (SAC { 18.) However, Noland cites no specific legal provisions or
precedent establishing a source of jurisdiction over foreign copyrightsciaithat at or
convention. As such, she has failed to meet her burden of establishing federal question
jurisdiction over the German copyright clainBBlockbuster, Inc. v. Galend72 F.3d 53, 57 (2d
Cir. 2006)(“I t is wellsettled that the party assertifggleral jurisdiction bears the burden of
establishing jurisdictiof. Accordingly, the Court considers whether to assert supplemental
jurisdiction over the German copyright claims.



jurisdiction over the additional claim&ee28 U.S.C. 8 1367(a). However, a courtdy decline

to exercise supplemental jurisdiction over” the additional claims on various graocidding

where ‘the district court has dismissed all claims over which it has original jurisdictidn

§ 1367(c)(3).Here,the Court declines in its discretion to exercise supplemental jurisdiction over
the German copyright claims and the negligence clairttsis action. Accordingly, Noland’s
remaining claima&aredismissed

V. Conclusion

For the foregoing reasorBefendantsimotion to dismiss the Second Amended
Complaintis GRANTED.

Because the Coudid notreachthe merits of eitheof Defendantstwo prior motions to
dismiss,Nolandis granted leave to repleade final time providedthatshe does so in a manner
consistent with this opinion. Wy suchamendedomplaint must be filed within 21 days of the
date of this opinion.

Counsel for Defendants is directed to serve a copy of this Opinion on the unrepresented
Defendants

The Clerk of Court is directed to close the motion at Docket Number 74.

SO ORDERED.

Dated: March 8, 2019

New York, NewYork /%(/

V J. PAUL OETKEN
United States District Judge
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