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Plaintiff Joint Stock Company “Chann®nhe Russia World Wide” (“Channel One”)
brings this action against Russian TV Comp@Russian TV”), its owner, Steven Rudik and
TechStudio, alleging violations of the FedeZammunications Act (Coustl-Il), the Digital
Millennium Copyright Act (the “DMCA”) (Court IlI-1V), the LanharmAct (Counts V-VI), the
Copyright Act (Counts VII-VIII), the New Yorkseneral Business Law (Count IX) and unfair
competition and copyright infringement undeniN¥gork law (Count X). Defendants move to
dismiss Counts IV to VIII and X against RuasiTV and to dismiss all claims against
Defendants Rudik and TechStudiBlaintiff opposes Defendants’ timn and, in the alternative,
seeks leave to amend the Complaint. For theams that follow, Defendants’ partial motion to
dismiss is granted as to Counts IV, V, VI and X and denied as to Count VII and VIII.
Defendants’ motion to dismiss Rudik and TechStusligranted. Plaintiff's motion to amend the
complaint is denied without prejudice to renewal.

L. BACKGROUND

The facts below are taken from the Complaimd exhibits attached to the Complaint.
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See TCA Television Corp. v. McCollud39 F.3d 168, 172 (2d Cir. 2016). The facts alleged in
the Complaint are assumed to be touéy for purposes of this motiorSee Koch v. Christie’s
Intern. PLC 699 F.3d 141, 145 (2d Cir. 2012).

A. The Parties

Plaintiff Channel One producesid broadcasts televisionasinels that enjoy a large
audience in the Russian Federation and its meighg states (the “Programming”). The
Programming is first broadcast in the Russiadefation via satellite aridonsist[s] mostly of
works created in and publishedtive Russian Federation.” In exchange for a fee, Channel One
entered into licensing agreements that grantied garties the “exclusivaght to broadcast and
re-broadcast [its] Programming aather copyrighted materials the United States.” Channel
One’s licensees use Channel One’s channel logos (“the Protected Marks”) to advertise the
Programming in the United States.

Defendant Russian TV is a New York poration that owns and operates a website
through which it provides unauthorized acceghéoProgramming in the United States in
exchange for a subscription fee. The Rus$imwebsite also sells “set-top boxes” (“STBs”)
that facilitate unauthorizegiccess to the Programming. Defendant TechStudio, a business with
an office in Brooklyn, New York, advertises subgtions for Russian TV to U.S. consumers.
Defendant Steven Rudik is the owner aperator of Russian TV and TechStudio.

Russian TV’s website invites customers\téatch Russian TV online” and advertises
over 200 television channels. feeences to the Programmiagd the Protected Marks do not
appear in the Complaint’s excerpts of Rusdigts website. However, when unauthorized users
stream the Programming using Russian TV’s sesjithe Protected Markppear at the corner

of the screen.



B. Theory of Unauthorized Access to the Programming

Plaintiff's content is first broadcast v&atellite signals tlmughout Russia and its
neighboring states. These signale encrypted to prevent unauthorized access to Plaintiff’s
Programming. Defendants intercept, copy, resmaihand distribute Plaintiff's Programming.
The Complaint offers two alternative theoriedofv Defendants intercept Plaintiff's content.
The first is that Defendants access and ded?igintiff's satellite signal, transform the signal
into digital data, transmit the data via the internet to a large online server system called a content
delivery network or “CDN.” Alternatively, Defelants intercept the already decrypted digital
Programming, after Plaintiff haistributed it to a cdb operator in Rusaior its neighboring
states, and then transmit the data to a CDINce the data is on a CDN, Defendants’ customers
use a special browser (which is either or5diB sold by Defendants or downloaded from
Russian TV’s website) to access the ProgramymiDefendants’ subscription service has
resulted in Plaintiff losing “subscriber revenunarket share, and advertising revenues.”
I1. STANDARD

To survive a motion to dismiss, “a complaint must contain sufficient factual matter,
accepted as true, to ‘state a claim teefehat is plausible on its face.’Ashcroft v. Iqgbal 556
U.S. 662, 678 (2009) (quotirBell Atl. Corp. v. Twomb|y650 U.S. 544, 570 (2007)). “A claim
has facial plausibility when the plaintiff pleagsfual content that allows the court to draw the
reasonable inference that the defendshable for the misconduct allegedld. (citing
Twombly 550 U.S. at 556). It is not enough for a pldirt allege facts thatre consistent with
liability; the complaint must “nudgel[]” claims “agss the line from conceivable to plausible.”
Twombly 550 U.S. at 570. “To survive dismisgie plaintiff must povide the grounds upon

which his claim rests through factual allegatior§icent ‘to raise a right to relief above the



speculative level.””Lanier v. Bats Exch., Inc838 F.3d 139, 150 (2d Cir. 2016) (quotingSl
Commc'ns, Inc. v. Shaar Fund, Ltd93 F.3d 87, 98 (2d Cir. 2007)). On a Rule 12(b)(6)
motion, “all factual allegations in the complainéaccepted as true antliaferences are drawn
in the plaintiff's favor.” Apotex Inc. v. Acorda Therapeutics, 823 F.3d 51, 59 (2d Cir. 2016)
(internal quotation marks omitted).

In considering a motion to dismiss, cournt®not look beyond ‘facts stated on the face of
the complaint, . . . documents appended to the complaint or incorporated in the complaint by
reference, and . . . matters of whijadicial notice may be taken.’Goel v. Bunge, Ltd820
F.3d 554, 559 (2d Cir. 2016) (citirigoncord Assocs., L.P. v. Entm’t Props., B17 F.3d 46, 51
n.2 (2d Cir. 2016)). The following materials we@nsidered because they are attached to the
Complaint: screenshots of Russian TV’s webaitd the TechStudio storefront, pictures of the
Programming as it is streamedin Russian TV’s website andsareenshot of Rudik’s LinkedIn
page. However, the declaration and exhitiigsl with Plaintiff's opposition memorandum of
law were not considered because thsg/ not integral to the Complainkee J.E. v. Chappaqua
Cent. Sch. DistNo. 14 Civ. 3295, 2015 WL 4934535, at *7 (S.D.N.Y. Aug. 17, 2015)
(collecting cases) (“Plaintiffsannot amend their complaint by asserting new facts or theories for
the first time in opposition to [a] motion to dismiss.”).

III. DISCUSSION

Defendants’ motion to dismiss is granted@€ounts IV, V, VI, and X and as to

Defendants Rudik and TechStudio. As the Compkufficiently states a claim for direct and

secondary copyright infringement, Coultis and VIII are not dismissed.



A. Defendants TechStudio and Rudik

Defendant TechStudio is dismissed becaus€tmplaint does not plausibly allege that
it is an alter ego of Russian T¥r that TechStudio is doing busiss as Russian TV. Defendant
Rudik is dismissed because the Complaint does not plausibly allege that he is liable as the owner
of TechStudio.

The Complaint alleges two theories of TechStigiiability: first, that TechStudio is an
alter-ego of Russian TV, and second, that B#etlio is doing business as Russian TV. The
Complaint alleges the following facts regardingchStudio: that TechStudio and Russian TV
share an address; that TechStudio and Ru3&iaare both owned by Rudik; that a search of
“TechStudio” with the New York Department 8fate revealed no recarcand that TechStudio
“advertises at its business addrssibscriptions to Russian TV @pany [s]treaming services.”

A LinkedIn page, filed with the Complaint, statest Rudik is the owner of TechStudio, but the
allegation that he also owns Russian T¢aspletely conclusory and is disregardé&ske Igbal
556 U.S. at 678. With respect to the first theting, Complaint fails to &ge facts showing that
TechStudio is an alter-ego of RuasiTV. To plead an alter-ego theory of liability under New
York law, a complaint is generally required tiege ‘complete domination of the corporation in
respect to the transaction attad’ and ‘that such dominatiamas used to commit a fraud or
wrong against the plaintiff which salted in plaintiff's injury.” Baby Phat Holding Co., LLC v.
Kellwood Co, 997 N.Y.S.2d 67, 70 (1st Dep’'t 2014) @mal alterations omitted). Here, the

Complaint does not plausibly plead that TechiBtedmpletely dominated Russian TV such that

! The parties’ memoranda of law assume Neav York law governs thissue of alter ego
liability, and “such implied consent is, of coursafficient to establish the applicable choice of
law.” Arch Ins. Co. v. Precision Stone, In684 F.3d 33, 39 (2d Cir. 2009)¢cord Herbert H.
Landy Ins. Agency, Inc. v. Navigators Mgmt. Co.,,INo. 14 Civ. 6298 , 2015 WL 170460, at
*2 (S.D.N.Y. Jan. 13, 2015).



the actions of one can be attributed to threent Although the fact #t TechStudio allegedly
advertises Russian TV services makes it plausibédiege that it sellRussian TV subscriptions,
these sales do not make it plausible thethiStudio exercises “complete domination” over
Russian TV, or that TechStudio knew it wasnplicit in committing fraud or wrong against
Plaintiff. SeeBaby Phat Holding997 N.Y.S.2d at 70. The allegation that Russian TV and
TechStudio shared a common address is alsdficisat to raise a plausible inference that
TechStudio exercised “compledemination” over Russian TVSeeid.

As to the second theory of TechStudio’s iy the Complaint fails to allege facts
sufficient to show that TechStudio is doing imess as Russian TV. That TechStudio and
Russian TV share a common address and praki@same products is insufficient to raise a
plausible inference that TechStudsadoing business as Russian TSeeSadowski v. Saluja
No. 17 Civ. 2832, 2018 WL 4658436, at *3 (E.D.N.Y. Aug. 3, 20de)prt and
recommendation adoptedo. 17 Civ. 2832, 2018 WL 4637353 (E.D.N.Y. Sept. 27, 2018)
(refusing to hold a defendant liable for copyrigiftingement under a “d/b/a” theory when the
complaint “fail[ed] to explain [defendant’s] roleith respect to the [infringing] website or
otherwise allege any conduct undertaken by digfendant] that constituted, caused, or otherwise
led to the infringement”)Sunskar Ltd. v. CDII Trading, 1nc828 F. Supp. 2d 604, 620
(S.D.N.Y. 2011) (holding eviehce that parent and subsidiary “share offices, and some
executives” to be insufficient evidence tloaie was doing busineas the other).

The Complaint fails to state a plausiblaiol against Defendant Rudik as it does not
plead any facts regarding Rudsldirect involvement in Russian TV’s alleged misconduct. The
Complaint attempts to bootstrap Rudik’s liabildgto allegations of Te&tudio’s liability. But

as discussed above, the allegasi against TechStudio are insciéint to sustain a claim.



Consequently, Rudik’s liability based on his owstep of TechStudio cannot sustain a claim.
As noted above, the allegatiorattRudik owns and operates Russian TV is conclusory and
therefore disregarded. Defendant Rudik is dismissed.

The Complaint’s failure to plead facts suféiot to state a claim against TechStudio and
Rudik is not cured by vague references toat#ons of “Defendants.” Although group pleading
is not per semproper, Federal Rule of Civil Proce@u8 “requires, at a minimum, that a
complaint give each defendant fair notice ofavthe plaintiff's claim is and the ground upon
which it rests.” Fed. R. Civ. P. 8tuahene v. City of Hartford.0 F. App’x 33, 34 (2d Cir.

2001) (summary ordergccord Patrico v. Voya Fin., IncNo. 16 Civ. 7070, 2017 WL 2684065,
at *5 (S.D.N.Y. June 20, 2017).

Apart from the few allegations specific T@chStudio and Rudik discussed above, the
other allegations are about “Defendaniatier the heading “Allegations Common to All
Defendants.” The facts in that section “luniiptlee defendants together . . . and provid[e] no
factual basis to distinguish their conduct” whdetermining their potential liability under each
claim in the ComplaintSeePatrico, 2017 WL 2684065, at *5. This insufficient under Rule
8. See id.Joint Stock Co. Channel One Russia Worldwide v. Infomir, NaC 16 Civ. 1318,
2017 WL 696126, at *7 (S.D.N.Y. Feb. 15, 20I&port and recommendation adopted sub nom.
Joint Stock Co. v. Infomir LLQNo. 16 Civ. 1318, 2017 WL 2988249.(6N.Y. Mar. 27, 2017).

B. Copyright Infringement

Defendants’ motion to dismiss the claims daect copyright infmgement (Count VII)
and secondary copyright infringement (Count VIII) is denied.

Under the Berne Convention, a treaty to which Russia and the United States are both

parties, “an author who is a national of onehaf member states of either Berne or the



[Universal Copyright Conventionpr one who first publishesswork in any such member
state, is entitled to the same copyright protecin each other member state as such other state
accords to its own nationalsltar-Tass Russian News Agency v. Russian Kurier, 158 F.3d
82, 89 (2d Cir. 1998) (citing with approval 1IEM/ILLE B. NIMMER, NIMMER ON COPYRIGHT 8§
17.05 (1998)). Under this principlBJaintiffs are entitled to theame copyright protections as
those granted to United Stateshaars under the Copyright Act.

To bring suit under the Copyright Act, ther@plaint must allege statutory standing by
pleading that the plaintiff is t]he legal or beneficial owmef an exclusive right under a
copyright.” 17 U.S.C. 8§ 501(bltar-Tass 153 F.3d at 91-92 (“[A]n owner (including one
determined according to foreign law) may sue f@ningement in a United States court only if it
meets the standing test of 17 U.S.C. 8§ 501(b)which permits suit dp by owners of ‘an
exclusive right under a copyright.’#).A claim for copyright infringement must also plead “(1)
ownership of a valid copyright and (2) infgement of the copyright by the defendarBpinelli
v. Nat'l Football Leagug903 F.3d 185, 197 (2d Cir. 2018) (quotiigrman Design, Inc. v. PAJ,

Inc., 262 F.3d 101, 109 (2d Cir. 2001)) (internal quotations omitted).

2 The requirement of “preregistration or regigtma of the copyright claim” applies only if the
work at issue is a “United States workSeel7 U.S.C. § 411(a) (requig registration to bring

an action for copyright infringement in any “Urdt&tates work”). As the Complaint alleges that
the Programming is first made available for @listtion in Russia and itseighboring states --

i.e., is first published outside the United Statethe Programming is not a “United States work”
and is exempt from the registration requiramel7 U.S.C. § 101 (defining “United States
work”); see alsdNIMMER ON COPYRIGHT 8 4.11 (2018) (“[I]t may be sthat publication occurs
with respect to television digtition when copies are made #afle for general distribution or
syndication to telegion stations.”).



1. Statutory Standing and Ownership

The Complaint pleads facts sufficient to shitsat, under Russian law, Plaintiff owns an
exclusive right as is necessary for standing,@mals a valid copyright sufficient to state an
infringement claim.Seedltar-Tass,153 F.3d at 92.

Russian copyright law governs question$&intiff's ownership of rights to the
Programming, including whether Ri&iff owns an exclusive right. With respect to issues of
ownership, “the usual rule is that the interestghefparties in property are determined by the law
of the state with the most significant rad@ship to the propertgind the parties.ltar-Tass 153
F.3d at 90accord Levitin v. Sony Music Ent101 F. Supp. 3d 376, 386 (S.D.N.Y. 2015).
Here, Russia has the most significant relatigndlaised on the Complaint’s allegations that
“Channel One’s channels are first broadcash@Russian Federation and consist mostly of
works created in and published in the Russ§iaderation authored by Russian nationals.”

One of the exclusive rights under a copyrighthe right “to reroduce the copyrighted
works in copies.” 17 U.S.C. 8§ 106. The Complalleges facts thaeasonably show that
Plaintiff is the owner of the exclusive rigtat reproduce the Programming under Russian law.
Russian law grants broadcasters who (1) areatéxton the territory of the Russian Federation”
and (2) “carr[y] out . . . communication by meangrahsmitters located on the territory of the
Russian Federation” with certain exclusights over the contéhey transmit. AZHDANSKII
PROTSESSUALNYI KODEKSROSSIISKOIFEDERALTSII [GK RF][Civil Code] art. 1332 (Russ.).
Article 1329 defines a broadcastes “a legal entity independiyndetermining the content of
radio and TV programs . . . and communicating tloeer air or by cable by their own assets or
with the help of third persons.id. art. 1329. Article 1330 grantsoadcasters “an exclusive

right to legally communicate brdeast or cable programmes including by methods indicated



in Item 2 of the present Article.ld. art. 1330. Item 2 elabates on the scope of the
broadcaster’s exclusive rights, which includeggr alia, the “reproduction o record of a radio
or TV broadcast, i.e. the mamaturing of one or more copiestbe record of a radio or TV
broadcast or any part thefeon any material form.”ld.; see als@ Irina SavelievaCopyright
Throughout the Worl@ 30:26 (Article 1330 grantsroadcasting organizatis with a “general
exclusive economic right” to #ir broadcasts, including theausive right of reproduction,
distribution, public performance.).

The Complaint alleges facts that reasonabigw that Plaintiff is the owner of an
exclusive right to reproduce the Programmingapies under Article 1330. First, Channel One
is a broadcaster because it produedsvision channels and transmits that content using satellite
and cable communication§eeCivil Code art. 1329. Sead, the Complaint alleges that
Channel One is located in the Russian Federadiot that its Programming is first broadcast in
the Russian Federatiokeead. art. 1332. Therefore, Pldifh has the exclusive right to
reproduce the Programming in copies under Russian$m&d. art. 1330.

The exclusive right of reproduction undersRian law is analogous to the “exclusive
right” to “reproduce the . . . work in copies” und#iS. copyright law, 17.S.C. § 106. In both
cases, reproduction concerns the right to place the protected work on a material object to make a
copy. As Russian Law grants Plaintiff the ersiVe right to reproduce its programming, and the
Copyright Act protects an exclusive ownettloé right of reproduction against infringemesge
Civil Code art. 1330, Plaintiff has standing te $ar infringement of that right under the
Copyright Act and is the owner of a copyright under Russian law.

Defendants argue that Channel One is no Iotigelegal or beneficial owner of an

exclusive right because it entered into licagsagreements providing “non-parties with the

10



exclusiveright to broadcast and re-broadcast [Repgramming . . . in the United States.”
(emphasis in original) This argument is unavailing because the right to broadcast programming
and the right to reproduce it are separate protectable exclusive fghtsroadcast” is to
“disseminate . . . from a radio or television Banitting station to the receiving sets of listeners
and viewers.”Broadcast Oxford English Dictionary (2nd ed989). Of the six rights protected
by copyright law, broadcasting to an audiencplioates the exclusive right to “perform the
copyrighted work publicly” or “displayhe copyrighted work publicly.’'Seel7 U.S.C. § 101
(defining “to perform or display a work publi¢lgs to “transmit or otherwise communicate a
performance . . . to the public, by means of anyageor process, . . . [even ifl members of the
public receive it . . . in separgtéaces . . . at different timesyge also Am. Broad. Companies,
Inc. v. Aereo, In¢.573 U.S. 431, 445 (2014) (stating that “stream[ing] the sounds and images of
a broadcast program to a subscriber’s screen” is a performamagfNoN COPYRIGHT 8§ 4.11
(“[B]roadcastingper seis merely a performance.”). In coast, the right ofeproduction entails
the right to have the work “embodied in a medium for a period of more than transitory
duration.” Cartoon Network LP, LLLP v. CSC Holdings, ln&36 F.3d 121, 139-40 (2d Cir.
2008). Although granting an exclus license to “broadcast ame-broadcast” the Programming
in the United States may have transferredlmninated Channel One’s exclusive right to
publicly “perform” the Programming in the Unit&lates, nothing in théomplaint suggests that
Plaintiff also transferred itsght to reproduce the Programming.

As the Complaint alleges facts that raise the reasonable inference that Plaintiff has an
exclusive right to make copies of the Programming under Russian law, Plaintiff has standing to
sue and satisfies the first element of owngrsaquired for an infringement claim under the

Copyright Act.

11



2. Copyright Infringement

The Complaint states a claim for direct ing@ment and, in the alternative, for secondary
infringement. In addition to ownership, an infjement claim must allege “infringement of the
copyright by the defendant.Spinelli 903 F.3d at 197 (quotingurman 262 F.3d at 109)
(internal quotations omitted). Although the Capit Act expressly creates liability only for
direct infringers, the Supreme Court has held that third-parties may be liable for copyright
infringement if they “intentionldy induc|e] or encouragele] diceinfringement” (contributory
liability) or “profit[] from direct infringement wie declining to exercise a right to stop or limit
it” (vicarious liability). Metro-Goldwyn-Mayer Studidsic. v. Grokster, Ltd.545 U.S. 913, 930
(2005).

a. Direct Infringement

The motion to dismiss Count VIl is deniedchese the Complaint plausibly alleges that
Russian TV directly infringe®laintiff's exclusive right toeproduce the Programming “in
copies” by intercepting and storing it on B for Defendants’ sulzsibers to access.

“Copies,” as defined in the Copyright Atare material objects ... in which a work is
fixed by any method ... and from which the work ban.. reproduced.” 17 U.S.C. § 101. This
language imposes two requirements: “the wartst be embodied in a medium . . . (the
‘embodiment requirement’), and it must remthins embodied ‘for a period of more than
transitory duration (theduration requirement’)."Cartoon Network536 F3d at 127 (internal
guotation marks omitted). The duration requiegis “necessarilyaict-specific,” and the
Second Circuit held that work embodiedrfl.2 seconds before being automatically
overwritten” in a buffer does not meet the dimarequirement, while content embodied for “at

least several minutes” inaomputer's RAM may do sdd. at 128, 130.

12



The Complaint sufficiently pleads embodiméetause it alleges that Defendants took
and stored Plaintiff's Programming on a CDN for Russian TV’s subscribers to aSeess.
Capitol Records, LLC v. ReDigi In@34 F. Supp. 2d 640, 649-50 (S.D.N.Y. 20&#)d, 910
F.3d 649 (2d Cir. 2018) (holding thdhe embodiment of a digitahusic file on a new hard disk
is a reproduction”). As for the physical duratr@guirement, drawing all farences in favor of
Plaintiff as the non-moving partit,is reasonable to infer that the Programming data remains on
the CDN for “at least several minutes” becatieComplaint alleges that Defendants “store”
Plaintiff's programming signals & equipment, including compitservers, located in the
United States.”See Cartoon Network36 F.3d at 127 (noting that a program embodied in a
computer’s RAM for “at least several minutesday satisfy the duration requirement).

b. Secondary Infringement

The motion to dismiss the claim of secondempyright infringement (Count VIII) is
denied. This claim is alleged in the alternativéhe claim for primargopyright infringement.
Fed. R. Civ. P. 8(d)(3) (“A party may stateraany separate claims or defenses as it has,
regardless of consistency.”). In other words,dlaém alleges that in thevent that Russian TV
(the surviving Defendant on this motion) is agbrimary infringer -- i.e., in the event that
someone other than Russian TV is unlawfudigroducing the Programming -- Russian TV is
nevertheless liable because it “induce[d], contrila]te], and [is] vicariously liable for any
copyright infringement committed by [its] subs@tb or other persons that are provided access
to the . . . infringing services,” for example joviding “a product that enables infringement,”
or by “fail[ing] to supervise the activity takingace on their platforms” and because Russian TV
“enjoy[s] a direct financial benefit from thefilngements.” A person “infringes contributorily

by intentionally inducing or emouraging direct infringemenand infringes vicariously by

13



profiting from direct infringementvhile declining to exercise a right to stop or limit iMetro-
Goldwyn-Mayey545 U.S. at 930 (internal citations omitted).

The Complaint states a claim for contributory liability. “[Olmko, with knowledge of
the infringing activity, inducessauses or materially contributesthe infringing conduct of
another, may be held liab#s a contributory infringer.’Arista Records, LLC v. Doe 804 F.3d
110, 117-18 (2d Cir. 2010) (emphasis, quotatiorkeiand citation omitted). “The knowledge
standard is an objective one; contributory imjement liability is imposed on persons who know
or have reason to knowf the direct infringement.’ld. at 118 (emphasis in original) (quotation
marks and citation omitted). “Liability existstlie defendant engages in personal conduct that
encourages or assiste infringement.”ld. (Quotation marks and citation omitted).

The Complaint alleges that (1) Russian TV “creat[es], maintain[s] and operat[es]” an
“unauthorized [w]ebsite” and “provid[es] strearg services and credit card processing for
www.russiantvcompany.com”; (2) Russian TV offés unlawful streaming services “at far
lower prices than lawfully licensed servicesiida(3) Channel One licenst® right to broadcast
their programs to third-parties, but Russiani¥viot one of its licensees. As Russian TV
maintains a website that provides subscribecessgto unlicensed Channel One content at far
lower prices than authorized Channel One suppson services, the Complaint plausibly alleges
that Russian TV knew or had reason to knbwas selling Programming acquired through
infringing activity.

The Complaint also alleges that Russldhaccesses the infringing Programming “by
agreement with other parties located abroadyertises access to the infringing Programming
on its website and distributes the infringing Prograng to subscribers “at far lower prices than

lawfully licensed services.” Based on these allegations, the Complaint plausibly alleges that

14



Russian TV “materially contributes” to thimauthorized reproduction of the Programming by
creating demand for it, advertigj access to it on the Russian Website and distributing it to
subscribers.See Wolk v. Kodak Imaging Network,.|r840 F. Supp. 2d 724, 751 (S.D.N.Y.
2012),aff'd sub nom. Wolk v. Photobucket.com, |B69 F. App’x 51 (2d @i 2014) (noting that
plaintiff may be able to stateclaim for contributory copyrighbfringement by alleging that
“facilitating the unauthored exchange of copyrighted mas¢mwas a central component of the
defendants’ business strategyRams v. Def Jam Recordings, |02 F. Supp. 3d 376, 384
(S.D.N.Y. 2016) (holding that éhcomplaint stated a plausiblaich for secondary infringement
against an artist that “used agligdtributed images [of the infringing work] . . . across various
websites and social media platforms”).

C. Trademark Violations

The Complaint fails to state a claim foadiemark infringemer{Count V) and false
advertising (Count VI) under the LanhamtAd hese claims are dismissed.

1. Trademark Infringement

The Complaint fails to state a claimteidemark infringement under the Lanham Act
(Count V), because it does not plausibly plead Befendants’ actions are likely to confuse
consumers as to whether Plaintiff originategponsored Russian TV. A claim of trademark
infringement under 15 U.S.C. § 1125 of the Lanh#ct is analyzed undex two-prong test: (1)
whether the plaintiff's mark is entitled to pestion and (2) whether the defendant’s use of its
mark is “likely to cause consumers confusion ah&oorigin or sponsorship of the [plaintiff's]
goods.” Guthrie Healthcare Sys. v. ContextMedia, 11826 F.3d 27, 37 (2d Cir. 2016)

(analyzing a trademark infringeent claim brought under 8 1114ge 1-800 Contacts, Inc. v.

15



WhenU.Com, In¢414 F.3d 400, 406—-07 (2d Cir. 2005) (applythe same legal standard to
analyze trademark infringement claims under § 1114 and § 1125).

The Complaint alleges no fadtsshow that consumers arkdiy to be confused about
whether Plaintiff or Defendants are the simuof the Programming. The Complaint instead
alleges that the Defendants digpRlaintiff’'s marks. “[A]s ageneral rule, the Lanham Act does
not impose liability for the sale of genuine gooéating a true mark even though the sale is not
authorized by the mark owner because susfl@does not inherently cause confusion or
dilution.” Zino Davidoff SA v. CVS Car®b71 F.3d 238, 243 (2d Cir. 2800(internal quotation
marks omitted)accord Burton v. Label, LLONo. 15 Civ. 5793, 2018 WL 4759735, at *13
(S.D.N.Y. Sept. 30, 2018) (“Ielg trademarked goods under its trademarked name is not a
violation of the Lanham Act.”).

2. False Advertising

The false advertising claim (Count VI)dssmissed because the Complaint does not
identify an advertising or promotional messag th literally or impiedly false. “Any person
who . . . uses in commerce any . . . false oragadihg description of facbr false or misleading
representation of fact, which . in commercial advertisingr promotion, misrepresents the
nature, characteristics, qualities, or geographigin of his or her oanother person’s goods,
services, or commercial activigéis liable under the Lanham Acfl5 U.S.C. § 1125(a)(1)(B).
To prevail on a Lanham Act false advertisingmiaa plaintiff must pdad that the defendant
made representations in its “commercial advertisingromotion” that are ‘X) either literally or
impliedly false, (2) material, (3) placed in irge&ate commerce, and (4) the cause of actual or

likely injury to the plaintiff.” Church & Dwight Co. v. SP Swiss Precision Diagnostics,
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GmBH 843 F.3d 48, 65 (2d Cir. 2016).

The Complaint does not identify any ‘fomercial advertising or promotiohbf
Defendants’ that is literally or impliedly fals@he Complaint appends a screenshot of Russian
TV’s website, which states “Watch Russian T\Miog[.] Over 200 . . . channels.” Although this
may be advertising, it is not alleged to bedal3he Complaint alsappends screenshots of
Plaintiff's content being broaddasy Defendants, but these bdoasts are not “advertising or
promotion” nor are they alleged to be fal$énally, the Complaint alleges that TechStudio
advertises access to Russian language channésstarefront, but not #t the advertising is
false.

To the extent the advertising claimbased on the notion that Defendants mislead
consumers by “making it appear that Defendaatge the right to rebroadcast [Channel One]
Programming and Channels,” this argument fadlsause the allegedly false advertisement does
not misrepresent “the nature, characteristics,itigsl or geographic origin of . . . goods or
services.” SeeS.C. Johnson & Son, Inc. v. Clorox C&41 F.3d 232, 238 (2d Cir. 200&xcord
Lieb v. Korangy Publ'g, IngNo. 15 Civ. 40, 2016 WL 8711194t *6 (E.D.N.Y. Sept. 30,

2016). False statements that Russian TV wHwauaed to broadcast the Programming do not
concern the nature, characteristics, qualivegieographic origin of the Programmin§ee, e.g.,
Agence France Presse v. Mqréb9 F. Supp. 2d 295, 308 (S.D.N.Y. 2011) (holding that the

plaintiff's false advertising claim failed becaus®&as “premised on [the defendants’] false

3 The “display” of Plaintiff's trademarks thappear at the corner of the screen when users
stream the Programming from the Russian TWébsite is not a “commercial advertising or
promotion” under § 1125(a)(1)(Bsee Fashion Boutique of Short Hills, Inc. v. Fendi USA, Inc.
314 F.3d 48, 57 (2d Cir. 2002) (“[T]he touchstarievhether a defendant’s actions may be
considered ‘commercial advertising or proroatiunder the Lanham Act is that the contested
representations are paftan organized campaign to péaée the relevant market.”).
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statements that they were authorized to diste the images” but thaisrepresentation did not
concern “the nature, charactéidgs, qualities, or geographorigin” of the photographs).

Plaintiff's false advertising claim (Count VI) is dismissed.

D. DMCA Anti-trafficking Claim

The DMCA anti-trafficking claim (Count IVis dismissed. The DMCA anti-trafficking
provision, in relevant parprohibits individualdrom providing or othervge trafficking in any
“technology, product, service, device, componenpart thereof, thas . . . designed or
produced for the purpose of circumventingehinological measure.” 17 U.S.C. 88 1201(a)(2),
(b)(1); seeUniversal City Studios, Inc. v. Corle®73 F.3d 429, 440-41 (2d Cir. 2001).

The Complaint does not plead that the STtizd Defendants providéeir customers are
the means by which Defendants circumventriiffis encryption of the Programming. As
described above, Plaintiff offers two alternatilieories of how Defendanintercept Plaintiff’s
programming. In one case Defendants decrypstiellite signal when it is transmitted in
Russia or its neighboring states the other case, Defendaiitercept an already decrypted
signal after Plaintiff has transmittédo a cable operator in Russia or its neighboring states. In
either case, the content is decrypted beitareaches the unauthorized user’s STB that
Defendants sell.

Count 1V, the DMCA trafficking claim, isarefully worded and does not allege that
Defendants provide or sealdevice that circumvenBaintiff's encryption. See Dish Network
L.L.C. v. World Cable In¢893 F. Supp. 2d 452, 467 (E.D.N.Y. 2012) (holding that to state a
claim under the DMCA'’s anti-trafficking provision,gltomplaint must allege that “[d]efendants
trafficked in a product or service thextabledthe circumvention, not access to what has already

been obtained” (emphasis in originalJount IV alleges that Deffielants distributed a device
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that “permits end-users to bypass” Plaintiff's ¢qption. Read in the coext of the remainder of
the Complaint, this allegation simply meanattthe STBs are the means by which some of
Defendants’ customers (those who use an STEerafian downloaded software for access) are
able to access Plaintiff's priewsly decrypted ProgrammingVithout pleading facts that
support the allegation that the pratiiDefendants sold directlyrcumvent Plaintiff's security
measures, the Complaint fails to state a clamaer the DMCA'’s antirafficking provision.

E. State Law Claim of “Unfair Competition and Common Law Infringement”

The Complaint’s state law claim for “unfaiompetition and common law infringement”
(Count X) is dismissed as preempted by the CgbyrAct. The claim alleges that Defendants’
conduct is “unlawful, unfair, and fraudulent business practices in violation of the general
business, trade regulation, and unfair competition laws of the State of New York.” The claim
seeks only equitable relief in the fowhan injunction barring Defendants from
“misappropriat[ing] the [c]hannels, Programmingdemarks and other rights” of Plaintiff, and
an accounting of Defendants’ profits from “anfcompetition practices with respect to the
Programming.”

Under § 301 of the Copyright Ac state law claim is pempted if (1) it seeks to
vindicate “legal or equitable righthat are equivaletd any of the exclusive rights within the
general scope of copyright” und®rL06 (the equivalency requirement); (2) the particular works
to which the state law claim is being appliedrf@within the subjeanhatter of copyright as
specified by sections 102 and 103” (the sgbmatter requirement). 17 U.S.C. § 36de also
Forest Park Pictures v. Universal Tel. Network, Jr&83 F.3d 424, 429 (2d Cir. 2012).

Both requirements for preemption are satésfere. The subject matter requirement is

met because the Programming falls within the ambit of copyright protection as “audiovisual
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works” under 17 U.S.C. § 102(a)(6). The workgjuestion “need only fit into one of the
copyrightable categories in a broad sense”“aedd not consist entirely of copyrightable
material.” Briarpatch Ltd., L.P v. Phoenix Pictures, In873 F.3d 296, 305 (2d Cir. 2004);
accord Kennedy v. LaCasdéo. 17 Civ. 2970, 2017 WL 3098107, at *3 (S.D.N.Y. July 20,
2017).

The equivalency requirement is satisfiegtause the Complaint’s state law claims are
based on Russian TV'’s unauthorized repréidncof the Programming. The equivalency
requirement is satisfied wheretistate law right “may be abriddjéy an act that would, by itself,
infringe one of the exclusive rigsitunder federal copyright lawrorest Park Picture$683 F.3d
at 429. In other words, the alleged vidatiof the state law must be based on “acts of
reproduction, adaptation, performance, distributodisplay” because these rights are protected
under the Copyright ActSee id(citing 17 U.S.C. § 106):But if an extra element is required
instead of or in addition to the acts of reproduttigerformance, distributioor display, in order
to constitute a state-credteause of action, there is peeemptiori’ Id. at 430 (internal
guotation marks omitted).

Here the state law claim of unfair competiti@ies entirely on the previous allegations
supporting the copyright claims. No extra eletmiendentified, nor is there one. Unfair
competition claims “grounded solely in the coygyof a plaintiff's protected expression
are preempted by section 301 flee Copyright Act].” Computer Assoc’s Intern. Inc. v. Altai,
Inc., 982 F. 2d 693, 717 (2d Cir. 1992ke also Jacino.\linois Tool Works Ing.16 Civ. 1704,
2017 WL 4480752, at *5 (E.D.N.Y Oct. 6, 2018imilarly, the demand based on state law for
an accounting and injunctive relieéeks redress for a violationtbe same rights protected by

the Copyright Act.See Baiul v. NBC Sports, a division of NBCUniversal Media, D8 Fed.
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App’x 710, 712 (2d Cir. 2017gert denied sub nom. BaiulMNBC Sports138 S. Ct. 1299
(2018) (summary order) (holding axmting claim preempted and citifgeber v. Geffen
Records, Inc.63 F.Supp. 2d 458, 463 (S.D.N.Y. 1999)).

Although the Copyright Act does not preemapifair competition claims based on a
theory of “passing off,” the Complaint does not as#®t theory -- i.e., does not allege that
Russian TV created itsvnchannels and programming and misrepresented them as Channel
One’s. SedTC Ltd. v. Punchgini, Ing880 N.E.2d 852, 858 (N.Y. 2007). Instead, the
Complaint alleges that Russian TV “misapprat[ed] . . . Channels, Programming [and]
trademarks . .belonging to Channel Oihdy reproducing them withowtuthorization. This
claim is preempted by the Copyright Act becaiise “based solely on the copying of . . .
protected expression.See Kregos v. Associated Pre3$.3d 656, 665 (2d Cir. 1993ge also
Wolstenholme v. HirsR71 F. Supp. 3d 625, 642 (S.D.N.Y. 2017) (“[T]o survive preemption, the
plaintiff must allege that the confusion fang the basis for the unfair competition claim was
created by some act other than copyingshepard v. European Pressphoto AgeR&i F.

Supp. 3d 465, 475-76 (S.D.N.Y. 2017) (holding thaliaantiff's unfair competition claim based
on a photo agency’s unauthorized display phatographer’s work with the photo agency’s
watermark on it was preemptég the Copyright Act).

Plaintiff argues for the first time in its oppen memorandum of law that Russian TV is
“passing off the Russian version of Channee@®mnogramming as theiegtl version of the
Channel One Programming that is licensed tdecaompanies and IPTV providers.” This
argument is unavailing first, because the undeglyacts are not alleged in the Complaint; and
second, because it is not based on a theoryssipgoff. Plaintiff argues that Russian TV

misrepresented the programming Channel Qreméed in Russia as the programming Channel
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One licensed in the United States. Howevas, dalleged misrepresentation does not deceive
consumers into believing they are watching@tel One programming when they are in fact
watching Russian TV contenSeeNIMMER ON COPYRIGHT § 1.15 (“If A claims thaB is selling
B’'s products and representingttee public that they aw¥'s, that form of deception constitutes
‘passing off.””). As the Complaint’s state lanaghs are equivalent to rights protected under the
Copyright Act, they are preempted.

F. Leave to Amend

“Leave to amend should be ‘freely give[n] .when justice so requires,” Fed. R. Civ. P.
15(a)(2), but should generally be denied stamces of futility [or] undue delay . . . United
States ex rel. Ladas v. Exelis, In824 F.3d 16, 28 (2d Cir. 2016) (internal quotation marks
omitted). “A proposed amendment to a complarititile when it could not withstand a motion
to dismiss.” F5 Capital v. Pappas856 F.3d 61, 89 (2d Cir. 2017).

Plaintiff's cross-motion to amend the comptasdenied without prejudice to renewal.
Plaintiff shall file (1) a letteapplication on or before Mard@b, 2019, not to exceed three,
single-spaced pages, describing how it woul@manthe Complaint to remedy the deficiencies
identified in this Opinion and explaining howyacauses of action apart from those that remain
after this decision are useful or necessary, andingply cumulative of the surviving claims; (2)
a proposed Amended Complaint; and (3)dlnee copy showing changes between the
Complaint and the proposed Amended Complaint.

IV. CONCLUSION

For the foregoing reasons, Defendants’ motmdismiss Counts IV, V, VI and X against

Russian TV is GRANTED. Defendants’ motitmdismiss Count VII and Count VIII of the

Complaint is DENIED. Defendants’ motion dessmiss Defendants Rudik and Techstudio is
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GRANTED. Plaintiff's motion to amend the @plaint is DENIED without prejudice to

renewal. The Clerk of Court is respectfullyatited to close the motions at Docket Numbers 51

and 44.

Dated: February 21, 2019

New York, New York 7 /(7 /44 ﬂ

Lom(A G. SCHOFIEL6
UNITED STATES DISTRICT JUDGE
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