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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

GABRIEL BROS, INC,
Plaintiff,
18-CV-7289(JPO)
_V_
OPINION AND ORDER
EFFY JEWELERS CORP.
Defendant.

J. PAUL OETKEN, District Judge:

On August 13, 2018, Plaintiff Gabriel Bros, IiftGabriel Bros”)filed a complaint
asserting a single claim against Defendant Effy Jewelers Corp. (“Efiggnthe Copyright Act,
17 U.S.C. 8§ 10&t seq. (Dkt. No. 1.) After discoveryhad begun, Gabriel Bros filed a motion for
leave to amend its complaintmametwo additional defendants, Macy’s, IftMacy’s”) and
Belk, Inc.(“Belk”). (Dkt. No. 18.) For the following reasons, the moimgranted.

l. Background

Gabriel Bros and Effy are jewelry designers. (Dkt. No. 1 (“Comfii'9, 15.) Gabriel
Brosmaintains thaEffy—both directly and through thirgarty retailes such as Macys-has
been selling a ring that is “substantially similar, if not identical@riethat Gabriel Bros
designed. (Compfi12, 15-16see alsdkt. No. 19 at 2 Consequethy, Gabriel Bros filed
this lawsuit against Effy, allegingn the presently operagAugust13, 2018 complairthat
Effy’s marketingand sale of the ringonstituteactionable copyright infringement. (Compl.
1121-30.) After Effy filed an answer denying the bulk of the complaint’s allegationsNDkt
12),this Court scheduled an Odter22, 2018 initial pretrial conferenceeg Dkt. No. 13).

Prior tothe conferencezabriel Bros’ counseatotified Effy’s counsethat Gabriel Bros
might amend its complaint to add Macy'’s as a defendanteapobstea list of Effy’s customers

so that Gabel Bros could “add everyorjelse]that [iff deem[ed]worthy of suing.” (Dkt. No.
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21-3 see alsdkt. No. 21-1 at 2 n.} A few days later, Gabriel Bros’ counsagain requested

“the customer list ASAP so that [Gabriel Bros could] anfietedlcomplaint (Dkt. No. 24) and
alsoproposed draft Case Management Plamder whicheffy would supplyGabriel Broswith,
among other things, “a list of customers to whom [the aingsu¢ has been sold” (Dkt. No.
21-5at 2. Effy’'s counsehsked thathe proposd planbe amended tmdicatethat Effy’s
disclosures would be subject to “provisions, such as a protective order, to maintain the
proprietary nature and confidentiality of the information.” (Dkt. No63fermatting omitted).)
Gabriel Bros’ counseddded the requested language (Dkt. Nos. 21-7, 21-9 at 2), and this Court
approved thelan, in its amended forngfterthe October 22, 2018 conference (Dkt. No. 15).

Once discovery was underway, counsel for lpattiies held a “attorney’s eyes only”
telephone conversatidor purposes of discussing settlement. (Dkt. No. 21-1 § 17.) During that
call, Effy’s counsel divulged that Belk was amondyE&f customers (Dkt. No. 214112, 23),
which ledGabriel Brogo learn for the first timehat Belk like Macy's, had been selling the
allegedly infringing ring (Dkt. No. 28  10).

Soon hereafter, Gabriel Brawioved to file an amended complaihatwould add both
Macy’s and Belk as defendants on the basikeir allegedly infringing sales(Dkt. No. 18 see
alsoDkt. No. 19-2) Effy does not oppose the additionMécy’s as a defendarfisee Dkt. No.

21-1 15 n.1), but it does oppose the addition of Belk on the groun@dbatl Bros learned of
Belk's sales only as a resut disclosures Effy made isdtlement talks Dkt. No. 21 at 3).

. Legal Standard

Federal Rule of Civil Procedure 15 directs courts to “freely give leave” fartg o file
an amended pleading “when justice so requires.” Fed. R. Civ. P. 15(a)(2). In ruling aara mot
to amend, “the Court should consider whether the motion is being made after an inordayate del

without adequate explanation, whether prejudice to the defendants would result, whether



granting the motion would cause further delay, and whether the amendment woulte e\t
Country Foods, Inc. v. SBakCo., Inc, 170 F. App’x 756, 759 (2d Cir. 2006) (summary order)
(quotingMountain Cable Co. v. Pub. Serv. Ba42 F. Supp. 2d 400, 403 (D. Vt. 2003)).

[1. Discussion

Effy neverarguesthat Gabriel Bros’ motioto amend was unreasonably dilatonthat
the proposed amendments would be futile. Nor does Effy argue that allowing the amendments
would create undue delayrather Effy’s solebasis for opposing the addition of Belk as a
defendantereis thatit wasonly during the course of confidential settlement talks @sdiriel
Bros learnedhatBelk is one of Effy’s customers. (Dkt. No. 21 at 3.)
To the extent thdEffy’s argument is meant to suggest that amendment would prejudice
Effy, the argumentails. While the“disclosure of [confidentialfustomefidentities] could
potentially result in economic harm to the disclosing partysame case#sch/Grossbardt Inc.
v. Asher Jewelry CpNo. 02 Civ. 5914, 2003 WL 660833, at *2 (S.D.N.Y. Feb. 28, 2003),
Gabriel Broshas made an unrebutted showimggethatthe relationship between Belk and Effy
“is publicly available information(Dkt. No. 28 { 10see alsdkt. Nos. 28-1, 28-2)Indeed
Effy itself has conceded that “Belk openly sold [Effy’s] accusedsrin the market” (Dkt. No.
24 at 1), and has thereby effectively disavoweddaiyn that Belk’s status as its customser
confidential informatiorthat might be compromised by Belk’s participation in the instant suit
Of course, Effy’'sargument might be read to suggest that it would simply be inequitable
to allowamendment (SeeDkt. No. 21 at 1Q. Even if Gabriel Bros could have asttBelk to
this suithad Gabriel Bros’ own independent research revealed Belk’s involvement in tezlalle
infringement, thergumentmight run Gabriel Bros should be precludgdm doing the same
whereit in factlearned of Belk’s involvement only through Effy’s own protected disclosures.

(See, e.gDkt. No. 21-19924-25.) Courts in this Circuit, howevégve rejected the argument



that publicly available or otherwise discoverable evidence exchanged datilegnent
negotiations is inadmissible at trigdee, e.g.Int’'l Bus. Machs. Corp. v. BGC Partners, Inblo.
10 Civ. 128, 2013 WL 1775367, at *6 n.6 (S.D.N.Y. Apr. 25, 2013). Effy offers no persuasive
reason why a different rule should apply in the context of a motion to arGeedHallmark v.
Cohen & Slamowitz, LLI283 F.R.D. 136, 139-40 (W.D.N.Y. 2012) (report and
recommendation) (granting leave to amend a complaint to add allegations basedexistpreg-
fact[s] or information” that plaintiff learned during settlement talkdpr does Effy point to any
otherequitableconsiderationghatjustify denying leave to amend notwithstanding the
“permissive standarddmbodied in Rule 15Williams v. Citigroup InG.659 F.3d 208, 212-13
(2d Cir. 2011) (per curiam). Gabriel Bros has been forthright from the oldset was
entertaining the possibility @dding Effy’s customers as defendantghiis case. $eeDkt. Nos.
21-3, 21-4.) It should come as no surprise to Effy that Gabriel Bros is now using the fitiorma
Effy disclosed about its customers to do exactly what Gabriel Bros said d wouwvith that
information.

Mindful, then, of “the preference expressed in the Federal Rules of Civil Procedure in
general, and Rule 15 in particular, for resolving disputes on their ménitgski v. Costa
Crociere S. p A560 U.S. 538, 550 (2010), the Coewncludes that Gabriel Bros is entitled to

amend its complaint to add Macy'’s and Belk as defendants in this action.



V.  Conclusion

For the foregoing reasonGabriel Bros’motionfor leave to amens GRANTED.
Gabriel Bros shall file its amended complaint on or before April 22, 2019.

The Clerk of Cott is directed to close theation at Docket Number 18.

SO ORDERED.

Dated: April 8, 2019
New York, New York

It —

V J. PAUL OETKEN
United States District Judge
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