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UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF NEW YORK

RADIANCY, INC,,

Plaintiff and Counter
Defendant,

No. 13-cv-3767 (NSR) (LMS)
-against-
OPINION & ORDER
VIATEK CONSUMER PRODUCTS GROUP,
INC.,

Defendant and
Counter Claimant.

NELSON 8. ROMAN, United States District Judge

By letters dated March 5, 2015 (ECF No. 216) and March 20, 2015 (ECF No. 219),
Plaintiff Radiancy, Inc. (“Radiancy”) and Defendant Viatek Consumer Products Group, Inc.
(“Viatek™) requested that the Court accept the documents attached to their letters (ECF Nos.
216-1 and 219-1) as duplicates of the PowerPoint slides that the parties presented during the
Maich 2, 2015 Markman hearing. The applications are GRANTED.

‘The parties had also asked the Court to construe five claim terms in Radiancy’s U.S.,
Patent No. 7,170,034 (the “'034 Patent™). The Court’s first claim construction ruling concerned
three of the five terms (“juxtaposed,” “controller,” and “comprises™). See Radiancy, Inc. v.
Viatek Consumer Prods. Grp., Inc. (Radiancy I), No. 13-CV-3767 NSR LMS, 2015 WL 221063,
at *6 (S.D.N.Y. Jan. 14, 2015). The Court reserved decision on two terms (“pulsed heating of
said one or more heat elements” and “such that the heat elements do not burn said skin surface™).
Id. A Markman hearing as to those terms took place on March 2, 2015, and the parties submitted

supplemental letter briefs thereafier (see ECF Nos. 218, 220). Upon consideration of the parties’
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briefs, the Courhow issues its claim construction ruling as to the two remaining teries.
background of this case and the law governing claim construction are describexl im des
Court’s first claim construction ruling and will not be repeated herein excepé\wbeessary.
See Radiancy I, 2015 WL 221063, at *1-2.

The relevant claims providdisputed terms in italics):

1. A hair cutting apparatus comprising:

astructure, a portion of which being adapted for placement againstsuskine where
hair is to be cut;

a heat generator comprising one or more heat elements positioned to touthirsaid
and heated to a temperature sufficient to cut hair, at leastf ga&l heat elements
being juxtaposed with said portion; and

a controller that controls the power source to proyideed heating of said one or
mor e heat elements such that the heat elements do not burn said skin surface.

59. A hair cutting apparatus comprising:

a structure, a portion of which being adapted for placement againstsudkice where
hair is to be cut;

a heat generator comprising one or more heat elements positioned to toutirsaid
and heated to a temperature sufficierdubhair, at least one of said heat elements
being juxtaposed with said portion; and

a controller that controls the power source to proyideed heating of said one or
mor e heat elements, the controller further comprising a velocity detector.

U.S. Patent No. 7,170,034 at 20:23-32, 24:9-18 (filed July 21, Z8606f)hasis added)
[hereinafter '034 PatentAs an initial matter, Viatek conceded at Markman hearing that the
phrase “such that the heat elements do not burn said skin surface,” does not requueticonstr
The Court agrees that that phrase is sufficiently unambiguous and nontechnicah#tatction
would be inappropriateSee also Radiancy I, 2015 WL 221063, at *6. This leaves only “pulsed
heatingof said one or more heat elemérits the Court to construe.

l. The Nature of the Dispute Regarding Claim Construction

Viatek proposes the following construction: “periodic heating to a higheredesir
temperature for a period of time and cooling to a substantially lower temngefat a perioaf

time.” Radiancy proposes: “the act of heating said one or more heat elementeldy pu



electricity.” The parties appear &greethat pulsed heatinigas two senseq1) switching the
currentpassinghrough a heat element on and off periodigaidty(2) continuouslyelectrifyinga
heat element but periodicallgmoving it from the skin surfacé he partiesalsoappear to agree
that “pulsed heating” does not encompass devices in which current continpasséghrough
theheat elememaindno othemechanism creates pulsesdeed, the plain language would
exclude such devices, and the patent applicants disclaimed such devices durindipndsec

The partieslispute the scope of the first of the senses listed above: what it means to
switch thecurrent on and off periodically. Under Viatek’s construction, the switching of the
currenton and offmust result in &substantidl]” temperature chandeetween pulses. This
would exclude devices in which the temperature of the heat element resulgasitially
constant despite tHact that the currens switchingon and off. Radiancy’s constructien
broad enough tencompass such devices

I. The Claim Language

The claim language grammatically tolerasebstantially constant temperature devices.
The word “pulsed” modifies “heating,” a verbal noun. So what is “pulsed” is the manner in

which the heat element is heatedot necessarily the temperature of the heat element or the heat

! The Patent and Trademark Office (“PTO”) initially rejected the applicatiothéo'034 Patent on
obviousness groundecausét combined a continuously electrified wire hair remover (patented byaati
referenceKneisley) with a pulsed electrical circuit used to heat a ceramic knife (patented {383R891). $ee
HandalDecl. Ex. 13, ECF No. 128.) In response, the patent applicants amended Claim 1 to add the phchase “su
that the heat elements do not burn said skin surface” and explained:

Claim 1 has been amended to more clearly point out a distinguishing feasorae&xemplary embodiments
of the present invention. It can be seen from the specification that the pultiieghefat elements . . . is used
to carefully control the temperature of the heat elements. This careful aofrtfnel heat element is desighe
to enable hair cutting but to prevent the burning of the user’'s skin. Such control iscritbete or even
suggested, anywhere [iKneisley or JP12882891]

(Id.) The patent applicants limited their invention to devices in which pulsatihl is erployed in order to protect
the skin by carefully controlling the temperatufighis amounts t@ “clear and unmistakable disavowal” of devices
in which the heat element is continuously electrifiGtober v. Mako Prods., Inc., 686 F3d 1335, 1341 (Fed. Ci
2012).



transferredo the skin and hair. Switching the current on andeyéatedly (i.e., heating the
element in a pulsed manner) can result in substantial temperature changes bdseserBon it
also carresultin immeasurably smatemperature changes between pulses, if the pulses are
sufficiently wide or the pulse repgtin rate is sufficiently high.The only other limitation on
pulsed heatingn the claim languagis that pulsed heating must have the effect of preventing the
heat element from burning the skin. The claim language does not specify how to Hukieve
result. Therefore, the claim language does not contain the requirefreriistantial temperature
changehatViatek seeks to impose.
[I. The Specification

The specification does not define or consistently use the phrase “pulsed heatifagt, |
while theclaims state that the controller provides “pulsed heating of said one or mbre hea
elements,” the specifitian inconsistentlyiscloses embodiments thabvide pulsed heating,
pulsed heat, angulsed currentgontrasts these phrases wetintinuous heating, continuous heat,
continuous current, and constant heatj fails to clearly distinguish the terms. This serves to
obfuscateather than clarify

The specification is cleahoweverthat thewhole point of the invention is using
“periodically applied heat” to cut hair without burning the skin. '034 Patent 1.14H¢ .
invention accomplishes thimy switchingthe currento the heat element off and on (i.e.,
pulsing), which allows the heat element to cool in between patgkEmits the amount dfeat
transferred to the skin over tim@&he relevant teachings are

e |d. at2:7-11: {A] pulsed heat generator provides pulsed heat at the heat elements
wherein the pulses of heat are short enough so that although the temperature is

high, the amount of heat transferred to the skin does not damage the skin. On the



other hand, hair that contacts the heat element is destroyed, due to the lower heat
capacity of the hair.”

Id. at 6:34-40: TT]he heat generator includes an interruptible power supply that
energizes said heat element, said controller controls the interruptible power
supply to peridically heat said heat generator to a temperature at which it is hot
enough to cut hair and then causes it to cool to a lower temperature at which said
skin surface is not damaged.”

Id. at 7:65-67: [S]aid pulsation allows the heat element to cool between pulses to
an extent that it does not burn the skin while still cutting’hair

Id. at9:28-42: “In a pulsed embodiment of the invention, the current through wire
100 is pulsed on for between 10 and 100 milliseconds. The length of current
pulse, for example, is based upon the peak temperature of wire 100, for example,
or other factors such as the speed at which wire 100 passes over skin 104. During
this short period of time, wire 100 heats to the desired temperaioseever, in

the short time that the current is on, the amount of heat generated is not sufficient
to heat skin 104 to a temperature at which it is damaBedause the heat

dissipates in skin 104 faster than in a hair, wire 100 does not have suffioent t

to damage skin 104, but cuts hair 102. Generally, wire 100 moves in a direction
108 along a portion of skin 104 and if the movement is halted, absent the pulsing
of the heat, wire 100 will burn skin 104.”

Id. at 11:34-48: “Power from power supply 3tuses heat element 324 to heat

to a temperature that is sufficient to bair, for example, between 700-800° C

when contact with a hair is between 10 and 50 milliseconds. An optional pulsar



320 (which can be part of power supply 310) regulates the current produced by
power supply 310 so that it, for example, produces pulsed heat for a period of
10-200 milliseconds such as 50 nTde time between pulses is regulated,
depending on the rest of the construction, to allow heat element 324 to cool
sufficienly and to be off for a sufficient period to avoid burning of the skin and
build-up of heat, even if heat element 324 is not mo&eherally, the pulse rate

is between 1 and 100 Hz. However, as described below, if mechanical motion is
provided to heat element 324 so that it does not continuously contact the skin,
high duty cycles and even continuous heating may be provided.”

Thus the specificatioteaches thagwitchingthe currenbff changes the temperature of
the heat elementBut Viatek’s construction goes too fay requiring that temperature change to
be “substantial.”"When currenpassinghrough a heat element is switched off, the heat element
will necessarily drop in temperature because it is constantly losing htbataos. True, that
drop may be a fraction of a degree given the heat element’s capacity to retaindaatpibnt
temperature, ankdow quickly the current is switched back dhthe pulse width is sufficiently
large, or the pulse repetition rate is sufficiently high, the teatpee change between pulses
(though presentjan be immeasurably smalProvided that the current is switched on and off
periodically, there is no basis to impose the additional requiretimanthe resultant temperature

changemeet a factfinder’s estirtian of “substantial’?

21n the Court’s reading dhe'034Patent theclaimsevendisclosepulse width and rate combinations that
would result in substantially constant temperabyr@nyreasonableneasure of the wordstibstantial' Claim 2
discloses pulse widthsebveen 10 and 10@illiseconds and claim 3 discloses pulse repetition rates between 1 and
100 Hertz 100 Hertz representf)0 onoff cycles per second). A combination of, for example, a pulse width of 99
millisecondsand rate of 100 Hertz would resultarl-milisecond” off” period per oroff cycle. It is hard tdelieve
that the heat element could drop to a “substantially” cooler temperaturaiitisecondunder any reasonable jury’s
understanding of the word “substantiaBut since expert testimorhas not been submitteh these issues, the
Court does not base its ruling on this observation, but rather thgudtiBcationsexpressed in this Opinion.
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V. The Prosecution History

The prosecution history is consistent with this result. There is no contradcay
and unmistakable” disavak The patent applicants disavowed devices in which the heat
element isconstantlyelectrified (and no other mechanism generates pulsgs)supra note 1.
But nothing amounts to a disavowal of devices in which the heat elements maintain a
substantially constantemperature.

V. The Court’s Construction

Although the Court agrees with Radiancy that there is no basis to impose a limitation of
substantial temperature change, Radiancy’s proposed construction (“the ac¢inof $esd one
or more heatlements by pulsed electricity”) is unsatisfactwy otherreasons. First, it does not
sufficiently distinguish between pulsed electricity and alternating muft&C”). AC, even
when continuously appliedan be misconstrued gsulsed electricity” insome sense because
AC alternates in a sinusoid between a positive and a negative volgegera(g Decl. {{L9-24,
ECF No. 145.)But the patent applicants disclaimed devices in whighent(AC or DC)is
continuously applied to the heat elemests,supra note 1,and the specification speaks in terms
of switching the current on and off (not varying the voltage periodicaig)supra pp.4-6.
Therefore, it is clear that continuously applfed is not “pulsed heating” within the meaning of
the ‘034 Patent. See alsoid. 20 (“AC line electricity is distinctly different from pulsed
electricity.. . .One of the clearest differences betwedh lie electricity and pulsed electricity
is that the waveform of AC line electricity is a continuous sinusoidal, while defarm of
pulsed electricity contains a series of discrete hi/low pu)seAC canbe used to generate
“pulsed heating” within the meaning of the '034 Paterfoifexamplesome circuit element
switches the &£ power on and off periodically. But the Court declines to construe “pulsed

heating” in a way that arguably encompasses continuously applied AC. Second, Radiancy’
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proposed construction excludes disclosed embodiments in which the heat elements are
continuously electrified and pulsed heating is generated by other (e.g., mechanical) means. See
'034 Patent 12:65-13:50, 22:47-63, figs.6-8. Figures 6 through 8, for example, disclose an
embodiment in which the heat elements are continuously heated (i.e., continuously electrified)
but are periodically removed from the skin to prevent skin damage. Id. As the heat elements in
this embodiment are not “*heat[ed] . . . by pulsed electricity,” the embodiment would fall outside
of Radiancy’s proposed construction. “[A] claim interpretation that does not cover a disclosed
embodiment is rarely, if ever, correct.” High Tech Med. Instrumentation, Inc. v. New Image
Indus., Inc., 135 F.3d 774 (Fed. Cir. 1997) (unpublished) (internal quotation marks omitted).
Third, Radiancy’s proposed construction uses both of the words that the parties seek to have
construed (“the act of Aeating by pulsed electricity’”), which risks impermissibly delegating the
construction function to the jury. Markman v. Westview Instruments, Inc., 517 U.S, 370, 387
(1996) (“Questions of construction are questions of law for the judge, not questions of fact for
the jury.” (quoting A. Walker, Patent Laws § 75, p. 68 (3d ed. 1895))).

For the foregoing reasons, the Court construes “pulsed heating of said one or more heat
elements” to mean “(1) periodic switching on and off of current to said one or more heat
elements or (2) ge13cration of pulses of heat by other means (e.g., by mechanical means).”

5
Dated: June/ , 2015 SO ORDERED:;

White Plains, New York %

NELSON S. ROMAN
United States District Judge
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