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UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF NEW YORK

L.M. SESSLER EXCAVATING AND
WRECKING, INC,

Plaintiff,
Case # 18CV-06534+PG
DECISION AND ORDER
BETTE & CRING, LLC,

Defendant

INTRODUCTION

Plaintiff L.M. Sessler Excavating and Wrecking, Inc. (“Plaintiff”) brings thisascfor
patent infringement against Defendant Bette & Cring, LLC (“Defendlgni'suant to Title 35 of
the U.S. CodeECF No. 16, at 1 Plaintiff alleges that Defendantl) directly infringed, and
continues to directlynfringe, its patented process for bridge demolition; (@jluced others
involved with New York State Thruway Department of Transportatibly SDOT’) ContractNo:

TAA 15-34B/D214390to infringe thepatent and (3) contributed to othergifringement by
providing those participants with the truck assembly described in the pdtett2-3.

Plaintiff filed its initial complaint on August 2, 201&CF No. 1. On August 26, 2016,
Defendant moed to dismiss that complaint pursuant to Federal Rule of Civil Procedure 12(b)(6)
ECF No. 8. Plaintiff responded by filing its Amended Complaint on September 16, 2016. ECF No.
16.0n October 11, 2016, Defendant moved to dismiamtiff's Amended Complaint pursuant
to Federal Rule of Civil Procedure 12(b)(6). ECF No. 20. For the reasons that followd&efe

Motion to Dismiss is GRANTEDand this action is DISMISSED.
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BACKGROUND

Plaintiff is a corporation organized under the laws of New Yamklits principal place of
businesss located in Waterloo, New York. ECF No.,18t 1 Plaintiff owns U.S. Patent No.
6,155,649 (“the ‘649 patent'which detailsa process for bridge demolitiold. at 2.Defendant is
a limited liability company organizednder the laws of New Yorkandits principal place of
businesss locatedn Latham, New Yorkld. at 1.Plaintiff alleges that Defendant’s activities have
infringed, and continue to infringe, the ‘649 patédiat 2-4.

The ‘649 patent protects a process for bridge demohtiara particular truck assembly.
ECF No. 16-1, at 10. Specifically, claim 1 of the ‘649 patent reads as follows:

A process for demolishing a bridge deck by means of a truck assembly equipped with a
receptacle comprised of a righda and a left side, a first wing rotatably connected to said
right side of said receptacle, comprising the steps of: (a) disposing saichssekbly
beneath said bridge deck, (b) rotating said first wing upwardly and outwandtysfaid
right side of said receptacle to a first position, (c) supporting saidwing in said first
position by means of a support contiguous with said first wing, (d) demolishthrdge
deck and causing debris to fall therefrom, (d) [sic] receigi@id debris from saidridge
deck within said receptacle, (e) [sic] ceasing supporting said firstiwsajd first position
and moving said first wing downwardly and inwardly towards said right sidei@df sa
receptacle, (f) [sic] moving said truck assembly, and (g) [sic] veérgosaid debris from
said receptacle.

Id. at 9. Plaintiff alleges that Defendant has directly infringed, and conttowkgectly infringe,
the ‘649 patent in connection with its work on NYSDOT Contract No: TAAB4B/D214390.
ECF No. 16 at 2 In paragraph 9f its Amended ComplaintPlaintiff offers the following

description of thallegedly infringing process:

[The process] is accomplished by means of a truck assembly equipped with actecept
comprised of a right side, a left side, and a firistg rotatably connected to the right side

of the receptacle, and comprises the steps of: disposing the truck assenailth ltbe
bridge deck; rotating the first wing upwardly and outwardly from tgbtrside of the
receptacle to a first position; suppog the first wing in the first position by means of a
support continuous with the first wing; demolishing the bridge deck and causing debris t
fall therefrom; receiving debris from the bridge deck within the pixde; ceasing
supporting the first wing in the first position and moving the first wing downwardly and
inwardly towards the right side of the receptacle; moving the truck biseand
removing the debris from the receptacle.



Id. at 2-3. Plaintiff dso aserts that, in the alternative, Dedlant is liable on theories of induced
and contributoryinfringement.Id. at 3. For all three grounds, Plaintiff additionally claims that
Defendant’s infringement was willfdlid. at 4.

LEGAL STANDARD

In ruling on a 12(b)(6) motion to dismiss for patemtingement claims, the law of the
regional circuit governdMicZeal v. SprinlNextel Corp.501 F.3d 1354, 1355-56 (Fed. Cir. 2007)
(“A motion to dismiss for failure to state a claim upon which relief can be gramta purely
procedural question not pertaining to patent law.”). Although some courts appeat Eetiesl
Circuit decisions as authoritative on this pleading standard, the proper guidanceaserssould
come from the lead of the Second CircGiée, e.g.Regeneron Pharm., Ing. MerusB.V, No.
14-cv-1650(KBF), 2014 WL 2795461, at *1 & n.1 (S.D.N.Y. June 19, 2054 alsdMcZeal
501 F.3d at 1356 (“[O]n review we apply the law of the regional circuit.”).

As a general matter, Federal Rule of Civil Procedure 8(a)(2) instructscaiplaint must
include “a short and plain statement of the claim showing that the pleaditlexido relief.” In
Bell Atlantic Corp. v. TwombJ\650 U.S. 544 (2007), amshcroft v. Igbal556 U.S. 662 (2009),
the Supreme Court clarified the requirertsesf Rule 8(a)(2) for “all civil actionslgbal, 556 U.S.
at 684. To be sufficient, a pleading “does not require ‘detailed factuahtding,” but it demands
more than an unadorned, tlefendant-unlawfullyrarmedme accusation.Id. at 678 (quoting
Twombly, 550 U.S. at 555). In that vein, “[a] pleading that offers ‘labels and conclusions’ or ‘a

formulaic recitation of the elements of a cause of action will not dd.’ (uotingTwombly 550

L willfulnessspeaks to the nature of the infringemeittis a basis for enhancing damages, not a theory of liability in
itself. See35 U.S.C.§ 284.Plaintiff's allegation of willful infringemenis not addressed in Defendant’s Motion to
Dismiss or either of the subsequent memoraAdadiscussed belowhowever,the claims of infrigement are not
adequately pleade sothe Court need not reach this issue.
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U.S. at 555). Rather, “a complaint must contain sufficiactufal matter, accepted as true, to ‘state
a claim to relief that is plausible on its face.ld. (quoting Twombly 550 U.S. at 570). That
measure of plausibility requires “more than a sheer possibility that a detehds acted
unlawfully’—the pleadeddcts must permit a “reasonable inference” of liability for the alleged
misconductld.; see also Faber v. Metraife Ins. Co, 648 F.3d 98, 104d Cir. 2011) (instructing
that “all reasonable inferences” are to be taken in the plaintiff's faBeyondthe facts alleged
in the complaint, a court may also consider “documents attached to the complhibits[] and
documents incorporated by reference in the compladiEblco v. MSNBC Cable L.L.C.622
F.3d 104, 111 (2d Cir. 2010).
l. Direct Patent I nfringement

The current pleading standard for claims of direct patent infringemeninemaesolved
in the Second Circuit. Whilgbal andTwomblyclarified the basic contours of Rule 8(a)(2), courts
remained divided as to the cases’ effect on claingsre€t patent infringement. Prior to December
1, 2015, some courts maintained that the #vasting Federal Rule of Civil Procedure 84 and
accompanying Form 18 signaled the prevailing pleading requireme®¢®, e.g.K-Tech
Telecomm, Inc.v. Time Wanmer Cable, Inc.714 F.3d 1277, 12884 (Fed. Cir. 2013) (citin{n
re Bill of Lading 681 F.3d 1323 (Fed. Cir. 2012) (applying Sixth Circuit law)) (applying Ninth
Circuit law). On December 1, 2015, Congress abrogated Rud@he appended Form 1B.g,

Gym Door Repairs, Inc. v. Young Equip. Sales, @6 F. Supp. 3d 869, 891 (S.D.N.Y. 2016).

2 The former Rule 84 provided that the pleading forms appended to the FedesabRGivil Procedure “suffice
under these rules and illustrate the simplicity and brevity that thesecanitssmplée.” Fed. R. Civ. P. 84 (abrogated
2015). The only information required by Form 18 included

(1) an allegation of jurisdiction; (2) a statement that the plaintiff owns ttemp43) a statement

that the defendant has been infringing the patent by making, selling, anchesiteyiceembodying

the patent; (4) a statement that the plaintiff has given the defenda® obits infringement; and

(5) a demand for an injunction and damages.
Gradient Enters Inc. v. Skype Techs. S,848 F. Supp. 2d 404, 407 (W.D.N.Y. 2012).
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Congress noted, however, that the abrogation “d[id] not alter existing pleadmdpsts or
otherwise change the requirements of Civil RuleR&d. R. Civ. P. 84 advisory committee’s note
to 2015 amendmergabrogated 2015As a result, at least one district court has maintained that
the requirements of the former Form 18 still dictate the standard for pleadindiréo
infringement of a patenSee Hologram USAnNc. v. Pulse Evolution CorpNo. 2:14cv-0772-
GMN-NJK, 2016 WL 199417, at *2-3 & *2 n.1 (D. Nev. Jan. 15, 2016).

Before the abrogation of Rule 84, the Second Circuit had not spoken to the relationship
between Rule 84, Form 18, aiavomblyandigbal. SeeLydav. CBS Corp.No. 14CV-6572
(VEC), 2015 WL 4393120, at *2 (S.D.N.Y. July 16, 2018ggeneron2014 WL 2795461, at *1.
Courts in this district called attention to the issue, but no definitive direction eme@geupare,

e.g, Automated Transactions, LLC v. First Niagara Fin. Grimc, No. 16CV-00407(A)(M),
2010 WL 5819060, at *5 (W.D.N.Y. Aug. 31, 2010)adopted 2011 WL 601559 (W.D.N.Y.
Feb. 11, 2011) (“[R]econciling the dictatesTafomblyandigbal with the Appendix Forms is not
merely difficult, it is impossible. . . . [U]nless or until Rule 84 is amendeche.sufficiency of [a
plaintiff's] direct infringement allegations is governed by Appendix Form 18 ., with) Gradient
Enters, Inc.v. Skype Techs. S,848 F. Supp. 2d 404, 4608 (W.D.N.Y. 2012) (flagging the
disagreement among lower courts and citing “either standard” as warrastimgsdil). Since Rule
84’s abrogation, the Second Circuit has not addressed the standard for pleadingfothrett

infringement,see Gym Door Repar 206 F. Supp. 3dt 891, nor has the Federal Circuit

3InLyda v CBS Corp.838 F.3d 1331 (Fed. Cir. 2016), the Federal Circuit invoked “the law tife Second Circuit”

to reason that the Form 18 standard governedhlpregationld. at 133738 & 1337 n.2. The cases upon which it
then relied, however, were thasewhich it had applied the laws of other circuBge idat 133738 (citing K-Tech

714 F.3d 1277 (applying Ninth Circuit law), ahdre Bill of Lading 681 F.3d 1323 (applying Sixth Circuit law)).
The Federal Circuit addressed this concerK-fech maintaining that its “decision regarding the requirements of
Form 18 and its relationship to the pleading standards set forthkamblyandlgbal was dictated by Supreme Court
precedent.”"K-Tech 714 F.3d at 1283 n.1 (noting that its determination of Fb8®m precedence would be “no
different” for any circuit). It is worth noting, then, thayda does not provide definitive guidance as to the pre
abrogation approach of the Second Circuit.



interpreted the Second Circuit’s likely approach. Accordingly, the matpersapto be one of first
impression in this district.

A number of courts to address the paldibgation standard have reasoned thahibber
barof Twomblyandigbal is the proper ondz.g, Crypto Research, LLC v. Assay Abloy, |36
F. Supp. 3d 671, 685 (E.D.N.Y. 2017) (“As a result of [the 2015] change, most courts to consider
the question have concluded that tfievombly pleading standard now applies to direct
infringement claims.”)Gym DoorRepairs 206 F. Supp. 3d at 8992. This Court agree3he
alrogation of Rule 84 and Form Hased any ambiguity regardiigvomblyandigbal’'s clear
application to “all civil actions.’See, e.qg.Cont’'l Circuits LLC v. Intel Corp.No. CV162026
PHX DGC 2017 WL 679116, at *24 & *4 n.5 (D. Ariz. Feb. 21, 2017kbncluding the same and
interpreting preabrogation Advisory Committee deliberations)Digital Corp. v. iBaby Labs,
Inc., No. 15¢cv-05790JST,2016 WL 4427209, at *23(N.D. Cal. Aug. 22, 2016)xddressing the
Hologramcourt’s application of the Form 18asidard).Thus, the propemeasurdor pleading a
claim of direct patent infringementtise standardrticulated inTwomblyandigbal.

. Indirect Infringement

With respect to claims of indirect patent infringemehtre, contributory and induced
infringement—eourts have repeatedly agreed that the pleading standdndamhblyand Igbal
governsSee, e.gPecorino v. Vutec Corp934 F. Supp. 2d 422, 446 (E.D.N2012);Gradient
Enters, 848 F. Supp. 2d at 408-09.

DISCUSSION
Direct Infringement Claim
Plaintiff alleges that Defendahtsdirectly infringed, and continues tdirectly infringe,

claim 1 of the ‘649 patenBlaintiff's process for bridge demolitio®ection 271(apf the Patent



Act provides, “Except as otherwise provided in this title, whoever without authority madess
offers to sell, or sells any patented invention, within the United States or intgortee United
States any patented invant during the term of the patent therefor, infringes the patent.” 35 U.S.C.
§ 271(a) To state a claim for direct infringement, a plaintiff must plead facts indicating that “a
steps of [the] claimed method are performed by or attributable to a sirgle” eBeeAkamai
Techs, Inc. v. Limelight NetworksInc, 797 F.3d 1020, 1022 (Fed. Cir. 201Bh banc) (per
curiam)

Here, Plaintiff fails tosatisfy the pleading standard fiis direct infringementclaim.
Although Plaintiffspecifies the relevamYSDOT contract and alleges that Defendant performed
each step of the patent claim at issue, it does so using exacityentirely—its own patent
languageTo the extent Plaintiff addresses every element, it is onjyalbsotingthe patent claim
and prefacing it with an introductory attribution to DefendaimderTwomblyandigbal, Plantiff
must do more thaoffer mere*“labels and conclusiors See Igbal 556 U.S. at 678 (quoting
Twombly 550 U.S. at 555)By describing Defendd’s conduct solely in the words of its own
patent, Plaintiff implicitly concludes that Defendant’s process nedlysserets every element of
the patent claim-a legal determination, not a factual allegation.

Plaintiff maintains that being forced to debe the patent differently would leave it “in

the untenable position of having to use imprecise wording to avoid dismissal.” ECF, b 621

4 By way of example Defendant’s pleadings represent an inverted form of the pleadinigsue inAutomated
Transactions 2010 WL 5819060. Ihutomated Transactionthe plaintiff recited theelements of itpatent claims
and alleged that the defendant was “using ATMs withis judicial district and elsewhere in the United States which
incorporate every element of the above claims or substantial equivalentd.ttH@eeond Amended Complaint and
Jury Demand for Patent Infringement aB2Automated Transactions, LLC v. First Niagara. [&m., Inc., No. 10
CV-00408(A)(M) (W.D.N.Y. Aug. 31, 2010), ECF No. 59. While the court determinatttie pleadings met the
Form 18 standard, it reasoned that they would have failetvtbenblyandlgbal standardAutomated Transactions
2010 WL 5819060, at *2, *55. In this case, Plaintifioes identify the specifilYSDOT contract connected to the
activity at issueHowever Plaintiff thenrecites the elements of its patent claiarbatim,asits description of
Defendant’s alleged condu—a structural difference frorAutomated Transactionbut the same rote recitation and
conclusory attribution.



But Plaintiff's own argumentsreveal otherwisein its Memorandumof Law in Opposition
Plaintiff summaries Deéndant’s processithout simplyrepeatinghe wordsof its patent claim
Id. at 5. There is anotabledifference between using patent laaga to aid ira description and
invoking a rote recitation of thgatentclaim at issue. The former may be permissible; the latter
becomes conclusorfompareAvago Techs. GeiP (Sing.) PTE Ltd. v. Asustek Comput., Inc.
No. 16€v-00451-EMC, 2016 WL 1623920, at *4 (N.D. Cal. Apr. 25, 20@6¥ Comcast Cable
Comms., LLC v. OpenTV, In819 F.R.D. 26927475 (N.D. Cal. 2017) (“[W]hilAvagorejected
the notion that ‘a patent infringement complaint thagely tracks the language of the claims to
allege infringement igsufficient per sgit did not endorse the very different proposition . . . that
a patent infringement . . . complaint tbatytracks the language of the asserted claimsfficient
per se . . . [T]he operative complaint livagocontained more than conclusory allegations that
merely tracked the language of the asserted claims.” (engpimasgginal)). Reliance oine patent
language alon® describe Defendant’s alleged condwectders Plaintiff'claima legal conclusion
insufficient to meet thpleadingstandard offwomblyandigbal.
. Indirect Infringement Claims

Plaintiff maintains that, in the altermat, Defendant is liable undertheory of induced
infringement. Section 271(b)of the Patent Actinstructs that “[w]hoever actively induces
infringement of a patent shall be liable as an infringer.” 35 U.S2Z1§) For a claim of induced
infringement to survive a motion to dismiss, the complaint must include facthithatthere has
been direct infringement, and second that the alleged infringer knowingly indudadenient
and possessed specific intent to emage another’s infringemenGradient Enters.848 F. Supp.
2d at 40809 (quotingeonCorp. IP Holdings LLC v. FLO TV Inc802 F. Supp. 2d 527, 533 (D.

Del. 2011)).



Plaintiff also advances an alternataegationof liability for contributory infringenent.
Section 271(chf the Patent Aadtlictates,

Whoever offers to sell or sells within the United States or impaisiie United States a
component of a patented machine, manufacture, combination or composition, or a material
or apparatus for use practicing a patented process, constituting a material part of the
invention, knowing the same to be especially made or especially adaptezk for an
infringement of such patent, and not a staple article or commodity of cammeitable

for substantiahoninfringing use, shall be liable as a contributory infringer.

35 U.S.C. § 271(c). To sufficiently plead conttilmy infringement, a plaintiff must allege facts
showing ‘1) thatthereis direct infringement, 2) that theccusednfringer had knowledgef the
patent,3) that the component has no substantial noninfringing asels(4)that the component is
a material part of the inventidnMedgraph, Inc. v. Medtronic, Incl11l F. Supp. 3d 346, 352
(W.D.N.Y. 2015) (quotind-ujitsu Ltd. v. Netgear Inc620 F.3d 1321, 1326 (Fed. Cir. 2010)).
Both induced infringement and contributory infringement claims require an adequate
pleading of direct infringemenWith respect tats induced infringementlaim, Plaintiff alleges
that “other participants in thaork connected with [the NYSDOT contract]. . use[d]the
infringing bridge @molition process describé&d paragraph 9 of this Amended CompldiECF
No. 16 at 3 Similarly, for its contributory infringement claim, Plaintiff maintains that “other
participants in the work connected with [the NYSDOT contract] . . . use[d}fubk assembly
described in paragraph 9 of this Amended Comphksra material component in carrying out an
infringing bridge demolition process comprising the steps setifogaragraph 9 of this Amended
Complaint.”ld. In simply referencing the description from its direct infringement claim, Plagtiff’

induced and contributory infringement claims suffer the same fate. The Cadiriotesldress the



sufficiency question any further, since the requisite claims of direchgeiment have not been
adequately pleadet.
CONCLUSION

For the reasons stated, Defendant’s Motion to Dismiss Plaintiff's Amendegl&iatn
(ECF No. 20) is GRANTED, and Plaintiffs Amended Complaint (ECF No. 4®ISMISSED.
The Clerk of the Court is directed to close this case.

IT IS SO ORDERED.
Dated: October 17, 2017

Rochester, New York W 3 Q

HON. FRANK P. GERACI, J@/ .
Chief Judge
United States District Court

5> Notably, however, the claim that “othens3ed the processould also need to clearly allege that each participant
performed every element tiat claimed processreliance on a combination of actors would implicate additional
requirementsSee Akamai797 F.3cat1022-23.
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