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UNITED STATESDISTRICT COURT
NORTHERN DISTRICT OF OHIO
EASTERN DIVISION

Altronic, LLC, ) CASE NO.: 412CVv2981
)
)
Plaintiff, ) JUDGE JOHN ADAMS
)
V. ) ORDER AND DECISION
)
Jason Green, et al., )
)
)
)
Defendand. )
)

This matter comes before the Court on Motion for a Temporary Restraining fDedeby
Plaintiff Altronic, LLC. The Court has been advisedls reviewed the parties’ motions and
supporting documentgand has reviewed the applicable lawloreover, the Court cwucted a
hearing, received testimony, and reviewed exhibits on December 7, 2012. For tms tieais
follow, the motion iIDENIED.

l. Facts

On June 30, 2002, Altronic entered an asset purchase agreement with Gas Teshhaotogie
(“GTI") and numerous individuals, including Jason Green. The primary assets at issu@owvere t
patents, the ‘260 patent and the ‘395 patefbhese patents involved a “hiel control system and
assembly for reciprocal diesel engine powered electric generators.” Essettieylydetailed a
system tht would allow a diesel powered engine to be converted overfteeloand utilize natural
gas in addition to diesel fuel. On May 20, 2005, the parties entered into an amendmeassetthe
purchase agreement. Under the agreen@hitwould be reformed as an entity known as Gaseous
Fuel Systems Corp. (“GFS”). Within that agreement, Altronic also entei@dn exclusive patent

agreement with GFS, licensing the ‘260 and ‘395 patents in exchange for roughly $1.85 million.
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In addifon to the agreements described above, Defendant Jason Green also entered into two
employment agreements with Altronic. First, Green worked as an empldysger, Green signed a
consulting agreement with Altronic. Green terminated that agreement ombs&@&4., 2011. The
underlying complaint in this matter was filed on November 19, 2012 in state court andretartisef
licensing agreement and the consultant agreement. Defendants removedahemia¢cember 4,
2012, and this Court conducted a TRO hearing on December 7, 2012. The Court now tlesolves
motionfor a TRO.

. Law and Analysis

When determining whether to issue a temporary restraining order or aipagjinmjunction,
this Court considers the following four factors:

(1) whether the movarttas d'strong” likelihood of success on the merits; (2) whether

the movant would otherwise suffer irreparable injury; (3) whether issuance of a

preliminary injunction would cause substantial harm to others; and (4) whether the

public interest would be served by issuance of a preliminary injunction.
McPherson v. Michigan High Sch. Athletic Ass119 F.3d 453, 459 (6th CiL997) (en banc)
(quotingSandison v. Michigan High Sch. Athletic As$4 F.3d 1026, 1030 (6th Cit995)). This
Court must balance the four factors while noting that none should be consigeeeequisite to the
grant ofinjunctive relief SeeUnited Food & Commercial Workers Union, Local 1099 v. Southwest
Ohio Reg’l Transit Auth163 F.3d 341, 347 (6th Cit998). Moreover, a @intiff must present clear
and convincing evidence in support of the four factoPsocter & Gamble Co. v. Stonehadv0
Ohio App.3d 260, 267-68 (Ohio Ct. App. 2000).

A. GFS
First, Altronic seeks to enjoin GFS from attending a trade show that begins emibacl 1,

2012. In support, Altronic claims that GFS is in breach of the patent licensirgmage The

agreement allows for GFS to utilize the two patents described above in a agaffield of use,”-



the mobile field. At the same time, Altronic reserved all rights to use the paten¢sstationary
field of use. The agreement also provides as follows:
If either or both LICENSEE or LICENSOR make Improvements, patented or
unpatented, the Parties agree that each will have an exclusive right tp haake
made, use, sell, or offer for sale the Improvements as follows: LICENSHEE
Field of Use and LICENSOR outside the Field of Use.
Doc. 7-6 at. 3. Moreover, the agreement defined “improvements” as follows:
‘Improvement’” means any knowledge, information, design, data, drawings,
know-how, concepts, observations, techniques, products, methods, software, design
changes and the like that modifies, improves, adds or changes a componend) mat
and/or process useful in or related to the Patents.
Doc.7-6 at 2.
There is no disagreement that GFS has placed a product on its website that ishreutsltk t
of use, the EVESP system. However, the parties strongly disagree over whether th&SEVO
system falls with the realm of the licensing agreemdntthat regard, the Court reviews the four

factors described above in its TRO analysis.

1. Likelihood of Success on the Merits

Upon review, the Court finds that Altronic has not presented clear and convincing ewilence
a strong likelihood of success on therits.

In support of its claim, Altronic offered testimony that the E8Pis offered on GFS’
website and provides much of the same functionality of tHadbisystem described in the patents.
Altronic, however, sought to equate the functionality of the system with its comgoné other
words, Altronic asks the Court to conclude that since the patented system and t&PEM{@r
similar features, the EV@Pmust therefore be an improvement under the licensing agreement. In
that respect, the Coudcknowledges that the parties have broadly defined “improvement” to
essentially include any conceivable system that is related to the patentsnaramgr. Further, it is

possible that further discovery in this matter may ultimately lead to that cmmclusiowever, the



evidence before the Court currently does not show by the clear and convincdgrdtthat the
EVO-SP is an improvement.

Instead, Jason Green’s testimony indicated that he attempted to improve upon tlserpatent
order to make them more functional with today’s highly electronic diesel engi@&een swore in
his declaration that his company, GFS, expended nearly $2 million in an effort to irttpe@atents.
According to Green, these efforts were an unmitigated failure. Gheenaserts that he started
from a clear slate and developed the ESP system. Green swore during his testimony that this
system was effectively “the opposite” of what was patented. Green alsaldpat he was aware
that it was the opposite because he thashamed inventor of both the patents at issue.

In response, Altronic sought to demonstrate that the £5¥Csystem fell under the broad
definition of improvement. To do so, Altronic cressamined Green on the issue. The Court
acknowledges that Greeraw/ evasive, at best, when answering this line of questioning. However,
the questions themselves were also inartful. For example, Green was askesr WieeEVGSP
system was a technique, or a product, or a method, or any of the other terms utilizet:fimiinen
of “improvement” in the licensing agreement. However, even an affirmativesats\any of these
guestions would not tie the EVOP system to the underlying patents. Thatesen a method or
technique or product must be “useful in or related to” the patents in order to be an improvdinent
record simply lacks the evidence to draw a comparison between theSB¥8Xomponents and the
components detailed in the patents.1

Again, the Court recognizes that any shortcoming in this eviderigelis the result of the
fact that Altronic learned of the existence of the ESP prior to it being commercially sold.

Accordingly, while there is a twdimensional picture of the product on a website, no one from

1 The Court wouldalso note that Altronic’s own witnesses declined to opine on the medriagan terms in the
patents, making it all the more difficult for the Court to conclude tlaEWO-SP is an improvement on those undefined
terms.



Altronic has ever been able to fullyew the EVQSP to opine on its components and analyze their
similarity or dissimilarity to the patents at issue. However, without such a dgompaAltronic

cannot meet its high burden of showing by clear and convincing evidence that it has a strong
likelihood of success on the merits.

2. lIrreparable Injury

The Court also finds that Altronic has fallen short of demonstrating irreparginig. i It is
unclear what would be irreparable with respect to the injuries herein. Ties pave entered into a
licensing agreement. Under that agreement, GFS is free to utilize any impnisdémthe patents
within its field of use. As such, it cannot be a loss of goodwill from the percepadrGFS is
somehow more innovative than Altrorisuch a conclusion calibe reached by the general public if
GFS simply utilized the improvements within the field of use. Any lost sasedtirey from the
EVO-SP system being placed on the market would be readily compensable through ynonetar
damages. Accordingly, this promgeighs against issuing the injunction.

3. Harm to Others

The Court finds that this prong neither weighs heavily against or heavily in fawgsuirfg
the TRO. There is no question that GFS would suffer a substantial monetary tf@nmjéinction
were toissue, having invested a substantial amount of money in preparation of the tradeshow.
However, if GFS were in breach of the agreement, its harm would be legelbyant. There was
testimony from Jason Green that several of its current customerdhiganobile field were planning
on attending the tradeshow to see the EM®system and to determine whether they would expand
their agreement with GFS. Thus, these companies could conceivably be ha@G®&disfenjoined
at this late date. At the same time, the record amply demonstrates that thisgegterdadeshow in
the world for the stationary{fuel market, so it is unlikely that theserd parties would be harmed in

any meaningful way if one vendor were not to appear. As such, this prong neither weagls or f



against issuing the TRO.
4. Public Interest
There is a strong public interest in having access to the newest technology ankigtamthe
bi-fuel industry. The parties clearly recognized this fact by allowing edhbr to utilize
improvements to the patent in their respective fields of use. As any resulesgwsth lead to
calculatable monetary damages, the public interest supports allowing thetiexhdbi the new
technology of the trade show.
Based upon the above, the Caletlines to enjoin GFS from attending the trade show. With
respect to GFS, the motion for a temporary restraining order is DENIED.
B. Jason Green
Altronic also seeks to enjoin Jason Green’s employment with GFS. In suppoohidltr
relies upon a non-compete provision in Green’s consulting contract that provides:
Consultant covenants and agrees that he will not for a period of five (S)fy@arthe
actual date that Consultastivork for Company ceases, for whatever reason take any
actionto foster competion with the business of Company including but not limited to
the GTIBusiness and, in particular, will not:
(i) directly or ndirectly own, manage, operate, join, control,participate in the
ownership, management, operation or contfhl or be conneted as a partner,
consultant or otherwise with atsiness or entity involved in the manufacture, sale
or distributionof controls for reciprocating engines arfbel conversion systenfer
reciprocating engines, except for those cases whereesigihes are installed solely
in, and provide power for the mobility of, vehicles; or
(i) intentionallyinduce or assist others to induce or attemptdace, in any manner,
directly or indirectly, any distributoragent, consultant, representative, customer,
client, or any otheperson or concern dealing with or in any way associated with
Company to terminate or to modify in any other fashion ta#&iement of Company,
such association with Company.

Doc. 11 at 12. Effectively, by the terms above, Greanl@¢maintain his position with GFS so long

as GFS stayed in the mobile market and out of the stationary market.



However, there are numerous factors that this Court must consider in evaluating the
non-compete provision.

A covenant restraining an employeerh competing with his former employer upon

termination of employment is reasonable if the restraint is no greater thaunirede

for the protection of the employer, does not impose undue hardship on the employee,

and is not injurious to the public. The factors to consider when deciding whether a

noncompete clause is reasonable include: 1) the absence or presence afrsrasati

to time and space, 2) whether the employee represents the sole contact with the

customer, 3) whether the employee is possesghdonfidential information or trade

secrets, 4) whether the covenant seeks to eliminate competition which wouldibe unfa

to the employer or merely seeks to eliminate ordinary competition, 5) whether th

covenant seeks to stifle the inherent skill argerience of the employee, 6) whether

the benefit to the employer is disproportional to the detriment to the employee, 7)

whether the covenant egates as a bar to the emplogesdle means of support, 8)

whetlrer the employes’ talent which the employeesks to suppress was actually

developed during the period of employment, and 9) whether the forbidden

employment is merely incidental to the main employment.
Alan v. Andrews2007 WL 1544717, at *8 (Ohio Ct. App. May 22, 2007) (citation and quotation
omitted).

A review of the above factors weighs strongly against enforcing thesmpete provisioat
this early stageof the litigation. Initially, there is no geographic limitation to the covenant.
Secondthe fiveyear span is certainly on the outeritsnf not beyond those limits of reasonable.
This fact, however, can be remedied by the Court ultimately reducing that pertodeof As
Green’s consulting agreement was terminated less than one year agongiiie norcompete as of
today would not be unreasonable. The remaining factors, however, weigh agaircgraaht.

The record before this Court demonstrates that Green is not in possessionidentianhf
information or trade secrets. Instead, the record reflects that anyation that Geen possesses is
already known to GFS through two different mechanisms. First, GFS wasilautiistfor Altronic,
thereby gaining access to customer and price lists. Further, GFS emplogsnplamyees that

previously worked for Altronic. Testimony be#this Court demonstrates that these employees did

not have confidentiality agreements and had the same knowledge of Altronic’s opéletiddseen



has. Accordingly, there is nothing in the record to suggest that Green hasmaifidormation
thatwould be unknown to GFS but for his ongoing employment.

The covenant also seeks to eliminate all competition, not simply unfair competfimmthat
matter, the covenant prohibits not only competition, but any attempts to evem™“tmstgetition.
There is also little doubt that the covenant seeks to stifle the inherent skill of Jasen. G
Throughout his consulting agreement, Green maintained employment with GFS.g atinime
frame, Green was actively attempting to create and innovate imfhel lzonversion field. In fact,
Green contends that the EV&P system at issue herein is really just a carryover from his work on the
EVO-MT system in the mobile field. Thus, it is clear that covenant seeks to s Ginherent
skills.

The Courtacknowledges that the covenant does not bar Green’s sole means of support.
Green and GFS could continue in the mobile field and maintain some form of income.verdive
detriment to Green is disproportionate to the benefit to Altronic. Green wolddddmtosed from
utilizing technology he claims to have developed, and Altronic would effectimedglbse significant
competition in stationary marketMoreover, Altronic is simultaneously seeking monetary damages
from GFS for any ultimate sales of tB&%/O-SP, so any additional damage flowing from Green’s
employment would be minimal.

Finally, it is undisputed that Green'’s talents were not developed while workingtfoni&l
In fact, Green’s employment with Altronic only begater Altronic purchasegbatents for products
that Green had invented. Further, Green testified that he attempted to approagbnmeanat
Altronic about the possibility of improving their products. It was only afteroAlt declined to
pursue this venture that Green sought to improve the products. Thus, it is cl€&rethrds talents
existed prior to his employment and that Green offered his talents once again duemglbigment,

only to have that offer declined.



Based upon the above, the Court cannot find that Altronic has shoegleds and convincing
evidence a strong likelihood of success on the merits on itsompete claim. Moreover, the
Court’s analysis above encompasses the harm to Green and the public interest, so itavedaatet
those issues any further.

Findly, theCourt finds no irreparable harm flowing from Greeamployment. As detailed
above, he has no confidential informattbatwould not be otherwise unknown to GFS. Moreover,
if GFS has breached the licensing agreement, Altronic wilillhye compensated through monetary
damages. As Greencontinued employment directly aligns with the allegations of the licensing
agreement breach, the monetary damages will similarly overlap. As such, thdi@suthat no

TRO should issue againsté&n.

1. Conclusion
Altronic’s motion for a temporary restraining order is DENIED.

IT IS SO ORDERED.

Date:December 10, 2012 5/ Judge John R. Adams
JUDGE JOHN R. ADAMS
UNITED STATES DISTRICT COURT




