J. M. Smucker

(

Company v. Promotion In Motion, Inc. Dog.

IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF OHIO
J.M. Smucker Company, Case N0.5:19¢v1116
Plaintiff,
-VS- JUDGE PAMELA A. BARKER

Promotion in Motion, Inc.,
MEMORANDUM OPINION AND
Defendant ORDER

Currently pending is Defendant Promotion in Motion’s Motion to Dismiss Amen
Complaint. (Doc. No. 14.) Plaintiff J.M. Smucker Company filed a Brief in Oppos{Doc.
No.17), to which Defendant responded (Doc. No. 18.) For the following reasons, DefeMiztidh
is GRANTED IN PART and DENIED IN PART, as followsDefendant’'s Motion to Dismiss
denied to the extent it seeks dismissal based on thefl@eksonajurisdiction but is granted on the
basis of the anticipatory action exception toftrst-to-file rule.
l. Procedural History

On May 17, 2019, Plaintiff J.M. Smucker Company (hereinafter “Plaintiff” or (&ar”)
filed a Complaint in this Court against Defendant Promotion in Motion (hereiriBiééendant” or
“PIM”) seeking a declaratorjudgment that its use of the phrase “Fruit is Glimgredient” did not
infringe on any rights of Defendant. (Doc. No. 1.) PIM filed a Motion to Disonisiune 17, 2019,
arguing that Smucker’'s Complaint should be dismissed for lack of personal jurisdidibec@ause

it constitutes an anticipatory action designed to deprive PIM of its choiceunf fofDoc. No. 9.)
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On July 8, 2019, Smucker filed an Amended Complaint, which added an alternative claim for
trademark infringemerand unfair competitio. (Doc. No. 12.) Pursuant to Stipulation of the parties,
PIM’s Motion to Dismiss was denied as mo&eeNon-Document Order dated July 19, 2019.

PIM filed a second Motion to Dismiss shortly thereafter, on July 22, 2019. (Doc. No.|14.
Therein, PIM gain argusthat the instant case should be dismissed for lack of personal jurisdi¢tion
and because it constitutes an anticipatory action designed to deprive PIVhofdesaf forum. Id.)
PIM further assestthat Smucker’s trademark infringement olashould be dismissed for failure tq
state a claim under Fed. R. Civ. P. 12(b)(6). Smucker filed a Brief in Opposition on Adgei9
(Doc. No. 17), to which PIM responded on August 28, 2019 (Doc. No. 18.)

Il. Factual Allegations

Plaintiff Smuckeris a leading manufacturer of consumer fgodductsin North America,
including jams, jellies, and preserves. (Doc. No. 1 at 1 9, 15.) It is an Ohio corpoiittids w
principal place of business in Orrville, Ohidd.(at T 2.)

Defendant PIM is in the business of developing, manufacturing, marketing amoudisg
branded confectionary, snack, and candy produ@eeDoc No. 15 (Declaration of Michael
Rosenberg (hereinafter “Rosenberg Decl.”) at § BIM develops these products under its own
brands and also pursuant to license agreements from third party enti@sPIM is a Delaware
corporation with its headquarters and principal place of business in Allendalgdrsey. If. at 1
3,4)

In 2013, Smucker launctats Smucker'Natural Fruit Spread product line. (Doc. No. 1 gt
1 16.) This product is made from fruit, sugar, fruit pectin, and citric acid, and contains no

preservatives or higfructose corn syrup.ld. at § 17.) Smucker alleges that “it is praidhe fact




that fruit is the first ingredient listed on many flavors ofStauckers NaturalFruit Spread product”
and, “from time to time, since at least as early as 2014, it has highliglatefddt in its advertising.”
(Id. at 1 19.)

One of PIM’s nost successful products is Welch’s Fruit Snacks, which was introduce
2001! (Rosenberg Decl. at 19.) Since 2015, PIM has prominently used the tagline “FruitSs ¢
Ingredient!” at thetop of the packaging for Welch’s Fruit Snackkl. &t 1 10) PIM further alleges
that it “has also made extensive and repeated usage of the PIM Mark in adyaric promoting
the Welch’'s Fruit Snacks product, spending many millions of dollars on such advertsen
promotions, and marketing."d()

PIM bemame aware that Smucker was using the slogan “Fruit is &ungredient” in
connection with its jams, jellies, and preserved. dt {1 11.) On April 2, 2019, PIM sent a cease a
desist letter to Smucker, in which it stated that SmucKpraminent use of an identical replica o
the PIM Tagline is likely to deceive consumers into believing that there is soiiatiaff or
connection between the parties’ respective products.” (Doc. No. 12-1.) PIM stat&hibaker’'s
conduct . . . constitutes a violation of the Lanham Trademark Act of 1946, 15 U.S.C. 88 1114(
1125(a), as well as applicable state lawid.)( It demanded that Smucker immediately cease &
desist from any further use of designation “Fruit is dtingredient” and stated “[u]nless we receiv|
prompt written assurances by no later than April 12, 2019 of Smucker’s intention to contply
such demand, we shall have no alternative but to recommend that our client considestepthg

designed to protect its valuable trademark righttd?) (

1 PIM states that it markets Welch’s Fruit Snacks pursuant to an exclusinsedifrom Welch Foods, Inc., A Cooperative,

which has granted PIM the exclusive right to use Welch’s trademark @atorgs on that mark in connection with fruit
snacks and refad snack products. (Rosenberg Decl. at 1 9.)
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On April 19, 2019, Smucker sent a response letter toiRWhich it disputed PIM’s claims
of infringement. (Doc. No. 12-2.$pecifically Smucker stated as follows:

The phrase "fruit is our 1st ingredient” is merely descriptive iacdpable of

functioning as a mark. In both cases, the phrase is merely informational, and is, by

definition, descriptive because it literally identifies the ingredients of thectgp

products. We are within our rights to market our product withuthful, accurate

statement of fact informing consumers about the ingredients of our product.

We do not believe that consumers recognize the Tagline as a trademark, or that it has

acquired anpecondary meaning, despite the sales and advertising figieesnced

in your letter. The phrase "fruit is our 1st ingredient” does not have any comaimer

impression beyond its ordinary meaning, and it is unlikely that it would be pedceive

as a mark.

In light of the foregoing, we believe our respective uses of the phrase "fruitistour

ingredient” will be able to peacefully coexist in the marketplace withoutuoogrs
confusion.

(Id.)

PIM responded in a letter dated April 30, 2019. (Doc. Na3.1ZFherein, PIM asserted tha
Smucker’s “conclusion that thehrase Fruit is Ourslingredient! is ‘incapable of functioning as 4
trademark’ because it is merely descriptive is inconsistent with basic praocipteademark law.”
(Id.) PIM also “categorically reject[ed] [Smucker’s] contention that themeotsa likelihood of
confusion from the parties’ use of the identical slogan&l’) (It indicated that “[w]hile our client
would prefer to resolve this matter without the need for litigation, it is fully peelp protect its
rights if Smucker insists oroatinuing with this use rather than developing its own original taglin
(Id.) PIM stated that it was looking forward to Smucker’s “prompt response.) (

On May 14, 2019, PIM sent an email to Smuckersee if we will be receiving any furthern
respnse from Smucker on this matter.” (Doc. No-41p In that email, PIM indicated that “if so

we need to receive it by the end of this weeld.)( Smucker responded the next day as follow
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“We are referring this matter to our outside counsel fecargl opinion, but due to travel schedulg
we will need additional time to respond. We will get back to you as soon as possitiiecalt€T A

Annual Meeting next week.” (Doc. No. 15}

Smucker filed the instant lawsuit in this Cotwb days later, on May 17, 2019. (Doc. Na.

1.) That same day, Smucker’s outside counsel sent PIM a letter setting forth vegiousrdas
rejecting PIM’s infringement claim(Doc. No. 166.) Although it had filed suit that day, the lette
from Smucker did not advise Rlthat it had done so.ld.) The docket reflects service was nqg
returned executed on PIM until May 30, 2019. (Doc. No. 4.)

Although it had not yet been served, PIM nonetheless quickly learned that Smuckkatha
the instant lawsuit.On May 24, 2019, PIM filed its own action against Smucker for tradem
infringement in the United States District Court for the District of New Jerseyc. (flo. 167.) See
also Promotion in Motion, Inc. v. The J.M. Smucker Comp@age N02:19-CV-12927 (D.N.J.)
On June 11, 2019, Smucker filed a motion in the New Jersey action seeking dismissahbihsed
first-to-file rule or, alternatively, seeking to transfer the instant action to Ohscof e date of this
Opinion, that motion is still pendirg.

I1I. Analysis

2 PIM states that “Smucker’'s motion in New Jersey has been fullfetlribut both parties have agreed in their paps
that it would be appropriate for the New Jersey Court to stay that aediageisposition of PIM’s motion to dismiss in
Ohio in order to avoid inconsistent rulings.” (Doc. No. 14 at p. 5.) The Kesgy District Court has not, as of yet, cule
on the parties’ apparent agreement that that action should be stayedveHdegeral courts whin this Circuit have
determined that the court in which the first complaint was filed is theppate court to decide whether the fitstfile
rule applies.See e.g., Daimler Chrysler Corp. v. General Motors Gatf3 F.Supp.2d 1041, 1042 (N.D. Ohio 2001
Espey & Associates, Inc. v. Principal Mfg. Corp009 WL 112781 at * 3 (N.D. Ohio Jan. 15, 20@3yaliers Operating
Co, LLC v. Ticketmaste2007 WL 3171584 at * 2 (N.D. Ohio Oct. 30, 2007) (collecting cas®sg. also The American
Policy Roundtable v. Heritage AlliangeCase No. 1:19¢v535 (N.D. Ohio June 14, 2019) (Doc. No. 31). Thus, the G
finds that, as it is the court in which the first case was filed, it is agptedor this Court to proceed to resolve PV’
Motion to Dismiss.
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DefendanPIM advances threggrimaryarguments in support of its Motion to Dismiss. Firg
PIM maintains thathe instant action should be dismissed as an “anticipatory attmause iwas
filed solely to deprive Defendant of its choice of forum. (Doc. No. 14 at-4p.)6 SecondPIM
arguesthat this Court lacks personal jurisdiction over it with respecStouckeis Declaratory
Judgment claim (Count I) under both Ohio’s Long Arm Statute and the Due Process. (& at
pp. 1817.) Fnally, PIM asserts tha&muckeis alternative Trademark Infringement claj@ount II)
should be dismissed for failure to state a claim upon which relief may be grauiteat pp. 17-20.)

The Court willaddress Defendant’s arguments separately, beginvith thethreshold issue
of personal jurisdiction. See Steel Co v. Citizens for a Better Erd23 U.S. 83, 935, 118 S.Ct.

1003, 140 L.Ed.2d 21(01998) (stating that “the requirement that jurisdiction be established

~+

AS a

threshold matter springs frothe nature and limits of the judicial power of the United States and is

inflexible and without exception”Bird v. Parsons289 F.3d 865, 872 (6th Cir. 2002) (explainin
that courts must first decide whether personal jurisdiction exists over defehadmte proceeding
to the merits of the caseffriedman v. Estate of Presse929 F.2d 1151, 1156 (6th Cir. 1991
(“Without personal jurisdiction over an individual, however, a court lacks alldjatien to
adjudicate that party’s rights, whether or not the court has valid subject masgeiction.”).

A. Personal Jurisdiction

Plaintiff bears the burden of proving personal jurisdictibheunissen v. Matthen&35 F.2d
1454, 1458 (6th Cir. 1991). If a court rules on a Rule 12(b)(2) motion to dismiss for lack of per
jurisdiction prior to trial, “it has the discretion to adopt any of the following @sucs action: (1)
determine the motions based on affidavits alone; (2) permit discovery, which would adlutioa

of the motion; or (3) conduct an evidentiary hearing on the merits of the motiwera Corp. v.
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Henderson428 F.3d 605, 614 n.7 (6th Cir. 2005). “[T]he decision whether to grant digamvan
evidentiary hearing before ruling on a 12(b)(2) motion is discretionaButnshire Dev., LLC v.
Cliffs Reduced iron Corp198 Fed. Appx. 425, 434 (6th Cir. 2006).

When a district court rules on a jurisdictional motion to dismiss made pursuanteo
12(b)(2) without conducting an evidentiary heariag,is the case herhe court must consider the
pleadings and affidavits in a light most favorable to the plainGbmpuServe, Inc. v. Patters@®
F.3d 1257, 1262 (6th Cir. 1996). To defsath a motion, a plaintiff need only makprana facie
showing of jurisdiction, which can be met by “establishing with reasonableyariiy sufficient
contacts between the defendant and the forum state to support jurisdidtieogen Corp. v. Neo
Gen Screening, Inc282 F.3d 883, 887 (6th Cir. 2002). cAurt disposing of Rule12(b)(2) motion
does not weigh the controverting assertions of the party seeking disimigsalay consider a
defendant’s undisputed factual assertioBeeCompuServe89 F.3d at 1262Theunissen935 F.2d
at 14%; NTCHWest Tenn, Inc., v. ZTE Coy¥61 Fed. Appx. 485, 488 (6th Cir. Jan. 16, 201
(citing Kerry Steel, Inc. v. Paragon Industries, Int06 F.3d 147, 153 (6th Cir. 1997)PiSmissal
in this procedural pogte is proper only if all the specific facts which the plaintiff. alleges
collectively fail to state @rima faciecase for jurisdictiori. Id. See also Kerry Steel, Ind.06 F.3d
at 149.

“Where a federal court’s subject matter jurisdiction over a case stems from tleaexist a
federal question, personal jurisdiction over a defendant exists ‘if the defendargnable to service
under the [forum] state’s long arm statute and if the exercise of persoadigtioin would not deny
the defendant[] due processBird, 289 F.3dat 871. Because “Ohio’s lorgrm statute is not

coterminous with federal constitutional limits,” to establishpr@ma facie case of personal
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jurisdiction, a plaintiff must demonstrate that (1) Ohio’s lamg statute halseen satisfied and (2)
exercising jurisdiction would comport with Due Proceshneider v. Hardest$69 F.3d 693, 699
(6th Cir. 2012) (quotingestate of Thomson ex rel. Estate of Rakestraw v. Toyota Motor C
Worldwide 545 F.3d 357, 361 (6th Cir0@8)); Kauffman Racing Equip., LLC v. Robert26 Ohio
St.3d 81, 930 N.E.2d 784, 790 (Ohio 2010)).

Here, PIM does not dispute that this Court has personal jurisdiction over it witdtrés
Smucker’'s Trademark Infringement claim as set forth in Count Il of the Amendetpl@nt3
Rather, PIM limits its jurisdictional challenge to Smucké&claratory Judgment claig@ount 1)
(Doc. No. 14 at p. 10.) In this regard, PIM maintains that specific personal jucsdictist be
independently established with respecthis claim; i.e., Smucker must show thtg Declaratory
Judgmentlaim “arises out of” PIM’s contacts with Ohi@ld. at p. 1112.) It argues thatin making
this showingSmucker may not rely on contacts related to its trademark infringement ¢taichsas
PIM’s alleged sales argtomotionalactivities in Ohio} but, instead, is limited tonly those contacts
relating to PIM’s enforcement of its trademark rightkd. &t p. 13-15; Doc. No. 18 at p. 11.) Citin
numerous decisionsom both within and outside this CircuRIM argues that ik claim must be

dismissed because the mere fact thatent ceasanddesist letters to Smucken Ohio is not

3 1tis well established that the defense of lack of personal jurisdictiobecaived or forfeitedSee HealthSpot, Inc. v.
Computerized Screening, ln66 F.Supp.3d 962, 967 (N.D. Ohio 2013¢e also Gerber v. Riorda649 F.3d 514, 518
(6th Cir. 2011) National Feeds, Inc. v. United Pet Foods,.]Jrid 8 F.Supp.3d 972, 973 (N.D. Ohio 2015).

41n support of its Motion, PIM submits the Declaration of Michael GseRberg, the President and CEO of PIM. (Do
No. 15.) Therein, Mr. Rosenberg acknowledgkeat PIM is licensed to do business in @hutstates that “to the best of
our knowledge, only approximately 2% of our annual gross sales demmefioducts sold in or to Ohio.Id{) He avers
that PIM maintains no offices in Ohio; does not own any property or baokiats in Ohio; and has never brought an|
lawsuit in Ohio or sought to enforce any right (intellectual property @raike) in Ohio. If.) Finally, Mr. Rosenberg
states that PIM has one employee who resides in Ohio, but statessahphdyee “works out of her home as a mattg
of her own convenience” and is “not involved in any way with the enforcerent intellectual property rights.”1d.)
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sufficient to establish personal jurisdiction under either the Ohio Long Até&ta the Due Process
Clause as a matter of law. (Doc. No. 14 at p. 13.)
Smucker argues that, in determining whether jurisdictigist® as to the Declaratory
Judgment claim, this Court is not limited to considering only those contacts relatiniy's> H
trademark enforcement activities. (Doc. No. 17 at pplZ.) Rather, i maintains Ohio’s Long Arm
Statute is satisfied because PIM “transacted business” in Ohio “based uponnkRibfwe sales,
marketing, and promotional activities targeting Ohio consunterd. at p. 11.) Smucker further,
asserts the exercise of personal jurisdiction over PIM comports with dusplmeause 1M has
purposefully availed itself of acting in Ohio by selling an enormous amount obtus @t issue in
Ohio and actively infringing Smucker’s trademark hereld. &t p. 12.) Smucker argues that thg
cases cited by PIM in its Motion are distinguisleabecause they pertain to patent infringemeg
actions, rather than trademark infringement cadéesat(p. 16.) Lastly, relying c8unCoke Energy,
Inc. v. Man Ferrostaal Aktiengesellscha63 F.3d 211 (6th Cir. 2009), Smucker argues t}
“fairness ad substantial justice,” along with considerations of judicial economy, support
consideration of both Counts | and Il together for purposes of determining persathtjiom. (d.

atp. 17.)

5 Relying on a Declaration filed by Mr. Rosenberg in a different actiomc®en assertthat there were wholesale sales$

of Welch'’s Fruit Snacks in Ohio of around $5.6 million in 2017 alone, and beth&&80 million in retail sales in Ohio
over time. (Doc. No. 17 at p. 14, citing Doc. No-2LY Smucker further asserts that “PIM aggreslgipromotes Welch'’s
Fruit Snacks through many types of media, including national maggaillboards, social media, and couponsld.) (
Smucker also attaches several proofs of purchase of Welch’s Fruit Snack®@é l@rations around northeast Qhig
(Doc. No. 173.)
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Even assumingrguendahat the requirements of Ohio’®hg Arm Statue are met, the Court
finds that Smucker has failed to demonstrate that the exercise of specsfimal jurisdictioh over
PIM with respect to Smucker’s Declaratory Judgment claim comports with doesgin making
this determination,the crucial federal constitutional inquiry is whether, given the factseofdke,
the nonresident defendant has sufficient contaittsthhe forum state that the district court's exercise
of jurisdiction would comport with'traditional notions of fair play and substantial justite.
International Shoe Co. v. Washingt®@26 U.S. 310, 316, 66 S.Ct. 154, 158, 90 L.Ed. 95 (1945)
(quotingMilliken v. Meyer 311 U.S. 457, 463, 61 S.Ct. 339, 343, 85 L.Ed. 278 (1940))See also

CompuServed9 F.3d at 1263Theunissen935 F.2d at 1459The Sixth Circuit has established th

112

following threepart test for determining whether specific personal jurisdiction exists:

First, the defendant must purposefully avail himself of the privilege of actitigei
forum state or causing a consequence in the forum state. Second, the catisa of a
must arise from the defendant's activities there. Finalgyatiis of the defendant or
consequences caused by the defendant must have a substantial enough connection with
the forum to make the exercise of jurisdiction over the defendant reasonable.

CompuServe, Inc89 F.3d at 1263 See also Calphalown. Rowlette 228 F.3d 718, 721 (6th Cir.

2000);Southern Mach. Co. v. Mohasco Indu1 F.2d 374, 381 (6th Cir. 1968).

8 As the Sixth Circuit has explained, “there are two kinds of persornisdliction within the Due Process inquiry,” i.e.,
general jurisdiction and specific jurisdictio@onn v. Zakhargw67 F.3d 705, 713 (6th Cir. 2012). Gengregbdiction

requires a showing that the defendant has continuous and systematttcasith the forum state sufficient to justify the
state's exercise of judicial power with respect to any and all claims the plaiayithave against the defendanhereas
specific jurisdiction exposes the defendant to suit in the forura etdy on claims that “arise out of or relate to” a
defendant's contacts with the foruikerry Steel, Ing 106 F.3d at 149. Here, PIM argues that it is not subject to general
jurisdiction in Ohio. Smucker does not address or oppose PIM’s arguments reggnaiéngl jurisdiction and, instead,
limits its argument to the issue of specific personal jurisdiction.s,Tie Court will assume, for purposes of the instant
Motion, that general jurisdiction does not exist and will limit its analysis tolestion of whether Smucker has made|a
prima facie showing of specific jurisdiction.
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As an initial matter, the Court agrees with PIM that Smucker must demonstrate soaigbe
jurisdiction is proper as to ead the clams set forth in the Amended Complainin the Sixth
Circuit’s split decision irsunCoke Energy, Inc. v. Man Ferrostaal Aktiengesellscha® F.3d 211,
219 (6th Cir. 2009), a majority of justices determined that “personal jurisdiction . . . musige
as to each claim!” Id. at 219 (citingSeiferth v. Helicopteros Atuneros, Ind72 F.3d 266 (5th Cir.
2006);Remick v. Manfredy238 F.3d 248 (3rd Cir. 2001phillips Exeter Acad. v. Howard Phillips
Fund, 196 F.3d 284 (1st Cir. 1999)). As the Fiftincuit explained irBeiferth(a case cited by Justice
White in his concurring opinion iunCoke Energy

We initially consider what appears to be an issue of first impressiaufarourt: Is
specific personal jurisdiction a claigpecific inquiry? Weconclude that it is. A
plaintiff bringing multiple claims that arise out of different forum contacts ef th
defendant must establish specific jurisdiction for each claim.

This result flows logically from the distinction between general and specific
jurisdiction and is confirmed by the decisions of our sister circuits.[] If antkint
does not have enough contacts to justify the exercise of general jurisdictiomethe D
Process Clause prohibits the exercise of jurisdiction over any claim that deeseot
out of or result from the defendant's forum contacts.

Permitting the legitimate exercise of specific jurisdiction over one claim to justify the
exercise of specific jurisdiction over a different claim that does not atsef or
relate to the defendés forum contacts would violate the Due Process Clause. Thus,
if a plaintiff's claims relate to different forum contacts of the defendaetifsp
jurisdiction must be established for each claim [] We therefore consider separatel
Seiferth's defectiveasign claim, which does not arise out of the same forum contacts
as do his other three claims.

7 While Justice Merritt disagreed, both Justices White and Rogers found tbanalgurisdiction rast exist for each of
the plaintiff's separate claims. Thus, courts have determinedripsgtion to be the majority rule in this Circutee
e.g., Musto v. Zar®2018 WL 1565604 at * 3 (S.D. Ohio March 30, 20K8)powledge Based Solutions, Inc. vjkpR017
WL 3913129 at * 3 (E.D. Mich. Sept. 7, 201Bjlek v. Burris 2010 WL 4629616 at * 4 (E.D. Ky. Nov 8, 201ee
alsoBoard of Forensic Document Examiners, Inc. v. AnaeriBar Association2017 WL 549031 at * 5 (W.D. Tenn.
Feb. 9, 2017)Abiola v. Beasley2010 WL 5296953 at fn 5 (E.D. Mich. Dec. 20, 2013);Promotions, Inc. v. Splash
Dogs, LLG 2009 WL 385611 at * 5 (N.D. Ohio Feb. 13, 2009).
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Seiferth 472 F.3d at 27275 (footnotes omittedxiting 5B Charles Alan Wright & Arthur R. Miller,
Federal Practice and Procedure: Civil 3d § 1351, at 299 n.30 (2004 s€parate claims are pled
specific personal jurisdiction must independently exist for each claim andistenee of personal
jurisdiction for one claim will not provide the basis for another claimThus,consistent with the
above authority, the Court finds Smucker must matenaa faciedemonstration that the exercise g
specific personal jurisdiction over PIM comports with due propesscularly with respect tats
Declaratory Judgment claim
PIM argues thatin making thisorima facieshowing, Smucker is limited to relying amly
thoseactivities engaged in by PIM that relapecificallyto the enforcement or the defense of th
validity of the relevant alleged trademarkn support of this argument, PIM relies principatiy
Avocent Huntsville Corp. v. Aten International.Cab2 F.3d 1324 (Fed. Cir. 2008), a patent cassg
which the plaintiff sought a declaratory judgment ofminngement and invalidity of patents helg
by the defendant. Defendant moved to dismiss for lack of personal jurisdictiohe éutset, the
Federal Circuit distinguished between the analyses called for in a degiqguaigment action versus
a suit for infringement:
In the ordinary patent infringement suit, the claim asserted by the papéaitedf is
that some act of making, using, offering to sell, selling, or importing products or
services by the defendant constitutes an infringement of the presumptiveyataint
named in suit. Thus, for purposes of specific jurisdiction, the jurisdictional inquiry is
relatively easily discerned from the nature and extent of the commercialipatioe
accused products or services by the defendant in the forum. In such litigatidaifthe c
both arises out of and relates to the defendant’s alleged manufacturing, using, or
selling of the claimed invention. But in the context of an action for declaratory
judgment of nofinfringement, invalidity, and/or unenforceability, the patentee is the
defendant, and the claim asserted by the plaintiff relates wrthegful restraint by
the patentee on the free exploitation of non-infringing goods [through such means as]
the threat of an infringement suithus, the nature of the claim in a declaratory

judgment action is to clear the air of infringement charges. Such claim neither
directly arises out of nor relates to the making, using, offering to sell, $lg, or
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importing of arguably infringing products in the forum, but instead arises ou of

or relates to the activities of the defendant patentee in enforcing the patt or
patents in suit. The relevant inquiry for specific personal jurisdictionpurposes
then becomes to what extent has the defendant patentee purposefully directed
such enforcement activities at residents of the forum, and the extent to wh the
declaratory judgment claim arises out of or relates to those activities

Avocent Huntsville552 F.3d at 13333 (emphasis added) (internal quotation marks, citations,

alterations, and footnote omitted).

The court next observed that “[ijn many patent declaratory judgment acthensl/léged
injury arises out of the threat of infringement as communicated in an ‘infringdet@mt™ 1d at
1333. Under prior Federal Circuit precedent, such eaadeéesist letters “sent to the allege
infringer by themseles do not suffice to create personal jurisdictidt.” Rather, because a patente
should be afforded “sufficient latitude to inform others of its patent rightewitsubjecting itself to
jurisdiction in a foreign forum,” the exercise of personal jucison must rest upon “other activities
directed at the forum and related to the cause of action besides the letters tigeat@miringement
suit.” Id. These additional activities may include, for example, (i) a relationship betthee

defendant patéae and “an exclusive licensee headquartered or doing business in the forum

under which both parties are granted “the right to litigate infringeroasg¢s” or the patentee i$

granted “the right to exercise control over the licensee’s sales ortmgrketivities,” or (ii) the
defendant’s initiation of “judicial or extraudicial patent enforcement within the forumd. at 1334
(internal quotation marks and citation omitted). More generally, the court emguh#sat the “other
activities” engage in by the defendant must “relate to the enforcement or the defense of the vg
of the relevant patentsld. In contrast, a defendant’s “commercialization activity” or sales

“products covered by its own patents in the forum state” do not sup@oexercise of specific
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personal jurisdiction in an action seeking a declaratory judgment ehfrotgement and invalidity

of those patentsld.

As Smucker correctly notegyvocent Huntsvilleaddressed a request for declaratory relief

concerning nofinfringement and invalidity opatentswhile, in the instant case, Smucker seekg
declaration that it has not infringed an alle¢radiemarkowned or controlled by PIM. “In a numbe
of cases, however, federal courts have held that the Federal Circuit’s reas@ungent Huntsville

need not be confined to patent litigatidnit is equally applicable to suits seeking a declaration
non-nfringement of other intellectual property rights such as copyrightsaertrarks.” Bridgeport

Music, Inc. v. TufAmerica, Inc2019 WL 3310866 at * 7 (E.D. Mich. Feb. 20, 2019) (citin
Want2Scrap, LLC v. Larser2018 WL 1762853 at *8 (N.D. Ind. April 9, 2018%merican

Intercontinental University, Inc. v. American Universi2@17 WL 3478805 at *3-*4 (N.D. Ill. Aug.

14, 2017)0Ontel Products Corp. v. Mindscope Prody@=20 F. Supp.3d 555, 561-62 (D.N.J. 2016);

Mike’s Train House, Inc. v. Metropolitan Transportation Authqr®16 WL 6652712 at *4 (D. Md.
Nov. 9, 2016)NewBelgium Brewing Co. v. Travis County Brewing. Q915 WL 2106329 at *7
*8 (D. Colo. May 1, 2015)Jnited Bully Kennel Club, Inc. v. American Bully Kennel Club, @11

WL 13228570 at *9-*11 (S.D. Fla. Oct. 5, 2011)).

Here, the Court agrees with PIMathSmucker has not demonstrated that the exercise
specific personal jurisdiction would comport with due procedgth respect to its Declaratory
Judgment claim As noted above, the relevant inquiry for specific personal jurisdiitio what
extent has the defenddhtpurposefully directed.. enforcement activitieat residents of the forum,
and the extent to which the declaratory judgment claim arises out of or teldlese activitie$

Avocent 552 F.3d at 1332-1338mphasis added). Sales gandmotional activities are not relevan
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to this inquiry. Id. See also HealthSpot, Inc. v. Computerized Screening 6Bé&.Supp.3d 962,
970 (N.D. Ohio 2014).

PIM argues, and the Court agrees, that the only enforcement activieesedi by PIM
towards Smucker in the instant case consist ofwiteceaseanddesist letterand one emasent by
PIM to Smucker in April and May 2019. There is no evidence of any kind of licensing or ¢
agreement between PIM and Smucker relating talteged trademrk at issuenor is thereevidence
that PIM engaged ifother activities” relating to thenforcement of its alleged trademark in Ohig
such as the initiation of judicial or extpadicial enforcement actions within this forum. Courts ha
routinely found that the sending of cease and desist letters, standing alone, isiensuéficonfer
jurisdiction over a declaratory judgment clainsee, e.g., HealthSpot, In66 F.Supp.3d at 970;
International Watchman, Inc. v. 81 January,.In2017 WL 3783711 at * 3 (N.D. Ohio Aug1,
2017). Accordingly, the Court findeat Smucker has failed to demonstrate plessonal jurisdiction
exists over PIM with respectat its Declaratory Judgment claim because Smucker has faileg
demonstrate purposeful availmemider the first prong dflohascc®

That does not end the analysis, however. As noted above, PIM does not dispute that thi
has personal jurisdiction over it with respect to Smucker’s Trademankgefent claim as set forth

in Count 1l of the Amended Complaittin light of the fact that this Court has jurisdiction over th

8 Smucker’s reliance o@ompuServe v. Pattars, 89 F.3d 1257 (6th Cir. 1996) aRdreign Candy Co., Inc. v. Promotion
in Motion, 953 F.Supp.2d 934 (N.D. lowa June 20, 2013) is misplace@onmpuServethe defendant’s contacts with
the forum state went well beyond the sending of cease and désis, lmcluding entering into an Agreement with th

plaintiff, an Ohio company, that was governed by Ohio la then perpetuating the relationship with plaintiff via

“repeated communications with its system in Ohi€bmpuServe89 F.3d at 1264 Foreign Candyis nonbinding on
this Court and is distinguishable because it involved application of lowaig Bom Statute and Eighth Circuit law
regarding whether the exercise of personal jurisdiction in that case cedhpatth due process.

9 Smucker’s tradmark infringement claim asserts causes of action under both thenta@wtal5 U.S.C. § 1125 and
Ohio common law. (Doc. No. 12 at § 54.)
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claim, Smucker argues that “fairness and substantial justice,” along witll@@t®ns of judicial
economy, support the exercisépersonal jurisdiction ovahe Declaatory Judgment claim. The
Court construes Smucker’'s argument as a request that this Court exdérpisedent personal
jurisdiction over Count | of the Amended Complaint.

“Pendent personal jurisdiction is a common law doctrine that recognizes theriribgness
of exercising personal jurisdiction over claims asserted against a Defenada whom the Court
already has personal jurisdiction with respect to another claim or chisisg out of the same
nucleus of operative factsJ4 Promotions, Inc. v. Splash Dogs, LI12D09 WL 38561ht*21 (N.D.
Ohio Feb. 13, 2009)See also Capitol Specialty Ins. Corp. v. Splash Dogs BOC F.Supp.2d 657,
667 (S.D. Ohio July 14, 2011Knowledge Based Solutions, Inc. v. D@017 WL 3913129 at * 9
(E.D. Mich. Sept. 7, 2017).Under those circumstances, it makes little sense to dismiss or tra
such claims because doing so would not relieve the defendant from the obligation toaapup¢g
defend against other related claims, and would create inefficiencfescing claims arising out of
a common nucleus of operative facts to be tried in different jurisdictioGapitol Specialty Ins.
Corp., 801 F.Supp.2d at 667.

While the Sixth Circuit has not explicitly recognized this doctrinéad been adopted by
mostCircuit Courts of Appeals, as well ssveradistrict courts within this CircuitSedJnited States
v. Botefuhy 309 F.3d 1263, 12#Z5 (10th Cir.2002)noting that the majority of federal district
courts and every circuit court of appeals to address the question have upheld the applicg
pendent personal jurisdiction, and we see no reason why, in certain situations, tlom aggerhdent

personal jurisdiction would be inappropegt Action Embroidery Corp. v. Atlantic Embroidery

Inc., 368F.3d 1174, 1180181 (9th Cir. 2004)Robinson Eng'g Co., Ltd. Pension Plan Trust y.
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George 223 F.3d 445, 44%0 (7th Cir.2000).See also J4 Promotions, ln2009 WL 38561kt
*21; Capitol Specialty Ins. Corp801 F.Supp.2d at 66Knowledge Based Solutions, In2017 WL
3913129 at * 9.

In this case, the Coufinds that it would be appropriate &xercise pendent persona
jurisdiction over Smucker’'s Declaratory Judgment Claim against P®mucker'sDeclaatory
Judgment and Trademark Infringement claims arise out of a common nucleusabivedarcts and
involve many of the same legal issues. Moreover, the Court finds that consideratjodiaf
economy would bebest served by the exercise of pendgmtrsonal jurisdiction under the
circumstances presented. Accordingly, PIM’s Motion to Dismiss for LaclexsfoRal Jurisdiction
is DENIED.

B. Anticipatory Action Exception to the First-to-File Rule

PIM next argues the instant action should be dismi&sedn anticipatory action designed t
deprive PIM of its choice of forum.” (Doc. No. 14 at p &hile PIM acknowledges that the firs{
filed action is generally afforded priority when parallel actions aoeidirt in different fonms, it
argues that cots have the discretion to nonetheless dismisfiliestactions where there is evidenc
of an “improper anticipatory suit motived by forum shoppindd. &t p. 8.) PIM maintains that thg
instant action is exactly that, arguing that Smucker engag&teaeptive gamesmanship” when i
lulled PIM into inaction by promising a response but then surreptitiously fdeawh declaratory
judgment action in this Courtld()

Smucker asserts that the anticipatory filing exception does not appbmvenal reasons. First
Smucker maintains thahe instant action must be allowed to proceed because Smucker is “f

curtailed in its marketing and promotional endeavors relating &nitscker’s NaturalFruit Spreads
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due to the aggressive threats by PIM.” (Doc. No. 17 at9) 4Second, Smucker maintains that |t
did not engage in any deceit or misrepresentation when it filed the indfiant acguing “not once
did PIM mention that it was going to file a lawsuit against Smucker and PBémqieel nandication,

whatsoever, that it was ready to file its complaint in the District of New Jerség."at(p. 6.)

Nonetheless, Smucker goes on to assert that “it was obvious that PIM was not open atioregati
to resolve the parties’ dispute” and that “the only resolution acceptable to &MowSmucker to
cease using the phrase” at issudd.) (Thus, Smucker claims it “saw no choice but to file for
declaratory judgment in this Court to expeditiously resolve this mattek."af p. 7.) Finally,
Smucker argues that, if the phrase “Fruit is dtingredient” is a valid trademark, then Smucker has

a superior claim to it and is the natural plaintiff in the present displateat(p. 8.)

U7

The Sixth Circuit has explained that “[t]he fitskfile rule is a prudential doctrine that grows
out of the need to manage overlapping litigation across multiple distriBeatz v. Columbia Gas
Transmission, LLC814 F.3d 785, 789 (6th Cir. 2016). This rule provides that, “when actions
involving nearly identical parties and issues have been filed in two differemttdisiurts, ‘the court
in which the first suit was filed should generally proceed to judgmedeitified Restoration Dry
Cleaning Network, LLC v. Tenke Caorpl1 F.3d 535, 551 (6th Cir.2007) (quotifige Sport Shop
of Ohio v. Ed Tobergte Assoc., Int6 FedAppx. 433, 437 (6th Cir.2001)). As such, the fist
file rule * encourages comity among federal courts of equal fafBaatz 814 F.3d at 789 (quoting
Zide Sport Shqpl6 Fed. Appx. at 437. “It also conserves judicial resources by minimizing
duplicative or piecemeal litigation, and protects the parties and the courtshieopogsibility of

conflicting results. Baatz 814 F.3d at 789 (citingEOC v. Univ. of Pa 850 F.2d 969, 977 (3d
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Cir.1988) andWest Gulf Maritime Ass'n v. ILA Deep Sea Local 281 F.2d 721, 7229 (5th
Cir.1985).

In order for suits filed in different districts to be duplicative, they must irvOhearly
identical parties and issue<ertified Retoration 511 F.3d at 551 (quotingide Sport Shqpl6
Fed.Appx. at 437).“While there is a paucity of Sixth Circuit case law explaining how to apply
first-to-file rule, courts generally evaluate three factors: (1) the chronology mtisey2) the isnilarity
of the parties involved, and (3) the similarity of the issues or claims at’sBB&atz 814 F.3d at 789.
If these three factors support application of the rule, the court must alsmidetevhether any
equitable considerations, such as evidence of “inequitable conduct, bad faith, anticiptpfgrd
forum shopping,” merit not applying the firgk-file rule in a particular cas€ertified Restoration
511 F.3d at 551-52 (quotirfide Sport Shapl6 Fed. Appx. at 43Y)

Here,it is undisputed that the instant action constitutes the -filesd” action and, therefore,
there is a presumption that the fitskfile rule applies.Nonethelesshe Court will conduct its own
review of the three factors set forth abawedeterminaf the presumption appliesThe Court first
considers the chronology of events. “The dates to compare for chronology purposes dftthe fi
file rule are when the relevant complaints are file@datz 814 F.3d at 789. Smucker filed th
instant lavsuit on May 17, 2019, while PIM filed its suit in New Jersey on May 24, 2019. (Doc. |
1, 167.) Thus, thdirst factorfavors application of the firdb-file rule. The second factor is the
similarity of the parties involvedBaatz,814 F.3d at 789. The Court finds tis factor also favors
applying the firstto-file rule as the parties are identical in both the instant case and the New J

action. CompareDoc. No. 1with Doc. No. 167.)
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Finally, the third factor is the similarity of the isssior claims at stake. imeighing ths
factor, theCourt considers whether the issues in both suits “substantially oveBajatz 814 F.3d
at 791.The Court finds this factor too favors application of the ficstile rule, as both suits
principally seek to determine whether the phrase “Fruit is Our 1st Ingredienstitutes a valid
trademark and, if so, whether or not each party’s use of that phfasges upon the rights of the
other. CompareDoc. No. 1 at 134 with Doc. No. 167 at 910.) Therefore, the Court findsat
each of the threfactorsare satisfied

Having found that the firgb-file rule presumptively applies, the Court maskt determine
whether any equitable consideratigasch as evidence of inequitable conduct, bad faith, anticipatory
suits, or forum shoppingherit not applying the firsto-file rule herein.See Baatz814 F.3d at 789;
Certified Restoration511 F.3d at 55452; Zide Sport Shqpl6 Fed. Appx. at 437)indeed, “courts

have repeatedly warned that the fiGfile rule ‘is not a mandate directing wooden application pf

[@]

the rule without regard to extraordinary circumstance8datz 814 F.3d at 792t is within the
discretion of the district court to decline to apply the {icstile rule. See Baatz814 F.3d at 793;
Zide Sport Shapl6 Fed. Appx. at 437.

In particular, ourts have notedorncerns about application of the fitskfile rule in the
context of declaratory judgment actions. As thalSCircuit explained irCertified Restoration Dry
Cleaning Network, LLC, supra

“[T]he first-filed rule is not a strict rule and much more often than not gives way in

the context of a coercive action filed subsequent to a declaratory judgme8duth

Bank, 386 F.3d at 791 n. 8. As we have previously explained:

District courts have the discretion to dispense with thetfirfte rule where
equity so demands. A plaintiff, even one who files first, does not have a right to

bring a declaratory judgment action in the forum of his choosing. Factors that
weigh against enforcement of the fitetfile rule include extraordinary
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circumstances, inequitable conduct, bad faith, anticipatory suits, and forum
shopping.

Zide Sport Shqpl6 Fed. Appx. at 437 (internal citations omitted) (emphasis added).
“Cases construing the interplay between declaratory judgment actions @nobsed

on the merits of underlying substantive claims create, in practical effgetsamption
that a first filed declaratory judgmentteon should be dismissed or stayed in favor of
the substantive suitAmSouth Bank386 F.3d at 791 n. 8 (quotingAW v. Dana
Corp., No. 3:99CV7603, 1999 WL 33237054, at *6 (N.D. Ohio Dec.6, 1999)).

Certified Restoration Dry Cleaning Network, LL%11 F.3d at 55552. See alsdnt'l Union, United
Auto., Aerospace & Agricultural Implement Workers of AmetiaW v. Dana Corp 1999 WL

33237054at*4 (N.D. Ohio 1999)finding that the “misuse of the Declaratory Judgment Act to g4

AN

a procedural advantagadgpreempt the forum choice of the plaintiff in the coercive action militates

in favor of dismissing the declaratory judgment actiprCatholic Health Partners v. CareLogistics
LLC, 973 F.Supp.2d 787, 792 (N.D. Ohio 2018jrtie).

The Sixth Circuit cosiders five factors (the “Grand Trunk factors”) to determine whether
exercise of Declaratory Judgment Acjurisdiction is appropriate:

(1) whether the declaratory action would settle the controversy; (2) whether the
declaratory action would serve a useful purpose in clarifying the legéibnslan

issue; (3) whether the declaratory remedy is being used merely for thes@wp
“procedural fencing” or “to provide an arena for a race for res judicata;” (4) whether
the use of a declaratorytam would increase friction between our federal and state
courts and improperly encroach upon state jurisdiction; and (5) whether there is an
alternative remedy which is better or more effective.

10 The Declaratory Judgment Act provides, with certain exclusions ndicalple here, that: “In a case of actua
cortroversy within its jurisdiction ..., any court of the United Statgmnuthe filing of an appropriate pleading, may
declare the rights and other legal relations of any interested party seedtingeslaration, whether or not further relie

is or could le sought. Any such declaration shall have the force and effect adlguilyment or decree and shall bg

reviewable as such.” 28 U.S.C. § 2201(a).
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Grand Trunk W. R.R. Co. v. Consol. Rail Coifa6 F.2d 323, 326 (6th Cir. 1984) (citations omitted).

See also United Specialty Ins. Co. v. Cole’s Place, 886 F.3d 386, 396 (6th Cir. 2019).

Here, the parties do not directly address the above factors, instead focusiaggimaents
primarily on whetheror not Smucker engaged in forum shopping by filing the instant act
However, as courts within this Circuit generally consider the Grand Trunirdaict determining
whether to apply the anticipatory action exception to thetfir§ite rule in the cotext of declaratory
judgment actions? the Court will consider each of the relevant factors, below.

With regard to the first factor, the Court finds that it is not certairthieahstant action would
settle the parties’ controversy and, thus, no weiglassigned to this factor. In the instaate
Smucker seeks a declaration that its use of the phrase “Fruit i§' mgrédient” (1) is not a valid
trademark; (2) is not likely to be confused with PIM’s use of the same phrase; dndg3)ot infinge
on any rights of PIM. (Doc. No. 12 at pp.-138.) In the alternative, Smucker asserts a claim
“trademark infringement and unfair competition in violation of the Lanham Act, 15CU81125,
and the common law of Ohio.1d( at T 54.)

It is true that a judgment by this Court would settle the question of wiethphrase at issue

constitutes a valid trademark and, if so, whether PIM infrirg@aickeis rights to that trademark,

11 Although the above formulation indicates the court should balance thedteesiahe Sixth Circuitds never indicated
the relative weights of the factoiSee United Specialty Ins. C836 F.3d at 396. Instead, “[t]he relative weight of th
underlying considerations of efficiency, fairness, and federalishdepend on facts of the caseW. World hs. Co. v.
Hoey, 773 F.3d 755, 759 (6th Cir. 2014). The Sixth Circuit has nibi@din weighing these factors, “[d]istrict courts
must be afforded substantial discretion to exercise jurisdiction ‘iffitiieinstance, because facts bearing on th
usefuness of the declaratory judgment remedy, and [the] fitness of the cassddution, are peculiarly within their
grasp.”™ Scottsdale Ins. Co. v. Flowers1l3 F.3d 546, 554 (6th Cir. 2008) (quothjton v. Seven Falls Co515 U.S.
277,289, 115 S.C137, 132 L.Ed.2d 214 (1995)).

12 See, e.g., Catholic Health Partne8¥3 F.supp.2d at 79296;Internet Transaction Solutions, Inc. v. Intel Corp006
WL 1281654 at * 38 (S.D. Ohio May 8, 2006).
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under the Lanham Act and Ohio common lalowever, the instant action would not resolve tf
entirety of the controversy between the parti&pecifically, the instant action would not resolv
PIM’s claims (asserted in the New Jersey action) 8mtickerinfringed its trademark rights and
engaged inunfair competitiorunder the Lanham AetndNew Jersegommon law. (Doc. No. 16-7
at p. 9.) While PIM could assettheseclaims as counterclaims in the instaction it has not done
so and, therefore, such claims are not before this Court. Under similar ¢anoessthe Sixth
Circuit hasfound that the first factor “does not weigh heavily in favor of or agailsviag” the
action to proceed. AmSouthBank v. Dale 386 F.3d763,786(6th Cir. 2004). See also Internet
Transaction Solutions, Inc2006 WL 1281654 at * 3Thus,on balance, the Court findkat this
factor does not weigh heavily in favor of or against allowingrik@antactionto proceed

The second factor to consider is whether the declaratory action would serve pugeié
in clarifying the legal relations at issu&rand Trunk 746 F.2d at 326Here Smucker'sdeclaratory
judgment action woul@rguablyserve a useful purpose in clarifying tparties’legal relations, at
least with respect twhether the phrase “Fruit is out Ingredient” constitutes a valid trademark
Indeed without citing this specific factoEmucker assertgenerally thathe Court should allow this
action to proceed becaus@deds certaintgs to this issum light of the fact thait “is being curtailed
in its marketing and promotional endeavors relating to its Smucker’s NatuitaSpreads due to the
aggressive threats by PIM.” (Doc. No. 17 at p. 5.)

The Court understands Smuckeraspion However, several courts, including the 8ixt
Circuit, have noted that the usefulness of a declaratory judgment action isargiyfcurtailed once
a subsequent, coercive suit is filéssee AmSoutt8386 F.3d at 788 (“where a putative defendant fil

a declaratory action whose only purpose is to defeat liability in a subsempezoive suit, no real
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value is served by the declaratory judgment except to guarantee to the dgctdaattiff her choce
of foruma guarantee that cannot be given consonant with the policy underlying the Degla
Judgment Act.”)Tempco Elec. Heater Corp. v. Omega Eng’g,,18&9 F.2d746, 7497th Cir. 1987)
(holding that a declaratory judgment “would serve no ugmftpose” because the right to a coerciy
remedy had accrued and defendant had filed a trademark infringement suit fowaftdaythe
declaratory judgment action was filedpee also Internet Transaction Solutions,. IrB006 WL
1281654 at * 4. Here, Ml has already filed such a coercive suit in the District of New yei§oc.
No. 16-7.) Thus, although the Court recognizes that there is some degree of uncertangy
Smuckerwhich the instant action might be useful in resolving, the Court finds this factor doeg
weigh heavily in favor of or against allowing the instant action to proceed.

The key issue in this case is the third factor; i.e., whether the declarat@gyres being used

merely for the purpose of “procedural fencing” or “to pr@vaeh arena for a race for res judicatal

Grand Trunk746 F.2d at 326. As one court in this Circuit has ndtéds factor overlaps with many
of the factors that the Sixth Circuit has indicated weigh against enforcefriibatfwstto-file rule;”
i.e., inequitable conduct, bad faith, anticipatory suits, and forum shopgimgrnet Transaction
Solutions, Ing 2006 WL 1281654 at * 4. For the following reasons, the Court finds this factor weg
heavily in favor of dismissing the instant action.
As discussed above, PIM first contacted Smucker on April 2, 2019, when it sent a ceas
desist letter stating that Smucker’s use of the phrase “Fruit iS'dugredient” constituted trademark
infringement under federal and state law. In that leRi#v] demanded that Smucker immediatel
cease and desist from any further usehefdesignation “Fruit is our ®lIngredient” and stated

“[u]nless we receive prompt written assurances by no later than April 12, 2019 of Ssuntkation
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to comply with such demand, we shall have no alternative but to recommend that our client canside

further steps designed to protect its valuable trademark rights.” (Do&2No. Smucker responded
via letter dated April 19, 2019 which it denied PIM’s claims of trademkainfringement. (Doc.
No. 12-2.) PIM sent another letter to Smucker on April 30, 2019, reiteratingiits aétrademark

infringement and noting that “it is fully prepared to protect its rights if Snrunkésts on continuing

with this use rather tmadeveloping its own tagline.” (Doc. No. 12-3.) Smucker did not respond.

On May 14, 2019, PIM sent Smucker an email indicating that it needed a response b
end of this week.” (Doc. No. 14.) The next day, Smucker responded as follows: “We &egirg
this matter to our outside counsel for a second opinion, but due to travel schedules wedwil
additional time to respondWe will get back to you as soon as possible after the INT Annual
Meeting next week” (Doc. No. 165) (emphasis addedYwo days later, on May 17, 2019, Smucke
filed the instant lawsuit in this Court. (Doc. No. 1.) That same day, Smuckeldeoctsinsel sent
PIM a letter setting forth various arguments rejecting PIM’s infringeralaimh but did not advise
PIM that it kad already filed suit.(Doc. No. 166.) The docket reflects service was not return
executed on PIM until May 30, 2019. (Doc. No. 4.)

Faced with similar facts, the Sixth Circuifis found that a district court did not err in
dismissing a plaintiffsleclaratory judgment action. Hide Sport Shop of Ohio, Inc. v. Ed Toberg
Associates, In¢16 Fed. Appx. 433 (6th Cir. 2001he declaratory judgment plaintiffs received
letter from defendants that accused them of trademark infringement and breactraxft. The letter
stated that defendants would pursue a legal remedy if necessary but would bemdétite. Id. at
435. Over the next few months, the parties made various settlement demands anddfférs.

February 25, 1999, defendants sent a letter to plaintiffs’ counsel stating thatvtheg file suit if
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[they] did not receive a serious settlement offer wigemen days...."ld. Plaintiffs then obtained
new counsel and, on March 3, 1999, that new counsel requested afiwentyy extension so that
he could review the matter and respond to defendants’ previous ldtter.[Ijn the spirit of
settlement, defendants granted plaintiffs a “final extension” until March 26, 19€9.0n March
25, 1999, one day before the extension expired, plaintiffs filed an action against tiuadefen the
Southern District of Ohio seeking trademark cancellation anthrdg¢ory relief. Id. Rather than
serving the defendants, plaintiffs’ counsel sent them a letter listing sen®avhy his clients
possessed no liabilityld. The letter was drafted on March 26, 1999, and it did not inform
defendants of the fedéraction filed against them a day earliéd.

The Sixth Circuit affirmed the district court’s dismissal of the action, explairsrigllaws:

A finding of bad faith is overwhelmingly supported in the record. The plaintigtechi

the defendants by going along with written correspondence regardingmesattl

while, in fact, the plaintiffs had already filed but not served an anticipatderde
action. The plaintiffs knew that if a settlement was not reached, the defendards woul
seek legal recourse. Thuthey filed their federal action on March 25, 1999, the day
before a negotiation extension period granted to them by the defendants expired. In a
March 26, 1999 letter, plaintiffs' counsel merely listed six reasons that Inits ¢heed

no liability—hedid not inform defendants that a federal action had been filed against
them in Ohio. As the district court stated:

If Plaintiffs' conduct was not mere deceptive gamesmanship, then they would
have informed Defendants that they did not intend to make arsgtitement

offer and would prefer to seek a judicial resolution. If it was not gamesmanship
Plaintiffs would not have filed suit in this Court during the extension period they
requested for their new counsel. If it was not gamesmanship, they would have
informed Defendants in the March 26, 1999 letter that they had filed suit.

The court also found that the “[d]efendants likely would have filed the Kansas action

in early March 1999 and not waited until May 1999” had the plaintiffs not requested
the exten®n period.

*k%k
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Because the plaintiffs filed their complaint in bad faith and engaged in procedural
fencing, the district court did not abuse its discretion by dismissing the plaintiffs
action.
Zide 16 Fed. Appx. at 438-439.
The Sixth Circuit’s decisn in Zide supports a finding of “procedural fencing” herein. its
May 15, 2019 emailsmucker lulled PIM into believing that it was interested in further negotiatia
statingthat it would respond “as soon as possible” after the trade show endetldiveng week

Instead, Smucker filed the instant lawgwid days laterpn May 17, 2019. Making matters worss

in a letter dated that same day, Smucker listed a number of reasons why it b&lised

ns

infringement claims had no merit but failed to notify PIM that it had filed suit that same day

Furthermore contrary to Smucker’'s argument that PIM gave no indication that it was intending on

filing suit, Smucker’s own filings demonstrate a driving concern that, if it didilecsuit first, PIM
wouldinstigate litigation. Ideed, ints Amended Complaint, Smucker admits that its interpretat
of PIM’s letters “placed it in apprehension of litigation.” (Doc. No. 12 at § 43.) Sniscksponse
to PIM’s Motion to Dismiss also demonstrates that it esare that PIM would seek to file suit in
New Jersey if they could not reach a settlement. (Doc. No. 17 at.p. 6-

In light of the above, the Court finds that Smucker’s declaratory judgment compksnt
motivated by improper forum shopping. This factor weighs heavily in favor ofs#isig the instant
action.

The fourth factor is whether the use of a declaratory action would increasettbe between
federal and state courts and improperly encroach on state jurisdiGtiand Trunk746 F.2d at 326
Because the New Jersey action is also in federal dbigtfactor is not relevant and does not weig

against or in favor of either party.
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Thefifth, andfinal, factor is whether there is a better or more effective alternative rem

bdy.

Grand Trunk746 F.2d at 326As noted above, PIM has filed a suit concerning the same controviersy

in the District of New Jersey. (Doc. No.-I§ The Court finds that action places PIM in th
appropriate position as the natural plaintiff, particularly in light of the fattitrwas PIM’s cease
and desist letters that sparked the parties’ dispute. As the Sixth Circuit hs‘aai@ercive action
is an inherently more effective litigation vehicleRmSouth Bank386 F.3d at 791. The Court thu
finds that this factor weighs in favof dismissal.

In sum, three of the Grand Trunk factors either are not relevant or do not weigh stron
favor of either party. The remaining two factors, however, weigh stronglyor faf dismissal.
Accordingly, and for all the reasons set forth above, the Court declines tisexarisdiction over
this declaratory judgment actidh. PIM’s Motion to Dismiss on the basis of the anticipatory acti

exception to the firste-file rule is, therefore, grantéd.

V. Conclusion

For the reasons setrtb above, Defendant’s Motion to Dismiss (Doc. No. 14) is GRANTE

IN PART and DENIED IN PART, as follows. Defendant’s Motion is denied to the eitteatks

8 The Court finds without meri®muckets argument hat the firstto-file rule shouldnonethelesspply because any
defect in itscComplaint was cured when it fileth AmendedComplaint seeking injunctive relief. (Doc. 17 at 4 would
be inherently inequitable to allow a party to race to the courthouse withpaopen declaratory action, and yet retai
that forum by later amending its complaint to include injunctive relief.

14Because the Court declines to exercise jurisdiction over the instant declardgpment action, it need not reach PIM’S
argument that Smucker’s Trademark Infringement claim fails te atataim upon which relief may be granted.
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dismissal based on the lack of personal jurisdiction, but is granted on the basis ofcipet@mti
action exception to the firso-file rule.

IT 1S SO ORDERED.

s/Pamela A. Barker
PAMELA A. BARKER
Date: Novemker7, 2019 U. S. DISTRICT JUDGE
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