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IN THE UNITED STATESDISTRICT COURT
FOR THE SOUTHERN DISTRICT OF OHIO
EASTERN DIVISION

THE OHIO WILLOW WOQOD :
COMPANY, : Case Nos. 2:05-CV-01039;
: 2:09-CV-01027
Plaintiff,
JUDGE ALGENON L. MARBLEY
V.

Magistrate Judge Kemp

ALPSSOUTH, LLC,

Defendant.

OPINION & ORDER
This matter is before the Court on Defendalpis South LLC’s (“Alps”) Motion to Stay

Proceedings (Doc. 285). Alps seeks a geryding the resolution of Case No. 04-CV-1223,
which was recently remanded to this Courttf@l by the Court of Appeals for the Federal
Circuit. SeeThe Ohio Willow Wood Company v. Alps South, LT85 F.3d 1333, (Fed. Cir.
2013). Plaintiff Ohio Willev Wood Company (“OWW?") opposgesen the grounds that the
patents at issue in these cases are unrelated,aritwhll suffer irreparable harm if the stay is
granted. (Doc. 287). For the reasorisfegh herein, Alps’ Motion is hereb@RANTED.

. BACKGROUND
OWW has filed several cases in this Cdarénforce four different patents against

alleged infringement by Alps. The firsase No. 04-CV-1223, filed December 27, 2004,
alleged infringement of U.S. Patent No. 5,830,237e(*#87 patent). This case, filed November
16, 2005, seeks to enforce OWW'’s patenttaginder U.S. Patent No. 6,964,688 (“the '688
patent”) (Doc. 1). In both cases, Alps arguest DWW engaged in inequitable conduct before
the Patent and Trade Office (PTO) and the BadirPatent Appeals drinterferences (BPAI)

during reexaminations of the ‘237 patent and the ‘688 patent.
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Alps filed two separate nions of summary judgment the ‘237 patent case. One
motion asserted that OWW'’s claims regarding'#3 patent were invalidnder the doctrine of
collateral estoppel, based on a prior Eastern DistfiTexas ruling otherwise unrelated to this
case. (No. 04-CV-1223, Doc. 145). The other modisserted that the claims of the ‘237 patent
are obvious. I¢., Doc. 162). OWW filed its own matn for summary judgment, seeking to
dismiss Alps’ affirmative defense and asserttagounterclaim for inequitable misconduct.

(Id., Doc. 164). On June 15, 2012, the Court ggaAlps’ motion for summary judgment on the
basis of collateral estoppel as totaer claims of the ‘237 patentld(, Doc. 182). The Court
later granted Alps’ second motion for summpuggment regarding other claims, but granted
OWW’s motion for summarjudgment of no inequitable conductd.( Doc. 209). On August
28, 2012, both parties appealedhe Federal Circuit. Id., Doc. 217)

On November 15, 2013 the Federal Circuit affirmed the Court’s grant of summary
judgment on the issues of colleibestoppel and obviousness indaof Alps, but reversed the
summary judgment determining there hagi no inequitable conduct by OWWd.( Doc.

226). The court remanded that issue only for trild.).(

[. STANDARD OF REVIEW
“A district court has the inherent powerdtay proceedings based on its authority to

manage its docket efficiently.Ferrell v. Wyeth—Ayerst Laboratories, In2005 WL 2709623,

*1 (S.D. Ohio Oct. 21, 2005) (citinign re Airline Pilots Ass'n. v. Miller523 U.S. 866, 880
(1998));see also Landis v. North American C209 U.S. 248, 254-255 (1936). A court,

however, “must tread carefully in granting a stdyproceedings sinceparty has a right to a
determination of its rights andabilities without undue delay.”ld. (quotingOhio Envtl. Council

v. U.S. Dist. Ct. 565 F.2d 393, 396 (6th Cir. 1977)). In deciding whether to grant a stay, Courts

commonly consider factors such as: (1) the need for aigtaf?) the stage of litigation; (3)
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whether the non-moving party whbke “unduly prejudice[d] or tdically disadvantage[d]”; (4)
whether a stay will simplify the issues; and\{&)ether burden of litigation will be reduced for
both the parties and the coufgrice Engineering, Inc. v. JG Innovations, In@91 F. Supp. 2d
915, 920 (W.D. Wis. 2010) (citations omitted).

The movant bears the burdeinshowing both a need for delay and that “neither the other
party nor the public will suffer harfinom entry of the order.’Ohio Envtl. Councijl565 F.2d at
396. Moreover, a trial judge should be hesitahén a stay would disrupt a statutory or
administrative timetableld.

The first-to-file rule provides that, whagtions involving nearlydentical parties and
issues have been filed in twdfdrent district courts, “the court in which the first suit was filed
should generally proceed to judgmentZide Sport Shop of Ohio, Inc. v. Ed Tobergte
Associates, In¢16 F. App'x 433, 437 (6th Cir. 2001) (quotimge Burley,738 F.2d 981, 988
(9th Cir. 1984)). The rule encouragesnity among federal courts of equal rar@ertified
Restoration Dry Cleaning Network, L.L.C. v. Tenke Cd&pl F.3d 535, 551 (6th Cir. 2007).
The rule also enacts the federal courts’ “gengrialciple” of “avoid[ing] duplicative litigation.”
In re Am. Med. Sys., IncZ5 F.3d 1069, 1088 (6th Cir. 1996) (quotation omittegl;aso
Pritchard v. Dent Wizard Int'l Corp275 F. Supp. 2d 903, 910 (S.D. Ohio 2003).

[11.  ANALYSIS
Alps urges this Court to usts discretion to stay this sa pending resolution of the ‘237

patent case. Alps argues tlaing so would simplify the litigation, because a finding of
inequitable conduct in the ‘237 case will ledle ‘688 patent unenforceable, since the two
patents are “closely related(Doc. 285-1 at 15). In particulahlps points out that the BPAI
consolidated the reexaminationpaals of the ‘237 and ‘688 patents for oral argument and that

Alps’ inequitable conduct claim arises from that joint proceedifdy.af 4; Doc. 288 at 2).
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Alps maintains that a stay will not prejudi©®VW or give Alps a tactical advantage in
the proceedings, because the litigation before thetGs already stayed in all respects except
for the patent infringement claims. (Doc. 285-12). Alps also beliexgethat a stay will not
result in irreparable harm ©@WW, because money damages aseféicient remedy in this case.
(Doc. 288 at 12). Alps claims, however, that a deai its motion would rgult in prejudice to
itself, because it could be forced to pay damag#sein688 case that could not be recovered at a
later date in the event that anclusion inconsistent with th@37 case is eventually resolved in
its favor. (Doc. 285-1 at 13). Algmints out that the ‘237 casdams but one issue to try in the
near future. I¢l. at 14).

In opposition, OWW disputes Alps’ charactetiaa of the ‘688 paterds related to the
‘237 patent. (Doc. 287 at 1, 2-6). OWW argtieat because the ‘688 patent enjoys a
presumption of validity under 35 U.S.C. § 282, ardduse the ‘688 patent is not related to the
‘237 patent, the weight of precedent suggeststtiis Court should not extend a finding of
inequitable conduct in the prosdiom of the ‘237 patent to therosecution of the ‘688 patent
without a separate findingf inequitable conduct.ld. at 14). OWW further asserts that it will
suffer irreparable harm Alps’ motion is granted. Id. at 19). OWW reasons that because Alps
is a direct competitor, Alps’ continued sale of patented items unfairly competes for market share
that rightfully belongs téhe patent holder.Id. at 19). OWW concludes that denying the motion
will allow Alps to litigate fully its case in this court, thus removing any risk of prejudice to the
defendant. Il. at 20). OWW also objects to the applioatbf the first-to-file rule, arguing that
it only applies when cases are filed in two differdistricts, rather than, deear, in two separate

cases in the same distri (Doc. 287 at 19).



OWW misapprehends the purpose and logic ofiteeto-file rule. As the Sixth Circuit
has said, “[tlhe waste of judicial resources tluduplicative proceedings is plain and is not
correctable on appealfh re Am. Med. Sys., Inc/5 F.3d 1069, 1088 (6th Cir. 1996). Although
the first-to-file rule is ordinaly invoked when litigation is brough two different districts, the
logic of the rule remains when litigation isolight in two different gurts within the same
district. At least one Court of Appeals hamsedtly approved this application of the rulgee
Dillard v. Merrill Lynch, Pierce, Fenner & Smith, In@61 F.2d 1148, 1161 n.28 (5th Cir.

1992).

Moreover, completion of the ‘237 patent cask allow Alps to make a full defense in
this case, whereas going forward with this aagght result in inconsistent outcomes resulting in
material prejudice. While OWW has claimed thatay would result in reparable harm to its
interests, it has offered no evidence to destrate why money damages would not be an
adequate remedy for any ongoing harm. The ‘6&8npa&ase has beenoperly stayed for over
eight years, and the resolution of the ‘237ecadl likely expedite matters by reducing the
litigation burden on thearties, thereby shortening the pgedings. OWW has not alleged any
harm to the public, which in fact likely benefits from the continuing economic competition with
Alps. As there are no statutory or other legaktiables disrupted by a stay of the proceedings,
the necessity factor weighs in Alps’ favor.

The ‘237 patent case is in a decidedly ambeal stage of litigation. Only one issue
remains to be settled, and the Federal Circtgiaen clear guidance on the manner in which to
do so. See The Ohio Willow Wood Compani$85 F.3d at 1351-1352. The ‘688 patent case, on
the other hand, remains to be litigated in full.cBese the ‘237 case is so near its terminus, this

factor weighs in favor of Alps, as well.



When considering whether granting the motio stay would prejudice OWW tactically,
the Court must also consider how much the stayld simplify the issues for each party. In the
present case there is a strongliltood that factual and legaliestions germane to the ‘688
patent will be litigated in the ‘237 patetdse. While reserving judgment on the legal
relationship between the two patents themselvesclear that the paté prosecution litigation
resulting in the consolidated appeal before thAIBRas in some respedigd both patents to the
guestion of OWW's conduct in the appeal.

Accordingly, it is possibléhat the outcome of th37 case could preclude OWW'’s
recovery in the ‘688 case. At the very ledis¢, ‘237 case will estabhsmportant questions of
fact that should not be arguedaeately in two different courtsThe logic of granting a stay in
such a situation is similar to that embodied in FRedCiv. P. 20(a) regarding permissive joinder.
The purpose of the joinder rule is “to prota trial convenience and expedite the final
determination of disputes” when multiple claims to relief arise “out of the same transaction or
occurrence and present[] a common question of lafaad” 7 Charles Alan Write & Arthur R.
Miller, FEDERAL PRACTICE AND PROCEDURES 1652 (3d ed. 2008). A stay would similarly
produce a consistent fact-findinghich would promote trial effieincy, as well as a consistent
outcome between two cases with at least partially overlappingrsattematerial fact. Such
consistency will simplify the issues for both parties and allow them to focus on any remaining
guestions of law or fact.

OWW has not demonstrated how it woulddsejudiced tactically by a stay of the
proceedings, arguing mainly that a stay wouldairtyf delay any eventuakcovery. (Doc. 287

at 19-20). At the same time, a stay could signifilyasimplify some of the issues to be tried in



this Court by establishing salient facts commohdth cases. In light of this probability, both
the prejudice and simplification factaseigh in favor of granting the stay.

Granting the stay, therefore,liWikely simplify the issues for trial in the ‘688 case. Any
simplification of the issues will substantially decrease the litigation burden in an area of the law
as complicated as patent prosecution. The outcome of the ‘237 case, as discussed above, could
preclude recovery by OWW altogether. Gragta stay would avoid the possibility of
dissipating both the Court’'s ancetparties’ resources in litigagy a claim that the ‘237 case
could eventually render moot. This factegighs heavily in favor of the movant.

V. CONCLUSION
Because all the relevant factors suppopsAtequest for a stay pending the outcome of

the ‘237 patent case, the Court will exercise isedition to stay the proceedings consistent with
the first-to-file rule. Alps’ Motion (Doc. 285) iISGRANTED. The case is herelTAYED
pending resolution of Case No. 04-CV-1223.
IT 1SSO ORDERED.
g/ Algenon L. Marbley

ALGENON L. MARBLEY
UNITED STATESDISTRICT JUDGE

DATED: February 18, 2014



