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INTHE UNITED STATESDISTRICT COURT
SOUTHERN DISTRICT OF OHIO
EASTERN DIVISION

Boost Worldwide, Inc., Case No.: 2:13-cv-490
Plaintiff Judge Graham
V. Magistrate Judge Kemp
Cdll Station Wireless, Inc. d/b/a
Cell-U-Express,
Defendant.

OPINION AND ORDER

This matter is before the Court on the Plaintiff's Motion for Default Judgnud. ©)
against, the Defendant, Cell Station Wireless, filed on August 1, 2013. For tharigli@asons,

the Court will grant the Plaintiff's motion.

Background

The Plaintiff, Boost Worldwide, is a provider of prepaid wireless services. Cotp8, a
doc. 2. It is owned by Sprint and operates on Sprint’'s and Nextel's telecomnmamioativorks.
Id. Between 2001 and 2006, tidaintiff trademarked numerous marks and logos (the Boost
Marks) used in connection with its telecommunications equipment, telephone cards, and
telecommunications servicekl. at 1 10-13. The Plaintiff has used these Boost Marks in
promoting, advertising, offering, and selling its products and services sincel@0&2] 14-17.
As a result of thie continuous usethe Boost Marks are widely recognized in the United States,

including Ohio, and are associated with the Plaintiff's goodwill and reputédicsaty 18.
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The Plaintiff sells its products and services through large retail chainsebautively
authorized retail outlets throughout the counti. at § 19. The Defendant, Cell Station
Wireless, is not an authorized Boost dealer. Compf] 20. Nonetheless, the Defendant has
improperly used the Boost Mark in signs and other advertising in connectionss@blimbus
store.ld. at § 21. The Defendant’s unauthorized use of the Boost Marks is confusing to the
public.ld. at{ 23.

Prior to filing the instant action, the Plaintiff, through counsel, contacted the Defendant
and requested that it cease the unauthorized use of the Boost Mar&s i 24-25. The
Defendant continued to use the Boost Marks despite the Plaintiff’'s request aolatiowiof the
Plaintiff's trademarkld. at{ 25.

On May 21, 2013, the Plaintiff filed a five count Complaint (doc. 2) asserting claims for
trademark infringement in violation of 15 U.S.&1125(a), trademark infringement in violation
of 15 U.S.C.8§ 1114, fdse advertisingin violation of 15 U.S.C.§ 1125(a)(1)(B) unfair
competition, and unjust enrichment. After the Defendant failed to respond to the Summons (doc.
4 & 6), the Plaintiff filed an Application for Entry of Default (doc. 7) on July 8, 2013. TakC
entered an Entry of Default (doc. 8) against the Defendant on July 10, 2013. On August 1, 2013,
the Plaintiff filed a Motion for Default Judgment (doc. 9) against the Defendant. kudidine
submission of its Motion for Default Judgment, the Pldirii€éd additional documentation in
supports of its request for attorney’s fees in this c&sedoc. 10, 11, & 13. The Plaintiff's

Motion is now ripe for the Court’s consideration.

[. Standard of Review



Federal Rule of Civil Procedure 55 states, “[w]hen a party against whom a joidfgme
affirmative relief is sought has failed to plead or otherwise defend that failure is shown by
affidavit or otherwise, the clerk must enter the party’s defa@lparty against whom default has
been entered is deemed to have admitted all of thepleslitied allegations in the complaint,

except those related to damagastoine v. Atlas Turner, Inc., 66 F.3d 105, £1Q (6th Cir.

1995) Allegations concerning damagae not deemed true upon entry of defadlhé district
court must instead conduct an inquiry in order to ascertain the amount of dam#ges

reasonable certaintyVesligaj v. Petersgn331 E App'x 351, 355 (6th Cir2009) (quoting

Credit Lyonnais Sc. (USA), Inc. v. Alcantara, 183 F.3d 151, 155C{2d1999)). After default
has been entered, the party seeking relief from the defaulting party may apjplydéault
judgment. FedR. Civ. P. 55(b).“When an application is made to the court under Rule 55(b)(2)
for the entry of a judgment by defaulbe district judge is required to exercise sound judicial
discretion in determining whether the judgment should be entered. WhGght & Miller Fed.

Prac. & Proc. Civ. 8§ 2685 (3d ed. 2013).

IIl.  Discussion

In its Motion for Default Judgmenitthe Plantiff requests that the Court enter “an Order
granting it default judgment as to all allegations set forth in the Complaint.” MdDefault. J.
1, doc. 9.Theprimary focus of thélaintiff's Complaint is the Defendant’s alleged violations of

the LanhanAct.

A. Lanham Act Violation

In support of its Motion, the Plaintitfites Fifth Circuit case law almost exclusively.



A party proves trademark infringement in violation of the Lanham Act by showing (1)
that it owns a trademark, (2) that the infringer used the mark in commerce withouizatton,
and (3) that the use of the alleged infringing trademark “is likely to causestomfamong

consumers regarding the origin of the goods offered by the pafdeach, Inc. v. Goodfellow

717 F.3d 498, 502 (6th Cir. 2013) (citihgelanau Wine Cellars, Ltd. v. Black & Red, IN602

F.3d 504, 515 (6th Ci2007). Taking the Plaintiff's welplead allegations as trusgeAntoine,
66 F.3d at 11011, the Plaintiff: (1) owns its trademarks, ComplfftL014; (2) the Defendants
used the Boost Marks in commerce without authorizatidn,at ff 20-%5; and (3) the
Defendant’s use of the Boost Marks is likely to cause confusion among consugaedsnige the
origin of the goods offered by the partighb,at {11, 23, 32, 37, 47Consequentlythe Plaintiff's

well-plead complaint demonstrates that trefdhdant violated the Lanham Act.

B. Permanent Injunction

Based on the Defendant’s violation of the Lanham Act, the Plaintiff requests that thi
Court enter a permanent injunction enjoining the Defendant from furthergmigirconduct.
Courtsmay issuepermanent injunctions,according to the principles of equity and upon such
terms as the court may deem reasonalepreventviolations of the Lanham Act. 15 U.S.€.
1116(a).A plaintiff seeking a permanent injunction must demonstrate (1) that itufesesl
irreparable injury; (2) that there is no adequate remedy at law; (3)ahsidering the balance of
the hardships between the plaintiff and defendant, a remedy in equity is wéreantt€4) it is in

the publics interest to issue the injunctiodudi AG v. D’Amato 469 F.3d 534, 550 (6th Cir.

2006) (citing eBay Inc., et al. v. MercExchange, L.L.G47 U.S. 388, 391 (2006)“The




decision to grant or deny permanent injunctive relief is an act of equitabletiiscby the
district court.”Ebay hc., 547 U.S. at 391.

The Court finds that a permanent injunction enjoining the Defendant’s use of thie Boos
Marks is appropriate under the circumstances of this case. thes®laintiff is likely to suffer
irreparable injury if the Defendarg not permanently enjoined from using the Boost Marke T
irreparable injury factor is established in trademark cases by shovaeihthéhdefendant's use of

a trademark is likely to cause confusion. Wynn Oil Co. v. American Way Serv. Corp., 943 F.2d

595, 608 (6thCir. 1991). The Court has already found that the Defendant’s use of the Boost
Marks is likely to cause confusion. Therefore, the first factor weighsvior faf a permanent
injunction.

Second, there is no adequate remedy at law for the Defendant gimgriconduct. As
the Sixth Circuit has explained, there is no adequate remedy at law where thgretential
future harm from infringementAudi AG, 469 F.3dat 550 The Defendant in this case has
ignored the Plaintiff's request to cease the use of the Boost Marks and continueth®oR@est
Marks in the regular course of its business. Absent a permanent injunction, tiver@aential
that the Defendant will continue to use the Boost Marks and likely cause confusion among the
public about the origination of its good and services. Therefore, the second factor weighs in
favor of a permanent injunction.

Third, the Defendant will not incur any hardship as a result of the issuance of a
permanent injunctionequiring that it comply with the Lanham Ae¢t defendant does not suffer
any hardship in complying with the Lanham Alct. Therefore, the third factor weighs in favor

of a permanent injunction.



Finally, the issuance of a permanent injunction in this case is in the publicsintere
Trademark enforcement and prevention of customer confusion are inherently in the public

interest.Park’N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S. 189, 198 (1988galsoLorillard

Tobacco Co. v. Amouri’s Grand Foods, Inc., 453 F.3d 377, 383 (6tl2@lf (recogizing that

a permanent injunction in cases involving the Lanham Act serves “two funddpemtases of
trademark law: preventing consumer confusion and deception in the marketplace anthgrotect
the trademark holdergroperty interest in the mark”). Therefore, the fourth factor weighs in
favor of a permanent injunction. In light of the foregoing analysis, the Court \aitit ghe
Plaintiff's request for a permanent injunction.

The Plaintiff also requests that this Court order that the Defendant beecktpifile a
written report detailing its compliance with the permanent injunction. A court magt dar
defendant to file such a report under 15 U.8.€C116(a). In this case, the Court finds that such a

request is weltaken and will grant the Plainftg request.

C. Damages andttorney’s Fees

Although the Plaintif's Complaint requested damages for the Defendantgedlle
violations of the Lanham Act, Compl. at 1, its Motion for Default Judgment, the Plaintiff
requess only that the Court entex permanent injunction and award the Plair#${960.32 in
attorney’s fees and expenses, Pl.’s Mot. for Default?Having ruled on the Plaintiff's request
for a permanent injunction, the Court turns to the Plaintiff's request for atterfess and
expenses. Under the Lanham Act, Hg] court in exceptional cases may award reasonable

attorney fees to the prevailing party.” 15 U.S.C. § 1117(a). Thus, the Lanham Act § 1117(a)

2 In its Motion for Default Judgmenthe Plaintiff eylicitly statesthat “Boost is not seeking further damages,
statutory or otherwise, from defendant. Rather, Boost seeks onlgagud for the fees and expenses it has incurred
in connection with prosecuting this Action. Mot. for Default J. at 9 n.1
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yields two inquiries: (1) whether the requesting party was the “preygaty,” and (2) whether
the case was “exceptional.” See Audi AG v. D'Amato, 469 F.3d 534, 550 (6th Cir.2006).
Here, the Plaintiff is the prevailing party and Sixth Circuit case law supplogts
conclusion that this is an “exceptional case” entitling théeniffato attorney’s feesAlthough
the Lanham Act does not define what is an “exceptional case,” the Sixth Circuit Hatddteia
case is exceptional where the trademark infringement was “maliciousjl,wilaudulent, or

deliberate.”"Coach, Inc. 717F.3dat 505 Audi AG, 469 F.3d at 550Eagles, Ltd. v. Am. Eagle

Found, 356 F.3d 724, 728 (6th Ci2004). The trial court has “considerable discretion” in

deciding whether to award attorney's fees under 8 1117. Sovereign Order of Saint John of

Jerusaleminc. v. Grady, 119 F.3d 1236, 1244 (6th Cir. 1997). Doubt over whether the defendant

acted with the requisite intent should be resolved in favor of a finding that $keeisanot

exceptional._Seddindu Incense v. Meadows, 692 F.2d 1048, 1052 (6th TdR&) (dting

O’Brien Int’l, Inc. v. Mitch, 209 USPQ 212, 221 (N.D.Cal.198®@ralsoSchlotzsky's, Ltd. v.

Sterling Purchasing and Nat'l Distrib. C&20 F.3d 393, 402 (5th Ci2008) (“The prevailing

party has the burden to demonstrate the exceptional nature of the casar @andleonvincing
evidence.”).

Factors a court may consider in deciding if a case is exceptional include: wtnethe
infringing party attempted to ascertain if his use of the name or mark wouldyentin the rights
of another; whether the infringing party was given notice of his wrongdoing; whttbe
infringing party acted in reasonable reliance on the advice of legal counsel;ewtie¢h
infringing party acted with bad faith, oppression, or coercion; and whether thealipgeparty

suffered any damages or lost sal®seAudi AG, 469 F.3d at 551Eagles 356 F.3d at 728;



Hindu Incense692 F.2d at 1051; Timber Prods. Inspection, Inc. v. Coastal Container Corp., 827

F. Supp. 2d 819, 831 (W.Mich. 2011).

Here, prior to the fihg of the instant action, the Plaintiff provided the Defendant with
notice of its legal rights concerning the use of the Boost Marks and requestdt: thafendant
cease and desigs use of the Boost Marks. Despite this notice, the Defendant contiauese
the Boost Marks in the regular course of its business. When the Plaintiff brbaghtstant
action against the Defendant, the Defendant failed to appear and an entry ofwiefaetitered
against it.Considering these facts, it is reasonable to infer that the Defendantig@ment was

willful or deliberate.SeePetMed Express, Inc. v. MedPets.Com, 836 F. Supp. 2d 1213,

1222 (S.D. Fla.2004) (awarding attorney’'s fees under the Lanham Act where defendant
continued infringement even after receiving notice from the plaintiff andhdef¢ failed to

respond to the complaintfirista Records, Inc. v. Beker Enger Inc, 298 F. Supp. 2d 1310,

1313 (S.D. Fla. 2003) (finding willfulness when “Plaintiffs repeatedly contactednDahts
regarding teir infringing conduct and Defendants ignored Plaintiff's communicadiohstis

Vuitton Malletier & Oakley v. Veit211 F.Supp.2d 567, 583 (E.DPa.2002)(“Willfulness can

be inferred by the fact that a defendant continued infringithg\der after leing given noticg;

Discovery @mmc'rs, Inc. v. Animal Planet, Inc., 172 Bupp. 2d 1282, 12992 (C.D. Cal.

2001)(awarding attorney’s fees under the Lanham Act where defendant continuegeinment
even after receiving notice from the plaintiff and defendant failed ponesto the complaint);

Taylor Made Golf Co., Inc. v. Carsten Sports, Ltd., 175 F.R.D. 658, 663 (D.1997)

(finding that for purposes of award of attorney fees under the Lanhamcas¢ may be
considered “exceptional” where daftant disregards proceedings and does not apieat J.

Gallo Winery v. Consorzio del Gallo Nero, 782 F. Supp. 472 —-AG4(N.D. Cal. 1992)




(awarding attorney fees to plaintiff after defendant repeatedly ignoegning to refrain from
use of mark)Under the circumstances of this case, the Court finds that this is an exceptional
case justifying the award of attorney’s fees.

The Court must now determine whether the Plaintiff's request of $3,960.32 in attorney’s
fees and expenses is reasonable. In stigbdats request, the Plaintiff submitte) an affidavit
from the Plaintiff's national outside counsel, First Youngelson Aff., doc. 9-Bn2)voice from
national outside counsel’s firm to the Plaintiff's parent company for $3,500 in pimietfees,
Invoice, doc. 11; and (3) an additional affidafritm the Plaintiff’'s national outside counsel
explaining the fee arrangement in this case, Second Youngelson Aff., ddtelfee applicant
bears the burden of establishing entitlement to an attdeseyaward and documenting the

appropriate hours expended and hourly rafee Hensley v. Eckerhart, 461 U.S. 424, 437

(1983); seealso Graceland Fruit Inc. v. KIC Chems., Inc., 320 F. App’x 323, 328 (6th Cir.

2008). In addition, the applicant bears the burden of proving that the requested monetary is

reasonable. Sddnited States v. Ohio, 474 Bupp.2d 916, 920 (S.DOhio 2007) (citingReed

v. Rhodes, 179 F.3d 453, 472 (6th Cir. 1999)).

Typically, “[tlhe most useful starting point for determining the amtoof a reasonable
fee is the number of hours reasonably expended on the litigation multiplied by a béasona
hourly rate.” Hensley 461 U.S.at 433. A party requesting attorney’s feemust provide
documentation with “sufficient detail and probative \eata enable the court to determine with a
high degree of certainty that such hours were actually and reasonably ekpantee

prosecution of the litigationImwalle v. Reliance MedProds., Inc., 515 F.3d 531, 55@th Cir.

2008)(quotingUnited SlateLocal 307 v. G.M. Roofing & Sheet Metal Co., 732 F.2d 495, 502

n. 2. (6th Cir.1984)). Courtgletermineareasmable hourly rate based on the prevailing market



rate in the relevant communifgr lawyers of comparable skill and experieng@an Horn v.

Nationwide Propand Cas. Ins. Co., 436 F. App’x 496, 498 (6th Cir. 2011) (citingsranzeier

v. Middleton, 173 F.3d 568, 577 (6th Cir. 1999). “Atdid court may rely on a party’
submissions, awards in analogous cases, state bar association guidelitesvandknowledge
and experience in handling similar fee requéstan Horn 436 F. App’x at 499 (citin@ & G

Mining, Inc. v. Dir., Office of WorkersComp. Programs522 F.3d 657, 664 (6th Ci2008);

Geier v. Sundquist, 372 F.3d 784, 791 (6th Cir. 2004)).

In this case, as explained by counsel, the Plaintiff and counsel agreed to a $8,&@0 f|
arrangement in this case. Second YoungelsonT4f2-3. Consequently, there is no hourly rate
for counsel’'s work on behalf of the Plaintiff and counsel matsprepared any itemized billing
for the Plaintiff in this casdd. at{ 2. The fee was intended to caver

efforts to locate, identify and negotiate with defendant regarding pdtentia

resolution of the matter, including the preparation of a settlengneement;

preparation and filing of a complaint and supporiagers; preparingnd filing

of an application for default judgment and supporting papers; supervising and

coordinating local counsel and Boost’s local investigative team; and local tounse

fees.

Id. at§ 3. Counsel estimates that he spent eight to ten hours on accomplishing thekk t$ks

4. Counsel’'s hourly rate for eight to ten hours of work would be $350.00 to $437.50 per hour.
Given the straightforward nature of the litigation irstbase, the Court does not believe such an
hourly rate is reasonable. Based on the Court’'s knowledge d¢bahEegal market, the Court
believes that a reduced hourly rate of $250.00 is reasonable under the circumstansesasé thi
and will award thélaintiff $2,500.00 in attorney’s fees.

In addition, the Court will award the Plaintiff $400.00 in coStsel5 U.S.C. § 1117(a)

(under the Lanham Act, prevailing party “shall be entitled . . . to recover . .co#te of the
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action”). The Plaintiff pal the $400.00 filing fee in this case on May 21, 2013. The Plaintiff has

not provided any evidence of additional costs that it is entitled to recover.

V.  Conclusion
For the foregoing reasons, the Court:
(1) GRANT S the Plaintiff's Motion for Default Jugiment (doc. 9);
(2) PERMANENTLY ENJOINS the Defendant from the unauthorized use of the Boost Marks;
(3) ORDERS the Defendant to:

(A) remove any and all existing signage, advertising, and other materaisdp
the Boost Marks;

(B) cease and desigid use of the Boost Marks on any signage, advertising, and
other materials in the future;

(C) cease the sale of any Boost products; and

(D) cease the sale of replenishment minutesEBast minutes) for any Boost
products;

(4) ORDERS the Defendant tdile a written report with the Court detailing its compliance with
this Order within 30 days of this Order being issued; and

(5) AWARDS the Plaintiff $2900.00 in attorney’s fees and codts.
IT IS SO ORDERED.
S/James L Graham

James L. Graham
UNITED STATES DISTRICT JUDGE

Date: January7, 2014

% $2,500.00 in attorney’s fees and $400.00 in costs.
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