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IN THE UNITED STATES DISTRICT COURT
FOR THE SOUTHERN DISTRICT OF OHIO
EASTERN DIVISION

DISTRICT BREWING COMPANY, INC.
d/b/a “Columbus Brewing Company,”

Plaintiff, : Case No. 2:15-CV-3114

V. : JUDGE ALGENON L. MARBLEY
CBC RESTAURANT, LLC : Magistrate Judge Kemp
d/b/a “Columbus Brewing Company
Restaurant,”
Defendant.

OPINION & ORDER

Before the Court is the Motion for Prelimary Injunction filedby Plaintiff Columbus
Brewing Company (the “Brewery”) against Defant Columbus Brewg Company Restaurant
(the “Restaurant”) (Doc. 2). B'Motion is fully briefed and ripe for review. For the following
reasons, the CouENIES the motion.

BACKGROUND

A. Factual Background
Plaintiff is a Columbus-based brewery speziay in hand-crafted beers. Defendant is a
Columbus-based casual restaurant. Despite haunigar names, Plaintiff alleges that the two
companies are in no way related. (Doc. 2 at 11 Rkintiff further alleges that Defendant has
been infringing on Plaintiff's inteectual property rights for yeaiby using a near-identical logo
to Plaintiff's, along with Plaiiff's trade dress designs, scripbloring, and marketing designs
both in Defendant’s restaurardnd in its advertisingld. at 12-15.) Plaintifblleges that this has

resulted in consumer confusiand a loss of customer good willd(at 14-16.)
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The Brewery was created ankd with the Ohio Secretgiof State’s Office in 1988.
(Compl., Doc. 1,  7.) Plaintiff first used andjistered the trade nam&olumbus Brewing Co.”
in 1989 and has diligently renewed its trade naimde.{f 7-8.) In addition to trade names,
Plaintiff owns several registed trademarks for various verss of the “Columbus Brewing
Company” trademark, including the trademarkesids “Columbus Brewing Co.” and various
logos thereof.Il., 1 9.)

The Restaurant opened in 1997 as past cbllaboration between developer Jeff
Edwards, then the sole owner of the Brewery @astaurateur Cameronitighell. (Doc. 10 at 2.)
From that opening until very recently, the Resdattand the Brewery shared a roof at the
intersection of Short Btet and Liberty Street in Columas’ Brewery District neighborhoodd()
From the very beginning of the Restaurant Bnelvery’s existence, the two were designed to
work in tandem. (Test. of Cameron Mitchell, Prelim. Inj. Hr'g, vol. 1 at.1Rlitchell wanted to
open a brewpub, but he had no eigrece with brewing beerld.) He met with brewmaster Ben
Pridgeon to discuss entering a ingss relationship. (Test. of Béridgeon, Prelim. Inj. Hr'g,
vol. 4 at 7-10.) Through an entity dubbed TOW{., Edwards leased the space still occupied by
the Restaurant to Mitchell’'s Company, ColumRestaurant Developmerttd. (Doc. 10 at 3.)
That lease required the Restaurant totheename “The Columbus Brewing Company
Restaurant.”Ifl.) The lease also allowebe tenant to keep thexisting Columbus Brewing
Company sign on the restaurant, and requiredda$taurant to purchase a minimum amount of
the Brewery’s beer to Bat the restaurantld.) Defendant purchasedatRestaurant’s assets
from Cameron Mitchell in 2007, in what it charactes as a “turnkey” opation. (Pl.’s Reply in

Opp. to Def.’s Resp., Doc. 23 at 1; Def.’s Trial Br., Doc. 30 at 2.)



Since opening in 1997, owners of the Rastatihave openly used Plaintiff's name,
marks, and logo in an effort to market the Rastnt and the Brewery jointly. (Doc. 10 at 3.)
Plaintiff claims that its then vice presidenh@anow owner) Eric Bean objected to Defendant’s
use of the marks in 2006d() In response to Beantequest, DefendantltbPlaintiff that it
would continue to use Plaintiffimiarks despite Bean’s disapprovédl.f

Plaintiff did nothing else in response to Restaurant’s use of the Brewery’s marks until
nine years later, serving Defendant vatbease and desist letter in April of 2018. &t 3-4.)
During those nine years, Defendant usednfifis marks openly and with Plaintiff's full
awarenessld. at 4.) In fact, Plaintiff and Defendajatintly marketed the Restaurant and
Brewery in efforts such as “Hop Odyssey,” anthly event where Bean came to the Restaurant
to introduce the Brewery’s newebr to Restaurant patronkl.f Hop Odyssey events and a “tap
party” for the Brewery’s beer were held at RRestaurant as late as December 2010, all with the
full awareness of Bean and otligrewery personnel. (Test. ofiEBean, Prelim. Inj. Hr'g, vol.

2 at 227-29.) The Restaurant sold the Brgvgdoeers on tap exclusively for yearsl. @t 218-
20.) From 2007-2009, the Restaurant wasaifribe Brewery’s biggest customerkl.f In 2008,
the Brewery operated in the red,iawere, to the tune of $200,000d

Meanwhile, the Brewery’s operation soon tredter grew substantially, increasing
production by 400% since 2009 and 1000% sR@@5. (Doc. 1, 1 38.) The Brewery plans to
open a larger facility and its own restauraetvices in the future. (Doc. 2 at 18.)

B. Procedural History

Plaintiff filed its Complaint and Motion for Preliminary Injunction on December 28,

2015. (Docs. 1 and 2.) Defendant filed its Resgan Opposition to Plaintiff’'s Complaint on

February 29, 2016. (Doc. 10.) Plaintiff filed Reply to Defendant’'s Response on March 5,



2016. (Doc. 23.) Beginning on March 7, 2016, the Cheald a hearing on the matter, and the
parties presented evidence and elicited testinfimmy various witnesses. Defendant filed a post-
trial brief on March 10, 2016 (Doc. 30), and Btdf filed a post-trial brief on March 14, 2016
(Doc. 31).
II. LEGAL STANDARD

The Sixth Circuit’s four-factor balancing tastdetermine whether injunctive relief is
appropriate under Federal Rule@til Procedure 65 requiresdiCourt to weigh the following
factors:

(1) whether the movant has a strongelikood of success on the merits;
(2) whether the movant would suffer irrepllinjury withoutthe injunction;
(3) whether issuance of the injunction would cause substantial harm to others; and

(4) whether the public interest would beveal by the issuance of the injunction.

Hunter v. Hamilton Cnty. Bd. of Electiqr&35 F.3d 219, 233 (6th Cir021). These four factors
“guide the discretion of the district court,”tdtthey do not establish a rigid and comprehensive
test.” Friendship Materials, Incv. Michigan Brick, Ing.679 F.2d 100, 102 (6th Cir. 1982).
Whether the combination of the factors weighs wrofaof issuing injunctiveelief in a particular
case is left to the discretion of the district co8ee Leary v. Daeschn&28 F.3d 729, 739 (6th
Cir. 2000).

While the Sixth Circuit has held that “tipeoof required for the plaintiff to obtain a
preliminary injunction is mucimore stringent than the proedfquired to survive a summary
judgment motion,’Leary, 228 F.3d at 739, the Circuit furthearified that “a party is not
required to prove his case in full at a prelimynegjunction hearing and éhfindings of fact and

conclusions of law made by a cogranting the preliminary injution are not binding at trial on



the merits."Certified Restoration Dry Cleang Network, L.L.C. v. Tenk&orp. 511 F.3d 535,
542 (6th Cir. 2007) (citations omitted). For a ptdirio receive the requested injunction, “it is
ordinarily sufficient if the plaintiff has raisegliestions going to the merits so serious,
substantial, difficult, and doubtful as to makertha fair ground for litigation and thus for more
deliberate investigationSix Clinics Holding Corpll v. Cafcomp Sys., Inc119 F.3d 393, 402
(6th Cir. 1997). A plaintiff ha%he burden of establishing a ctezase of irreparable injury and
of convincing the Court that éhbalance of injury favor[s] éhgranting of the injunction.”
Garlock, Inc. v. United Seal, Inct04 F.2d 256, 257 (6th Cir. 1968).

[ll. ANALYSIS

Preliminarily, the Court will addrss Plaintiff’'s request for the Court to merge Plaintiff's
application for a preliminary janction with Plaintiff's applcation for a permanent injunction.
The Court declines to do sonter Sixth Circuit law, a districourt may not issue a permanent
injunction if there are any astinding questions of fad@loltan Co. v. Eagle-Picher Indus., Inc.
55 F.3d 1171, 1174 (6th Cir. 1995) (finding that dinsrict court had no authority to issue a
permanent injunction where two counts requesting legaopposed to equiike, relief remained
in defendant’s counter-claim).

Plaintiff here seeks money, punitive, and keattamages in subparts (b) and (c) of its
prayer for relief, along with “any such further edliboth legal and equitable, as may be proper”
in subpart (e). (Doc. 1 at 19.) Thus, the Gooay not issue a permanent injunction unless and
until those matters are settled by a jury, abanddayePlaintiff, or disposed of entirely by the

Court.See Moltan55 F.3d at 1174.



A. Likelihood of Success on the Merits

In its Motion for Preliminary Injunction, Plaifiticontends that it will likely prevail on all
claims asserted against Defendant, which argi@dations of eithethe Copyright Act, 17
U.S.C. § 501, or Ohio statutory and/or common law for copyright infringement, trademark
infringement, trade dress infringement, deceptrade practices, and unfair competition. (Doc.
1.) Ohio law trademark infringement and unf@mpetition claims are analyzed under the same
framework as federal claimg/heel Specialties, Ltd. V. Starr Wheel Grp.,,I8&8 F. Supp. 2d
688, 696-97 (N.D. Ohio 2013). Thus Plaintiff's fedeaad state law claims will be treated as
one.

Defendant argues that Plaintiff’'s clairage barred by the disme of estoppel by
acquiescence. Defendant so argues because it athegddaintiff has slept on its rights and has
affirmatively granted Defendant license to usaiiliff’s intellectual property. (Def.’s Resp. in
Opp’n to First Mot. for Prelim. Inj., Doc. 10.)

Plaintiff counters that it hasot slept on its rights or greed Defendant license to use
Plaintiff's intellectual property. Plaintiff further argues that, eifehe Court finds acquiescence,
Defendant may not legitimately assert aroppel defense because it concern Plaintiff's
relationship with Defendant’s predecessor-ireinst, and Defendantsedecessor-in-interest
did not and could not have tisferred any right to use Praiff's intellectual property.
Alternatively, Plaintiff argues that Defendaniefenses are barred byettoctrine of unclean
hands. (Pl.’s Reply in Opp. to Def.’s Resp., Doc. 23.)

1. Estoppel by Acquiescence
Defendant admits that it has used Pl&istcopyrighted logo sice 2006. (Doc. 10 at 2.)

Since then, Plaintiff allowed Dendant to use the logo withdiarmal objection until April of



2015. (d. at 2-4.) Defendant arguesattPlaintiff's conduct has been intentionally misleading
and that Defendant’s detrimental reliance aarRiff's alleged decepbin estops Plaintiff's
copyright infringement claims entirel$ee Petrella v. Metro-Goldwyn-Mayer, Int34 S.Ct.
1962, 1977 (2014) (“[W]hen a copyright owrergages in intentionally misleading
representations concerning his abstention from and,the alleged infringer detrimentally relies
on the copyright owner’s deception, the doctohestoppel may bar the copyright owner’s
claims completely, eliminatingll potential remedies.”) (emphasis addé€tbtrellaalso provides
that, in extraordinary circumstances, “the conseges of a delay in commencing suit may be of
sufficient magnitude to warrant, tite very outset of the litig@n, curtailment of the relief
equitably awardable fd.

The Sixth Circuit refers to acquiescencéafinding of conduct on the plaintiff's part
that amounted to an assurance to the defendengss or implied, that plaiiff would not assert
his trademark rights against the defendaglvis Presley Enter., Incv. Elvisly Yours, In¢743
F.2d 889, 894 (6th Cir. 1991). The defensaaifuiescence requires proof of these three
elements: “(1) the senior usettiaely represented that it would na$sert a right or a claim; (2)
the delay between the active representation andtiassef the right or @im was not excusable;
and (3) the delay causecettdefendant undue prejudic&tinAmerica Corp. v. Sun Life Assur.
Co. of Canada77 F.3d 1325, 1334 (11th Cir. 1996) (citation omitted). Acquiescence can be
found from misleading the defendant through sile@e= Emra Corp. v. Superclips, Lt659 F.
Supp. 705, 717 (E.D. Mich. 1983ke also Conan Propertidsc. v. Conans Pizza, Inc/52
F.2d 145, 152 (5th Cir. 1985) (finding acquesce because the rights-holder sent an

autographed picture of himself in front of the alleged infringer’s restaurant including the words



“best wishes”). IFFreedom Savings & Loan Association v. Waayrlorida district court found
acquiescence because
Plaintiff knew of defendant's busineBsm the day defendant opened, yet did
nothing until defendant filed an applicati to register the name Freedom Realty.
Even after it opposed defendant's amilan, plaintiff did not write a cease and
desist letter until August of 1981, almdste years after the time that it knew
defendant was operating under the nd&dreedom Realty. Plaintiff has shown no
reason why this long period of acquieace should be excused. Furthermore,
defendant has expended considerable tiefi®rt and money in promoting his
business and his name. He is greatlyyttiged by the fact that plaintiff slept on
its rights for almost five years. Theredégplaintiff's claims are barred by laches.
583 F. Supp. 544, 552 (M.D. Fla. 19&4)d, 757 F.2d 1176 (11th Cir. 1985). Ambrosia
Chocolate Company v. Ambrosia Cake Bak#rg Fourth Circuit affirmed the district court’s
finding of an absolute defense on the groundadifes and acquiescence because defendant and
its affiliates had built a lucrative business o&a eight-year periodnd plaintiff knew about
defendant using the name “Ambrasbut failed to assert its rightThe district court found the
plaintiff “estopped from destrogg that business by an injunction which would forbid the use of
the name ‘Ambrosia’ for the cakes of defendant and its affiliates.” 165 F.2d 693, 695 (4th Cir.
1947),cert. denied333 U.S. 882 (1948).
It is uncontroverted tha&laintiff has known of Defendd's use of the Columbus
Brewing Company name since 1997, and thainiff has known of Defendant’s use of the
Columbus Brewing Company’s copyrighted logos since 2006. Indeel@nee indicates that
Defendant received the Brewery’s logo on a compdisk or other elctronic device from
someone affiliated with the Plaintiff in 2006)danot once since thenddPlaintiff object to
Defendant’s use of it until April of 2015. (Test. of Eric Bean, Trans. of Prelim. Inj. Hr'g, vol. 2

at 207-09.) Plaintiff's joint pdicipation with Defendant ithe “Hop Odyssey” marketing

venture also indicates that Defentlavas not assertinghd did not plan tossert its intellectual



property rights.Ifl. at 227-29.) Then vice-president (andwawner) Eric Bean told Defendant
to stop using Plaintiff's trademarks at some point in 20@6a 226.) But after Defendant told
Bean that it would continue tose the marks nonetheless, Rii#i did absolutely nothing to
assert its rights until issuingca@ase and desist letterApril of 2015. Indeed, Eric Bean helped
create the advertisements for “Hop Odyssey,” Wincluded use of Plaintiff's marks in the joint
event with the Restaurantd() Plaintiff points to a proceeding it instituted at the United States
Patent and Trademark office opposing Defenddarademark application for “Columbus
Brewing Company Restaurant” in 201Rl.(at 208.) But thwarting Oendant’s efforts to
solemnize the Columbus Brewing Company Restdurame is not an dication that Plaintiff
was going to assert its intellectual properghts against Defendant for Defendant’s continued
use of Plaintiff's copyrighted property.

During the development of the Brewery andfarant, Defendant invested in marketing
and developing good will using the logo, indhuglthe “Hop Odyssey” marketing events,
discussedupra

The Court finds that the foregoing indicatkat Defendant’s behavior was an active
representation that the Brewewrould not assert its intelttual property rights against
Defendant, that the delay of nearly 20 yeaBlaintiff asserting intelletual property rights from
the creation of the twentities in 1997 to the first ceagrd desist letter in 2015 was not
excusable, and that such delas prejudiced Defendants. As Buthe Court finds that Plaintiff
has acquiesced to Defendant’s use of its tradem@desSunAmericd7 F.3d at 1334. This does
not, however, end the inquiry.

Ordinarily, acquiescence puts the seniwd gunior users at parity rights-wise.

SunAmerica77 F.3d at 1334. However, acquiescence can be overcome if the Court finds that



“inevitable confusion arises fromdtcontinued dual use of the markigl”’ (citation and internal
guotation marks omitted). And, intuitively, a fimdi of actual confusion is strong proof of a
likelihood of confusionTisch Hotels, Inc. v. Americana Inn, In850 F.2d 609, 612 (7th Cir.
1965). Plaintiff has provided volunous proof of actual confusion, e.g., from Facebook posts to
voicemail messages to email correspondence ausiomers, indicating that many among the
general public do not know the difference betw the Brewery and the Restaurant. (Doc. 23,
Exh. B.)

Here, even though the Court finds that Pl#imias acquiesced to Defendant’s use of its
marks, the Court also finds that confusfegarding Plaintiff’s intellectual property will
inevitably confuse the public, which means Riéfimill probably eventually prevail on the
merits even over Defendant’s acquiescence defense.

2. Unclean Hands

Plaintiff argues that Defendant’s equitablefense should fail because Defendant has
“unclean hands.” Plaintiff coahds that Defendant’s application for use of the Columbus
Brewing Company trademark wasfidulent. (Doc. 23 at 1-2.) Ti@ourt disagrees. Plaintiff has
produced no evidence that Deflant was acting in bad faith.

B. Irreparable Injury

A plaintiff can normally show irreparablejumy when infringement causes confusion.
Lucky’s Detroit, LLC v. Double L., Inc533 F. App’x 553, 555 (6th Cir. 2013). Plaintiff notes
that it cannot control itswn marketing and branding and it ass¢hat the Restaurant does “not
portray the kind of image thatatBrewery finds to be in its beinterest.” (Doc. 23 at 18.)
Plaintiff also notes that it muspend resources combatting the confusion that the similar marks

of Plaintiff and Defendant have causdd.)(Given the actual confusion Plaintiff has

10



demonstrated, and the fact thaeparable injury ordinarily flowfrom such confusion, the Court
finds that this factor wghs in favor of Plaintiff.
C. Harm to Others

The Court must next determine whether gjrajnan injunction wouw cause “substantial
harm to others."Hunter, 635 F.3d at 233. In analyzing therna at issue, the Court considers
harm to Defendants as well as any third pariessonic Corp. v. Staffordc39 F. Supp. 2d 999,
1008 (S.D. Ohio Feb. 12, 2008).

Plaintiff asserts that the Cdwghould not consider that harm that flows from Defendant’s
infringement of Plaintiff's trademark. (Doc. 23 at 18he harm to the infniger is not an issue in
the analysisWorthington Foods, Inc. v. Kellogg €332 F. Supp 1417, 1461 (S.D. Ohio 1990)
(citation omitted). Because the@t finds that Defendant has rwden infringing, the Court will
consider the harm to Defendant.

According to the testimony adduced at trial, issuing an injunction prohibiting Defendant
from using Plaintiff’'s marks will likely causesere harm to DefendariDavid Miller, President
and Chief Operating Officer of Cameron MitchRkstaurants, testified that rebranding to a
different name and using different logos would"bery detrimental.” (Transcr. of Prelim. Inj.
Hr'g, vol. 1 at 205.) He testified as mucedause having to rebrand with a new name and
emblems would likely force a restamt to close for a period tifne while changing much of the
interior, along withother aspects of the businedd.)((“I can tell you what we would do and for
us in the 20 years of experience we've had nmthis business as we have when we've re-
branded, we've basically clostt restaurant and renamaeuitd recreate a new brand, a new

menu, a new design, a new layout, and all thatveay in degrees. But to some degree,
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something along those lines is hothink you do. And then on tapf that you have to back it up
with advertising and marketing tet your guests know what it is.”).

The Court finds that this factor vghs heavily in favor of Defendant.

D. The Public Interest

Preventing confusion is the Court’s utmost g8ale SunAmeri¢g7 F.3d at 1336. The
public interest is best sexel by stopping such confusiohbercrombie & Fitch v. Fashion Shops
of Ky, 363 F. Supp. 2d 952, 968 (S.D. Ohio 20@&yen Plaintiff's showing of actual confusion
among the public, this factor vgis in favor of Plaintiff.

CONCLUSION

The Court finds that Plaintiff has acquiestedefendant’s use of its intellectual
property, that issuing a prelinary injunction now would sevdseharm Defendant and that,
although there is confusion anckthublic interest is servday reducing such confusion, the
balancing of the relevant factors weighs agaémgoining Defendant fromasing the marks now.

As discussed in pt. lIkupra the Court will not reach the merits of the case now, but the
Court will alert parties to thedzirt’s directive eventually ttgive due consideration to the
parties’ legitimate interests lmpnsidering the full range of redhial alternatives available to
cure marketplace confusion,” and, “[w]hen fessiknd effective,” to “fashion a remedy less
harsh than the strong medicine of a total injuncti®@uiAmerica77 F.3d at 1337. Although
sometimes a total injunction is necessary to cure the problem,

the hardship of a total injunction against a junior user in an acquiescence case is

permissibleonly if the junior user fails to demonstrate the availability of a feasible

and effective alternative means of redieg the senior useri®vived claim and

vindicating the public interest in elimating marketplace confusion, without
causing undue hardship to the senior user.
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Id. (emphasis added). Because the Court is msupded at this time that such alternative
remedies are unavailable to Plaintiff, the Galeclines to issue ¢hdrastic remedy of an
injunction now.

For the foregoing reasons, the CADENIES Plaintiff's Motion for Preliminary

Injunction.

IT 1S SO ORDERED.

s/Algenon L. Marbley

ALGENON L. MARBLEY
UNITED STATES DISTRICT JUDGE

DATED: April 6, 2016
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