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INTHE UNITED STATESDISTRICT COURT FOR THE
WESTERN DISTRICT OF OKLAHOMA

NORTH AMERICAN INSURANCE )
AGENCY, INC., d/b/a INSURICA, )
ROBERT C. BATES, L.L.C., and )
COMMERCIAL INSURANCE )
SERVICES L.L.C., )
)
Plaintiffs, )
)
VS. ) Case No. CIV-12-544-M
)
ROBERT C. BATES, JOEY D. DILLS, )
AND COMMERCIAL INSURANCE )
BROKERS, L.L.C., a State of Oklahoma )
Corporation, )
)
Defendants. )
ORDER

Before the Court is plaintiffs’ Motion foTemporary Injunction, filed August 8, 2012. On
August 16, 2012, defendants filecethresponses, armh August 20, 2012, plaintiffs filed their
replies to defendants’ responses. Based upon the parties’ submissions, the Court makes its
determination.
I. Introduction

Defendant Robert C. Bates (“Bates”) formeatfert C. Bates, Inc.” (“Bates, Inc.”) in 1977
and operated an insurance agency under that name for many years. In June 1997, Bates, as an
independent insurance agent, entered into a “Producer Agreement” with Bates, Inc. The Producer
Agreement provided that Bates, Inc. would pro\Baées with an array of services, including office
space, accounting services, clerical and policy mgiservices, invoicing of Bates’ customers, and
postage and telephone services and provided that Bates would have access to any and all records

maintained by Bates, Inc. that are pertinerthicustomers of Bates and unrestricted use of any
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office machinery. The Producer Agreement also provided that Bates would remain the owner of all
policy copies and records of expirations pertaining to his customers.

On November 19, 1999, plaintiff North Americlisurance Agency, Inc., d/b/a INSURICA
(“NAIA”") and Bates, acting on behalf of Bates Holding, Inc., entered into a Purchase and Sale
Agreement whereby NAIA became the 100% owner of Robert C. Bates, L.L.C. As part of the
Purchase and Sale Agreement, Bates, Inc. was merged into RCB, L.L.C. RCB, L.L.C. was then
renamed Robert C. Bates, L.L.C. (“Bates, L.L.C.”), which is the current name of the company.
Bates became a member of Bates, L.L.C., a mepfltee Board of Managers, and President and
Chief Operating Officer of Bates, L.L.C.

OnMay 11, 2012, Bates submitted his letteesfgnation. Further,on May 12, 2012, Bates,
L.L.C. received a letter from Bates, signed byttal producers, except for, according to Bates, one
who was out-of-town and another who was ill, indiogtiheir intent to leave Bates, L.L.C. Bates,
L.L.C. agreed, at the producers’ request, to allow the producers other than Bates to remain on the
premises through August 10, 2012. On May 14, 2012, following Bates’ resignation, plaintiffs’
representatives met with Bates and requesteddete the premises. The parties, through counsel,
subsequently agreed that Bates could stay onipesmending an attempt to mediate the situation.
Mediation was held on May 31, 2012, but the parties were unable to resolve the dispute.

On June 1, 2012, plaintiffs, through counsel, renewed their demand that Bates leave the
premises. Plaintiffs agreed that Bates coubdaee his personal possessions over the course of the
weekend and noted that Bates was only entitledlioypmopies and his expiration list. Upon return
to Bates, L.L.C.’s office on June 4, 2012, pldfstiemployees found th&tundreds of files had been

removed, including not only files relating to Bates’ customers but to those of other producers as



well. On June 8, 2012, plaintiffs, through counse&pressly requested the return of the records

taken from Bates, L.L.C. PIdiffs agreed they would provide Bates with copies of the current
policies and termination dates and that Bates could have access to the records as needed and make
copies of those he desired, provided confidentieddyes were addressed. On June 9, 2012, Bates,
through counsel, refused to return the records, although Bates offered access to these records and
copies at Bates, L.L.C.’s expge. On June 20, 2012, plaintiffs’ counsel contacted Bates’ counsel

to again demand the return oétfiles. These discussions continued on June 21, 2012. On June 25,
2012, Bates returned the hard copies of the files to Bates, L.L.C.

On February 10, 2003, defendant Joey D. Dills (“Dills”) entered into a “Producer
Agreement” with Bates, L.L.C. On April 1, 2009]JIBentered into a Purchase and Sale Agreement
relating to his “personal lines” policies. Qune 26, 2012, Dills emailed a representative for
plaintiffs, indicating he would takeriginal hard copy and electronic files relating to his customers.

The following day, counsel for plaintiffs adviseounsel for Dills of Dills’ contentions and
demanded that Dills not remove or copy the etgit or hard copy files. On July 13, 2012, Dills

told the President of Bates, L.L.C. that he had customer files in his possession which he intended
to copy. Dills has since returnectbriginal files; however, Dills stadl that he intends to take those

files when he vacates the premises, leaving onlglkawdith scanned copies for Bates, L.L.C. Other
producers also moving to Commerdradurance Brokers, L.L.C. haversiarly stated they have and

will continue to copy hard copy files and electrofiies and emails from the Bates, L.L.C. server.
Employees of Bates, L.L.C. have also determthatlelectronic documents have been deleted from

Bates, L.L.C.'s server.



Virtually every policy and certificate of insance issued by Bates since the purchase of
Bates, L.L.C. show Bates, L.L.C. or Bates, L.L.C. and INSURICA as the agent(s) of record. The
policies are issued by insurance carriers pursuant to contracts between Bates, L.L.C. and the
insurance carrier. Further, INSURICA and Bate.L.C. are both licensed as producers under the
Oklahoma Producers Act and are subject to tHal@kna Insurance Department document retention
requirements.

In 2004, INSURICA formed Commercial Insunce Services, L.L.C., a wholly owned
subsidiary, which purchased the assets of Commercial Insurance Services, Inc. Commercial
Insurance Services, L.L.C. is an insurance agewith the primary dinctions of soliciting and
servicing insurance clients, many of whom ar@transportation industry. Commercial Insurance
Services, L.L.C. operates throughout the state ddil@kna, including Tulsa, as well as in Kansas.

Commercial Insurance Brokers, L.L.C. wagistered as an entity with the Oklahoma
Secretary of State’s office on Ma6, 2012. Commercial Insurance Brokers, L.L.C. is an insurance
agency, operating in the Tulsa area. Bates and Dills, as well as other former Bates, L.L.C.’s
producers, have become members of Commercial Insurance Brokers, L.L.C. and/or have expressed
an intent to become members of Commercial Insurance Brokers, L.L.C.

1. Discussion

Plaintiffs move this Court for a temporary injunction enjoining defendants from certain
actions. Specifically, plaintiffs request the following:

(1) the Court to enjoin Bates and Commercial Insurance Brokers, L.L.C. from
using the names, “Robert C. Bates,” “RCB” or any other variant of
defendant’s name or surname in thepcoate or trade name of a corporation

or other entity engaged in the insuranceelated business or in furtherance
of their insurance related activities.



(2)

3)

(4)

(5)

the Court to enjoin Bates and Commercial Insurance Brokers, L.L.C. from

using the names “Commercial Insurance Brokers, L.L.C.” or any other

variant in the corporate or trade name of a corporation or other entity
engaged in the insurance or related business or in furtherance of their
insurance activities;

the Courtto order defendant D#éisd Commercial Insuree Brokers, L.L.C.
to return all electronic documents takieom plaintiffs’ servers, computers
or other devices;

the Court to order all defendantsrédurn all originalsand copies of hard
copy files and to order the following regarding defendants making copies of
the hard copy files:

@) for customers who have provided Bates or other Commercial
Insurance Brokers, L.L.C. agents with agent of record letters which
have been accepted by the carriers, Bates and/or Commercial
Insurance Brokers, L.L.C. are allowed to make copies at their
expense of the current year records for those customers;

(b) for customers who have provided Bates or other Commercial
Insurance Brokers, L.L.C. agents with agent of record letters which
have been accepted by the carriers, but the carriers do not recognize
“mid-term” changes of the agentrmafcord, Bates and/or Commercial
Insurance Brokers, L.L.C. are allowed to make copies at their
expense of the current year records for those customers; and

(c) for customers who have not yet provided Bates or other Commercial
Insurance Brokers, L.L.C. agent#thvagent of record letters, Bates
and/or Commercial Insurance Brokers, L.L.C. are not allowed to
make copies unless the producers obtain agent of record letters
accepted by the carriers in the future and then Bates and/or
Commercial Insurance Brokers, L.L.C. are allowed to make copies
at their expense of the current year records for those customers; and

the Court to enjoin Dills from engaging in any competition or otherwise
failing to assist plaintiffs in maintaining their business relations with personal
lines customers.



A. Temporary Injunction Standard

A movant seeking a temporary injunction must show: (1) a substantial likelihood of success
on the merits; (2) irreparable injury to the movdrihe injunction is denied; (3) the threatened
injury to the movant outweighs the injury teetparty opposing the preliminary injunction; and (4)
the injunction would not be adverse to the public intesminion Video Satellite, Inc. v. Echostar
Satellite Corp,. 269 F.3d 1149, 1154 (10th Cir. 2001). “Because a preliminary injunction is an
extraordinary remedy, the movant’s rightredief must be clear and unequivocald. (internal
citation omitted). Whether to grant a temporajymation rests within the sound discretion of the
trial court. United States v. Power Eng’'g C491 F.3d 1224, 1230 (10th Cir. 1999).

Additionally, the TenthCircuit employs a “modified requirement as to the likelihood of
success” if “the movant has established the other three requirements for a preliminary injunction.”
Fed. Lands Legal Consortium v. United Stal€$ F.3d 1190, 1194-95 (10thrCi999). Under the
modified standard, a movant may satisfy the likelihood of success requirement “by showing that
guestions going to the merits are so serious, suiptadifficult, and doubtful as to make the issue
ripe for litigation . . . .”Id.

Additionally, “[p]erhaps the single most impant prerequisite for the issuance of a
preliminary injunction is a demonstration that ifgtnot granted the applicant is likely to suffer
irreparable harm before a decision on the meritbeaendered.” 11A Charles Alan Wright, Arthur

R. Miller & Mary Kay Kane, Federal Practice and Procedu£948.1 (2d ed. 1995).

Determining whether irreparable harm exists can be a difficult and
close question. We have noted tltte concept of irreparable harm
... does not readily lend itself definition, nor is it an easy burden

to fulfill. In defining the contours of irreparable harm, case law
indicates that the injury must b®th certain and great, and that it
must not be merely serious or substantial.

6



Dominion Video Satellite, Inc. v. Echostar Satellite Co8p6 F.3d 1256, 1262 (10th Cir. 2004)
(internal quotations and citations omitted).

B. Use of Bates’ Name

Plaintiffs move this Court to enjoin Batand Commercial Insurance Brokers, L.L.C. from
using the names, “Robert C. Bates,” “RCB” or atlyer variant of Bates’ name or surname in the
corporate or trade name of a corporation or athéty engaged in the insurance or related business
or in furtherance of their insurance relatedivaties. Having carefully reviewed the parties’
submissions, the Court finds thaajpitiffs have not shown irreparable harm to them if the injunction
is denied. Specifically, the Court finds that ptefs have not shown that any injury in relation to
the use of Bates’ name is centailn fact, in his response andhis affidavit, Bates unequivocally
states that he has not used, has not endeavored to use, and does not in the future intend to use the
names “Robert C. Bates” or “RCB” or any otheriaat of his name or sname in the corporate or
trade name of any corporation or other entity endagthe insurance or related business. Plaintiffs
have not presented any evidence to show thasBsti@ement is untrue. Accordingly, the Court
finds that plaintiffs’ request for this Court to enjoin the use of Bates’ name should be denied.

C. Use of the Name of Commercial Insurance Brokers, L.L.C.

Plaintiffs also move this Court to enjddates and Commercial Insurance Brokers, L.L.C.
from using the names “Commercial Insurance BrgketsC.” or any other variant in the corporate
or trade name of a corporation other entity engaged in the insurance or related business or in
furtherance of their insurance activities. Plaint#tsert that there is a likelihood of confusion in

the use of the name “Commercial Insurance BrokeksCL" Further, plaintiffs assert that allowing



the use of the name “Commaeacinsurance Brokers, L.L.C.” would pose significant harm to
plaintiffs that can not be measured monetarily.
The Tenth Circuit has identified the following factors that are relevant to whether there is
a likelihood of confusion:
(a) the degree of similarity between the designation and the trade-
mark or trade name in
(i) appearance;
(ii) pronunciation of the words used,;
(i) verbal translation of the pictures or designs
involved;
(iv) suggestion;
(b) the intent of the actor in adopting the designation;
(c) the relation in use and manwémarketing between the goods or
services marketed by the actor and those marketed by the other;
(d) the degree of care likely to be exercised by purchasers.
Beer Nuts, Inc. v. Clover Club Foods C805 F.2d 920, 925 (10th Ck986) (internal quotations
and citation omitted). Other than noting that the names “Commercial Insurance Services” and
“Commercial Insurance Brokers” are similar, that both are insurance agencies, and that Commercial
Insurance Services, L.L.C. has clients in Tulsanpifés do not address the above factors at all. In
fact, plaintiffs do not present any evidenesupport a finding of likelihood of confusiorfurther,
plaintiffs do not present any evidence to support a finding that allowing the use of the name
“Commercial Insurance Brokers, L.L.C.” will posgsificant harm for plaintiffs that simply cannot

be measured monetarily — plaintiffs simply mdkes conclusory statement without any further

support.

The Court would note that in their motion, plaintiffs state that Commercial Insurance
Brokers L.L.C. is an insurance agency, operating in the same area and seeking the same or similar
clients as Bates, L.L.C. not Commercial Insurance Services, L.L.C.
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Accordingly, the Court finds tha@llaintiffs have not shown irreparable harm to them if the
injunction is denied. The Court, thus, finds thatiptiffs’ request for this Court to enjoin the use
of Commercial Insurance Brokers, L.L.C.’s name should be denied.

D. Hard Copy Files and Computer Files

Plaintiffs request the Court to order defendants Dills and Commercial Insurance Brokers,
L.L.C. toreturn all electronic documents taken frolaintiffs’ servers, computers or other devices
and to order all defendants to return all origtnahd copies of hard copy files, with special
provisions for customers who have provided Bateother Commercial Insurance Brokers, L.L.C.
agents with agent of record letters which have been accepted by the carriers. Having carefully
reviewed the parties’ submissions, the Court fithdd plaintiffs have shown irreparable harm to
them if they do not have the hard copy files andater files. Specifically, plaintiffs have shown
that they are required to keep copies of theserds pursuant to the Oklahoma Insurance Code and
that if they did not have these records, theyuld not be in compliance with the Oklahoma
Insurance Code and could face possible sanctiddditionally, plaintiffs have shown that as the
listed agent of record they have certain obligattorisoth the insurance carriers and their customers
and that they need these records in order to be able to service their customers.

The Court further finds that the requestgdmetion, modified to Bbow defendants to also
maintain copies of the files,auld not be adverse to the publitarest. Specifically, the Court finds
that it would be in the consumers’ interest tantan a continuity of service. Additionally, the
Court finds that the threatenedury to plaintiffs outweighs the injury to defendants, particularly

in light of the fact that defendants willsal be able to have a copy of the files.



Finally, having concluded that plaintiffs haveiséed all three of the preceding factors, the
Court concludes the “modified” likelihoaaf success requirement should appBee Fed. Lands
195 F.3d at 1194-95. Having carefully reviewed parties’ submissions, the Court finds that
“questions going to the merits are so serioubstantial, difficult, and doubtful as to make [the
issues raised in this case] ripe for litigation . . ld”” Specifically, the Court finds that based upon
the case law and the factual background in this thsessues of who owrike files at issue and
whether the Computer Fraud and Abuse Act was violated are so serious, substantial, difficult and
doubtful as to make this case ripe for litigation.

Accordingly, the Court finds that defendants skdog¢ ordered to return to plaintiffs all
electronic documents taken from plaintiffs’ servemmnputers or other desgs. However, in order
to enable defendants to also be able to sethimie customers, the Court finds that defendants are
entitled to retain a copy of any of these electotdcuments that relate to their customers.
Additionally, the Court finds that defendants shoulaimiered to return to plaintiffs the hard copy
files that they have taken. However, in ordeetable defendants to also be able to service their
customers, the Court finds that defendants are ertitlexdiain a copy of any of these hard copy files
that relate to their customers.

E. Non-competition of Dills

Plaintiffs request the Court to enjoin Diflem engaging in any competition or otherwise
failing to assist plaintiffs in maintaining their boess relations with personal lines customers. In

his response and in his affidavit, Dills states tieahas no intention and has expressed no intention
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of competing with any of the plaintiffs for personal lines insurance busineksntiffs have not
presented any evidence to showattDills’ statement is untrueAccordingly, the Court finds that
plaintiffs have not shown thatny injury in relation to Dills’ competition with personal lines
customers is certain, and, thus, the Court findsptzantiffs have not shown irreparable harm to
them if the injunction is denied. Accordingly, tGeurt finds that plaintiffs’ request for this Court
to enjoin Dills from competing in relation to personal lines customers should be denied.
. Conclusion

For the reasons set forth above, the Court GRANTS IN PART and DENIES IN PART
plaintiffs’ Motion for Temporary Injunction [dd@t no. 62] and ORDERS defendants to return to
plaintiffs all electronic documents taken from plifs’ servers, computers or other devices and to
return to plaintiffs the hard copy files that tHegve taken. Defendantgwever, may retain a copy
of any of these electronic documents that relatkeew customers and ajgy of any hard copy files

that relate to their customers.

IT IS SO ORDERED this23rd day of August, 2012.

// O,
/

VICKI Mn_ﬁs-l.hg_}z/\Nny/ lg
CHIEF UNITED STATES DISTRICT JUDGE

%In his response, Dills vehemently objects to being enjoined from competing with Bates,
L.L.C. for commercial lines clients or business. Plaintiffs, however, are not seeking to enjoin Dills
from competing with them in relation to commercial lines clients or business.

11



