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MOSMAN, J.,

On October 10, 2014, a jury entered a verdict finding that Defendants (collectively
“Synopsys”) were liable for direct and contributory infringement of PEm{‘Mentor”) patent.
Verdict [722] at 1-3. The jury awarded Mentor $36,417,661 for lost priofitn sales Mentor
proved it would have made but for the infringement and 5% of $4,84a28%easonable
royalty for sales that Mentor failed to prove it would have made but for the infringelueait.3.
Since the entry of the jury verdict, Mentor filed a Motion for Accounting [783] and Syaops
filed a Motion for Judgment as a Matter of LE4MOL”) [787] and a Motion for New Trial on
Damages [790].

On March 3, 2015, an oral argument was held regarding these motions. This opinion and
order will dispos of all the issues taken under advisement at the close of oral argument.

l. Motion for Accounting

Mentor’s Motion for Accounting [783] is DENIED. For the reasons stated on the record
at oral argument, | order that a new trial be held to determine the amount of sugpaleme
damages Mentor is entitled to receiVae tworemainingsets of issues afteralrargument were
(1) whether a jury trial would be necessary to determine the amount of supplemenggsiama
Mentor is entitled to, and whether thaal would result invhat | called a jury trial trapgnd(2)
whether Mentor would be able to seek peedict supplemental damages at this new trial. For
the following reasons, | do not believe this order will result in atpua/trap, and | believe that

Mentor has the right to seek pre-verdict supplemental damages.
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A. Jury Trial Issues
1 TheRight toaJury Trial

At oral argument and in its reply brief, Mentor argued that | had the discretionitie de
how to determine the amount of supplemental damages Mentor was entitled to; aljugstria
not required. In addition, Mentoaised the issue of a potenifiary trial trapif | were to order a
new jury trial to determine the supplemental damagesue In other words, there would be a
trap because using a jury trial would trigger a line of Federal Circuit oginegardinges
judicatathatin this conext would require me to dismiss the supplemental damages trial. |
believe a jury trial isequiredto determine the amount of supplemental damages Mentor is
entitled to,but | do notbelieveit is appropriate to determine the potential jury trial ismpe at
this time

At oral argument and in its briefing, Mentor argued that | was not required ta haoig
trial to determine supplemental damadésntor relied orSynQor, Inc. v. Artesyn Technologies,
Inc., in whichthe Federal Circuit heid

[T]he amountbf supplemental damages following a jury verdict is a matter

committed to the sound discretion of the district court . . . . [A] jury right is not

implicated every time the district court is required to determine factual matters

before awarding supplema&hdamages to compensate the patentee for post

verdict infringement.
709 F.3d 1365, 1384 (Fed. Cir. 2013) (internal quotations omitted). | believe Mertarse
on this case is misplacethe fact that the Federal Circuit said a jury rightas impicated
every timewhen it could have said that a jury righhisverimplicatedindicates there are
circumstances wheeterminingcertain factual matters would trigger a jury right. | believe this

to be such a case. Apple, Inc. v. Samsung Electronics Co., Ltide district court held it could

award supplemental lost profits damages, but not royalty damages, withoeititiggg jury trial
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right. 926 F. Supp. 2d 1100, 1106 (N.D. Cal 2013). With respect to supplemental lost profits
damages, the court lde “Because the jury returned an award for each product separately, the
Court can simply divide the jury award for each product by that product’s numbee®tsal
calculate [the lost profits] pgroduct amount.”ld. With respect to supplemental royalt
damages, the court held, “Here, the jury did not make a finding as to the apprayaitierate,
and the Court cannot now do so without treading on Samsung’s Seventh Amendment right to a
jury trial on that issue.ld. In other words, where an award for supplemental damages would
requirethe district cou to engage in additional fact-findired essential factto the proffered
damages theory, a jury right is trigger&dApple the court was able to award lost profits
because no additiontdct-finding was required. The district court was able to take the per-
product lost profits amount found by the jury and apply it to any undisputed sales not considered
by the jury. However, the district court could not award supplemental royaltygdsnbecause
thatwould have required the district court to determine the appropriate royaltyease) i
essential fact to a royalty award not determined by the jury.

In our casejn order to extrapolate an award of supplemental lost profits from the jury
awardl would needto find that the Intel twesupplier market continued after December 31,
2013. Anintel two-suppliermarket is an essential fact to Mentor's damages theory, but the jury
wasnot required to determine, nor given any evidence to determine, whether the tworsupplie
market continued after December, 2013. Synopsys argues that sometime in 24|,
acquired a small tech company called Avaghich had a Palladium emulat@refs.’ Response
in Opposition [808] at 3—4. Synopsys argues that it can provéhth&alladium met Intel’s
needsand that historical precedent would show that once an emulation provider has a foothold

within a company, such as the Palladium emulator in this case, it is likely to groesenpe.
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Id. This would undermine an essential factual basis of the jury awisgda-twesupplier Intel
market Based on the principal foundApple this alleged factual change triggers a jury trial
right.
2. Jury Trial Trap

Mentor argues that if | grant Synopsys’s request for a jury trial to dietesupplemental
damages, Synopsys will then argue that a line of Federal Circuit casdbédaral | have just
ordered—this is what | called the jury trial trap at oral angent. Pl.’s Reply [816] at 8. Although
| expressed some tentative views on this issue at oral argument, | do not thediessue is ripe.
Mentor may be correct that Synopsys will raise this argument when Mentor moeesiél on
supplemental damagdsut because Mentor is yet to move for a trial and because Synopsys has
not yet made this argument, it is too early for me rule on this issue. Whethettloeneas a jury
trial trapdoes nothing to change the fact that Synopsys’s Seventh Amendmentetglire that
there be a triall leave it to a later summary judgment motion to decide whether or not a jury trial
is barred by res judicata.

B. Pre-Verdict Supplemental Damages

District courts have the authority to award supplemental damages based ordpmte-ver
infringement not considered by the juBeeMetso Minerals, Inc. v. Powerscreen Int’l Distrib.
Ltd., 833 F. Supp. 2d 333, 351 (E.D. N.Y. 2011) (awarding supplemental damages for pre-
verdict infringement not considered by jurggtiveVideo Networks, Inc. v. Verizon Conmsc’
Inc., No. 10 Civ. 248, 2011 WL 4899922, at *4 (E.D. Va. Oct. 14, 2011) (awarding supplemental
damages for the approximate five month period predating the trial and jury yetighaix
Semiconductor, Inc. v. Rambus, |09 F.Supp.2d 951, 959-60, 987 (NTQ2l. 2009)

(awarding preverdict supplemental damages after “the last date for which [the patentee] was
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able to present evidence of [infringing] sales to the judyfon, Inc. v. BenghiatNo. CIV.99-

501 (JRT/FLN), 2003 WL 22037710, at *15-16 (D. Minn. Aug. 29, 2003) (awarding damages
for preverdict period of infringement for which infringer provided no sales ditéphn

Gaming v. Acres Gaming, IndNo. CV-S-97-1383-EJW, 2001 WL 34778689, at *19 (D. Nev.
Aug. 2, 2001) (awarding supplemental damages that includeepdect infringing sales not
contained in the damages experegorts nor presented to the jury). However, Synopsys
correctly cite<Oscar Mayer Food Corporation v. Conagra, Ifat the proposition tht “[if] it is

not clear whether the jury awarded damages for the period of time up to and includirig thfe da
trial,” the “awardingof] additional amounts for damages” would improperly invade “the jury’s
province to determine actual damages.” 869 F. Supp. 656, 668 (W.D. Wis. 1994). Synopsys
argued that it is not clear whether the jury awarded damages for tiaergret period starting

with the close of discovegndrunning up to when the verdict was entebedause(l) the

verdict form and instructims did not contain a damages cutoff date; and (2) a jury question
submitted just prior to the jury entering a verdicto not findthesearguments to be sufficiently
persuasive to justify barring Mentor from seeking pre-verdict supplentatages.

In Telecordia Technologies, Inc.@isco Systems, Indhe Federal Circuit held that
“[d]istrict courts have broad discretion to interpret an ambiguous verdict formydsedastrict
courts witness and participate directly in the jury trial process. Thect=turt was in a
position to assess whether the verdict figure represented past infringenvegit as ongoing
infringement.” 612 F.3d 1365, 1378 (Fed. Cir. 2010). Although the verdict form and jury
instructions did not contain an explicit damages ffutate, based on the evidence presented at
trial, | believe the jury did not consider award damages for the period of time between the

close of discovery (December 31, 2013) and the entry of the verdict (October 10 F2314%
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Mentor points out in its briefindypoth sides’ experts limited their damages calculations to sales
and market conditions up to and including December 31, 2013. Neither expert included models
or a proposed methodology for how those calculations could be projected into the future. Second,
| do not view the jury note as strong evidence that the jury awarded damagesgeriad\of
time after December 31, 2013. The jury question stated, “Where in the binders cad i
sales to Intel fron2006 to presentJury Questiorf724]. Although the question asks for data up
to the “present,” this could simply have been imprecise language from th# janyot
unreasonable to think that when the jury asked for data up to the present, it meant up until
2013—the aitoff for the relevant time period it heard about at trial. What is more telling, is that
the jury only asked for sales data from Eve to Intel, and not Eve to all custtmieegury had
intended taaward damage®r the period of time after December 31, 2013 through the verdict
should have been asking for all Eve sales data regardless of the customerhéuystratiad not
received any sales data for Eve to Intel {28xt3—which it apparently looked for and could not
find—it had not received any sales data of Eve to other compani@sherefore would not have
been able to findll the necessary Eve sales daal it tried to award damages for that period.
Although the verdict form and jury instructions could have been clearer, based on theevide
presented at trialt is clear thathe jury did not award damages for any period of time after
December 31, 2018/4entoris thereforeentitled toseek preverdict supplemental damages.
. Motion for Judgment asa Matter of Law

Synopsys’s Motion for JMOL [787] GRANTED in part andENIED in part.For the
reasons stated on the record, | reject Synopsys’s arguments that: (1) fdidedato prove direct
infringement; (2) Mentor failed to apportion its damages; (3) Mentor failed to gravéhe

relevant market was inelastic; (4) Mentor failed to prove Intel was in-@twplier market; and
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(5) Mentor failed to properly support its reasonable royalty arguments. Thernvaining issues
after oral argument weré€l) whether Mentor in fact made a parfacie cae of contributory
infringement; and2) whether Mentor’s use of the Veloce Quattro in its damages calculation was
proper. For the following reasons, | do not believe Mentor established a primedseief
contributory infringement, but | do believe it was proper for Mentor to use tloed&/@uattro in
its damages calculations. Synopsys’s JMOL maotion is therefore graritegkgpecto its
contributory infringement arguments, but denied in all other regards.

A. Contributory Infringement

In order to establish a claim for contributory infringement, a plaintiff religtvthat the
accused material or apparatus used in the patpndedsdacks a substantial non-infringing use.
In Re Bill of Lading TransmissioB81 F.3d 1323, 1337 (Fed. Cir. 2012) (internal quotation
marks and citations omitted). “For purposes of contributory infringement, the inqaugds on
whether the accudegroducts can be used for purposter thaninfringement.”ld. at 1338
(emphasis in original). “Where the product is equally capable of, and interctdygapable of
both infringing and substantial non-infringing uses, a claim for contributory geiment does
not lie.” Id. Based on the evidence presented at, tinathe briefing, and at oral argumghagree
with Synopsys that Mentor failed to prove that flexible and value change probed &ack
substantial non-infringing use. In its response, Mestates, “[We] made [our] prima facie case
by demonstrating that the flexible and value change probes practice the '376' Patent
Response in Opposition [809] at 21. Merely showing infringement, however, is not sufficient t
establish a claim for eaributory infringement; Mentor also had to show that flexible and value
change probes lacked any substantiatimdringing use. Mentor has failed to point to any

evidence in the record presented at trial from which the jury ceakbnably have ocluded
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that flexible and valuehange probes lacked a substantial non-infringinglukerefore grant
Synopsys Motion for IMOL with regards to Mentor’s contributory infringementncl
B. Use of the Veloce Quattro in Damages Calculation
Synopsys argued that Mentor’s use of the Veloce Quattro in its damages piasenta
fatally flawed its damages theory because the evidence showed the Veloce Wastind
suitable for Intel. Synopsys argues that because Mentor failed to prove it had a priadluct
would have actually bought had ZeBu been pulled off the shelf, Mentor failed totpadiat
for Synopsys’s infringement of the '376 Patent it would have made any additiontd.prof
Synopsy%s argument that thre was extensive evidence that th&el processor group
would not buy the Veloce Quattro in place of the ZeBu has no basis. Defs.” Reply [819] at 28—
29.The fact thathe Intel processor group had not purchased the Veloce Quattro in the past,
when purchasing an infringing ZeBu was an opttelts us little about what it would have done
had ZeBu been pulled from the markite jury heard several pieces of evidence that would
have allowed it to determine what the Intel processor group would have done had ZeBu been
pulled from the shelvegirst, the jury heard testimony that at least some Intel groups had
purchased Veloce Quattro emulators in the [#e#.e.g.,Pl.’'s Response [809] at Ex. C; Trial
Ex. 458 at lines 866, 931, 975, and 978; Trial Tr. [737] at 691:4—6. Second, Synopsys’s only
argument for why the Veloce Quattro was an unacceptable alternative udatdBtel's
processor group was that it lacked sufficient capacity—not speed, price, pederardoot
print. However, the jurfeardtestimony from Dr. Degnan thatwas posdile toconnect several
emulators together to create increbsapacity, and that many consumers in the emulator market
were doing just that. Trial Tr. [737] at 733:18-22. Although Synopsys attacked theitglabil

that testimony, it never objected to.Mregnan presenting it to the juijherefore, on the
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evidence the jury received, it could haeasonably concluded that evemifall times a single
Veloce Quattro had insufficient capacity to meet Intel's ndaalsfor Synopsys’s infringement
Intel would have boughtnultiple Veloce Quattro emulators and simply connected ttogjather
to overcane their capacity shortcomingsothing about Mentor’s use of the Veloce Quattro in
its damages calculation fatally flaws the jury award.

[11.  Motion for New Trial on Damages

Synopsys’s Motion for New Trial on Damages [790] is DENIED. For the reasded sta
on the record, | reject Synopsys’s arguments that: (1) Synopsys was prejudckdsbminute
change in the jury instructions; (2) the lost profits and twgpser market instructions were
clearly erroneous; and (3) the jury verdict awards Mentor double recovery. Thepenlyssue
after oral argument was whether or Boicsson, Inc. v. D-Link Systems, Imould demonstrate
that the lost profits instructis wereclearly erroneous(73 F.3d 1201 (Fed. Cir. 2014). It did
not.

Synopsys argues that | should focus on the portidriossonthatmerely recites the
default rule that a patent owner who proves infringement is only entitleddiveetamages
basednthe value of the patent featur@o value from non-patented features should be added.
However, as both sides are well aware, there exaaption to this ruldn State Industries, Inc.
v. Mor-Flo Industries, Ing.the Federal Circuit held, “the entire market value rule . . . permits
recovery of damages based on the value of the entire apparatus containingeavees,
where the patd related feature is the basis for consumer demand.” 883 F.2d 1573, 1580 (Fed.
Cir. 1989). The court went on to ci@ri Corp. v. Wilco Marsh Buggies & Draglines, Irfor
the proposition that the entire market value rule is properly applied when thateoied

devices cannot be sold without the patented featlde®iting 761 F.2d 649, 656 (Fed. Cir.
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1985)(“The ultimate determining factor is whether the patentee or its licensee canlgormal
anticipate the sale of the unpatented components togeithethe patented components Jhis
case fits within the rule stated $tate IndustrieandKori Corp. There was no evidence at trial
thatconsumers could, or ever did, purch#s=unpatented features separate from the patented
features. Consumevgere preseted with an emulator and they either bought it or they did not.
There was no ability to separate the patented feature from the unpatented &mtymerchase
some but not all of the features. Because Mgmtoved at trial that itould normally aticipate
the sale of the unpatented components together with the patented compbadass profits
instruction in this case did not offend or contradict the entire market valu@ nelEricsson
recitation of the default ruléoes nothing to change that conclusion.
CONCLUSION

For the reasons stated above, Mentor’s Motion for Accounting [783] is DENIED.
Synopsys’s Motion for IMOL [787] is GRANTED with respect to Mentor’s contributory
infringement claimand DENIED in all other respects. Synopsys’s Motion for New Trial on
Damagesq90] is DENIED.

IT IS SO ORDERED.

DATED this__11th day ofMarch 2015.

/s/ Michael W. Mosman
MICHAEL W. MOSMAN
United States District Judge
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