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HERNANDEZ, District Judge:

Plaintiff Tranxition, Inc. owns U.S. Patent Nos. 6,728,8Wh¢é ( ‘877 patent”) and
7,346,766 the “'766 patent). The claims generally recite a software method for transferring
customized user settings from an old computer to a new computer. Tranxition fifgedkat
infringement action against Defendant Lenovo (United Statesamii@ separate action against
Novell, Inc. that is also before this CouttaseNo. 3:12ev-01404HZ). The parties in the
Novell case havagreed to allow the merits of this case to proceed first.

Currently before the Court at&o motions from Lenovo seekirsgimmary judgmernf
invalidity under Section 101 of the Patéwt. Lenovo’s motion for partial summary judgment
[229] attacksone specific clan inthe ‘877 patent, while Lenovo’s motion for summary
judgment [234] is broader in scogs it attacks all of the remainingdependentlaims inboth
of Tranxition’spatentsin-suit.

For reasons explained below, the Court finds Tmahxition’s patents are aimedaat

patentineligible abstract idea. Neither of the patent’s claims, whether read singly or in
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combination, state an inventive concept sufficient to satisfy the Supreme Cestrfert
patentability of an abstract idea under SectiondfGhe Patent Act. Thereforeenovo’s
motions for summary judgment are granted, and Tranxition’s ‘877 and ‘766 patents &de inva
BACKGROUND

The patents at issue recite the same concept: “a method and system for automatic
transitioning of configuration settings among computer systems.” ‘877 patert, toll8—21*
Tranxition calls this “the migration process.” ‘877 patent, col. 1, ll. 6-7. “In todagid,” the
patents explain, “technology changes very quickly, [@nd]very common to replace an old
computer system every few years with a new computing syst8if."gatent, col. 1, ll. 24—26.
A major problen with this change@ver is thatomputer users oftenepd significant time
customizing the settings on their old computers, and would like to transfer manyeo$étinsgs
to thar new computersThe transferregdettings could be simple, such as a custom desktop
wallpaper, osophisticatedsuch aswetworksettings.877 patent, col. 1, Il. 36—4As the
conplexity of computers grows, the number of possible configuration settings apldties
theymightbe located increases. It can take significant time and effértidahe old settings,
identify where on the new system those settings are located, and then cleamge ystem to
match the old one. ‘877 patent, col. 1, Il. 88—-The patents claim that “[er}y user®ften
decide to stick with an obsolete old computestem rather than wrestle migration andnona
reconfiguration required for a new computer system.” ‘877 patent, col. 2, Il. 9-13. And, like any
humanprocess, this “transitioning” of settings from one systerthe other is “prone to errors

that lead to user frustration.” ‘877 patent, col. 2, ll. 19-21.

! The wo patents share a histernthe ‘766 patent is a continuation of the patent application that later
became the ‘877 patentand the same title, abstract, and specification. For background purposes, the
Court cites only to the ‘877 patent, and refers the reader to the same cohdhinesof the ‘766 patent
without a duplicate parallel citation.
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The patents aim taddresshis problem by “automatically determin[ing] configuration
settings customized by a user or network administrator on a[n] old computen,5ysid
providing “an automatic migration of configuration settings from an old compystéem to a
new computing system without using a time consuming manual migration pro&&ssgdtent,
col. 2, Il. 38—44.

Themethod and system claintisat make up thpatents describe how thevention
achieves automatic migration. Firstidentifies the various configuration settings, which include
Internet browser settings, a desktop “look and feel,” user preferences, adaraiss books,
folder names and locations, passwords, registry settings, and more. ‘877 patent, lc@547, |
67; col. 18, Il. 1-23lt thenidentifies the locations of these various settings, and allows the user
to select the settings he or she would like to transfer to the new computer. ‘766quatdrm, |l.
56—62. Next, the inventioretrieves the chosen settings, and completes the personality transfer
by “manipulating” and “transitionirigghe configuration seitigs to the new computer system.

‘877 patent, col. 17, Il. 55-62; ‘766 patent, col. 17, Il. 63—-67; col. 18, IIl. 1-3.

Between the ‘877 patent and the ‘766 patent, there are five independent claims that
describe thénvention’stechnological conceptsClaims 1, 16, and 30 of the ‘877 patent, and
Claims1 and 42 of the ‘766 patent. The remaining claims that are the subject of Lenovo’s
motions and this Opinion & Ordaredependent, either directly or indirectly, of those claims.
Plaintiffs Response to Defendant’s Motion for Summary Judgment Il (“RipR&), ECF No.

250, at 4-5.

In total, Lenovo asks for sumary judgment of invalidity on claisn1-412, 15-26, 29, and

30 of the ‘877 patent, and claims 1-3, 5-11, 15, and 42-44 of the ‘766 patent. Lenovo moved

separately for summary judgment of invalidity against Claim 30 of the ‘877 ps¢ent,
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Defendant’s Motion for Summary Judgment (“Def. Mot. I"), ECF No. 229, and aghmstiter
claims (hereinafter the “Primary Claims3eeDefendant’s Motion for Summary Judgment

(“Def. Mot. II"), ECF No. 234. Lenovo’s asserted grounds for invalidity are threeshowever,
against both the Primary Claims and Claim[3hovo argues that the claims are unpatentable
under Section 101 of the Patent Aeicause they are directed at an abstract idea and they do not
contain an “inventive concept sufficient to transform the claiatesdract idea into a patent

eligible subject matter Def. Mot. Il at 1 (quoting Alice Corp. Pty. Ltd. v. CLS Bank, Int'l, 134

S. Ct. 2347, 2357 (2014)). Tranxition contends that the patents disclose a “cobaseier-
solution to a uniquely computer problem,” which is either not abstractsaffisiently
inventive to be worthy of patent protection. Pl. Resp. Il at 1-2.

Since the law governing the twuootions is the same, this Opinion & Order resolves both
of Lenovo’s motions.

STANDARDS

Summary judgment is appropriate if there is no genuine dispute as to any matérial f
and the moving party is entitled to judgment as a matter of law. Fed. R. Civ. P. 56(a). The
moving party bears the initial responsibility of informing the court of the bégis motion, and
identifying those portions of “ ‘the pleadings, depositions, answers to internegatumd
admissions on file, together with the affidavits, if any,” which it believes dstraia the

absence of a genuine issue of material fact.” Celoter.Go Catrett, 477 U.S. 317, 323 (1986)

(quoting Fed. R. Civ. P. 56(c)).
Once the moving party meets its initial burden of demonstrating the absengenoiize
issue of material fact, the burden shifts to the nonmoving party to present “syseatsic f

showing a “genuine issue for trial.” Fed. Trade Comm’n v. Stefanchik, 559 F.3d 924, 927-28
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(9th Cir. 2009) (internal quotation marks omitted). The nonmoving party must go beyond the

pleadings and designate facts showing an issue for trial. Bias v. Moynihan, 508 F.3d 1212, 1218

(9th Cir. 2007) (citingCelotex 477 U.S. at 324).
The substantive law governing a claim determines whether a fact is m&edaér v.
Connell, 579 F.3d 1047, 1056 (9th Cir. 2009). The court draws inferences from the facts in the

light most favorable to the nonmoving paiBarl v. Nielsen Media Research, In658 F.3d

1108, 1112 (9th Cir. 2011).
DISCUSSION
1. Applicable Law
Section 101 of the Patent Act is the starting point for patentability, and provides that
“[w]hoever invents or discovers any new and useful process, machanefacture, or
composition of matter, or any new and useful improvement thereof, may obtain a lpateiat t
subject to the conditions and requirements of this title.” 35 U.S.C. § 101. From this sweeping
statute, the Supreme Court has carved out asatetiable three broad subjects: “laws of nature,

natural phenomena, and abstract ideas.” Bilski v. Kappos, 561 U.S. 593, 601 (2010) (quoting

Diamond v. Chakrabarty, 447 U.S. 303, 308 (1980)). Allowing patents over these “basic tools of

scientific and techological work” would impede, not promote innovatiétice,134 S. Ct. at
2354 (quotatiormarksomitted);see alsdJ).S.CoNST. ART. |, 8 8,cl. 8 (granting Congress the
power to “promote the Progress of Science and useful Arts”). The High Court peat&aly
emphasized this . . . concern that patent law not inhibit further discovery by imprgpeglyp
the future use of these building blocks of human ingenuthce, 134 S. Ct. at 2354 (quotation

marksomitted).
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But courts must “tread carefully in constrg this exclusionary principlestit swallow
all of patent law” because, “[a]t some level, all inventions embody, use, refgctpon, or
apply laws of nature, natural phenomena, or abstract iddagciting Mayo, 132 S. Ct. at 1293)
(quotation marks omitted). An invention that involves or invokes an abstract concept can be
patentable, so long as it applies saatoncept “to @mew and useful end” or integrates these
“building blocks into something moreld. (quotationmarksomitted).

The Supreme Court iWlayo andAlice set outa two-stepanalytical framework for

“distinguishing patents that claim laws of nature, natural pimena, and abstract ideas from
those that claim patesmigible applications of those conceptalice, 134 S. Ct. at 2355 (citing
Mayo, 132 S. Ct. at 12934). First, the court must “determine whether the claims at issue are

directed to one of the patemteligible” categoriesDDR Holding, LLC v. Hotels.com L.P773

F.3d 1245, 1255 (Fed. Cir. 2014) (citiAlice, 134 S. Ct. at 2355). If so, the court then examines
“the elements of each claimboth individually and as an ordered combinatido-determine
whether the additional elements transform the nature of the claim into a-phggiole
application of that abstract idedd. (citing Alice, 134 S. Ct. at 2355). This second step is the
search for an “inventive concept,” or some “element or combinatietenfents sufficient to
ensure that the claim in practice amounts to ‘significantly more’ that a patentiosligible
concept.”ld. (quotingAlice, 134 S. Ct. 2355). A claim that recites an abstract idea must include
“additional features” to ensure “thtlte [claim] is more than a drafting effort designed to
monopolize”the abstract idedlice, 134 S. Ct. at 2357 (quotildayo, 132 S. Ct. at 1297).
Distinguishing between a pategligible claim and an ineligible one can be difficult,

especially in the realm of computechnology andoftware patentdd.; see alsdntellectual

Ventures Il LLC v. JP Morgan Chase & Co., No.d83777 (AKH), 2015 WL 1941331 at *5
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(S.D.N.Y. Apr. 28, 2015) (explaining thiat analyzing software patentQurts must “be careful
not to mistake a difficulty in conceptualizing an esotért potentially patengligible invention
with a patenineligible abstraction.”)
2. Presumption of Validity & Evidentiary Standard
Before analyzing the merits of the claims, the Cétst addresse$ranxition’s
contention that “a party seeking to invalidate a patent must overcome the stramggti@s of

validity with clear and convincmevidence.” Pl. Resp. Il at 5 (cititgnited States @osum Co.

v. Nat'l Gypsum Co., 74 F.3d 1209, 1212 (Fed. Cir. 1p@&jditional citations omitted)

Tranxition criticizes Lenovo for only offering “conclusory attorney argathin support of its
motion, and argues that Lenovo “falls far short of its burden to establish byetaonvincing
evidence that Patentis-Suit are invalid as abstract.” Resp. Il atl-2, 34.

Tranxition’s argument fails for two reasomsrst, the Federal Circuit has explained that
the presumption of validity is notunwarranted” when “assessing whether claimstrites

demands oSection101.” Ultramercial, Inc. v. Hulu, LC, 772 F.3d 709, 720 (Fed. Cir. 2014).

The presumption of patemélidity is based on deference to the United &t®a&tent and
Trademark Office’s expertise in approving the claim as patentabldowever, in light of

recent Supreme Coutecisions in MyoandAlice that have “unequivocally repudiated the

overly expansive approach to patent eligibility” un8ection101, the Federal Circuit has
explicitly stated that “while the presumption of validity attaches in many contextsguivalent
presumptiorof eligibility applies in theéSection101 calculus.’ld. at 72021 (citingMicrosoft

Corp. v. i4i Ltd. P’ship, 131 S. Ct. 2238, 2243-47 (201dg¢aso Modern Telecom Sys. LLC

v. Earthlink, Inc., No. SA CV 14-0347-DOC, 2015 WL 1239992, at *7 (C.D. Cal. Mar. 17,

2015) (declining to apply presumption of validity un@ection101); Wireless Media
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Innovations, LLC v. Maher Terminals, LLC, No. CIV.A. 14-7004, 2015 WL 1810378, at *5-6

(D.N.J. Apr. 20, 2015) (same).

Second, the Court fails to see how the “clear and convincing” standard applies to the
validity analysisunderSection101 in this case.le Federal Circuit has held that “any attack on
an issued patent based on a challenge to the eligibility of the subject madtdrenproven by

clear and convincing evidenceCLS Bank Int'l v. Alice Corp. Pty., 717 F.3d 1269, 1304 (Fed.

Cir. 2013 cert. granted134 S. Ct. 734 (2013) aradf'd, 134 S. Ct. 2347 (2014hlowever, the
application of that standard was basedr@presumption of validity that previously attached to
patents challenged under Sectidiiwhich, as explained above, is now “unwarranted” in light
of more recent Supreme Court decisidseid. (“Because we believe the presumption of
validity applies to all challenges to patentabilitygluding those unde®ection101 . . . we find
that any attack on an issd patent based on a challetgéhe eligibility of the subject matter
must be proven by clear and convincing evidence.”).

Furthermorerecent decisions from the Supreme Court ttwed=ederal Circuit
invalidating patents und&ection101 have not mentioned or applitbe “clear and convincing

standard” in analysisSeeAlice, 134 S. Ct. at 2359-60; Internet Patents Corp. v. Active

Network, Inc, No. 2014-1048, 2015 WL 3852975, at *2—*6 (Fed. Cir. June 23, 2D

Holdings, 773 F.3@&t 1255-57Lower courts are split whether the “clear and convincing”

standard applies to eligibility challenges under Sectidh Affinity Labs of Texas, LLC v.

Amazon.Com, In¢.No. 6:15€V-0029\WSS-JCM, 2015 WL 3757497, at *5 n.4 (W.D. Tex.

June 12, 2015collecting cases).
The parties have not raised any factual disputes in this case for the Cosot\e.rim

analyzing Lenovo’s motions and Tranxition’s patents, the Court relies on the uedisistoric
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facts set out in the patents themselves, as well as the language of Bettand case law
interpreting it Where the question of invalidity depends “not upon factual disputes, but upon
how the law applies to facts as given,” the clear@mvincing evidentiargtandardsimply does

not come into playMicrosoft Corp., 131 S. Ct. at 2253 (Breyer, J., concurring).

3. Analysis
a. Step One of theMayo/Alice Test
The first step of the 8 101 analysis is to determine “whether the claims at issue ar
directed to a patenibeligible concept.’Alice, 134 S. Ct. at 2355. Given the nature of the
invention at issue in this case, the question is whether the claimed invention igract atea.
“The ‘abstract ideas’ category ‘embodies the longstandingmatean idea of itself is not

patentable.” Id. (quoting_Gottschalk v. Benson, 409 U.S. 63, 67 (1972)) (some quotation marks

omitted). The Supreme Court has not precisely defined the contours of the categomt, but i
least includes a “gexisting, fundmental truth . . about the natural world that has always
existed,” or a “method of organizing human activity” (e.g., a longstanding conainaractice

such as risk hedgindd. at 2356-57 (citindBilski, 561 U.S. at 599; Parker v. Flook, 437 U.S.

584, 593 (1978)).
The first step of thiMayd/Alice analysis essentially requirdse Court to askwhat are

theclaims generally trying to achiev€alifornia Inst. of Tech. v. Hughes Commc'ns Inc., 59 F.

Supp. 3d 974, 993 (C.D. Cal. 20Xhereinafter “CalTech’)see als@martflash LLC v. Apple

Inc., No. 6:13CV4473IRGKNM, 2015 WL 661174, at *8 (E.D. Tex. Feb. 13, 2015) (“The court
must first determine the purposes of the claimed inventions.”). Aliee“step one analysis can
turn on how far a court @s in peeling back a claim’s limitations while trying to divine what the

claim is really directed to,TriPlay, Inc. v. WhatsApp Inc., No. CV 13-1703-LPS, 2015 WL
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1927696, at *9 (D. Del. Apr. 28, 2015), but the claim’s purpose should be stated at adivhason

high level of generality.” Open Text S.A. v. Box, Inc., No.@8-04910-JD, 2015 WL 269036,

at *2 (N.D. Cal. Jan. 20, 2015jifation omitted; see alsdJItramercial 772 F.3cat 715 (holding

that “the concept . describes only the abstract idea of showing an advertisement before

delivering free content” despite presence of other limitatiddsiitent Extraction &

Transmission LLC v. Wells Fargo Bank, Nat. Ass'n, 776 F.3d 1343, 1347 (Fed. Cir. 2014)

(characterizing abstract idea as “1) collectingadad) recognizing certain data within the
collected data set, and 3) storing that recognized data in a memory” despite rdeitation of
specific limitations, such as a scanner).

The purpose of #nPrimary Claims and Claim 3§ to move a user’s custom
configuration settings fromanecomputer to another computer. As explained more fully below,
this “migration” wasa fundamentahnd widelyutilized procesghat wasperformed manuallgt
the time of the inventiamccordingly, he Court finds that both the Primary Claims and Claim
30are directed at an abstract idea.

Tranxition argues that its invention is more specific than the “abstract idesmnsferring
settings,”PIl. Resp. Il at 8-9, but if one looks past the dense laggumathe patents, is apparent
that the patents describevery generic and abstract terthe processf transfering settings

between computerSeeln re TLI Communications LLC Patent Litigatiop015 WL 627858 at

*6 (E.D. Va. Feb. 6, 2015) (explaining that “court must be careful to avoid allowinggizally
convoluted language—-patentesé—to obfuscate the general purpose and real essence of
software patent clainy.

Claim 1 of the ‘877 paterdisclosesa method for transferring settings between computers

comprising the following steps:
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providing configuration information about configuration settings on the source
computing system, the configuration information including a name and location
of each confyuration setting;

generating an extraction plan thdéntifies configuration settings to be
extracted from the source computing system, the generating inclyzfiongding
a list of configuration settingsknown to the source computing system and
including identifying active configuration settings out of the provided list of
configuration settings to be extracted from the source computing system;

extracting the active configuration settingsof the extraction plan from the
source computing system, the extracted configuration settings being laosatgd
the provided configuration information;

generating a transition plan thdéentifies configuration settings to be

transferred from the source computing system to the target computing system,
the generatingncluding providing active configuration settings of the extraction
plan and including identifying from the active configuration settings of the
extraction plan active configuration settings to be transferred from theesourc
computing system to the targgimputing; and

for each active configuration setting of the transition plan,
retrieving the extracted configuration settingsidentified as active
configuration settings of the transition plan; and

transitioning 2 one or more of the retrieved configuraion settings from
a format used on the source computing system to a format used on the
target computing system.

‘877 patent, col. 17, ll. 28—-62mphasis added)
Contrary to Tranxition’s assertions, there is mughat all “specific” aboutlaim 1.
Despte its denséanguageclaim1 is a sweeping general description of the migration process—
it is devoid of any detail describing howanxition’s claimed inventiomorks.In plainterms
this claim describes the steqsy user would take to perform tabstract idea dimigrating”

settings between computers: identify where configuration settings aed,dboild a list of

2 At the Markmanclaim constructiorearing, the Court construed “transitioning” as meaning “changing
the arrangement of data.” TranscriptérkmanHearing, ECF No. 166, at 43.
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settings to transfer, fetch the settings from the old computer, and then manipisg#ings to
match the format of the new comput€taim 1 isthe very essence of &ordered combination
of steps. . . having no particular concrete or tangible fdditramercial 772 F.3cat 715
(finding the patenrs claimed eleverstep process for “displaying an advertisement in exchange
for access to copyrighted media” recited an abstract.idea)

Tranxition argues that its claims “disclose a compbgered solution to a uniquely
computer problem—the migration of a computer’s complex personality from a saumgeiter
to a target computer,” @ncept that is “far from a naturally existing abstract concept employed
on a general purpose machine[.]” Pl. Response Il at 1. The Supreme Court, Federtalb@dc
many district ourts have often relied on analogies to familiar “sgafld” concepts tdind that
a software patent embraced an abstract BeeAlice, 134 S. Ct. at 2356 (finding the patent at
issue embraced the abstractadé “using a thirdparty intermediary to mitigate settlement

risk.”); buySAFE, Inc. v. Google, Inc., 765 F.3d 1350, 1355 (Fed. Cir. 2014) (holding that the

creation of a thirgparty transaction guarantee was an abstract idea that was “beyond question of
ancient lineage.”)Ultramercial 772 F.3dat 715 (‘showing an advertisement before delivering

free content.”)DietGoal Innovations, Inc. v. Bravo Media LLG3 F. Supp. 3d 271 (S.D.N.Y.

2014) (*meal planning:
But there is no requirement that the idea be “directed to long-standing, pre-teghnolog
conventional tasks,” Pl. Resp. Il at 11, before it can be found as “abstract” under stephene of

Alice test.Seelnternet Patents Corp., 2015 WL 3852975 at *5 (Fed. Cir. June 23, 2015) (holding

that the claimed “idea of retaining informationtie navigation of online forms” was abstract);

Smartflash LLC 2015 WL 661174 at *8 (finding that “conditioning and controllaagess to

data based on payment [] is abstract and a fundamental building block of the economy in the
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digital age.”);CalTech 59 F. Supp. 3d 974, 977, 993 (C.D. Cal. 2014) (holding tkeageheral
purpose of the “claims—encoding and decoding data for error corredteas}-abstract”
because the ideas existed before the patents and were well known in the fietatyotbiting
for modern electronic systems).

Much like the claims at issue Internet Patents Cor@martflashandCalTech the

concept of migrating custom settings from an old computer to a new computer existed be
Tranxition’s invention the patents themselvadmit as much. fie “Background of the
Invention” section states that, at the time of the invenitioR004, consumers purchased
approximately 80,000,000 computeach yeato replace old computers systerBee'877
patent, col. 1, ll. 27-30. “When a new computer systeased,” the patents explain, “a user or a
user’s agent typically has to re-configure the new computing systemuadenobnfiguration
settings that were used on an old computer sysédrhut the most rudimentary pieces of ‘the
migration process’are done by hand. This requires many hours of handsn time][.]” ‘877
patent, col. 2, Il. 2-8y necessary implicatiom significantnumber of users weraanually
migratingsettings between an old computer and a new comptitanxition’s claimed
invention is directed at a practice that was albwn, conventional, and routira¢ the time of

the invention, and is therefore not directed to pagéigtble subject matter. Internet Patents

Corp., 2015 WL 3852975 at *5.
Tranxition argues that the migration process is not a manual one because the “many
hundreds of settings potentially captured and transfeamratbt, as a practical matter, be

migrated manually.” Pl. Resp. Il at 2. Kelly Mackin, one of the inventors, also opiaedijt

% Furthermore, that passasgeggests that at least some of the “rudimentary pieces” of the migration
process were already being completed automatically, which is the pittaaned innovation disclosed
in Tranxition's patentsNot onlywas manual migration weknown and widely practiced at the time of
the invention, but arguably automatic migration was as well.
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would be impossible in a practical sense to perform a migration of configurattioigséo the
same extent contemplated by the invention . . . ranging from, depending on the system, 700-
10,000 or more settings.” Mackin Declaration (“Decl.”), ECF No. 238, at 1 13. It mayee t
that a human could not migrate ten thoussettingsby hand, buthe asserted claims do not
require that level of complexity. Claim 1 of the ‘877 patent claomig “transitioningone or

more of the retrieved configurain settings.” ‘877 patent, col. 17, Il. 59—-@Inphasis added)

The other independent claims similarly claim only “manipulasiniggast one of the extracted
configuration settings,” ‘766 patent, col. 17, Il. 66{6ihphasis addedand “manipulating the
(sic) at least one extracted program configuration setting.” ‘766 patent, col. 21, Il(8mphasis
added).

There is no dispute that, prior to the patensgrs were engaged in a manual migration
process involving at least one configuration settiagmentioned abovehebackground of the
patentsexplains that at the time of the invention, “[a]ll but the most rudimentary piecesof ‘th
migration process’ are done by hand.” ‘877 patent, col. 2, |l.\6Hatever complexity
Tranxition and Ms. Mackin believes its patents may have envisioned, the pataniisiajai

claim to a simple migration involving onbne settingSeePlanet Bingo, LLC v. VKGS LLC,

576 F. App’x 1005, 1008 (Fed. Cir. 2014) (rejecting argument that unclaimed complexity could
impart patent eligibility: “At most, the claims requiteo sets of Bingo numbers a‘player
and ‘a manager.’ . .. [T]he claims fall far short of capturing an invention that necesbanigles
‘thousands, if not millions’ of bingo numbers or players.”).

Deperdent Claim 2 of the ‘877 patent is also aimed at an abstract iddainits “[t|he
method of claim 1 where the provided configuration information is stored in a personality

object.” At the Markmarhnearing, the Court construed “personality object” as
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an objectoriented programming object . . . which, one, is not directly associated
with an initialization file; and, two, is not a wizard or other programming module
capable of reading and writing settings containing; three, at least onewibiec
information about configuration settings; and, four, multiple transition rules for
locating configuration settings.

Transcript of Markman Hearing, ECF No. 166, at 44.

Collecting configuration setting into an “objemtiented programming object” is a
complicated wwg of describinghe abstract ideaf collectingcomputerreadabledata into a
group. A “Personality object” is simply the name given to that particuléatmn of data.
Dependent claims 3 through 10 are different descriptions of the typmohationthat could be
included in this collection of dat&.g. ‘877 patent, col 18, Il. 65-67 (“The method of claim 2
wherein the personality object includes desktop, network, Internet, mail, ancatipps
configuration information.”)Again, once one d¢s through the “patenése,” clains 2 and 3
through 10 describéhe abstract idea @bllecting andbrganizing generic daia a computer

readable formatSeeCyberfone Sys., LLC v. CNN Interactive Grp., Inc., 558 F. App'x 988, 992

(Fed. Cir. 2014)"“the weltknown concept of categorical data storage,the idea of collecting
information in classified form, then separating and transmitting that informatondag to its

classification, is an abstract idea that is not patégible.”); CyberSouce Corp. v. Retalil

Decisions, InG.645 F.3d 1366, 1375 (Fed. Cir. 2011) (hoddihat the claimed process to

“manipulate data to organize it in a logical way” was not sufficiently transtoren state a
patent eligible invention)

Claim 11 describes the abstract process of a gecmmputer installation. ‘877 patent,
col. 18, Il. 23-27 (“The method of claim 1 including providing the transitioned configuration
settings to a target computing system for installation of the configuration seftirigstarget

computing system.”). Claim 12 actuatlgscribeghat nothing happens. ‘877 patent, col. 18, II.
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28-31 (“The method of claim 11 wherein when an application is not installed on the target
computing system, the configuration settings for that apmitare not installed on the target
computing system.”). Finally, claim 15 is a generic and abstract descriptiota@indiedata
organization. ‘877 patent, col. 18, Il. 38—41 (“The method of claim 1 wherein the extraction plan
includes an inclusion list of configuration settings to be extracted.”). Allesfe dependent
claims recite abstract ideas with “no particular concrete or tangible fornnadht#tcial 772 F.3d
at 715.

The other independent claims fare no better, and the Court finds they atedditehe
same abstract ideas dain 1 of the ‘877 patent. Claim 16 of the ‘877 patentashes the
identical abstract language déitn 1 for transitiming settings between computers, but adds the
additional abstractiaof an unspecified “user inface application,” “an extraction application,”
and a “transition application.” ‘877 patent, col. 18, Il. 42—67; col. 19, 8. The dependent
claims of claim 16, including claims 426 and 28—2%re identical to thelaims dependeruf
claim 1 in all naterial respects and fail for the same reastlesm 1 of the ‘766 patent and its
dependent claims describssentially the same process of tleene 1 of the ‘877 patent with
different generic verbs. ‘766 patent, col. 17, Il. 51-67; col. 18, ll. 1-9“@splaying,”
“receiving,” and “storing”). Finally, claim 42 of the ‘766 pateard its dependent claims
describes the same abstract processelaias t of the ‘877 paterdnd its dependent claims, as
applied to the situation where the operating systefithe two computers adgferent.

Claim 300f the ‘877 patentecites a “computer readable medium containing a data
structure” comprised of “information for locating” the various configuratidtingss that a user
might desire to migrate to a new computer system. ‘877 patent, col. 20, ll. 16-34 (e.g.

“information forlocating of user preference that affect the appearance and operation of a basic
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windowed interface”)Whethemread alone or in context, clai8®is directed at the abstract idea
of gathering and organizing datgeeCyberfone 558 F. App'x at 992(*the weltknown concept
of categorical data storages., the idea of collecting information in classified form, then
separating and transmitting that information according to its classificationalsstnact idea that
is not patentligible”).

b. Step Two of he Mayo/Alice Test

Having foundthatboth thePrimaryClaims and Claim 30 are directatiabstract ides,
the analysis moves #lice step two. The question here is whether the elements of each claim,
either individually or as an ordered combination, state an “inventive conceptieniftic
“ensure that the claim in practice amounts to ‘significantly more’ than atpatean ineligilte

concept.”DDR Holdings 773 F.3d at 1256 (citinglice, 134 S. Ct. at 2355).

“To transform an unpatentable law of nature into a patkgitsle application of such a
law, one must do more than simply state the law of nature while adding the worgstagpl
Mayo, 132 S. Ct. at 1294. Additional steps consisting of “well-understood, routine, conventional
activity” will not save an otherwise patent ineligible clalch.at 1298. “Further, the prohibition
against patenting abstract ideas cannot be cweated by attempting to limit the use of the
formula to a particular technological environment or adding insignificant postsolatioitya’

Intellectual Ventured, 2015 WL 1941331 at *5 (quotiriilski, 561 U.S. at 610-11). “Given

the ubiquity of computers, olly generic computer implementation is not generally the sort of
‘additional feature’ that provides any ‘practical assurance that the procaesaishan a drafting
effort designed to monopolize the [abstract idea] itsellice, 134 S. Ct. at 2358 (quoting

Mayo, 132 S. Ct. at 1297) (internal citation omitted).

18 —OPINION & ORDER



The claims of the ‘877 and ‘766 patents, considered both individually and as an ordered
combination, fail to state an additional feature that transforms the abstract mdggating
settings from one computer to another into a patent-eligible invention.
To start, here is littlemore to claim 1 of the ‘877 patethtan the abstract idea itself.
Tranxition insists that claim 1 discloses both meaningful limitations and unconvéstens,
but the Court disagrees. The steps described in claim 1 are nothing maabgtrant
descriptions of rudimentary computer operatitived add “nothing of practical significantte
the underlying abstract idea.” Ultramerc¢idr2 F.3d at 716 (citing Cybersouce, 653drat
1370). For instance, “providing configuration information about configuration settiagsiiply

data gatheringContent Extraction776 F.3dat 1347(“The concept of data collection,

recognition, and storage is undisputedly well-known. Indeed, humans have always performed
these functions.”). fie step of “generating an extraction glémat identifies configuration

settings tdoe extracted from the source computing system” essentially describes mdiking

The other claimed limitations such‘@ktracting,”“retrieving,” and “transitioningsimilarly fail

to state an inventive concefeeTL|I Communications, 2015 WL 627858 at *12 (explaining

that “extraction of . . . information amounts to manipulating data based on inputs fromrthe use
which is yet another conventional computer taskit)n@ DietGoal 33 F. Supp. 3d at 287)
(quotation marks omitted).

The prmary problem with this clains representative of the problem with all of the
claims n Tranxition’s patentat issue herat is entirely devoid of any detail about how the
invention worksDespite Tranxition’s insistence that its patents disclose “specific application of

concepts for migrating a computer’s personality,” Pl. RBsgt. 8, upon close examination, the

* At the Markmanhearing, the Court construed “extraction plan” as “a plan for extracting ocatign
settings that includes a full list of identity units to be located and an ewlig and an inclusion list.”
Transcript oMarkmanhearing, ECF No. 166, at 43.

19 —OPINION & ORDER



claims are comprised of little more than synonyms for generic conventmmalder processing
steps.Nowhere in Tranxition’s patents is there an “additional feature[e] that proaes
practical assurance” that the method and system it claims to have inventetiisgeimpore
than a drafting effort designed to monopelihe [abstract] idea itself.” Alicé34 S. Ct. at 2358
(citing Mayo, 132 S. Ct. at 1297) (internal quotation marks omitfEog claimed limitations are
genericconventional computer processing steps stated at a high level of generaliberahoré
do not state an inventive concefilice, 134 S. Ct. 2357 (“Simply appending conventional steps,
specified at a high level of generality [is] not enough to supply an inventive cong¢eipatipns
and quotation marks omitted).

Tranxition’s oft-repeated argument that it invented a “computer solution to a camput
problem” which is entitled to patent protection is unavaillbee, e.q.Pl. Resp. Il at 2, 4, 9, 12—

16. Tranxition relies heavily oDDR Holdings a Federal Circuitase in which that court upheld

as valid a patent that recited a method to retain website visitors who clicked @hgathir

advertisemenDDR Holdings, LLC v. Hotels.com, L.P.,773 F.3d 1245, 1258-59 (Fed. Cir.

2014). The patents described a procesgevheiser clicked aadvertisement, but rather than
transportingmmediately to the thirgharty’s webpage, the primary site’s web servers displayed a
hybrid page that maintained the “loand feel” of the main websitghile simultaneously

displaying information about the advertisement’s subldcfl257-58. The Federal Circuit found
the claims did not “broadly and generically claim ‘use of the Internet’ t@paran abstract
business practice[.Jd. at 1258Instead, the claims specified “how interactamith the Internet

are manipulated to yield a desired restdtresult that overrides the routine and conventional
sequence of events ordinarily triggered by the click of a hyperlidkThe invention was

patentable because it was “not merely the roudmeonventional use of the Internet,” but was
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instead “necessarily rooted in computer technology in order to overcome a probldmadiyec
arising in the realm of computer networkgl’ at 1257, 1259.
First, the mere fact that Tranxition’s patentsiml to solve a computer technology

problem does not automatically qualify its invention for patent eligibility ubd®R Holdings.

Seeid. at 1258 (“We caution, however, that not all claims purporting to address Intemet
challenges are eligible fgatent.”).
Second, and more importantly, th&sekey difference between Tranxition’s claims to

an automatic migration process and the clainBDiR Holdings Tranxition’s invention is not

“necessarily rooted in computer technology” in the same senaeserver computer specially
programmed to display a hybrid web page. True, the problem of transferring uses $giting
one computer to another did not arise until computers were invented. And true, Tranxition’s
inventionnecessarily requires a “source computing system” and a “targeting compsieg sy
The nature of the process that Tranxition’s inventi@ms, howeveris ahuman one. As
explainedabove, the patents themselves explain that migration is a manual processgtldatin
invention:

Another problem is that there is no easy way to transfer old configuration settings
to a new computing systemM/hen a new computer system is used, a user or a
user’s agent typically has to reconfigure the new computing system to

include configuration settings that were used on an old computer systell

but the most rudimentary pieces of “the migration processd@me by hand.

This requires many hours of handson time with lost productivity and a “start

from scratch” resignation.

Yet another pblem is that configurations settings on an old computing system
may be stored in a new location, in a new file, or in new format on a new
computing systemAn old configuration setting may have to be translated or
otherwise modifiedto provide the samessults on the target computing system.
Such translation and/or modifications are typically completed by hand and

are prone to errors that lead to user frustration.
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‘877 patent, col. 2, Il. 1-9, 13—20he patents then claim to perform the manual migration
“automatically”™
Itis . .. desirable to provide an automatic migrationof configuration settings
from an old computing system to a new computing systéhout using a time
consuming manual migration process

‘877 patent, col. 2, Il. 38—44.

The activity at issue iDDR Holdings, by contrast, could onbg performed by a

computer. hie process was “necessarily rooted in computémigogy” because there is no
manual procesthat could achieve the same resdihereis no way for gpersonto diplay a
hybrid website.

There is, however, a way for a human being to manually transfer settings from one
computer to another. First, tngerwould locate the settings he or she wanted to transfer from
the old computer. Next, he or she would “extract” those settings from the old computéerand t
turn to the new computer and locate where the similar setting is stored therg, Eealiser
would “transition” the old setting to the new systbynapplying it

Of course, this is exactly the process described in Tranxition’s patergpt @xanxition
claims toperform themigration “automatically” with a computer. ‘877 patent, col. 2, Il. 38—44;
col. 17, Il. 28-31. Stating a manual process and then claiming to “do it with a computer” is not
an inventive conceghatcanconfer patent eligibility. Alice134 S. Ct. at 2358 (holding ththe
addition of an Instruction to ‘implemen]t]an abstract idea ‘on a computer’ . . . cannot impart

patent eligibility.”); seealsoDDR Holdings 773 F.3d at 1259 (explaining that the claims were

patentable because “they do not broadly and generically tlaavof the Internet’ to performd
long-standing practice).
Tranxition’s patents explain that one of primary problems thighmanual migration

process is that it can take a long tifaey. ‘877 patent, col. 1, ll. 58—-61 (“The average user. ..
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may have to spend large amounts of time reading documentation or help screens tutig
where the configuration settings are stored”); ‘877 patent, col. 2, Il. 6-9 (perfottmaing
migration process “by hand . . . requires many hours of hands-on time with lost progixctivi
The other problem is that the potential complexity of the migration could lead te. é8iof
patent, col. 2, ll. 18—-20 (“Such translation and/or modifications are typically cowhpieteand
and are prone to errors that lead to user frustration.”); ‘877 patent, col. 231 & manual
migration process . . . can decrease quality of service on the newtoangystem since one or
more configuration settings may be missed . . . and not be transferred”). Thusethg pat
explain, “[i]tis . . . desirable to provide an automatic migration of configuratidnget . .
without using a time consuming manuabmation process.” ‘877 patent, col. 2, Il. 41-45.
Using a generic computer to perform a manual task more efficiently anciatgihan a
human could is not a patentable idea, and courts have routinely invalidated gsgertiaguch

claims.Seege.qg, MySpace, Inc. v. GraphOn Corp., 672 F.3d 1250, 1267 (Fed. Cir. 2012)

(“While running a particular process on a computer undeniably improves effi@adcy
accuracy, cloaking an otherwise abstract idea in the guise of a conmppkemented claim is

insufficient to bring it within section 101.”); E. Coast Sheet Metal Fabricatorg.Q.

Autodesk, Inc.No. 12CV-517-LM, 2015 WL 226084, at *7 (D.N.H. Jan. 15, 2015) amended in

part,No. 12CV-517-LM, 2015 WL 925614 (D.N.H. Mar. 3, 2015) (“The lesson of Alice and . . .
other cases.. . . is that when the alleged innovation involves the use of a generic cangauter
what such computers typically do, i.e., speed up a process by eliminating therreedda

activity, that innovation is not an invention eligible for patent protection.”); Tenon & Groove

LLC v. Plusgrade S.E.C., No. CV12-11G3MS-SRF, 2015 WL 82531, at *5 (D. Del. Jan. 6,

2015) report and recommendation adopted, No. CV 12-GNI8-SRF, 2015 WL 1133213 (D.
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Del. Mar. 11, 2015) (“However, th@scifications themselves reveal that the processes may be
performed mentally by a human, expressly stating that the inventionsriaien | manual,
time-consuming processes and replace [ ] those withffecient, automatic process. . The
Federal Circuit has stressed tharely using a computer to perform more efficiently what could

otherwise be accomplished manually does not confer peligitiility.”) (citing Bancorp Servs.

LLC v. Sun Life Assur. Co. of Can., 687 F.3d 1266, 1279 (Fed. Cir. 2@#@id)tional citation

and quotation marks omitted).

The claims dependent on claim 1 similarly fail to disclose an inventive concept. Zla
discloses “[t}he method of claim 1 where the provided configuration information éxistoa
personality object.” ‘877 patent, col. 17, Il 63—-64. Claims 3 through 10 then disclose the types of
data that could be stored in this “personality object,” including user preferen@ssettmgs,
and application configuration information. ‘877 patent, col. 17, ll. 65-67; col. 18, Il. Th23e
claims, when read togethelisclosethe creatiora list ofwhere configuratio information can be
found, and grouping that information as a collection of data (i.e., an “object”) that the
programmer can manipulate through softwadteese claims fail to state an inventive concept
because they merely describegenericand abstradermshow to perform thdirst steps in the
manual migration processleeate user settings to transfer and coltbat information for later
use—on aomputer.Alice, 134 S. Ct. at 2358 (the addition of an “instruction to ‘implemen(t]’
an abstract idea ‘on a computer’ . . . cannot impart patent eligibility.”); Cghes&, 654 F.3d at
1370 (holdngthe claimed limitation wa$mere collection an@rganization of dataAndwas
not sufficient to confer pateetigibility).

The other claims dependent on claim 1 similarly do not provide an inventive concept.

Claim 11 describes a generic installation; claimrat®iallydescribesa situation where no
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settings are transferred at;allaim 15 is anothageneric list of “configuration settings to be
extracted.” ‘877 patent, col. 18, Il. 23-41.

Independent claim 16 of the ‘877 patent discloses a “computer system” fomenieg
the method claim of clen 1. The language of claim 16 is nearly identical to the language in
claim 1 and recites the same abstract ideas at a high level of generality (eagtifexthe
active configuration settings,” “transitions one or more of the retrisetthgs”), excepthat
claim 16 adds “a user interface application,” “an extraction application,” amdresition
application.” ‘877 patent, col. 18, Il 42—67; col. 19, Il. 1-3. The disclosutleesk generic
applicatiors does not add any meaningful, practical limitation to the abstract idea ofrperdor
an existing manuahigrationprocess on a computeflice, 134 S. Ct. at 2360[(T] he system
claims are no different from the method claims in substance. The method ctzite the
abstract idea implemented on a generic computer; the system claims recite hdiayedfaric
computer components configured to implement the same)idéae claims dependent on claim
16 are identical in all material respects to the cladeyendent on claim 1, and thus they fail to
state an inventive concept for reasons previously explained.

Independent claim 30 of the ‘877 patestites a “data structure” that contains
“information for locating” the various configuration settings to be transfer@@d. patent, col.
20, Il. 16—-34. This disclosed activity is, again, nothing more tlasam ghthering and
organization—a wholly conventional and wlg-practiced computer functiainat desnot add

an inventive concepE.g. Content Extractin, 776 F.3cat 1347(“The concept of data

collection, recognition, and storage is undisputedly well-known.”
Tranxition offered the declaration of Kelly Mackin in an effort to show an inventive

concept. Ms. Mackin opined that the “Personality object . . . [was] one of the centraivavent
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contributions that the ‘877 patent provides. It was unique when the invention was conceived to
use a data structure and theneents in Claim 30 in combination to st@med apply information
about locating multiple, disparate, and non-unifonafiermat configuration settingsMackin
Declaration(*Decl.”), ECF No. 251, at { $he also claims that the “Personality object carries
the critical responsibility of bridgingriow how (for locating the configuration settings) and the
application’s data engine (the automatic transiticstesy).” Id. at { 8. But there is nothing

unique or inventive about using a “data structure” to organize a collection of atform-that is
whata computer does. As cited throughout this Opintoirts have repeatedly rejected the idea
that merely “organizing” or “manipulating” data on a computer is somehow inventive.

Ms. Mackin’s assertio that the personality object “bridged” the gap betwéen t
information and the software similarly unhelpful. Like the claims in the patents, & isroadly
sweeping abstract assertidevoid of any detail explaining how the claimed invention works.
Her declaration isnotheiiteration of the samiglea: perbrming the previouslpracticed manual
migration of settings between computers more quickly and efficienttyastomputer. That is
not an inventive conce@ySpace 672 F.3dat 1267 (“While running a particular process on a
computer undeniably improvefficiency and accuracy, cloaking an otherwise abstract idea in
the guise of a computémplemented claim is insufficient to bring it within section 101.”)

The independent and dependent claims of the ‘766 patent also fail to state an inventive
concept. Claim 1 of the ‘766 patent is essentially the same as claim 1 of the ‘877 epatepit
that the ‘766 patent uses slightly different verbiage, suchigddying an indication of the
configuration settings that can be extractedegtéiving a selection,™manipulating at least one
of the extracted settingsghd ‘storing the extracted configuration setting&/66 patent, col. 17,

Il. 51-67; col. 18, Il. 1-%emphasis added)heseareroutine, conventiongbrocessing steps that
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anygeneric computer caregform, andare nottherefore, an inventive concefiiee
CyberSource, 654 F.3d at 1375 (claims that recited “mere manipulation or reorgarozat

data” were not sufficiertb confer patent eligibility)TLI Communications, 2015 WL 627858 at

*12 (holding that receiving, extracting, and storing data was conventional comggy and
not an inventive conceptPependent claims 2 and 3 disclosesaeyic installation, and
dependent claims 5 through 11 simply describe different types of configuratafeda“7. The
method of claim 1 wherein the extracted configuration settings include browser lskeRma
and those too fail to state an inventive concept. ‘766 patent, col. 18, Il. 8-14, 15-28, 36-37.
Independent claim 42 describes the migration @ecsing the same generic languagihas
other independent claims, but applies the migration to two computers with diffpexating
systems; its dependent claims 43 and 44 simply describe different tygpaseoic dataAgain,
the language in these claims is little more than an exercise in creatiredynieg conventional
computer functions.

Tranxition points to an “exemplary embodiment” and other portions oMéskin's
declaratiorto show more specific and concrete applications of the clainvethtion.SeePI.
Resp. Il at 89, 22 Mackin Decl., at § 1L0Butthe analysis opatent eligibiity underSection101
must focus on the language of the claims themselves, not the additional detathsattfoe
specification, or the inventor’s testimony about the meaning of the patent dialertrack,
Inc. v. Huber, 674 F.3d 1315, 1334 (Fed. Cir. 2012) (“In considering patent eligibility under 8

101, one must focus on the claims. This is because a claim may preempt only that which the

claims encompss, not what is disclosed but left unclaimed.”); Howmedica Osteonics Corp. v.

Wright Medical Technology, Inc., 540 F.3d 1337, 1346—-47 (Fed. Cir. 2008) (rejecting as

irrelevant inventor testimony regarding the scope of the claim language).
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Tranxition attemfs to manufacture an inventive concept by characterizing the “source
computing system” and “target computing systelescribed in its patents dspecial purpose”
computers programmed by its software to perform a specific function. l. Ras18-19
(citing In re Alappat 33 F.3d 1526, 1545 (Fed. Cir. 1994here isnothing unique, innovative,
or “special’about these computing systeriite “source” is the computer frowhich settings
are taken, and the “target” is the computer tictvbthose settings are applied. The systems
themselves are passiwethe processhey do not serve arparticularpurpose, much less a
special one. The “source” and “target” systems are generic computers to which riet adesh
of migrating settings is applied, and that is not a patentable coSesgtlice, 134 S. Ct. at
2358 (“recitation of a generic computer cannot transform a peteligible abstract idea into a
patenteligible invention.”). Moreover, f given effect, Tranxition’s argument would essentially
validae every software pateas a matter of course because all software requires computer

implementationSeelntellectual Ventures JI2015 WL 1941331, at *1@ejecting same

argument by patesttolder based oAlappatthat “programming creates a new machine, because
a general purpose computer in effect becomes a special purpose computer qamograimsmed
to perform particular functions pursuant to instructions from proge@ftware.”).

c. Preemption Concerns

There is an additional rationale that supports the Court’s determination thaitibras
patents are invalidJnderlying the threshold analysis of patentability urfsiection101 is the
need to protect the basic tools of discovery—natural phenomena, mental processestaatd abs
ideas—from monopolization or preemption through pat&deMayo, 132 S. Ct. at 1293-94,
1301 Alice, 134 S. Ct. at 2354%(atingthat “the concern that drivethe exclusion of the

“building blocks of human ingenuity” from patent eligibility is “one of preemptigrsée also
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Tenon & Groove, 2015 WL 1133213, at *4 (explaining that “[t|he focus on preemption goes

handin-hand with the inventive concept requirement: they ensure that the patenteeratent g
a disproportionate monopoly over the ‘building blocks of human ingenuity.” ”) (quétiog,
134 S. Ct. at 2354-55).

A patent over Tranxition’s claimed process risks preempting the abstracf ide
migrating settings from one computer to the otfile methods and processes described in
Tranxition’s patents are extraordinarily rudimentary and are statedabshigh level of
generality thathey threatemo foreclose any attempt to migrate sesiletween computeras
explained previously, thelaimedinvention only requires single setting to be “transitioned”
from the old computer to a new computersimple termsJTranxition claims a patent ovany
methodthat locategonfiguration settings, makes a list of settings to change, and then applies
one of those settings the new system. The potential preemptive effect is sweeping.

Tranxition’s claims thathisis a “computetonly” problem does not alleviate the concern
that the patent essegity seeks to foreclose innovation on an abstract idea in that particular field.

Amdocs (Israel) Ltd. v. Openet Telecom, Inc., No. 1:10CV910 LMB/TRJ, 2014 WL 5430956, at

*4 (E.D. Va. Oct. 24, 2014) The preemption concern must also be considered indighe
field to which the patent is directeld the claimed abstract idea ‘has no substantial practical
application except in connectiowith the particular field claimed, then allowing a claim to that
idea, even ifimited to a particular field, ‘wouldvholly pre-empt’ the idea andéh' practical
effect would bea patent on the [idea] itself.) {quotingGottschalk 409 U.Sat 71-73.

Tranxition argues that its claimed invention does not present substantial pogempti
concers because the claims “recite specific methods and systems to migrate a computer’s

personality from a source computer to a target computer.” Pl. Re#83. However, as
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explained throughout this Opinion, the language in Tranxition’s patents gpeciic at all; it
describes very basic computer functionality vgéneric if somewhat complicated, terminology.
The Court struggles to grasp what other process might be used to transfes fettingne
computer to another, other than Tranxition’s claimed method of identifying thalaeail
settings, choosing what settings to transfer, and then “transitioning” thaegs#itthe other
machine.

The potentiallyextensivgoreemptive scopef Tranxition’s patents was demonstrated, at
least in part, during #hdiscovery process in this case. Not only did Tranxition seek information
about Lenovo’s products that were designed to perform the “migration” of sdbityeen
systems, but it also sought to discover information about Lenovo’s “Rescue and Recovery
product. Pl. Mot. to Compel Discovery Regarding Lenovo’s Infringing PrdtRestcue and
Recovery,” ECF No. 248. Rescue and Recovery, Lenovo inswgésdilesigned as a “software
tool used to back-up files from a computer hard disk so that they can beddsteré needed
.. .. Itis not designed to manipulate files from . . . a source computer to a . . . targeecdmput
Def. Resp. to PI. Mot. to Strike, ECF No. 257, at 21. Through an expert, Tranxition was able to
demonstrate how a user could easigmpulate the Rescue and Recovery software program to
migrate Internet browser application settings from one computer to anodwérobRonen
Levy, ECF No. 245, at 4-16. Although not designed for migratiamas clear that Rescue and
Recovery could be used to migrate settings, and thus it miginge Tranxition’s patents.

The conclusion to draw that the claims ifranxition’s patents not only threaten to
preempt the “migration process” generally, thety areso broad that they could preempt the
entire field of computedatabackup and restore, at least insofar as the programs written to

implement backup and restore are capable of taking settings from one coamgLégplying
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them to another. Withoutsufficient “inventive concept” that limits Tranxitionfsgatentso
something narrower than a claim to the abstract idea of migrating settings bebngaiters,
Tranxition’s ‘877 and ‘766 patents present substantial preemption concerns, ahdrafere
invalid.
ORDER
For the reasons stated, Lenovo’s motionpfartial summary judgmefi229] and motion

for summary judgmen®34 aregranted All other outstanding motions are denied as moot.

IT 1S SO ORDERED.

Dated this ’ day of J U\» 2015.

Mmﬂ  grnaie oy

MARCO A. HERNANDEZ
United States District Judge
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