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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF OREGON
PORTLAND DIVISION
ROBERT M. LYDEN,
No. 3:14-cv-01586-MO
Plaintiff,
OPINION AND ORDER
2
adidas AMERICA, INC., a Delaware
corporationadidas AG,a German entity,
adidas INTERNATIONAL MARKETING
B.V., a Dutch entityTHE FINISH LINE
INC., an Indiana corporatiofsOOT LOCKER,
INC., a New York corporation, andICK’S

SPORTING GOODS, INC.,a Delaware
corporation,

Defendants.
MOSMAN, J.,

Defendants move for Summyatudgment on Plaintiff's Traamark Claims [180] and for
Partial Summary Judgment on PIl#ig Patent Claimg183]. For the reasons stated below, |
GRANT Defendants’ Motion for Summary Judgment on Plaintiff's Trademark Claims [180] and
GRANT Defendants’ Motion for Partial Summanydgyment on Plaintiff's Pate Claims [183].
l. Trademark Claims

Defendants argue Mr. Lyden’s trademarksfaretional and thus ceot be protected by
trademark law. In the alternative, Defendants argue the marks cannot be protected because they
were not used in commerce. Because | firad the marks are funcinal, | do not reach the
guestion of whether they were used in commerce.

a. Background
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Mr. Lyden owns Registration Nos. 3,629,011 and 3,633,365 on the Supplemental
Register of the U.S. Patent and Traden@ifice (“‘USPTO”). Supplemental Registration No.
3,629,011 states that “[t{]he mark consists b&al counter and spring element in the rearfoot
area of footwear.” (Pl.’'s Compl. [1-1] at 3&@upplemental Registration No. 3,633,365 states that
“[tlhe mark consists of a spring elemémthe rearfoot area of footwearld( at 40.) Mr. Lyden
submitted the following drawings in support o$ laipplications to obtain these registrations:

Supplemental Registration No. 3,629,011 Supplemental Registration No. 3,633,365

- —~
(Id. at 35, 38.) Mr. Lyden refers to these regisons collectively as the “Springshoe Marks.”
b. Legal Standard

“The physical details and design of a produety be protected und#re trademark laws
only if they are nonfunctional[.]JClamp Mfg. Co. v. Enco Mfg. G870 F.2d 512, 515 (9th Cir.
1989) (citingVuitton Et Fils S.A. v. J. Young Entei&44 F.2d 769, 772 (9th Cir. 1981)). Were a
product’s functional features peaited, then “a monopoly over such features could be obtained
without regard to whether they qualify patents and could be extended forev@ualtiex Co. v.
Jacobson Prods.Co514 U.S. 159, 164-65 (1995).

Functionality is a question of fact on which the plaintiff in an infringement action bears
the burden of proofAdidas-Salomon AG v. Target Cqr@28 F. Supp. 2d 1192, 1202 (D. Or.
2002);HWE, Inc. v. JB Research, In893 F.2d 694, 696 (9th Cir. 1993). A product feature is
functional “if it is essential to these or purpose of the article oitiaffects the cost or quality of

the article, that is, if exclustvuse of the feature would prampetitors at a significant non-
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reputation-related disadvantag@ualitex,514 U.S. at 165 (interhguotation and citation
omitted).

“To determine whether a product feature is fiomal, we consideseveral factors: (1)
whether the design yields a utiiitan advantage, (2) whether atigtive designs are available,
(3) whether advertising toutsethutilitarian advantages tfe design, and (4) whether the
particular design results fromcamparatively simple or inexpsive method of manufacture.”
Disc Golf Assn’'n, Inc. v. Champion Discs, .Int58 F.3d 1002, 1006 (9th Cir. 1998¢e also
Secalt S.A. v. Wuxi Shenxi Const. Mach, €88 F.3d 677, 683 (9th Cir. 2012).

c. Discussion

As required by the Ninth Circuit, | applyehactors outlined above to our case. Upon

application, | have concluded the shoes are fanatiand cannot be protected by trademark law.
i. Utilitarian Advantage

The first factor | must consider is whethiee design yields a utiarian advantage.
“[T]he existence of [a] . . . utility patent vgeighty evidence of funainality, although that fact
alone is not dispositive Disc Golf Ass’n, Inc158 F.3d at 1006 (9th Cir. 1998) (citations
ommitted) (holding that an expdeutility patent provided strongvidence of functionality). A
utility patent must be examined closely to eesihat the disclosur@ the configuration is
primarily functional and not melseincidental. J.T. McCarthyycCarthy on Trademarks and
Unfair Competition§ 7:89, at 7-207 (4th ed. 1998).

Mr. Lyden’s spring and heel counter are slubject of both his marks and his patents,
providing strong evidence that they are funeéiband thus inappropriate for trademark
protection. In addition to the meeexistence of the patentsettanguage Mr. Lyden uses in the
patent underscores the idea ttistse designs are functiondlhe ‘365 registration claims a

“spring element in the rearfootear of footwear.” (Pl.’s Comp]1-1] at 36.) The ‘878 patent
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shows clear functionalitgf that same spring element whestiates “the antie of footwear
includes a spring elemewhich can provide improved cushing, stability,running economy,
and a long service lifeé([181-3] Vanderhoff Dec. at 1 (empsia added)). The heel counter and
spring element which are the subject of &l Trademark registration overlap with the ‘797
patent. The ‘797 patent is less ke than the ‘878 patent abotite benefits of a heel counter,
but it touts the “selectively remwable and replaceable” partstbé heel which represent the
“utilitarian benefit” of Mr. Lyden’s design beuaae it created an “article of footwear which
represents an investment as opposed to a @b@msommodity” ([156-2] Roettig Decl. Ex. B at
237; 231.) The utilitarian adagage factor cuts strongig favor of Defendants.

li. Whether alternative designs are available

The next factor | must consider is whetheeadative designs are available. The absence
of alternative designs suppo#gsdinding of nonfunctionalt Although Defendants argue Mr.
Lyden has not shown alternative designs that aehige same utilitarrabenefits, the patents
themselves are replete with customizable oystiand the specifications of the patents offer
different design options. Defendahbetter argument, substantiaypported by case law in the
Ninth Circuit, is that “the me existence of alteatives does not renda product nonfunctional”
Talking Rain Beverage Co. Inc. v. S. Beach Beverage3@9.F.3d 601, 604 (9th Cir. 2003).
“Once functionality is established, [t]here is no need to engage . . . in speculation about
other design possibilities. . .1d. at 603. Where, as hereetle is strong evidence of
functionality due to the existea of patents and the explanasdncluded in patents, the
existence of alternative dgsis is not dispositive.

iii. Advertising which touts utilitarian advantage
The third factor | am to consider is whet there exists advertising which touts the

utilitarian advantages of tliesign. Defendants argue thdtile Mr. Lyden has no formal
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advertisements, Mr. Lyden has given interviewsch show functionalityncluding quotations
from him stating the shoe “is built around.a spring, which serves as a heel and shock
absorber” which “returns more energy, betteluee[s] shock and provide[s] better stability”
than more conventional running shoes. ([18Bbllet Decl., Ex. 13.) Mr. Lyden offers no
evidence to dispute this. As sudthis prong cuts in Defendants favor.

iv. Method of production

The final factor | must consider is whet the particular designs result from
comparatively simple or inexpsive methods of manufactuiisc Golf 158 F.3d at 1009 (“a
functional benefit may ariseftiie design achieves economiesnanufacture or use”) (citation
and internal quotation marks omitted). Onrbeord before me, theiis little evidence on
comparative cost of manufacture. Mr. Lydebrits some evidence of the cost to make the
spring elements and heel countebe€[190] Lyden Decl., Ex. 10.) However, he does little to
show if it is “comparatively simple or inexpews.” He offers one page which he claims is
evidence of Defendants’ produmti of conventional shoesS€ed., Ex. 5.) The page fails to
clearly show the costs of the shoe or the compbparts in a way that is comparable to Mr.
Lyden’s. It does not show Mrylden’s process is substantially more expensive. Plaintiff bears
the burden of proof on proving nonfuctioaland he has not met it here.

Given the Plaintiff's burden of proof on tleéement of functionaly, the existence of
patents which overlap on the designs claimglinLyden’s marks, and the statements given by
Mr. Lyden to support the functionality of thesiigns, | find the marks are functional and grant
Defendants’ motion for summary jushgnt on the trademark claims.

Il Patent Claims

In addition to their arguments against Myden'’s trademarks, Defendants also challenge

Mr. Lyden’s patents. In theinitial motion, Defendants argd both that Mr. Lyden lacks
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standing to pursue his pateclaims and that, in the altetinee, Defendants did not infringe on
Mr. Lyden’s patents. As subsequent evalggeloped, Defendants withdrew their standing
argument. Accordingly, | address only then-infringement argument and find Defendants did
not infringe on MrLyden’s patents.

a. Background

There are three patentsisgue in the Defendants’ mion: U.S. Patent Nos. 6,449,878
(the 878 patent”); 8,959,797 (the “797 patent”); and D507,094 (the “094 design patent”).
These patents form the basis for Mr. Lydeséventh, ninth, andrté claims alleging
infringement and also serve as the basis fdef#ant adidas’s thirdounterclaim seeking a
declaration of non-infringement. On NovemiBe2015, | held a Markman hearing to construe
certain terms at issue in thisitsuRelevant to this motion, | defined the terms “anterior most
side” to mean “the surface distinct from any otkide or surface that is closest to the anterior
side of the footwear” and the term “affixed” to mean “two separatgoaoants that are attached
to and have some functionalagonship with each other.” (Markman Hearing Tr. [171].)

b. Legal Standard

Infringement analysis is a twatep process. “The first step is determining the meaning
and scope of the patent claims assertdzbtmfringed. The second step is comparing the
properly construed claims to the device accused of infringMgrkman v. Westview
Instruments, In¢.52 F.3d 967, 976 (Fed. Cir. 1994j'd, 517 U.S. 370 (1996) (citations
omitted). “Summary judgment on the issue of infringement is proper when no reasonable jury
could find that every limitation recited in a properly construed claim either is or is not found in
the accused device either literallyworder the doctrine of equivalent®C Connector Solutions
LLC v. Smartdisk Corp406 F.3d 1359, 1364 (Fed. Cir. 2005).

c. Discussion
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i. ‘878 patent

Each part of the ‘878 pateat issue includes the phrase thaiferior spring element . . .
affixed in functional relation to said supergpring element.” At the Markman hearing, | held
affixed to mean “two separate components #natattached to and have some functional
relationship with each other.” @ikman Hearing Tr. [171] at 464-15.) Thus the inferior and
superior springs must be separate compondrits.adidas blades are never separate components
as they are made in one mold. As such, tbgigt no separate components that can be “attached
to and have some functional rédaship with each other.”ld.) Mr. Lyden argues that | did not
require the pieces to be separate. The language of my ruling suggests othierjvise. (

Mr. Lyden argues that claims 27-30 refer tgpaing element that is permanently affixed.
Claims 27-30 use the same language of an “inferior spring element . . . affixed in functional
relation to said superior sprirdement” as the claims he ags are not permanently attached.
(Roetigg Decl. [156-1] pg. 30 at 32:55.) FiyalMr. Lyden argues even if adidas does make
their inferior and superior springs in the samad, the particles of matter are “affixed” to each
other at some point in the prase While this may be elemelyarue, the result is nonsensical
as it would obliterate any possibility of a “whole” piece dveing created. At the Markman
hearing, | determined the meaning and scopeeopétient by construing affixed to mean “two
separate components tlzaie attached to and haseme functional relatiohgp with each other.”
(Markman Hearing Tr. [171] &6:14-15.) In the second steptbé infringement analysis, |
compare the adidas blades to the construeth@ad find the adidas product does not have “two
separate components.” Thaslidas’s product does not infge on Mr. Lyden’s patent.

As an alternative, Mr. Lyden’s responsély invokes the “doctrine of equivalents.”
However, Mr. Lyden is barred as a mattefavf from arguing the doctrine of equivalents

because the doctrine cannot be agpl@alternatives thatere outlined in pate specifications.
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“Infringement, either literallyor under the doctrine of equivaks, does not arise by comparing
the accused product with a preferred embodirdeastribed in the specification, or with a
commercialized embodiment of the patentdelinson & Johnston Assocs. Inc. v. R.E. Serv.
Co, 285 F.3d 1046, 1052 (Fed. Cir. 2002) (quotation omitted).

In his claims, Mr. Lyden repeatedlyagsthe word “affixed,” which under my
construction requires two separate parts. However, in his specification he noted “in an alternate
embodiment, the [superior] anterior spring elenaard inferior spring element can consist of a
single component.” (‘878 Pate#t43-45.) In our case, asdohnsonthe proponent of the
patent now attempts to invokestidoctrine of equivaleatand apply it to the alleged infringer’s
product. Here, as ilohnsonthe alleged infringer’s product refited an alternative that was
outlined in the specifications but notladed in the patent. Here, aslohnsonsuch an
argument is barred as a matter of law. Jbknsorcourt held that the doctrine of equivalents
could not be invoked because when a patentadrafitlines a subject itne specification but
leaves it unclaimed helédicates that unclaimed subject matitethe public. Application of the
doctrine of equivalents to recapture subjecttenaleliberately leftinclaimed would ‘conflict
with the primacy of the claims in defining the scope of the patenéelusive right.”Johnson
285 F.3d at 1054 (citation omittedMr. Lyden, by outlining awgject in the specification,
dedicated the subject matter te gpublic and waived any future argument under the doctrine of
equivalents. Thus, the docte of equivalents cannot applitherefore grant Defendants’
motion for summary judgent on the ‘878 patent

i. ‘797 patent

Defendants argue the adida shoe does not g&rim the ‘797 patent because all claims

in the ‘797 patent require an imier spring with an “anteriormoside,” and Defendants’ shoes,

because they are made with the inferior springed to the superior springs, do not have an

8 — OPINION AND ORDER



“anteriormost side” to the inf®r spring. At the Markmahearing, | defined “anteriormost
side” as “a surface distinct from any other sidswiface that is closes tioe footwear’s anterior
side.” (Markman Hearing T[171] at 46:21.) Because of thesion between the inferior and
superior springs in the adidas shbere is no “anteriaside,” distinct fromany other side, of the
inferior spring. | grant Defendants’ motiéor summary judgment on the ‘797 patent.

ii. ‘094 patent

The ‘094 patent is a design patent, issuedh®&w, original, and ornamental designs. 35
U.S.C. § 171.The “ordinary observer” test is applieddetermine if a design patent has been
infringed. Egyptian Goddess, Inc. v. Swisa, |3 F.3d 665, 672 (Fed. Cir. 2008). Under that
test, infringement exists if “an ordinary observfamiliar with the prior art, would be deceived
into thinking that the accused designswiae same as the patented desidd.” The ordinary
observer is assumed to be “givisgch attention as a purchaseualy gives” and the patent is
infringed if “the resemblance is such as taalee such an observénducing him to purchase
one supposing it to be the othest. Flyers LLC. v. Gen-X Sports, In2003 WL 21998960, at
*14 (S.D.N.Y. Aug. 22, 2003) (quotingorham Co. v. White81 U.S. (14 Wall.) 511, 528,
(1871)).

The ‘094 design patent claims “the ornamental design for a spring element for an article
of footwear as shown and deibed.” ([184-3]; ‘094 Patent “Clen.”) Defendants argue an
ordinary observer would distjuish the adidas shoe fronetl®94 design on three grounds: 1)
the twisted blade from the ‘094 design are not preseihe adidas shoe; B)e hole in the rear
inferior spring element of the adidas shoe ispresent in ‘094 designnd 3) the upward curved
portion of the rear inferior sprirglement is symmetric in the adidas shoe, and asymmetric in the

‘094 design. The twisted blade design is DdBnts’ most convincing argument and provides a
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sharp distinction betweethe two designs, enough so thatordinary observer would not
confuse the two.

1. Twisted blade

Adidas argues Mr. Lyden’s patent can beidgiished from the adidas shoe because Mr.
Lyden’s design showns an inferior spring elemeat thtwisted from neutral. With the adidas
shoe, when the inferior spring is level with thge, one cannot see the top or bottom surfaces of
the inferior spring. In Mr. Lyden’s patent, Figurgé shows the spring is canted slightly so that
one is able to see the top surface from oneaide as seen in Figure 12, one can see the bottom

surface from the other side.

([184-3]; ‘094 Patent Fig. 11-12.)

In addition to the figures depicted in t1®4 design patent, the language of the patent
supports the argument. Mr. Lyale patent describes Figure 11a4ateral side view of a
modified spring element for an article of footwéawring asymmetrical curvature on the
medial and lateral sides shown for a left foot.”Ifl. at Description Fig. 11 (emphasis added).)
The asymmetric curvature is what allows thedad bottom surfaces of the spring to be shown.
In his briefing, Mr. Lyden concedes “a smadirtion of the top and bottom surfaces of the
inferior spring element can be seen from the adeattid lateral sidedjut argues they can only
be seen by an ordinary observer who has “birayoukion.” | disagreeThe twisting of the

blades is immediately apparentthe design when looking at a scaled-down drawing of the shoe.
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It would be apparent to an ondiry observer looking at a largéully realized version of the

shoe. Any customer would note adidas’s shaestiaight blades whilklr. Lyden’s blades are
canted. Applying the “ordinary observer” test, V@aletermined an ordinary observer would be
able to distinguish between the shoes anctber adidas’s shoe does not infringe on Mr.
Lyden’s ‘094 patent.

2. Posterior Inferior Spring Element Hole

The adidas shoe design includes a hole iptsteriormost inferior spring element at the
center of the intersection betweire interior and supericurfaces. Defendants argue Mr.
Lyden’s design does not have this and thusasiddesign does not infringe. Mr. Lyden points
to Figure 3 in his patent whichows a hole but concedes it is hudrt of the design.” Figure 3
shows the hole from the “bottom view.” In cragt, the hole in adidasdesign is not visible
from viewing the bottom of the shoes.

Mr. Lyden argues Defendants mischaractetfizedrawings offered in their motion by
showing only certain angles. To supplement tlaavirgs, | have referred to the full size adidas
shoe Mr. Lyden himself providedsecond, he argues that an ordyna@bserver would not see the
hole because it is only visible at eye level and minary observer is at eye level with the shoe.
Mr. Lyden misunderstands the hybetical ordinary observelMWhen comparing a design and
the accused infringer the two designs are todmpared from similar angles that provide a
comprehensive overview of the produ8ee Wallace v. Ideavalje Products Corp2016 WL
850860, at *2 (Fed. Cir. Mar. 3, 2016) (approvingjstrict court’s use ofultiple angles of
comparison). Comparing the bottom view of Lyden’s drawings to the bottom view of the adidas
shoe, the differences in design related to the &i@eeasily discernable. This design difference,

in addition to the twisted blades discussbdw, creates enough distiion between the two
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designs that an ordinary observeould not mistake one for ttwther. Defendants’ Motion for
Partial Summary Judgment as te th94 design patent is granted.
II. Conclusion

For the reasons stated above, | GRANTeDdants’ Motion for Summary Judgment on
Plaintiff's Trademark Claim§l80] and GRANT Defendantdlotion for Partial Summary
Judgment on Plaintiff's Patent Qtas [183]. Plaintiff's firstsecond, third, fourth, seventh, ninth
and tenth claims are DISESED with prejudice.

IT IS SO ORDERED.

DATED this 18th  day of April, 2016.

/s/ Michael W. Mosman

MICHAEL W. MOSMAN
Chief United States District Judge
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