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JELDERKS, Magistrate Judge:

Plaintiff /Counter-Defendant Quantum brintpss action for declaratory judgment and
trademark infringement. Defendant/ Counteri@knt Akeso brings nineteen counterclaims.
Since the filing of this case,dlparties have provided extersbriefing and oral argument on a
number of underlying issues. The caseurrently set fotrial on June 7, 2017.

This matter comes before the Court ora@um’s motion for summary judgment. On
May 16, 2017, the Court heard oral argunmnthe motion. On May 18, 2017, in a telephone
conference with counsel, the Coigsued oral rulings on the tan and informed the parties
that it would issue a brief written order to aid gaeties’ preparation forial. In light of the
factual disputes in this case, the proximitythe# trial date, and the assumption that the parties
are familiar with the facts, th@ourt will not recite the extensive background of the case but will
only provide a brief summary beloand discuss the material factsciontext as they apply to the
claims at issue in the motion for summary judgment.

For the reasons discussed below, Quantumtsomds granted in part and denied in part.

Akeso’s motion for summary judgment pursuemFed. R. Civ. Pro. 56(f) is denied.

Claims and Counter Claims

Quantum brings two claims, with its $&a Claim comprising three Counts. Akeso
brings nineteen counterclaims.

|. Quantum’s Claims

Claim One seeks a declaration undbe Declaratory Judgment Act that the 2002 Contract

between the parties expired on October 31, 2004.
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Claim Two:

Count One: Trademark Infringement of the MIGRELIEF trademark under 15 U.S.C.
81114.

Count Two: Unfair Competition in violation ot5 U.S.C. §1125(a). Quantum alleges
Akeso’s use of the MIGRELIEF trademark afterright to do so terminated has caused and will
continue to cause customer confusion.

Count Three: Common law trademark infringement and unfair competition through
Akeso’s wrongful use ahe MIGRELIEF trademark.

Il. Akeso’s Counterclaims

Count 1: Declaratory Relief under tH2eclaratory Judgment Act thtite 2002 Contract is valid
and enforceable.

Count 2: Breach of Contract/Specific Performana&eso seeks an Order that Quantum sell to
Akeso the MIGRELIEF trademark and any coomaw trademark rights to MIGRELIEF for
the price of $25,000.

Count 3: Breach of contract througdales to improper accounts.

Count 4: Breach of implied covenant of good faithdafair dealing through failure to honor the
2002 Contract and the trademakrchase provisions therein.

Count 5: Promissory Estoppel. Akeso alleges Quantaited to fulfill promises with respect to
Akeso’s right to purchase the MIGRELIERdemark for $25,000 or a later agreement to
transfer the trademark to Akeso at no costegkseeks an Order that Quantum specifically
perform in conformity with the terms of the 2002 Contract or in an alternative manner deemed

equitable by the Court. Akestiernatively asks the Court to gitaihthe right to continue using
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the MIGRELIEF trademark and/or transferAkeso the MIGRELIEF trademark, the trademark
application, any common law traderkaights and the goodwill attached.

Count 6: Equitable Estoppel. Akeso asks the Coaidrder that Quantum specifically perform

in conformity with the terms ahe 2002 Contract or in an alternative manner deemed equitable
by the Court with respect to Akeso’s rightgorchase or receive the MIGRELIEF trademark.
Akeso alternatively asks the Court to grauie right to continueising the MIGRELIEF

trademark and/or transfer to Akeso the MIBREF trademark, the trademark application, any
common law trademark rights and the goodwill attached.

Count 7: Cancellation of MIGRELIEF trademark. Akeso alleges that Quantum has not engaged
in substantially exclusive use or controlled tuality of the use of the MIGRELIEF trademark
and has not had the use in commerce requiredgport the trademark registration. Akeso asks
the Court to cancel and invalidate the MIGREL lfgkdemark or, alternatively, to grant Akeso

the right to continue using theademark due to its invalidity.

Count 8: Cancellation of MIGRELIEF trademark apgation. Akeso alleges Quantum has filed
a second application for the MRELIEF trademark. It seeks a declaration that Quantum’s
continuing efforts to register the MIGRELIERattemark are an infringgent of Akeso’s rights
and seeks an Order enjoining Quantum frbling further documents with the USPTO to
complete or sustain registraii of the MIGRELIEF trademark.

Count 9: Breach of Implied Contract/Specific Pemnance. Akeso seeks an Order compelling
Quantum to sell or transfer to Akeso MEGRELIEF trademark, my common law trademark

rights and the goodwill attached.
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Count 10: Breach of Implied Contract throughlesato improper accounts. Akeso alleges
Quantum breached the parties’ implied caatiby selling MIGRELIEF tablets outside the
agreed upon sales channels.

Count 11: Federal Trademark Infringement of thikGRELIEF trademark. Akeso alleges that it
is the rightful owner othe MIGRELIEF trademark. It further alleges that Quantum is selling
under the MIGRELIEF trademark and with the samsimilar packagingnarketing and sales
materials, a tablet containing an altsenformula to the Patented Formula.

Count 12: Akeso alleges Quantum engaged in unfair competition in violation of 15 U.S.C.
81125(a) through use of the MIGRELIEF trademarkabiets containing the Alternate Formula.
Count 13 Akeso asserts common law trademark infringement and unfair competition claims
regarding use of the MIGRELIEF trahark on Alternate Formula tablets.

Count 14 Akeso alleges Quantum violated stateaim&nd deceptive trade practices laws
through its alleged use of the MIGRELIEF trademark.

Count 15 Federal Trademark Infringement of the PURACOL trademark. Akeso alleges
Quantum is using Akeso’s PURACOL trademark tib reggraine relief tablets similar to what
Akeso sells using the same mark.

Count 16: Akeso alleges Quantum engaged in unfair competition in violation of 15 U.S.C.
§1125(a) with respect to the uskeAkeso’s PURACOL trademark.

Count 17: Akeso asserts common law trademark infringement and unfair competition claims
regarding Quantum’s alleged use of the PURACOL trademark.

Count 18 Akeso alleges Quantum violated stateaim&nd deceptive trade practices laws
through its alleged use of the PURACOL trademark.

Count 19 Akeso seeks injunctive relief .
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Evaluating Motions for Summary Judgment

Federal Rule of Civil Procedure 56 auires summary judgment if no genuine issue
exists regarding any material faartd the moving party is entitled imdgment as a matter of law.
The moving party must show the absemf an issue of material fadEelotex Corp. v. Catrett,
477 U.S. 317, 325 (1986). The moving party mayldisge this burden by showing that there is
an absence of evidence to suppgbe nonmoving party’s caséd. When the moving party
shows the absence of an issue of matéa@| the nonmoving party must go beyond the
pleadings and show that thereaigenuine issue for triald. at 324.

The substantive law governing a claim or de¢etistermines whether a fact is material.
T.W. Elec. Serv., Inc. v. Pacific Elec. Contractors As889 F.2d 626, 630 {oCir. 1987).
Reasonable doubts concerning thestexce of a factdassue should be selved against the
moving party Id. at 630-31. The evidence of the nonnmgvparty is to be believed, and all
justifiable inferences are to lobeawn in the nonmoving party’s favoAnderson v. Liberty
Lobby, Inc, 477 U.S. 242, 255 (1985). No genuine ésfar trial existshowever, where the
record as a whole could nleiad the trier of fact téind for the nonmoving partyMatsushita
Elec. Indus. Co. v. Zenith Radio Cqrp75 U.S. 574, 587 (1986).

Discussion

Quantum is an Oregon corporation basedugene, Oregon that is in the business of
selling natural health producShaw Decl. §2. Its president@avid Shaw. Id. at 1. In 1996
Quantum registered the tradark “MIGRELIEF.” Id. at /3.

Akeso is a California corporation that sellgritional supplements and other natural
health products. Curt Hendrix is Akeso’s GEAkeso, by and through its predecessor PR-Osteo,

was granted a patent for a formulation of natimgtedients used to tremigraine pain. Hendrix
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Decl. 1 3. The “Patented Formula” includesFALCOL, a proprietary source of the herb
feverfew; magnesium and riboflawviHendrix Decl. 4. In add@n to the Patented Formula,
Akeso is owner of the trademarked term “PURACOL.” Id. at 35.

The parties entered an agreementdai&&bruary 11, 2002 and signed on March 7, 2002
(“the 2002 Contract”). Shaw DedEx. 1. The terms of the 200DRtract are set out below but,
in general, the agreement concerned Quargymichase of “Patented Formula” tablets from
Akeso, Quantum’s sales and marketing rights &b pinoduct, and Quantum’s grant to Akeso of a
license to use the MIGRELIEF trademark.

From the effective date of the 2002 Qawt through November 30, 2015, Quantum and
Akeso continued to do business togetheonirtate 2004 until the end of their business
relationship the parties engagediimerous, yet ultimately unsusséul, attempts to negotiate a
new contract. On September 27, 2005, the Easigned a memo purportedly memorializing
their negotiations thus far (‘thAgreement Memo”). Shaw Decl. Ex. 15. However, both parties
agree that the Agreement Memo dit constitute a final agreement.

In a letter dated November 30, 2015, Akeseeg@uantum notice that it was terminating
the 2002 Contract effective immediately andasaexercising its righto purchase the
MIGRELIEF trademark.” Shaw Decl. Ex. 24. Inedter dated February 2016, Akeso gave notice
that it would no longer sell mignae tablets to Quantum. Shaw Decl. 37. Quantum then revoked
permission for Akeso to use the MIGRELIEF tathrk. Shaw Decl. 138; Stride Decl. Ex. 1.
After Quantum stopped purchasing migraine tabietm Akeso, it reformulated the product and
began selling this “Alternate Formula” undee MIGRELIEF trademark. Shaw Decl. 139. The
Alternate Formula contains Co-Q10, magnesamd riboflavin but doesot contain feverfew.

Shaw Decl. 19 39-40.
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Quantum has organized its motion for summary judgment into nine sub-motions. | will
address each sub-motion in turn.

|. Motion 1 — The 2002 Contract

Quantum’s First Claim seeks a declaratioat the 2002 Contract between the parties
expired on October 31, 2004. Akeso’s First Ceuriaim seeks a declaration that the 2002
Contract did not expire andahit remained in effect untit was terminated by Akeso on
November 30, 2015.

Under Oregon law, courts follow a three-stgalysis to interpret contractual provision.
Yogman v. Parrgt325 Or. 358, 361, 937 P.2d 1019 (1997). The court first determines the
meaning of the provision or provisions in questwithin the context of theontract as a whole.

In doing so, the court determines, as a mattéaw, whether the provision at issue is
ambiguous.ld. A contract provision is ambiguous if iteapable of more than one plausible and
sensible interpretationRiverside Homes Inc. v. Murra30 Or. App. 292, 304 (2009). If the
provision is unambiguous, the anasyends and the court constrilee terms of the contract as a
matter of law.Yogman 325 Or. at 361.

In general, Oregon courts have held thanmary judgment is inappropriate when the
Court has determined at step one ofYlegmaranalysis that the provision(s) are ambiguous.
See, e.gDial Temp. Help Serv., Inc. v. DLF Int'l Seeds, |2&5 Or.App. 609, 611, 298 P.3d
1234 (2013) (the “general rule” is that the meaning of a contract may be disposed of by way of
summary judgment only if its terms are unambiguolskss Dress for Less, Inc. v. Makarios-
Oregon, LLC210 F. Supp. 3d 1259, 1263 (D. Or. 2016)(same). However, Oregon courts have
recognized exceptions to this ruldere the parties agree thia¢re is no relevant extrinsic

evidence to resolve the ambigudywhere the party that beargthurden of presenting evidence
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to establish a genuine issue ofter@l fact has failed to do sgogman 325 Or. at 364, 937 P.2d
1019;Dial, 255 Or.App. at 612, 298 P.3d 1234.
The terms of the 2002 Contract are:

[1] Quantum will purchase Migra-lieve bulk. Orders will beplaced at least six
weeks lead-time.

[2] Quantum’s cost is $3.05 per 60 tablétay rise in prices to [Quantum] can
be instituted with a 90 day advance writtestice. Price changes to Quantum will
be based upon [Akeso] maintaining thensamargin as in this opening order.

[3] Quantum will order a minimum of 60,000 tablets at a time.
[4] Initial terms: 50% with orde 50% upon receipt of order.
[5] Quantum will be responsible for bottling and labeling.

[6] [Akeso] will provide Quantum witltopies of both its and its contract
manufacturer’s product liability insance. Quantum acknowledges that the
current liability insurance covering Migltdeve is about to expire and there may
be a period of time that there is a lapseoverage. [Akeso] will do its best to
keep such time to a minimum.

[7] For the thirty months, starting on March 1, 2002, Quantum will have all sales
and marketing rights for the paten@wduct currently known as Migra-Lieve,

and any future formula modifications, for the Health Food and Natural Product
Store Class of Trade including GNC storasd, non-exclusive rights to sell the
product over the internet. After the initilirty months have passed, Quantum
may, at its option, extend this agreement for additional two year periods, as long
as it thereafter purchases 450,000 tabletgiparter (7,500 bottles at 60 pills per
bottle). [Akeso] may cancel this agreermesith 60 days notice if Quantum does

not meet its minimum sales commitme@Quantum will have the right to sell out
remaining inventory. Quantum will have 60 days to remedy a cancellation.

[8] Trademark License: In exchange tbe sales and marketing rights stated
here, Quantum licenses the use giigraine product trademark under the
conditions stated above (Migrelief, Refation #2,002,902) to [Akeso] for use in
any class of trade other than heatibd or natural product stores. [Akeso] may
sub-license the mark. If [Akeso] choosesémcel this agreement it may continue
to use the trademark by purchasing @hts to the trademark from Quantum for
$25,000 within ninety dgs of cancellation.

[9] [Akeso] will provide Quantum with groduction rights to all current and
future sales literature, books, studiets,. about the product (to which [Akeso]
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hold[s] rights) and its ingredients aalflow [Quantum] to reference them as

needed to promote the product. Quantuithalso have access to [Akeso] and

others who have reviewed or studied giroduct, for promadnal purposes, with

fees to be negotiated for such promotional work.

[10] Finally, both parties agree to holdtbther harmless for any sort of legal

problems that their individual activitieslating to the trademark may engender,

and should there be a dispute, the prevailing party will receive legal fees.

Shaw Decl. Ex. 1 (bullets replaced with numbers for ease of reference).

Quantum asserts that the plain termthef2002 Contract provided for a 30-month
duration unless extended for twear periods by Quantum. Quam also asserts that Akeso
could only cancel the agreement if Quantum ¢aite meet its minimum purchase commitment
during a two-year extension pedi. There is no dispute that Qixam did not exercise its option
for a two-year extension period. gife is also no dispute that thevisions of the original 30-
month term were twice voluntarily extendeatil October 31, 2004 by mwtbagreement of the
parties. Quantum has produced evidence tleadpitessly rejected Akeso’s offer of a third
extension. Shaw Decl. Ex. 10.

Akeso argues that there is no provision timaits the entire 2002 Cordct to any stated
period of time. It argues that Quantum bargaifeeexclusive rights to market and sell Akeso’s
Patented Formula in certain channels of tradkthat Akeso granted these rights to Quantum for
30 months. Akeso refers to this as the “Guarah&gply Period.” Akeso gues that even if, at
the end of the 30 months, Quantum did nohwamother Guarante&lpply Period, neither
Quantum’s right to be the exclue distributor in specific chanfeenor the contract terminated.
According to Akeso, without the extension, Quamtonly lost its ability to count on a supply of
the Patented Formula for a fixed period of tirdkeso further argues that its right to the

MIGRELIEF trademark was a “separate, non-a@nt right bargained for by Akeso and thus

belonging solely to Akeso.” Response at 14. Tlkusantum'’s choice tnot exercise its option
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for two-year extensions had no impact on Akeso’s standing as the beneficial owner of the mark
or on its ability to cancel the 2002 Contract aedfect legal ownership of the mark. However,
Akeso also argues that “Quantum’s sales and etiaudk rights are reciproc& Akeso’s right to

buy the trademark.” Response at 14.

In reply to Akeso’s assertion that orfpuantum’s exclusivity expired in 2004, Quantum
argues that the 2002 Contract speaeify states that the traderkdicense is given in “exchange
for the sales and marketing rights stated here'thatthe terms “this agreement” in bullet points
7 and 8 refer to extension and cancellation oktht@e agreement. Thus, Akeso’s limited right to
purchase the MIGRELIEF mark in the 2002 Cantwas never triggered and the contract
expired in its entirety in October 2004.

Upon examination of the plain language @& frovisions at issueithin the context of
the 2002 Contract as a whole, | conclude that thguage of the relevantrtas of the contract is
subject to only one plausibénd sensible interpretationais, therefore, unambiguous.
Consequently, it is not necessary consideettignsic evidence submitted by either party to
resolve the meaning of contratfurther conclude that th@ain language of the contract
supports only the conclusion that the 2002 Contaptred, in its entirety, on October 31, 2004.

Akeso’s evidence that Quantum continued axplorders for and sell Akeso’s tablets or
that it represented to distributors that it coulll @ely through certain channels does not create a
genuine issue of materitct that the Contract was extendedeyived. This is so especially in
light of Quantum’s evidence that it expresslyloe Akeso’s offer to extend the contract past
October 31, 2004 (Shaw Decl. Ex. 10); that teeed into an Agreement with Akeso that
included provisions regardinge release of botbarties from any prior agreements or

obligations (Shaw Decl. Ex. 15); and that imoounications with Akeso it repeatedly reminded
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Akeso and requested acknowledgement of the Zlaract’s expiration (Shaw Decl. Exs. 11,
18, 19, 20, 22, 23). Accordingly, Quantum’s motionsummary judgment on its First Claim
and on Akeso’s First Counterclaim is granted.

[I. Motion 2 — the 2005 Agreement Memo

In sub-motion 2, Quantum seeks summary judgment on its Fourth Affirmative Defense
and Akeso’s contract counterclaims. Quantumrés#eat the parties expressly released each
other from all prior agreemendésd obligations on Septemli&t, 2005 when they signed a letter
of intent (the “2005 Agreement Memo”). Shaw Decl. Ex. 15.

In light of my conclusion above théte 2002 Contract expired on October 31, 2004, |
need not necessarily address Quantum’sonais to the releageovision in the 2005
Agreement Memo. In any event, a plain regdof the 2005 Agreement Memo supports only the
conclusion that the provision that “This memo releases both parties from prior agreements and
any and all obligations” is a mutual releaseh that both parsegave and received
consideration and that the eake became effective and enéaiole upon the date the Letter was
signed by both parties. See Shaw Decl. ExPHsa. 3. Accordingly, thisiotion is granted.

I1l. Motion 3

Quantum’s third sub-motion seeks summjakdgment on Akeso’s First (Declaratory
Relief regarding the expiration of 2002 Cautt), Second (Breach of Contract/Specific
Performance requiring Quantum to sell to Akdso MIGRELIEF mark) and Fourth (Breach of
Implied Covenant of Good Faith and Fair Deglthrough failure to honor the 2002 Contract and
trademark provisions therein) Counterclaims. These counterclaivessarily rely on non-
expiration of the 2002 Contra@eeAkeso’s First Amended and Supplemental Counterclaim,

Paras. 37, 39, 54. Therefore, because | have concluded that the 2002 Contract did expire,
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Quantum’s motion for summary judgnt as to Akeso’s FirsteBond and Fourth Counterclaims
is granted.
IV. Motion 4

Quantum’s fourth sub-motion seeks summary judgment on Akeso’s counterclaims of
promissory estoppel, equitable estelppnd breach of implied contract.
A. Implied Contract

Quantum requests summary judgment oegks Ninth Counterclaim for breach of
implied contract. Akeso asserts that if the 2Q@tract expired, it was replaced by an implied-
in-fact agreement that comt@d substantially the samertes as the written contract.

An implied-in-fact contract has the safagal effect as an express contr&taley v.
Taylor, 165 Or. App. 256, 262, 994 P.2d 1220, 1224 (2000) (ciRegtatement (Second) of
Contracts 8 4 comment a (1979))ke an express contract, an implied contract “is based on
mutual expressions of assent. Thasent and the terms of thetfes' agreement may be inferred
from the parties' conductJaqua v. Nike, In¢125 Or. App. 294, 297 (1993¢e alsctaley v.
Taylor, 165 Or. App. 256, 262 n.6 (2000) (“Frequentlypiied-in-fact contracts arise because
an accepted course of conduct would permit sorestsle juror to find thathe parties understood
that their acts were sufficient to manifest areagnent.”). A party may manifest its assent to an
implied in fact contract over time through its course of conddienhtez v. Roloff Farms, Inc.,
175 Or.App. 532, 536-37, 28 P.3d 1255 (2001). An irdpilefact agreement arises “only
where the natural and just interpretation @f #icts of the parties warrants such conclusion.”
Owen v. Bradley231 Or. 94, 103, 371 P.2d 966 (1962).

A party claiming breach of contract hthe burden of establishing the contract's

existenceTinn v. EMM Labs, In¢No. 07-963-AC, 2009 WL 507096, at *6 (D. Or. Feb. 27,
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2009) (citingHoldner v. Holdner176 Or. App. 111, 120, 29 P.3d 1199, 1203 (2001)). When the
facts are not in dispute, the determination oéthier a contract exisis a question of lawd.

(citing Key West Retaining Sygc. v. Holm I, Inc, 185 Or. App. 182, 188, 59 P.3d 1280, 1283
(2002));see alsdCIPA, LLC v. Lucile Slater Rkard Children's Hosp. at Stanfor868

F.Supp.2d 1042, 1053 (D.Or.2011®regon contract formation & question of law”) (citing

Ken Hood Constr. v. Pacific Coast Cons01 Or.App. 568, 577, 120 P.3d 6 (20G&Jh'd to

as modified on recon203 Or.App. 768, 126 P.3d 1254 (2006)).

As evidence in support of its argument tihaid not intend to enter into a new implied
contract under the same terms as the 2002 Contract, Quantum has submitted an email from Shaw
to Akeso declining to exterttie 2002 Contract beyond October 31, 2004 (Shaw Decl. Ex. 10);
multiple emails reiterating and seeking ackiemigement from Akeso that after October 31,
2004, the parties were operating withoubateact (Shaw Decl. Exs. 11, 18, 19, 20, 22, 23);
multiple emails between the parties thatulnent ongoing negotiations for distribution and
trademark assignment agreements that includeastdifferent from those of the 2002 Contract
(Shaw Decl. Exs. 4, 5, 8, 13, 14, 23); and2085 Agreement Memo that contemplated
Quantum’s transfer of the MIGRELIEF trademark to Akeso at no cost with Akeso licensing the
trademark back to Quantum in perpetuithd® Decl. Ex 15). Quantum also points to an
absence of evidence in the record of disgussion or conduetfter October 31, 2004,
manifesting an agreement regarding sale of the MIGRELIEF trademark to Akeso for $25,000.

In response, Akeso submits evidence wiitiegligues supports only the conclusion that
Quantum’s conduct and communications manifeggednderstanding that the parties had an
enforceable agreement. The record contairalerfrom Quantum to its distributors advising

them of the terms of the parties’ distribut@greement (Brian Decl. Exs. 1, 3, 4,); internal
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Quantum communications acknowledging an agreémigth Akeso regarding restrictions to
distribution channels (Brianézl. Exs. 5, 8, 16); and emails between the parties in which
Quantum notes the parties’ mutual obligatiand references a contract between the parties
(Brian Dec. Exs. 2, 7). Akesaserts that the nature of thefes’ business dealings between
2004 and 2015 manifested a mutual agreemenftkeso’s right to purchase the mark carried
forward from the 2002 Contract.

Based on the evidence in the record, it isrdleere are material issues of fact regarding
whether Quantum’s and Akeso’s conduct was sficto create an intipd-in-fact contract.
Accordingly, Quantum’s motion for summary judgnt against Akeso’s Ninth Counterclaim is
denied.

B. Promissory Estoppel

Akeso’s Fifth Counterclaim is for prossory estoppel based on Quantum’s alleged
promise to transfer the MIGRELIEF trademark to Akeso.

In Oregon“promissory estoppel is not a ‘cause of awtiin itself, but isa subset of and a
theory of recovery in beeh of contract actionsNeiss v. Ehlersl35 Or. App. 218, 227-28, 899
P.2d 700 (1995) (citations omitted). The elements cfim for promissory estoppel are: “(1) a
promise (2) which the promisor, as a reasomg@lelrson, could foresee would induce conduct of
the kind which occurred, (3) actual reliance onphmmise, (4) resulting ia substantial change
in position.”Id. at 223 (quotindixler v. First National Bank49 Or. App. 195, 199-200
(1980)). Promissory estoppel does naplg when a valid contract exisSee, e.g., Hill v.
Mayers,104 Or.App. 629, 631, 802 P.2d 694 (1990).

As discussed above, | have concluded thettetkexist genuine issues of material fact

regarding whether there was an implied cacttbetween Quantum and Akeso that governed
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transfer of the MIGRELIEF trademark. Since tha@stence of a validantract is a threshold
matter in the determination of whether promrgsestoppel should be pled in this case,
Quantum’s motion for summary judgmenttasdkeso’s Fifth Counterclaim is denied.

C. Equitable Estoppel

Akeso’s Sixth Counterclaim is for equitabéstoppel based on Quantum’s alleged
representation that it would transtee MIGRELIEF trademark to Akeso.

Quantum correctly asserts tlegjuitable estoppel is an affiative defense, not a cause of
action. Akeso concedes that thauaterclaim should have been pkslan affirmative defense.
Accordingly, this counterclaim is dismissed.

V. Motion 5

Sub-motion five addresses Akeso’s Elawewelfth, Thirteenth and Fourteenth
counterclaims. These counterclaiaiege trademark infringement, unfair competition and unfair
and deceptive trade practices claims unddestederal and common law against Quantum
based on Quantum’s use of the MIGRELIEF mark.

Quantum asserts that it is and has beersttle owner of the MIGRELIEF trademark. It
argues that a trademark must be owned by asutaged with the source of the goods and not
the goods themselves. Quantum further assertshtbig was no “joint ownership” of the mark,
and the fact that Quantum sold tablets undeMhGRELIEF mark that were supplied by Akeso
does not convey any ownership rights to Aksise a “distributor may own the trademark in
goods it does not manufacture.” Reply at 19, ciBngmier Dental Prod. Co. v. Darby Dental
Supply Cq.794 F2d 850, 853 (3d Cirdert. den.479 U.S. 950 (1986).

Akeso argues that because both compamée selling goods bearing the MIGRELIEF

trademark, the primary meaning of the trademark to the consuming public is Akeso’s Patented
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Formula. Therefore, according to Akeso, Quanhas abandoned its right to claim to be the
“source” identified by the mark.
A trademark is a word, phrase, symbotlesign that designatesimgle source of the
goods. 15 U.S.C. 81127 (“Trademark”).
Under 15 U.S.C. 81127, a mark shall be deemed to be “abandoned”
(2) When any course of conduct of ther®x, including acts of omission as well
as commission, causes the mark to bezdhe generic name for the goods or
services on or in connection with whidhis used or otherwise to lose its
significance as a mark. Purchaser motatshall not be a test for determining
abandonment under this paragraph.”
15 U.S.C.A. § 1127 (“Abandoned”).
In Defiance Button Mach. Co. @ & C Metal Prod. Corp.759 F.2d 1053 (2d Cir. 1985)
the court explained amdonment as follows:
The mark also ceases to be enforceable against others when it loses its
significance as an indication tife origin of goods soldy and associated with the
mark owner, such as when the owrmakes the mark the subject of an
unrestricted license or sale to others. or the mark has become generic, or
the owner assigns the mark without ti@odwill associated with it . . . . Under
such circumstances the mark is helcth&wve been abandonéar the reason that
there are no rights in a trademark apartrfthe business with which the mark has
been associated and the use of theknigy the assignee in connection with a
different goodwill and different product would result in a fraud on the purchasing
public who reasonably assume that the mark signifies the same thing, whether
used by one person or another.

Defiance Button759 F.2d at 1059 (internal quotations and citations omitted).

The language of the statute and elucidatinriee case law make clear that a trademark
indicates not the goods themselves but the safrttee goods or, in other words, the business
with which the good is associatekeld.; 15 U.S.C. 81127 (“Trademark™gee also McCarthy
on Trademarks and Unfair Competiti@B.9 (4th ed.2017)(Primary purpose of a trademark is

not to describe the nature of goods and senlogsn a sense, to answer the questions “Where
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do you come from? Who is responsible for your to@eand quality?”). Accordingly, | conclude
the MIGRELIEF trademark indicates Quantum aot, as Akeso argues, the Patented Formula.
Furthermore, there is no evidence in the ré¢bat the MIGRELIEF trademark has become
generic or that Quantum has made the maglsttbject of an unrestted license or an
assignment in gross or that thademark has otherwise lost itgmsificance as an indication that
Quantum is the source of the goods. Thugssks abandonment amgent likewise failsSee
McCarthy on Trademarks and Unfair Competit®®17.5-17.8 (4th ed.2017).

Akeso has produced no evidence that Quamumot the sole owner of the MIGRELIEF
trademark. Accordingly, summary judgmentawor of Quantum as to Akeso’s Eleventh,
Twelfth, Thirteenth and Fourtetncounterclaims is granted.

VI. Motion 6

Quantum seeks partial summary judgnanits Second Claim which alleges trademark
infringement and unfair competition against Akeso for its use of the MIGRELIEF mark after
Quantum revoked its authority to use the mamkMarch 3, 2016. As discussed above, | have
concluded that there are material issues of fact regardingaghegment, if any, the parties had
regarding transfer or sale of the MIGRELIERdemark to Akeso. Because issues central to
Quantum’s Second Claim for Relief are interwowath questions of theghtful ownership of
the trademark after the parties’ businesatienship ended, | deny Quantum’s motion for
summary judgment as to its Second Claim for Relief.

VII. Motion 7

Quantum’s seventh sub-motion seslisnmary judgment regarding Akeso’s

counterclaims of trademark infringement, aincompetition, and unfair and deceptive trade

practices under state, fedeaad common law concerning @utum’s use of the PURACOL
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trademark. Akeso argues that with terntioia of the 2002 Contract on November 30, 2015,
Quantum was no longer authorized to use thRROOL trademark unless the parties reached a
new agreement. It asserts, however, that Quactuntinued to use the trademark in commerce,
including on its website. Akeso asserts and haduyared evidence that even after it issued a June
30, 2016 Cease and Desist Letter, Quantum moed to use the PURACOL trademark in the
URL address and associated metatags for thedlikfjiproduct page on itsebsite. Brian Decl.
Exs. 17, 19, 20.

Quantum maintains that it only used the PWFA. mark to sell out existing inventory of
Akeso’s formulation, which it asserts it was entitled to do. Quantum also asserts and has
produced evidence that its new foraidn is sold in a new bottleith no references to feverfew
or PURACOL. Shaw Decl. 139, Ex. 25. In a sworn declaration, Quantum’s CEO, Jason
Pellegrini, asserts that the appearance ®RROOL in the metatag Akeso points to was an
inadvertent remnant that was overlooked durimgwiebsite update. He states that Quantum was
unaware of the presence of the PURACOL trademark in the site’s metatags until Akeso filed its
Response brief. Quantum asséhntst the error was then immetkly addressed. Pellegrini Decl.
12.

Trademarknfringementmay be premised on the use of a trademark in a website’s
metatagsSee Brookfield Commc'ns, Inc. v. W. Coast Entm't Cbrd. F.3d 1036, 1061-1065
(9th Cir. 1999)(Lanham Act bars defendant’s inclusion in its metatags any term confusingly
similar to plaintiff's trademark). Under the ainmstances of this case, however, there remain
genuine issues of matatifact concerning the extent aeffect of any use of the PURACOL
trademark by Quantum. Accordingly, Quamta motion for summary judgment on Akeso’s

Fifteenth, Sixteenth, Seventeenth &ighteenth Counterclaims is denied.
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VIIl. Motion 8 — Statute of Limitations

The eighth sub-motion asserts that Akeso’sremticlaims for allegebreaches prior to
August 31, 2012 are barred by the statuteroitditions. Quantum therefore seeks partial
summary judgment on Akeso’s Second, Thiroyfth, Ninth and Tenth Counterclaims. The
parties previously briefed th@ourt on their positions regardj the proper limitations period.
Quantum asserts that because the predommapbse of the 2002 Contract between the parties
was for the sale of goods, including their disttitn, the four-year statetof limitations imposed
by the Uniform Commercial Code (UCC) applies. Akeso assert# tkdhe six-year statute of
limitations period for contract clais under Oregon law that appli&eeORS §12.080(1).

Chapter Two of the UCC, as adopted under Oregon law, appliegodniysactions in
the sale of goods. Or. Rev. Stat. §72.1020. Whasng&ract involves both goods and services, a
court should “look to the essence of the agreem&RX Industries, Inc. v. Lab—Con, In¢72
F.2d 543, 546 (9th Cir. 1985). Here, the dispute betwthe parties centers primarily on rights to
the MIGRELIEF trademark and on Quantum'’s aldgéstribution outside @nnels to which it
was purportedly limited. | thus conclude that gale of goods was not the predominant purpose
of any agreement at issue here. Accordin@ilyantum’s Motion 8 is denied and a six-year
statute of limitations will be applied to asuyrviving breach of@ntract counterclaims.

IX. Motion 9 — Injunctive Relief

Quantum seeks dismissal of Akeso’s Ninete&Pounterclaim, argag that injunctive
relief is not a cause of actiokeso concedes this point. Thisunterclaim fails as a matter of

law and Quantum’s motion for summary judgras to this countelaim is granted.
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Conclusion
For the reasons set out above, Quansumotion for summary judgment (#56) is

DENIED in part at GRANTED in part.

DATED this 5th day of June, 2017.

/s/JohnJelderks
JohnJelderks
U.S.MagistrateJudge
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