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HERNANDEZ, District Judge:
Plaintiff BeSang Inc. moves to disqualify Perkins Coie LLP from representing Defendant

Intel Corporation in this patent infringement suit. For the following reasons, the Court denies the

motion.
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BACKGROUND

On January 23, 2023, Plaintiff sued Defendant, alleging infringement of its patent No.
7,378,702 (“the *702 Patent”), entitled “Vertical Memory Device Structures.” Compl. § 9, ECF
1. On February 14, 2023, attorney Gregory Mina from Perkins Coie appeared on behalf of
Defendant, moving for an extension of time to answer the Complaint. ECF 24. After the Court
granted the motion, Defendant answered the Complaint on April 3, 2023. ECF 40. The Court
held a Rule 16 telephone conference on May 16, 2023. ECF 45. Discovery is ongoing. See
McCarty Decl. Exs. N (Defendant’s First Set of Interrogatories), O (Defendant’s First Set of
Requests for Production).

On June 13, 2023, counsel for Plaintiff emailed counsel for Defendant regarding a
potential conflict of interest. McCarty Decl. Ex. K. Counsel for Plaintiff wrote, “Yesterday we
became aware that Perkins Coie has worked with Plaintiff BeSang Inc. as a prospective client on
numerous occasions, as recently as December 2021.” Id. Counsel added that “BeSang shared
information to and met with Perkins attorneys about BeSang’s patent portfolio, strategies for
enforcing the asserted *702 Patent, and licensing BeSang’s IP.” Id. Counsel for Plaintiff advised
that they expected to file a motion to disqualify if counsel for Defendant did not withdraw
voluntarily. /d. General counsel for Perkins Coie responded that the firm would not agree to
withdraw from the case. /d. Counsel for Plaintiff filed the present motion on June 26, 2023. ECF
60. The parties’ briefs and supporting exhibits were submitted to the Court in camera.

Plaintiff’s Motion for Disqualification relies on three prior transactions between Plaintiff
and Perkins Coie. First, in 2009, Dr. Sang-Yun Lee, Plaintiff’s CEO, worked with Perkins Coie
attorneys Neil Nathanson and Jeffrey Bock on a potential contract with a manufacturer. P1. Br. 2.

Second, in 2020, Lee met with Nathanson about a potential IP licensing deal and venture capital
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fundraising. /d. at 3. Third, in 2021, Lee met with Perkins Coie attorney Chun Ng about a
potential patent infringement case against a different company. /d. at 4.
STANDARDS

The district court is authorized to supervise the conduct of members of its bar. Gas-A-
Tron of Arizona v. Union Oil Co. of California, 534 F.2d 1322, 1324 (9th Cir. 1976). The court
“may disqualify an attorney for not only acting improperly but also for failing to avoid the
appearance of impropriety.” /d. at 1324-25 (quoting Richardson v. Hamilton Int’l Corp., 469
F.2d 1382, 1385-86 (3d Cir. 1972)). “The competing interests involved in a conflict of interest
case require the court to strike a delicate balance that prevents unreasonable restrictions on an
attorney’s ability to practice law while nonetheless upholding the system’s integrity[.]” Brooks v.
Caswell, No. 3:14-CV-1232-AC, 2015 WL 1137416, at *4 (D. Or. Mar. 12, 2015). If the motion
for disqualification is based on a conflict of interest, “any doubts must be resolved in favor of
disqualification.” Smith v. Cole, No. CV 05-372-AS, 2006 WL 1207966, at *2 (D. Or. Mar. 2,
2006), report and recommendation adopted, No. 05-CV-372-AS, 2006 WL 1280906 (D. Or.
Apr. 28, 2006). “Because of the potential for tactical use of disqualification, however, courts
have established a ‘high standard of proof” for the party moving to disqualify substitute counsel.”
Evraz Inc., N.A. v. Cont’l Ins. Co., No. 3:08-CV-00447-AC, 2013 WL 6174839, at *2 (D. Or.
Nov. 21, 2013) (quoting Smith, 2006 WL 1207966, at *2).

Federal courts “apply state law in determining matters of disqualification.” /n re Cnty. of
Los Angeles, 223 F.3d 990, 995 (9th Cir. 2000). The Oregon Supreme Court determines the
ethical standards that govern attorneys in Oregon. Jimenez v. Rivermark Cmty. Credit Union, No.

3:15-CV-00128-BR, 2015 WL 2239669, at *2 (D. Or. May 12, 2015). See also LR 83-7(a)
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(requiring all attorneys admitted to practice in this District to “[b]e familiar and comply with the
Oregon Rules of Professional Conduct”).
DISCUSSION

Plaintiff argues that Perkins Coie must be disqualified from representing Defendant
because the firm’s three prior transactions with Plaintiff create a conflict of interest with no
informed consent or adequate screen to permit the firm’s continued representation of Defendant.
The parties agree that Plaintiff is a former client with respect to the 2009 transaction, and a
prospective client with respect to the 2020 and 2021 transactions. The Court concludes that none
of the three transactions justifies disqualification of Perkins Coie.
L. Delay in Filing

Defendant argues that Plaintiff unreasonably delayed in bringing the Motion for
Disqualification, indicating that it is tactically motivated. Def. Resp. 2-3, 9-10. Defendant states,
“Intel’s invalidity contentions were soon due, and other key strategic deadlines were approaching
in just weeks” when Plaintiff raised the issue of a conflict of interest in mid-June 2023. /d. at 3.
Defendant also points out that Plaintiff’s CEO, Lee, had met with Perkins Coie attorneys three
times, suggesting it is implausible that Plaintiff’s counsel would not have learned of the potential
conflict sooner. /d. at 9. Plaintiff argues that Lee “is an inventor and a businessman, not a
lawyer,” whereas Perkins Coie was aware of the meetings from the start of the case. Pl. Br. 22.

“[A] former client who is entitled to object to an attorney representing an opposing party
on the ground of conflict of interest but who knowingly refrains from asserting it promptly is
deemed to have waived that right.” 7. Corp. of Montana v. Piper Aircraft Corp., 701 F.2d 85,
87 (9th Cir. 1983). In determining whether the right is waived, the district court should consider

the timing of the former client’s objection and of the filing of the motion to disqualify, as well as
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the proximity to trial. /d. at 88 (holding that former client waived right to object to conflict of
interest where it waited two years and six months before objecting to the representation or filing
a motion to disqualify and most of the trial preparation had been completed).

The Court concludes that the four-month delay between Perkins Coie’s appearance in this
case and the date Plaintiff’s counsel first raised the potential conflict does not warrant denying
Plaintiff’s motion. Even if Plaintiff knew or should have known of the conflict in February 2023,
the delay in filing until June 2023 was not unreasonably long. See Merch. Techs., Inc. v.
Telefonix, Inc., No. 05-CV-1195-BR, 2006 WL 8459001, at *3 (D. Or. Aug. 7, 2006) (holding
that delay of eight months between first notice of intent to seek disqualification and filing of
motion to disqualify was not unreasonable). This case is still in the early stages of discovery, and
Plaintiff promptly filed its motion after notifying Defendant of the potential conflict and
attempting to negotiate a resolution. The Court therefore turns to the merits of the motion.

I1. The 2009 Representation

A. Oregon Rule of Professional Conduct 1.9

Oregon Rule of Professional Conduct (“RPC”) 1.9 governs conflicts with former clients.
The Rule provides:

A lawyer who has formerly represented a client in a matter shall not thereafter

represent another person in the same or a substantially related matter in which that

person’s interests are materially adverse to the interests of the former client unless

each affected client gives informed consent, confirmed in writing.

RPC 1.9(a). The Rule also states:

For purposes of this rule, matters are “substantially related” if (1) the lawyer’s

representation of the current client will injure or damage the former client in

connection with the same transaction or legal dispute in which the lawyer
previously represented the former client; or (2) there is a substantial risk that
confidential factual information as would normally have been obtained in the prior

representation of the former client would materially advance the current client’s
position in the subsequent matter.
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RPC 1.9(d).

Under Oregon law, an attorney-client relationship may be formed by express agreement,
though an express agreement is not necessary. /n re Conduct of Weidner, 310 Or. 757, 768 n.7,
801 P.2d 828 (1990). A client’s reasonable expectation that an attorney-client relationship has
been formed may also suffice. /d. at 770.

B. Analysis

1. Formation of Attorney-Client Relationship

The parties agree that Plaintiff and Perkins Coie formed an attorney-client relationship in
the 2009 matter. On April 10, 2009, Lee emailed Robert Aldisert at Perkins Coie, stating that
T e
Decl. Ex. A. Lee then corresponded with attorney Neil Nathanson at Perkins Coie, who asked for
I <. I
_ and proposed a meeting on April 17, 2009. Id. Ex. B.

Bock would be present. /d. On April 17, 2009, Nathanson’s secretary sent Lee an engagement
letter. Id. Ex. C. On April 19, 2009, Lee responded that he had signed and mailed the

engagement letter. Livingston Decl. Ex. 7.

On April 22, 2009, Lee emailed Nathanson and Bock that _

May 29, 2009, Nathanson emailed Lee with a breakdown of billing for work performed,
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primarily by Bock, which included outlining a- agreement and drafting a-

agreement. /d. Ex. 14. Lee responded to the email, _

. 1Id. Ex. 15 at 1. Nathanson replied_

_Id. Ex. 16 at 1. In response to this email, Lee wrote, _

Id. Ex. 17 at 1.

The emails between Lee and attorneys at Perkins Coie show that an attorney-client
relationship was formed. Perkins Coie sent Lee an engagement letter and performed legal work
for which it billed Plaintiff. Plaintiff is a former client of Perkins Coie, so Perkins Coie cannot
represent parties in substantially related matters who have interests materially adverse to
Plaintiff’s unless both parties give informed consent confirmed in writing. RPC 1.9. Most of
these requirements can be quickly resolved. There is no evidence that Plaintiff provided
informed consent to Perkins Coie’s representation of Defendant. Plaintiff asserts that it was
never asked to and did not waive future conflicts. Pl. Br. 3. Defendant does not dispute this. And
there is no dispute that Defendant’s interests are materially adverse to Plaintiff’s in the present
case. The Court therefore turns to whether the 2009 representation is “substantially related” to

the current litigation.
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il. Substantially Related Matter

In arguing that the 2009 representation is substantially related to the current litigation,
Plaintiff focuses on the second of two ways to show such a relationship. P1. Br. 8. Two matters
are substantially related if “there is a substantial risk that confidential factual information as
would normally have been obtained in the prior representation of the former client would
materially advance the current client’s position in the subsequent matter.” RPC 1.9(d). Under this
definition, “actual possession of client confidences is not necessary.” /n re Hostetter, 348 Or.
574,591, 238 P.3d 13 (2010) (applying ABA Model Rule with the same wording as relevant
portion of RPC 1.9).

Plaintiff asserts that the 2009 matter and the current litigation are substantially related
because in 2009 it would have provided information about its technology and business outlook
that would be directly relevant to the current litigation. PI. Br. 11. The *702 Patent had already
been issued. /d. at 10. Plaintiff states that it would have discussed its technology with Perkins
Coie, and this information could help Defendant with “claim scope, claim construction,
infringement, invalidity, and damages.” Id. at 11. Plaintiff also states that it likely would have
discussed its financial position with Perkins Coie, which it contends is relevant to damages and
invalidity. /d. at 11-12. Although Plaintiff submitted a declaration from Lee with its motion, the
declaration does not address the 2009 matter. See generally Lee Decl.

Defendant counters that the matters are not substantially related. Def. Resp. 12-17.

According to Defendant, Nathanson and Bock had a one-hour meeting with Lee and got no

further than starting to draft a_ agreement between Plaintiff and
_. Def. Resp. 13; Livingston Decl. q 6, Ex. 1 (draft agreement). Both

Nathanson and Bock state that the representation did not concern any patent. Nathanson Decl. §
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11; Bock Decl. q 10. According to Defendant, “a generalized discussion of technology of the
kind needed to understand the subject-matter of the collaboration, would not have required any
confidential technical information.” Def. Resp. 15 (citing Bock Decl. §9 5, 8). Nathanson and
Bock both state that to the best of their knowledge, they did not discuss Plaintiff’s technology in
detail with Lee. Nathanson Decl. 9 7, 9; Bock Decl. 9 5, 8-9. Defendant also points to videos
and written publications that share information about Plaintiff’s technology, asserting that
Plaintiff’s technology “is also not secret.” Def. Resp. 15 (citing Tietz Decl. g9 5-6).

Addressing Plaintiff’s argument about business information, Defendant first points out
that the meeting occurred fourteen years ago, in 2009, and that Plaintiff alleges that Defendant’s
infringement began in 2016. Def. Resp. 16 (citing Compl. § 26). Plaintiff alleges infringement
“since at least 2016.” Compl. 4 26. Defendant argues that even if business information from 2009
is relevant to damages, it would not be materially harmful due to the complexity of the royalty
inquiry. Def. Resp. 16. And it argues that Plaintiff fails to show how general business
information would materially advance Defendant’s position on invalidity. /d. at 17.

The emails between and among Lee, Nathanson, and Bock support Defendant’s account
of the meeting. In assessing whether there is a substantial risk that Perkins Coie would obtain
confidential information that would materially advance Defendant’s position in this litigation, the
Court will consider the extent of representation actually provided. See Trone v. Smith, 621 F.2d
994, 1000 (9th Cir. 1980) (holding that a one-month investigation into the viability of a proposed
business deal was sufficient to create a conflict, but noting that if the representation “had been
aborted before any significant work had been done in the stock offering and before any
discussions with the client other than the bare preliminaries of the representation were explored,

we might now have a different case”). Here there was a single meeting of approximately one
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hour, and Perkins Coie prepared a rough draft of a proposed agreement between Plaintiff and
- based only on that meeting. Livingston Decl. Ex. 1.

The record shows that the meeting was a high-level preliminary meeting. The risk that
detailed information would be shared at such an early stage of the representation is not
substantial. The record supports Bock and Nathanson’s assertions that they did not acquire
detailed information about Plaintiff’s technology or other confidential information. See Bock
Decl. 99 5, 8-9; Nathanson Decl. 9 7, 9-10. The draft agreement is largely boilerplate, with

blanks where information needed to be filled in. See generally Livingston Decl. Ex. 1. It shows

that Bock and Nathanson knew that Plaintiff _

it shows that Bock knew that the proposed deal was _

_. Id. There is no description of any of those technologies, processes, or tools. See
generally id. Nor is there any evidence that Lee shared pricing information with Bock and
Nathanson, as the price components of the draft agreement are blank. /d. at 4, 12. Consistent
with this, Lee’s emails to Nathanson and Bock expressed surprise that any work had been done,
as the nature of the deal was still unclear, and Lee had not provided the information he believed
to be necessary for work to begin. Livingston Decl. Ex. 15 at 1, Ex. 17 at 1.

The limited information Bock and Nathanson learned from Lee would not materially
advance Defendant’s position in this litigation. Some of it is not even confidential. Plaintiff’s
patents for integrated circuit technologies are matters of public record. And Defendant’s position

in this patent infringement litigation is not materially advanced by the bare knowledge that in
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2009, Plaintiff sought to enter into a deal with a manufacturer of _ That matter is
quite different from the current patent infringement litigation. Had the representation proceeded,
there might indeed have been a substantial risk that the information Plaintiff outlines in its
motion would be shared and would materially advance Defendant’s position in this litigation. See
Trone, 621 F.2d at 1000. But where the record shows only a high-level preliminary conversation,
the risk that Perkins Coie obtained such information is not substantial, and the extreme step of
disqualification of counsel is not warranted.

To illustrate, another court in this district granted the plaintiff’s motion to disqualify
counsel for the defendant in a patent infringement case where counsel had jointly represented the
plaintiff and the defendant in a different patent infringement case several years before. Merch.
Techs. Inc., 2006 WL 8459001, at *1. As part of the representation, counsel “studied [plaintiff’s]
fabrication processes, examined [plaintiff’s] confidential financial records, obtained detailed
technical information about [plaintiff’s] products and how they are made, and spent
‘considerable time’ interviewing [plaintiff’s] Chief Executive Officer and other key [plaintiff]
personnel.” /d. The court concluded that counsel “obtained some degree of confidential
information about how the product at issue works, about [plaintiff’s] financial information, and
about [plaintiff’s] business processes.” /d. at *4. The court also concluded that “an objective
view of the record shows there is a risk that confidential factual information” counsel learned
during the prior representation could be used to advance defendant’s position in the current
litigation. /d.

In Merchandising Technologies, the prior representation was extensive in scope and more
closely related to the later representation. Here, in contrast, the record shows that Perkins Coie

had one one-hour meeting with Lee and performed about eight hours of preliminary work based
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only on that meeting before Lee informed Nathanson and Bock that the deal had fallen through.
The record also shows that Nathanson and Bock learned very little about the matter, to the point
that Lee did not even see how Bock could have begun working. There is not a substantial risk
that information that would normally be obtained after a one-hour preliminary meeting about a
collaboration agreement with a manufacturer for_ would materially advance
Defendant’s position in this patent infringement case fourteen years later. The 2009 matter is not
substantially related to the current litigation and is not a basis to disqualify Perkins Coie. The
Court now turns to the 2020 and 2021 meetings.
III. The 2020 and 2021 Meetings

A. Oregon Rule of Professional Conduct 1.18

Plaintiff asserts that it was a prospective client with respect to its 2020 and 2021
transactions with Perkins Coie. Pl. Br. 16. The relevant RPC provides: “A person who consults
with a lawyer about the possibility of forming a client-lawyer relationship with respect to a
matter is a prospective client.” RPC 1.18(a). “Even when no client-lawyer relationship ensues, a
lawyer who has learned information from a prospective client shall not use or reveal that
information, except as Rule 1.9 would permit with respect to information of a former client.”
RPC 1.18(b).

A lawyer subject to paragraph (b) shall not represent a client with interests

materially adverse to those of a prospective client in the same or a substantially

related matter if the lawyer received information from the prospective client that

could be significantly harmful to that person in the matter, except as provided in

paragraph (d). If a lawyer is disqualified from representation under this paragraph,

no lawyer in a firm with which that lawyer is associated may knowingly undertake

or continue representation in such a matter, except as provided in paragraph (d).

RPC 1.18(c). The Rule does not define “substantially related” or “significantly harmful,” and

Oregon courts have not interpreted the Rule. As an assistant general counsel for the Oregon State
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Bar observed, “[o]ther jurisdictions have looked to their equivalent former client conflict rules in
considering whether a matter was ‘substantially related’ under their equivalent versions

of RPC 1.18.” Sarra Yamin, Understand the Duties That Arise from Consultations Meeting
Prospective Clients, Or. St. B. Bull., Nov. 2020, at 12-13. And in determining whether
information is significantly harmful, “other states have considered whether the information is
publicly available; would likely be disclosed in discovery; relates to motives, strategies or
weaknesses; or has the potential to impact settlement proposals.” Id. at 13.

Similar to Rule 1.9, Rule 1.18 provides that the representation may continue if the lawyer
obtains informed consent, confirmed in writing, from the affected client and the prospective
client. RPC 1.18(d)(1). Unlike Rule 1.9, Rule 1.18 provides another way to allow the
representation to proceed. The representation is permissible if

[T]he lawyer who received the information took reasonable measures to avoid

exposure to more disqualifying information than was reasonably necessary to

determine whether to represent the prospective client; and
(1) the disqualified lawyer is timely screened from any participation in the
matter; and
(i1) written notice is promptly given to the prospective client].]
RPC 1.18(d)(2).
B. Analysis
1. The 2020 Meeting

The parties agree that Plaintiff was a prospective client with respect to the 2020 meeting.
PL. Br. 16; Def. Resp. 18. On January 8, 2020, Lee emailed Nathanson about_
I
- and requested a meeting to review documents. McCarty Decl. Ex. F. Nathanson

responded, asking for the names and addresses of the investors to run a conflict check. /d. Lee

and Nathanson scheduled a meeting for January 9. Id. Lee states that he emailed Nathanson to
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discuss
_ and “was also seeking legal advice regarding_
_ Lee Decl. q 1. Lee states that at this meeting, he

told Nathanson about Plaintiff’s technology and developments in its technology and IP licensing.

14§ 2. He also told Nathanson sbou

matters. Id. 9 3. Lee also states that he was not asked to waive any future conflicts of interest on
behalf of himself or Plaintiff. /d. 4 4. Plaintiff subsequently decided to hire a different firm. /d.
5.

Defendant disputes Lee’s characterization of the meeting. Def. Resp. 18-20. Defendant
asserts that Lee’s declaration “is completely conclusory: nothing but generalized speculation”
and “plain wrong” about the subject of the meeting. /d. at 18. In particular, Defendant states that
Nathanson did not advise Lee about the terms of an IP license because Nathanson is not a patent
attorney or a licensing attorney. /d. at 19. Nathanson explains that his “practice focuses on
advising startup companies in venture, angel, and other private and public equity and debt
financings, mergers and acquisitions, securities law, and corporate governance.” Nathanson
Decl. q 2. He adds, “While I have some experience with patents and licenses, I do not draft
license agreements or litigate disputes involving patents or licenses.” /d.

According to Nathanson, “The meeting was about potential representation in connection

g —,
I /. 1. Ntharson states that L did ot

seek advice about a pending IP licensing deal. /d. 4 15. He states that “[i]f a client or prospective
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client indicates that they anticipate needing such advice, I involve an attorney at the Firm whose
practice does include patent licensing at the client meeting and afterward.” Id. 9 16. He states
that had he needed another attorney present, he would have emailed that attorney, and after
reviewing his emails he found no such email. /d.

Nathanson explains that had the representation gone forward, he would have created a
disclosure schedule that “would have required [Perkins Coie] to become familiar with BeSang’s
patents and other intellectual property” but that “such work would not have been pursued in any
meaningful way in the short, initial meeting.” Id. 4 17. Nathanson states that he “did not receive
information about BeSang’s technology or patents, aside from generalized information about the
type of technology (three-dimensional memory chips) and possibly the fact that patents existed.”
1d. 9 18. He states that to his knowledge, Plaintiff did not supply any written materials for the
meeting. /d. § 19. He did not receive further communication from Lee after the meeting. /d. 9 21.

The Court concludes that Nathanson’s version of the meeting is more plausible given

other evidence available. Lee’s email to Nathanson mentions _
I o not

indicate that Lee sought advice on an IP license. McCarty Decl. Ex. F; Nathanson Decl. Ex. 1.
The Court accepts Nathanson’s statement that his practice does not include drafting license
agreements or patent litigation and that he does not advise on such topics. And the Court accepts
Nathanson’s statement that detailed information about Plaintiff’s technology was not shared in a
preliminary meeting. Thus, the questions are (1) whether the 2020 meeting is substantially
related to the current litigation, and (2) whether the information Nathanson did receive could be

significantly harmful to Plaintiff in the current litigation.
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Because the answer to the second question is “No,” the Court need not address the first.
The high-level preliminary information Nathanson received during the meeting, relating to a
potential investment deal, would not be significantly harmful to Plaintiff in this litigation.
Plaintiff alleges that “Intel could use its knowledge of these possible investments to drive its
discovery strategy and ultimately support its damages arguments.” P1. Br. 17. Plaintiff relies on
Carnegie Mellon Univ. v. Marvell Tech. Grp., Ltd., 807 F.3d 1283, 1305 (Fed. Cir. 2015). In
Carnegie Mellon, the Federal Circuit concluded that although past practices in licensing
agreements are generally relevant in calculating damages, the plaintiff’s licensing agreements
with third-party investors for the patent at issue did not dictate the result in the case because the
investors were not similarly situated to the defendant microchip manufacturer. /d. at 1304-05.
Carnegie Mellon indicates that any information Nathanson obtained is unlikely to be
significantly harmful here. Plaintiff does not assert that the 2020 meeting concerned the *702
patent. And angel investors from South Korea are not similarly situated to Defendant. It is not
significantly harmful to Plaintiff if Defendant knows that Plaintiff sought an investment from
Korean investors in 2020.

Furthermore, public information put Defendant on notice that Plaintiff was seeking such
investments. Defendant points out that Plaintiff stated on its own website during that time that it
was raising funds through convertible notes. Tietz Decl. § 15, Exs. 14-15 (versions of Plaintiff’s
website from November 24, 2019, and January 23, 2020). It is also a matter of public knowledge
that Plaintiff received funding from Korean investors, as one of those investors sued Plaintiff for
repayment of promissory notes in this District in 2013. /d. 4 17, Ex. 18. The public information
available points against potential harm because Defendant was on notice that the information

existed and thus could be sought through discovery. The information Nathanson obtained did not
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pertain to settlement positions or litigation strategy, which Defendant likely could not obtain
during the course of this litigation. The limited preliminary information Lee shared at the 2020
meeting would not be significantly harmful to Plaintiff in this litigation. Thus, the 2020 meeting
is not disqualifying.

il. The 2021 Meeting

The parties agree that Plaintiff was a prospective client with respect to the 2021 meeting.
Pl. Br. 16; Def. Resp. 23. Plaintiff asserts that the 2021 meeting involved_
I . ¢
Defendant does not contest this and does not argue that the matters are not substantially related.
Rather, Defendant argues that no Perkins Coie attorney received information that could be
significantly harmful to Plaintiff in this matter. Def. Resp. 23.

On December 6, 2021, Lee emailed attorney Chun Ng at Perkins Coie to ask-
_ McCarty Decl. Ex. G. Ng responded,
“As you may know, we represent companies such as - and-, and as such, we would be
unable to represent your company in anything adverse to those two companies.” Id. He wrote, “I
am more than happy to give some general legal advice at no charge, but if we were to get into
specific details, I would have to ‘clear conflicts of interest’ here at the firm before we could
represent BeSang.” Id. Lee asked if there was a conflict wit_. Id. Ng responded, “We
don’t represent-, nor are we adverse to BeSang.” Id. He continued: “In that case, we

would be clear to have a preliminary conversation with you.” Id. Lee and Ng agreed to a meeting
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Ng explains that he did a “quick check” with Perkins Coie’s Professional Standards
Department before setting up the meeting. Ng Decl. § 7. After learning that the firm did not
represent- and was not then adverse to Plaintiff, Ng told Lee he could have a half-hour
conversation. /d. Ng states that he did not request any written materials, but Plaintiff sent him an
email with an eight-page slide deck, and a second email with a ten-page slide deck. /d. 4| 8. The
ten-page version was identical to the eight-page version except that it had two more pages. /d.
According to Ng, the slide deck contains no information that could be significantly harmful to
Plaintiff in the current litigation or information that could be considered highly confidential
information pertaining to Plaintiff. /d. § 9. Ng further states that he did not discuss technical
details with Lee. /d. § 13. Ng explains that “[t]he purpose of the preliminary call with Dr. Lee
was to gather sufficient high-level information to determine whether I believed Perkins Coie

should pursue an engagement with BeSang with regard to _ D d.

9| 14. He did not discuss the slide deck with Lee. /d. Ng declined representation early in the
_. Id. 9 19. He had no further contact with Lee. /d. § 21.

The Court accepts Ng’s description of the call because it is consistent with his
correspondence with Lee and other evidence in the record. Although Plaintiff’s brief emphasizes
the importance of the 2021 meeting, Lee’s declaration says nothing about it. Instead, Plaintiff
relies on the slide deck Lee sent to Ng. PIL. Br. 4. Plaintiff states that it “contained substantial
technical detail covering sensitive BeSang information.” /d. In Ng’s estimation, however, the
slide deck contains no highly sensitive information about Plaintiff and nothing that could be

significantly harmful to Defendant in this litigation. Ng Decl. § 9.
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After reviewing the slide deck, the Court concludes that it contains no information that
could be significantly harmful to Plaintiff in this litigation. Most of the content in the slide deck
is either general information about_, which is publicly available or
otherwise discoverable, or information relating to -, which is of little to no relevance here.
Some stides depic
To the extent that Plaintiff argues that _
_ would be significantly harmful to it, the Court disagrees.

- is not a defendant here. And Plaintiff’s Complaint includes detailed allegations and
diagrams describing how Defendant infringes the *702 Patent, and more such information will be
disclosed in required disclosures or discovery. Finally, although one of the slides is titled
_ it provides only information about_,
and 1s not germane to this litigation. See Ng Decl. Ex. 2 at 9. The slide deck does not contain any
indicators of strategy or confidential information about Plaintiff that could be significantly
harmful to it in this litigation. Without more, it is not significantly harmful to Plaintiff if
Defendant knows that Plaintiff considered_. Because
Perkins Coie did not obtain information that could be significantly harmful to Plaintiff in this
litigation, the 2021 meeting is not disqualifying.

Finally, the Court considers the effect of Perkins Coie’s precautionary screen with respect
to the 2021 meeting. Although the Court has already concluded that Perkins Coie did not violate
RPC 1.18, the screening mechanisms employed reinforce the conclusion that disqualification is
not justified here. First, Ng took reasonable measures to avoid exposure to more disqualifying
information than was reasonably necessary to determine whether to represent Plaintiff. When

Lee first contacted Ng, Ng advised Lee that Perkins Coie represented-. Ng Decl. Ex. 1 at 2.
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Lee asked about-. Id. Ng submitted a “quick check” request to Perkins Coie’s Professional
Standards Department. Ng Decl. § 7. This is a standard procedure at the firm. Thomas Decl. § 4.
After learning that the firm did not represent - and was not currently adverse to Plaintiff,
Ng responded to Lee, “we would be clear to have a preliminary conversation.” Ng Decl. § 7
(quoting Ex. 1 at 2). Prior to the meeting, Lee sent the slide deck to Ng. /d. § 8. Ng did not ask
for written materials. /d. Nor is there any evidence that he told Lee not to provide written
materials or confidential information. See Pl. Br. 21.

The Court concludes that Perkins Coie took reasonable measures to avoid exposure to
more disqualifying information than was reasonably necessary. Ng communicated to Lee that the
meeting would only be preliminary. He was not required to tell Lee not to provide him any
confidential information. Such a warning might further reduce the risk of exposure to
disqualifying information, but it could also hamper a lawyer’s ability to determine whether to
represent a prospective client. Ng states that he “did not share the Slide Deck or put written
materials related to the meeting on a Firm document management system, and I kept BeSang’s
information private as a prospective client.” Ng Decl. 9 18. The firm’s professional standards
compliance counsel states that the slide deck cannot be found in the firm’s document
management system. Livingston Decl. § 5. Ng did forward the slide deck to another attorney,
Ryan McBrayer, in February 2023 as part of the firm’s conflicts analysis. Ng Decl. q 23. He also
forwarded it to attorney Anthony Marks. /d.

Second, Ng and other lawyers who received information related to the meeting were
timely screened from any participation in this case. On February 3, 2023, the firm screened Ng,
as well as two other attorneys, from this matter. Thomas Decl. § 8, Ex. 1. One of the other

screened attorneys, Stephen Bishop, was screened because Ng forwarded Lee’s initial email to
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him to ask if it was a legitimate inquiry. Bishop Decl. 9 3. The other, McBrayer, was screened
because Bishop and Ng communicated with him about the potential representation around the
time of the meeting and again during the conflicts analysis. McBrayer Decl. 99 3-4, 5; Bishop
Decl. q 4; Ng Decl. q 23.

The screen provided that the three attorneys would not “participate in the potential
representation of Intel” or discuss any information about Plaintiff “that could be potentially
related” to the current litigation. Thomas Decl. Ex. 1. It instructed lawyers working on the case
not to solicit any information from those three attorneys. /d. The screen was comprehensive and
was set up before Perkins Coie appeared on behalf of Defendant. The screen was communicated
firmwide on February 23, 2023. Thomas Decl. Ex. 2. Ng, Bishop, and McBrayer all state that
they have abided by the screen. Ng Decl. § 26; Bishop Decl. § 9; McBrayer Decl. §| 8. After the
screen was implemented, Anthony Marks, an attorney at Perkins Coie who is the lead for the
firm’s relationship with Defendant, spoke with attorney Chad Campbell, who was to lead the
litigation team in the current matter, to ensure that he had read and understood the screen. Marks
Decl. 99 2, 4. Marks directed Campbell not to discuss the firm’s prior contacts with Plaintiff. /d.
4 4. Attorneys from the Perkins Coie team representing Defendant in this litigation state that they
have not obtained any information about Plaintiff from attorneys at the firm who previously
worked with Plaintiff or from the firm’s document management system. Campbell Decl. 9] 3-4;
Bowen Decl. 9 3-4; Baxter Decl. 9] 3-4; Martin Decl. 9 3-4; Rothauge Decl. 9 3-4; Mina
Decl. 99 3-4; McCullough Decl. 9 3-4; Salmon Decl. 49 3-4; Morin Decl. 9 3-4.

Third, Perkins Coie did not give Plaintiff written notice of the screen until Plaintiff’s
counsel raised the potential conflict in June 2023. Tietz Decl. Ex. 13 at 1. According to

Defendant, notice was prompt because it was sent within a reasonable time after Plaintiff raised

22 — OPINION & ORDER



the issue. Def. Resp. 34. Defendant also argues that it had no obligation to notify Plaintiff
because the Rule did not require a screen in this case. /d. In Plaintiff’s view, the screen is
insufficient because notice was not prompt. P1. Br. 20.! The record shows that the potential for a
conflict of interest was apparent to Perkins Coie from the outset of its representation of
Defendant. Perkins Coie instituted the screen in February 2023 but did not notify Plaintiff of it
until June 2023. Defendant has not convinced the Court that notice was prompt. But Defendant 1s
correct that notice was not required because RPC 1.18 did not require a screen here. And the
screen otherwise complies with RPC 1.18, which further supports the conclusion that
disqualification is not warranted. The Court has no reason to believe that any confidential
information relating to Plaintiff obtained through the meeting has reached or will reach the
Perkins Coie litigation team 1n this case. In sum, Plaintiff has not met the high standard of proof
required to show that Perkins Coie should be disqualified based on a conflict of interest.
CONCLUSION
Plaintiff’s Motion for Disqualification of Counsel [60] 1s DENIED.

IT IS SO ORDERED.

DATED: August 25, 2023

REDACTED: 10/4/2023

Nwseo Homands,
MARCO A. HERNANDEZ
United States District Judge

! Plaintiff also argues that the screen is inadequate because it does not apply to the petition for
inter partes review Defendant filed or other litigation involving the *702 patent in which Perkins
Coie may be involved. P1. Br. 21. That issue has not been fully briefed by the parties, and the
Court is not convinced that it would be appropriate to disqualify counsel here because of
potential ethical conflicts in separate litigation before a different tribunal.
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