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IN THE UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF OREGON

CRUM & FORSTER SPECIALTY ™
INSURANCE COMPANY,
P laintiff, Civ. No. 6:13¢cv-01923MC
V. >' OPINION AND ORDER
WILLOWOOD USA, LLC ; ALLIED

WORLD ASSURANCE COMPANY ~
(U.S.) COLONY INSURANCE
COMPANY; andREPAR CORPORATION,

Defendants.

MCSHANE, Judge:

Plaintiff, Crum & Forster Specialty Insurance Company (Crum), alotiydefendant
insurance providers Alied World Assurance Company (Alied) and Colony InsuGompany
(Colony), seek a legal declaration against defendant Willowood USA, WAlifBvwood) that
they have no duty to defend Willowood in a companion case befsr€dhrt,Repar Corpv.
Willowood USA, LLC et alCiv. No. 6:13cv-01043MC (D. Or. filed June 20, 2013)
(underlying action).

This Court is asked to considethether Crum, Allied,andbr Colony owe Wilowood a
duty to defend based upon the allegations in the underlying .aBeoause (1)he claims in the
underlying action are excluded and/or not covered under the paliog$2) the allegations in
the underlying action cannot be reasonably interpreted to constitute a covieneuhdar the
policies, this Court finds thambeither Crum, Alied, nor Colony owe Wilowood a duty &fehd

in the underlying action. Thus,ations for summary judgment, ECF Nzl (Alied), ECF No.
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55 (Crum), and ECF No58 (Colony), are GRANTED, and Willowood’s motion for partial
summary judgment, ECF NB3, is DENIED.

PROCEDURAL AND FACTUAL BACKGROUND

This action arises out of an insurance coverage dispute. In March 2014, treefitedtie
crossmotions for summary judgment based upon the factual allegations in the Festéan
Complaint (FAC) in the underlying actionFollowing oral argument, this Court issued an
opinion awarding summary judgment to the insurance providpmion & Orderl—2 August
1, 2014, ECF Nor8 On August b, 2014, this Court vacated that order and instructed the
parties to submit supplemental briefing based upon the Second Amended CorSplatfied
in the underlying actiorBecause the crossotions before this Court rely on factual allegations
in the underlying action, this Court looks to both the FAC #mSAC.

Repar, a corporation in the business of distributing agricultural pestwidsspunded in
December 1990Willowood’'s Supplemental Br2, 8, ECF No85-1. Repar is a family owned
business with three stockholders, Bhushan Mandava, his wife Leela Maaddwhagir son
Madhu Mandavald. at4. In 2006, Repar obtained a primary registration for technical
tebuconazole, raactive ingredint in certain agricultural pesticiddsl. at3. In 2008, Repar
begandistributing an agricultural pesticide containing uedénazole under the trade names
TEBUCON 45 DHa dry formula fungicidg and TEBUCON 3.6Ka liquid fungicide) Id. at2—
3,8. On August 23, 2011, Repar obtained “trademark registration No. 4,015,686 for the
TEBUCON mark for various types of pesticide productd.’at 8.

Between 2000 and 2004, Wilowood's founder, Bridgginze, founded and operated
AgValue. Willowood’s Supplemental B#, ECF No.85-1. During that time, Heinze worked

with Bhushan Mandavin obtain regulatory approval for various AgValue produictsHeinze
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sold AgValue in November 2004 and entered into acoonpete agreement with the buyer,
United Phosphorudd.

In late 2007, Heinze contactéite Mandavas and proposed that they form a joint venture.
Id. Pursuant to a fivgrear nordisclosure agreement dated November 5, 2007, the Mandavas
exchanged confideali business informatigni.e.,formulas, information relating to markets and
customersand production detajlsvith Heinze.ld. at4, 7. This nondisclosure agreement
prohibited “Heinze from using any confidential Repar business informationnygoapog
other than the joint venture discussions with the Mandavdsat5. At approximately the same
time, Heinze met repeatedly with Viay Mundhitd. Mundhra operated a business named
Wilowood, Ltd. in Hong Kongld.

In November 2009, Heinze and MundHoamed Willowood USA a corporation in the
business of distributing agricultural pesticidiek Despite partnering with Mundhiia lieu of
Repr, Heinze proposed that Wilowood and Repaintly manufactue TEBUCONS3.6F and
TEBUCON45 DF Id. Repar agreg on condition that Wilowood purchatiee technical
tebuconazole for its HBUCON products from Repald. Heinzesigned a nomlisclosure
agreement dated December 9, 2069at6.

In 2011, Willowood stopped purchasing its technical tebuconazole frqarRmit
continued to use the TEBUCOMark Id. at5.

Reparfied an action before this Court seekii@gmages and injunctive reliér breach
of contract, breach of implied contract, quastract/unjust enrichmengnd violation$ of the
Lanham Act, 18J.S.C.881051127. Id. at10-17. The insurance providers now seek a legal

declaration against Willoeod that they have no duty to defend in the underlying action.

! Repar allegeBederal Trademark Infringement and Counterfeiting (151).881114 1117, and Federal Unfair
Competition (15U.S.C. §125(a). Id. at 13-17.
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STANDARD OF REVIEW

This Court must grant summary judgment if there is no genuine issue of matetiahd
the moving party is entitled to judgment as a matter of law. Fed. RPG&(a) An issue is
“genuine” if a reasonable jury could return a verdict in favor of thenmaving party.Rivera v.
Phillip Morris, Inc., 395 F.3d 1142, 1146 (9th Cir. 2005) (citihgpderson v. Liberty Lobby, Inc.
477 U.S. 242, 248 (1986)). A factis “material’ if it could affect the outcofrthe caseld. The
court reviews evidence and draws inferences in the light most favorahle nodmoving party.
Miller v. Glenn Miller Prods., Ing454 F.3d 975, 988 (9th Cir. 2006) (quotikfynt v.
Cromartig 526 U.S. 541, 552 (1999)). When the moving party has met its burden, the non
moving party must present “specific facts showing that thergénaine issue for tridl
Matsushita Elec. Indus. Co. v. Zenith Radio Cp4{g5 U.S. 574, 58@7 (1986) (quoting Fed.
R. Civ. P.56(e) (emphasis in original).

DISCUSSION

The insurance providers contend that the claims and allegations in theingdadtion
are not covered under the respexiiolicies and, to the extent that the claims and allegations are

covered, the claims and allegations are excluded

|. Policy Coverage

Wilowood contends that all three insurance providers must defend because the
allegations in the underlying action “fauarely within the coverage for gosonal and
advertising injury’ provided by each of the policies.” Willowood's Mem. in Sagbpot. Partial
Summ. J. 19, ECF N&4. Because all three providecontest coveragehis Court “turn[s] first
to the question of whether the insurance [j$¢ covered [Repar’s] claim.Marleau v. Truck

Ins. Exch,333 Or. 82, 89 (2001).
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To answer that question, this Comtist examine two documents: the insurance policy
and Repar’'s complainid. (citing Ledford v. GutoskB190r. 397, 399 (1994)). “In regatd the
insurance polig, [this Court] must determine from its terms and conditions what ttiear
intended the policy to covérld. (citing Hoffman Constr. Co. of Alaskav. Fred S. James & Co.
313 Or. 464469 (1992)). This Court then examines tloenplaint to determine if it, without
amendment, may impose liability foonduct covered by the policyd. (citation omitted).

“Oregon determines the intent of the parties to an insurance contract by loo&in fi
the plain meaning of any disputed terms and then to the structure and context of yhagali
whole.” Anderson Bros., Inc. v. St. Paul Fire & Marine Ins. @9 F.3d 923, 931 (9th Cir.
2013) (citations omitted). “If the parties’ intent cannot be determined by dointhe policy is
construed agaibghe insurer, because any reasamdblbt as to the intended meaning of [an
ambiguous] term wil be resolved against the insurance company and in favae rafiregt
coverage to the insuredld. (citations and internal quotation mardksitted); see alsdHolloway
v. Republic Iném. Co. of Am341 Or. 642, 650 (2006) (“If the ambiguity remains after the court
has engaged in those analytical exercises, then any reasonable doubt asetadéng imeaning
of such [a] term[] will be resolved against the insurance company.”iqegaand internal
guotation marks omitted)).

Colony’s policy extends the “duty to defend the insured against any*seeking
‘damages™ for covered “personal and advertising injur[ie€d€&cl. of Seth H. Row 8, ECF No.
57-3; see alsdecl. of Seth H. Rowt0, ECF No57-4 (Alied’s policy); Decl. of Seth H. Rovg,

ECF No.57-1 (Crun’s policy, effective 3/1/1:23/1/13); Decl. of Seth H. Ro#, ECF No.57-2

2 A “[s]uit’ means a civil proceeding in which ‘damages’uitiig from. . . ‘personal and advertising injury’. . .
are alleged.” Decl. dbeth H. Row 21, ECF N&67-3; see als®ecl. of Seth H. Row 30, ECF Nb67-4 (Allied’s
policy); Decl. of Seth H. Row 29, ECF Na/-1 (Crum's policy, effective 3/1/23/1/13); Decl. of Seth H. Row 30,
ECF No.57-2 (Crum’s policy, effective 3/1/13/1/14.
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(Crum’s policy, effective 3/1/13/1/14. Colony's policy defines “prsonal and advertising
injury,” in relevant paras

[Nnjury, including consequential “bodiy injury”, arising out of one or
more of the following offenses:

d. Oral or written publication, in any manner, of material that slanders
or lbels a person or organizaton or disparages a person's or
organiation's goods, products or services;

f. The use of another’s advertising idea in your “advertisgniient

Decl. of Seth H. Row 29, ECF N®&/-3. This definition of “@rsonal and advertigninjury” is
the same in Alled policy, seeDecl. of Seth H. Row 29, ECF Nb&7-4, and is consisterwith
both of Crum’s policies seeDecl. of Seth H. Row 27, ECF N67-1 (Crum’s policy, effective
3/1/12-3/1/13; Decl. of Seth H. Row 28, ECF N&7-2 (Crum’s policy, effective 3/1/13
3/1/14.3

Wilowood argues, in reliance upohnet definition of “personal and advertising injury”
above, that Repatr, in the underlying action, alleges “disparagement” undectisnb&¥ and
“use of another’s advertising idéayour ‘advertisement’ under subsection “f.” Because the
policies do not dfine either “disparagement” or “use of another’s advertising indgaur
‘advertisement” this Courtfirst considers whether the phrases in question have a plain meaning,
l.e., whether they are susceptible to only one plausible interpretStmtiolloway, 341 Or. at

650. If two or more plausible interpretations a@t@wn, then this Court examines those

®The Crum policiesiter the wording of subsectita’ as follows:

d. Oral orwritten publication of material that slandetgels a person or organization or
disparages a person's or organization's goods, produsé&wviges;

Decl. of Seth H. Row 27, ECF No&/-1 (Crum’s policy, effective 3/1/123/1/13); Decl. of Seth H. Row 28, ECF
No.57-2 (Crum's policy, effective 3/1/13/1/14.
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interpretationsin light of the particular context in which those terms ased in the policy and
the broader context of the policy as a whéleffman 313 Or. at 470. If two or more plausible
interpretations continue to be reasonable #fieradditional inquiry, tn the policy is construed
against the insuretd. at 476-71.

A. “Disparage ment”

The policies define ‘grsonal and advertising injury” in part,iajgry “arising out of . . .
. [o]ral or written publication . .. of material that . . . disparagd .. . organization’s goods,
products or servicesE.g., Decl. of Seth H. Row 29, ECF Nb67-3 (Colony’'s policy) The
policies do not define eitheptiblicatiori or “disparage The noun“publication” is defined as

“[clommunication of information to the public.The American Heritage Dictionary of the

English Languagé&416 (4th ed. 2000kee alsd’he Oxford English Dictionaryol. Xll, 782 (2d

ed. 2001) (T he action of making publicly known; publieotification or announcement;

promulgation . . . [n]otification or communication to those concerned, olindeal number
regardel as representing the public.”yhe verb'disparage” is defined as “[t]epeak of in a
slighting or disrespectful way; bdlit [and] .. . [t]Jo reduce in esteem or rarktie American

Heritage Dictionary of the English Langua®20 (4th ed. 2000)see alsd’he Oxford English

Dictionary vol. 1V, 802 (2d ed. 2001)To speak of or treat slightingly; to treat as something
lower than it is; to undervalue; to vilfy.”). Wilowood provides an alternativeindieh of
“disparage”: “to discredit or bring reproach upon by comparing with somethingoiriferi

Wilowood's Reply to Mot. Partial Summ. J. 10, ECF N4.(quoting Webster’s Third New Int’l

Dictionary 653 (unabridged ed. 1996)). Combined, these defisitiextend policy coverage to
“personal and advertising injur[ies]arising out df oral or written material communicad to

the public that belittles or discredits another organization’s goods or products
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The insurance companies, in response, dediEsection “d” more narrowly, as
commercial disparagement or “trade libedgeAlied’'s Resp. to Mot. Partial Summ. J-@ ECF
No. 61, defamation, Crum’'s Mot. Partial Summ. J. 18, ECF®p.and unfair competitign15
U.S.C.8§1125(a) Crum's Resp. to Mot. Partial Summ. 398ECF No.63. These alternative
definitions, consistent with tort law, also represent plausible itfwns.See, e.gMarleau,

33 Or. @ 94-96 (assessing a claim under an identical provision under the tort of defamation);
Nat'l Union Fire Ins. Co. of Pittsburgh Pa. v. Starplex Co820 Or. App. 560, 58B6 (2008)
(same)L & D of Oregon, Inc.v. Am. States Ins. Ckr1 Or. App. 17, 229 (2000) (same).

Because subsection “d” is susceptiblentwre than two plausible interpretations, this
Court examines those interpretatiansliight of the particular context in which those terms are
used in the policy and the broader context of the policy as a whoféman 313 Or. at 470The
policies at issue extend coverage to “suits” seeking “damagegidosonal and advertising
injury.” See, e.gDecl. of Seth H. Row 8, ECF N&/-3. Becaus&epar’'sclaimsin the
underlying actionexcluding quastontract/unjust enrichmeftare excludedrom coverage
under theContract and Intellectual Propegyclusions discussedfra 8 I(A)—(B), the issue is
whether the allegations supporting these claims “constitatairafor conduct that the policy
covers.”Marleau, 333 Or.at 90 (emphasis addedee alsdBresee Homes, Inc. v. Farmers Ins.
Exch, 353 Or. 112, 117 (2012)As long as the complaint contains allegations thatheout
amendment, state a basis farlaimcovered by the policy, the duty to defend arises.” (emphasis
added)) That question cabe answered only by examining Reparsnplaint. Marleau, 333 Or.

at 89.

* Because this Cotifinds that Repar’s claimfor quasontract/unjustenrichment is not covered under theipslic
see, e.gsupra8 I(A)(ii), this Court declines to assess the applicability of exclusionisat claim.
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Turning to the FAC, Wilowood contends that Repar alleged “disparagement” in FAC

23 and “publication” in FAC] 25.Willowood’'s Mem. in Suppof Mot. Partial Summ. 20,
ECF No.54. The FAC, in relevant part, provides:

23. Wilowood's use of a confusingly simiar imitaton of Repar’s

TEBUCON mark is likely to deceiveponfuse, and mislead purchasers and

prospective purchasers into believing that the products offered by

Wilowood are manufactured by, authorized by, or in some manner

associated with Repar, which they are not. The likelihood of confusion,

mistake, and deception engendered by Wilowood's misappropriation of

Repar's mark is causing irreparable harm to the goodwil symbolized by

the TEBUCON mark and the reputation for quality that it embodies.

25. Willowood continues to improperly and malciously use the

TEBUCON mark in connection with its products in the marketplace,

directly and intentionally infringing Repar’s registered trademark.
Decl. of Seth H. Row 8, ECF Nb7-6. Willowood further elaboratethat “[t]he reference to the
‘reputation for quality’ of Repar's TEBUCON product clearly indicatespossibilitythat Repar
will put on evidence that Willowood's products are of lower quality than Repamd that
Repar’s products’ quality has thereddveen disparaged by the implicit association of
Wilowood's products with Repar'sWillowood’'s Mem. in Suppof Mot. Partial Summ. J. 20,
ECF No.54 (emphasis addedBecause the parties disputéillowood’'s use of “possibility,” this
Court briefly addresses the relevant legal standard.

In assessing Repar’s allegations, this Court is not concernedpaitaritialfactual

determinations,”Bresee Homes, In@853 Or. at 124 (emphasis added), and is “not permitted to
indulge in what the ultimate faatsay show which might or might not bring the incident within

the liability terms of the policy,”Blohmv. Glens Falls Ins. Ca&231 Or. 410, 417 (1962%ee

alsoBresee Homes, In@B53 Or. at 123 (“[This Court’'s] analysis of the duty to defend focuses

®>Willowood does not proffer a “dis paragemestument based upon the new allegations in the S&€.
Willowood’s Supplemental B&, ECF No85 (“Willowood does not argue that the Second Amended Contiplain
changed anything regarding that coverggéhis Court, having independently reviewed the SAC, doefimabany
new allegations that warrantadditional analysis.
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on those allegations whether or not different or additional facts might be ddalLicial.”).
Instead, thiCourt reasonablynterprets the allegations to determine whether they meet the
“elements of theort at issue."Marleau, 333 Or. at 93 (emphasis addeshe alsdNat’l Union
Fire Ins. Co, 220 Or. App. at 347 (“We begin with the question whether the allegations . ..
potentially stated a claim for defamation.Abrams 335 Or. at 400“[B]ecause the allegations
of intentional conversion include allegations of ordinary conversitartiaus actthat is covered
under the policy, [defendant] had a duty to defend.” (emphasis addg) Court looks to
thosetorts identified by the partiesncluding: (1) trade libel(2) defamation, and (3) quasi
contract/unjust enrichmert.
i. Trade Libel

“To prevail m a state law trade libel claffni must be establishetthat the defendant
published false allegations about the plaintiff with malice, and thgildireiff suffered special
damages or pecuniary harm as a result of the publicatieblR Sys.,mc., 903 F. Supp. 2dt
1135 (citing Soloflex, Inc. v. NordicTrack, In€iv. No.93-545-JE, 1994 WL 568401, at *13
(D. Or. Feb. 11, 199%) see alsARESTATEMENT(SECOND) OF TORTSS8 623A (1977); 5J.
THOMASMCCARTHY,MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITION § 27:99(4th ed.

2014). Trade libel, unike classic defamation, “[is] not directed at the plaintiff sspeal

® Willowood contends throughout its various filings thas@®ourt need notrestrictively interpret coverage
provisions through thlens of applicable torts. However, as indicated by Oregon casedaerage is exendedto
an insuregbartyifthe plainiff inthe underlying case either asserts a covdeethor if that plaintiff's allegations
can be reasonably interpreted to constitute a coetaid.

"For purposes of this opinion, this Court assumes thatrRegsaerted claims for breach of implied contract,
Federal Trademark Infringement (15 U.S.@184, and Federal Unfair Competition (15 U.S.QL185(a) meet

the coverage definition of “dis paragement” under s u lusetd.”

8 Trade libel is also referred to as commercigbdimgemenSed-LIR Sys., Inc. v. Sierra Media, In803 F. Supp.
2d 1120, 1135 (D. Or. 20tXee alsdRESTATEMENT (SECOND) OF TORTSE 626cmt. a (1977) (“The particular form
of injurious falsehood that involves dis paragement ofitpis commonly called ‘trade libel. . The name [trade
libel]l nolongerhas any significance ofits own.™). Howeey'if the complaint of disparagementis based on unfair
competition and notlibel, no special damages need lyedler proved if the plaintiff showed presentor possible
injury.” Aerosonic Corp. v. Trodyne Coyg02 F.2d 223, 231 (5th Cir. 1968ge alsd-in. ProgramsInc. v.

Falcon Fin.Servs.,Inc371 F. Supp. 770, 776 (D. Or. 1974) (applying dedniof disparagementarticulated in
Aerosonic Corp402 F.2d at 231)
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reputation but rather at the goods a plaintiff sells or the characterathisbusiness.Aetna
Cas. & Sur. Co., Inc. v. Centennial Ins. (888 F.2d 346, 351 (9th Cir. 1988 pflying
California law).

Wilowood interpretsRepats allegations as implying #alse statemenincluding “that
Wilowood's TEBUCON products are affiiated with Repar's TEBUE@roducts.”
Wilowood's Reply to Mot. Partial Summ. 9, ECF No.68 This Court is reluctant to find this
interpretationreasonableln Aetna Cas. & Sur. Co., Indor example, the Ninth Circufound
that analogous conddcdid not raise the possibility of liability under “trade lbel’ because
plaintiff alleged appropriation not disparament.838 F.2d at 351€C.f. Homedics, Inc. v. Valley
Forge Ins. Ca.315 F.3d 1135, 1142 (9th Cir. 2003) (finding that the allegations that defendant
“imitated its product, thereby infringing [plaintiff's] paténtould not be understood as a
disparagement of “an organization’s goods, products or serviagerh@l quotation marks
omitted)). Here, as inAetna Cas. & SuiCo., Inc, the gravamen of Repar’s complaint is that
Wilowood “palmed off*°the “TEBUCON”" mark to “trade on the goodwil’ of Repar’'s mark.
SeeDecl. of Seth H. Rovit2, ECF57-6. Even if this Cour found otherwise, the gravamen of the
allegatiors would be misuse of the TEBUCON mar&nd thereforevould be excluded under the
policy. Seeanfra 8§ II(B). Accordingly, the factual allegations the underlying actiomlo not
constitutea claim fortrade ibel
ii. Defamation

“The elements of a claim for defamation are: (1) the making of a defgnsatement;

(2) publication of the defamatory material; and (3) a resulting speaial, unless the statement

°In Aetna Cas. & Sur. Co., Inghe plaintiffin the underlying action alleged that treuired party had advertised
Plaintiff’s “distinctive animaltags as their own.” 8328&.at 349.

“pPalming off’ refers to a claim “that the defendant attempaguass off (or ‘palm off) its goods as those ofthe
plaintiff.” Harper House, Inc. v. ThomagNon, Inc.889 F.2d 197, 208 (9th Cir. 1989) (citation omitted).
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is defamatoryper seand therefore gives rise poesumptive special harmNat'| Union Fire Ins.
Co,, 220 Or. at 584. “A defamatory statement is one that would subject armtherhatred,
contempt or ridicule . .. [or] tend to diminish the esteem, respect, goatwibnfidence in
which [the other] is held or to excite adverse, derogadonpleasant feelings or opinions
against [the other].Marleau, 333 Or. at 94citation and internal quotation marks omitted).

Repar's complaint does not allegéher direct or indire¢t defamatory statementSee
alsoBock v. Zittenfield66 Or. App. 97, 103 (1983) (“[Defendant’s] statements were not
defamatory, because they did not impugn plaintiff's overall skil, fir@scompetence to
perform his trade or pfession.” (citations omitted))instead, Rpar accuses Wilowood of
imitating its product and using its mankth “intentional, willful, and malicious intent to trade
on the goodwil associated with Repar’'s TEBUCON mabketl. of Seth H. Rowl2, ECF No.
57-6. This Court is unprepared teasonablynterpret thisconductasconstituing aclaim of
defamation under Oregon laBeesupra8 I(A)(i). Even if this Court found otherwise, the
gravamen of the allegations would be misuse of the TEBN@ark and therefore would be
excluded under the policyseenfra 8§ II(B). Accordingly, the factual allegations the
underlying actiordo notconstitutea claim for defamation.

iii. Quasi-Contract/Unjust Enrichment

“The term implied contract has albeen used to refer to contracts that are inyifieldw
or quasicontracts.”Staley v. Taylgrl65 Or. App. 256, 262 (2000). However, a qaasitract is
“different from” an impliedin-fact contractRESTATEMENT(SECOND) OF CONTRACTS84cmt. b

(1981). “[U]nlike true contracts, quasontracts are not based on the apparent intention of the

! «Defamation by implication is the label commonly given to a cléiat tequires drawing a defamatory inference
from facially nondefamatory communication. When detamneby implication is alleged, this court has held that the

link betweenthe communication and théaheatory inference mustnothieo tenuous’ Reesman v. HighfilB27
Or. 597, 604 (1998) (citations omitted).
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parties to undertake the performanteguestion, nor are they promises. They are obligations
created by law for reason of justicdd’; Jaqua v. Nike, In¢125 Or. App. 294, 298 (1993) (‘[A
guasicontract] is a remedial device to accomplish substantial justiceelgming unjust
enrichment.” (citations omittey]) Such an obligation “is one that is created. . . without any
expression of assentMontez 175 Or. App. at 536. To establish a qrasitract, a plaintiff
must prove all three of ¢hfollowing: “(1) a benefit was conferred; (2) the recipient was aware
that a benefit was received and; (3) under the circumstances, it wouldugtetargllow retention
of the benefit without requiring the recipient to pay for ddqua 125 Or. App. at 298 (citation
omitted) 2

Reparin support of its quasiontract/unjust enrichment clairalleges that it “conveyed
a benefit on Wilowood by .. . [1] permitting it to buy technigedde tebuconazolerom Repar
using Repar’s primary registration . . .. [2] allow[ing] Wilowood tceerthe tebuconzaole
market for the 2010 season rather than having to wait for the 2011 season .. .. [and] [3]
allow[ing] Wilowood to develop a distribution network for tebuconazole forroualst using
Repar’s products, EPA registration, and tradm&.”Wilowood’'s Supplemental Bi2-13
ECF No0.851. Repar does not alege that Wilowodbelittle[d] or discredifed” Repar’s goods
or products. RatheRepamerely seeks to utiize a remedidevice to prevent unjust
enrichment.Accordingly, Repar’s claim for breach of a quagitract/unjust enrichment is not

covered a&disparagement” under subsection “d.”

21n Jaquathe Oregon Appellate Court found:
For an injustice to be found, one of three things must be true:
(1) the plaintiff had a reasonable expectation of payment;
(2) the defendant should reasonably have expected to pay; o
(3) society’'sreasonable expectations of security afgpeand property would be
defeated by nonpayment

125 Or. App. at 29&:itation and internal quotation marks omitted).
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B. “Use of Another's Advertising Idea”

The policies also defingersonal and adviiging injury” asinjury “arising out of .. ..
The use of another’s advertising idea in your ‘advertiseme8e@, e.gDecl. of Seth H. Row
29, ECF No57-3. The policies do not define eith&advertising” or “idea.” The noun “idea” is
defined as[sJomething, such as a thought or conception, that potentially or actually iexisés

mind as a product of mental activityThe American Heritage Dictionary of the English

Language370 (4th ed. @00); see alsarhe Oxford English Dictionaryol. VII, 614 (2d ed.

2001) (“More generally: A picture or notion of anything conceived by the mind; a concéption.
The noun“idea” is modified by the attributive noun “advertisingAdvertising” is defined a

“[tlhe activity of attracting public attention to a product or busine$ee American Heritage

Dictionary of the English Languad@b (4th ed. 2000)see alsd’he Oxford English Dictionary

vol. 1,190 (2d ed. 2001)“A bringing into notice; spec. by padnnouncement in a printed
journal, by prominent display of placards, etcCpmbined, these defirutis extend policy
coverage to “prsonal and advertising injur[ies]arising out of” the use of another’s thought or
conceptionintended to attract publiattention to a product or business in an insured’s
“advertisement.”See alsdmbrie v. State Farm Fire & Cas. GdVo. CV-08-888 ST, 2008 WL
4737950, at *6 (D. Or. Oct. 24, 2008) (defining “advertising idea’agdén, conception, or
design aimed at calling [the violating party’s] services to the atteotitime public.” (citations
omitted).

Having defined‘advertising ided this Court looks to thallegationsin the underlying
action. See, e.gMarleau, 333 Or. aB1. Willowood directs this Court’s attention EAC 1 17,
25, and SAC 1 16Nillowood’'s Resp. to Mot. Partial Summ. J. 13, ECF B&%.Wilowood'’s

Supplemental Br8, ECF No0.85. Those paragraphsovide:
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FAC § 17:Wilowood subsequently began using Repar's TEBUCON mark
in connection with the sale and distribution of its own tebuconazole
products. Repar had not gtad Wilowood any license to do this.

FAC ¢ 25: Willowood continues to improperly and maliciously use the
TEBUCON mark in connection with its products in the marketplace,
directly and itentionally infringirg Repar’s registered trademark.

SAC 1 16:Wilowood has advertised products bearing the TEBUCON mark
on Wilowood's website, in flyers and other materials distributed by
Wilowood sales agents, in press releases that were picked uaribys
news sources, and on promotional tems such as pitchers used for measuring
pesticide volumes.

Decl. of Seth H. Row 6, 8, ECF N&/-6; Willowood’'s Supplemental B8, ECF No0.85-1.
Repar'suse of the TEBUCON mark in lieu te chemicahame, tebuconazole,
plausiblyrepresents a thought or conceptftidea”). This “idea” alsoplausiblyrepresents an
“advertising idea” under therdad defintion identified above, i.e., a conception intended to

attract public attention to a product. For examplepd alleges that the TEBUCON mark
“immediately and inherently signified the qualty, reputation, and sourdesé tproducts.”
Decl. of Seth H. Row 7, ECF N&7-6. This allegation, in tandem with the paragraplesiified
by Willowood, plausiblyindicatethat Repar used the TEBUCON marldistinguish its product
from the competition, i.e., to attract public attentiorth advaragesof its own product visa-
vis its competition-> However,to extend coverage to the insurelis plausible“advertising
idea” mustalso be used in dadvertisement.”
Colony’s policy defines “adveiement” as:
“Advertisement” means a notice that is broadcast or published to the
general public or specific market segments about your goods, products or

services for the purpose of attracting customers or supporters. For the
purposes of this definition:

3 This Court is hard pressed to fitttht a trademark cannot plausibly constitute an “advertisiagiSeeSport
Supply Group, Inc. v. Columbia Cas. C285 F.3d 453, 463 (5th Cir. 2003) (“It is true that, fromeotiatical

standpoint, any trademark could serve as ‘advertising.” {@itso mitted).
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a. Notices that are published include material placed on the internet or on
similar electronic means of communication; and

b. Regarding websites, only that part of a website that is about your
goods, products, or services for the purposes of attraaistgroers or
supporters is considered an advertisement.
Decl. of Seth H. Row 29, ECF No/-3; see alsdecl. of Seth H. Row 26, ECF Nb7-4
(Alied’s policy); Decl. of Seth H. Ro2, ECF No.57-1 (Crum’s policy, effective 3/1/12
3/1/13); Decl. of Seth H. Ro&3, ECF No.57-2 (Crum’s pdicy, effective 3/1/133/1/14). The

policies do not define “notice,” “broadcast” or “publishedhe noun “notice” is defined as “[a]

written or printed announcement.” The American Heritage Dictionary dEtigish Language

1203 (4th ed. 2000 see alsd’he Oxford English Dictionaryol. X, 551 (2d ed. 2001f‘A sign,

placard, etc., conveying some intimation or inteligenceThe verb“broadcast” is defined as

“[tJo send out or communicate, especially by cadr television.” The American Hetage

Dictionary of the English Languad@34 (4th ed. 200Qsee alsd’he Oxford English Dictionary

vol. 11,568 (2d ed. 2001f“To disseminate (a message, news, a musical anatia
performance, or any audible or visible matter) from a radio or te@levisansmitting station to
the receiving sets of listeners and viewers; said ai a speaker or performer.The verb

“published” is defined as “[t]o bring to the public attention; annountke American Heritage

Dictionary of the English Languadetl7 (4th ed. 2000)see alsd’he Oxford English Dictionary

vol. XIlI, 785 (2d ed. 2001)"Made generally known; publicly announced or declared; officially
promulgated or proclaimed; of a book, etc., issued or offered to the pulimiibined,these
definitions define“advertisement’as an announcement (e.g., sign or plactracommunicates
and/or disseminateisformation about goods or products to theneralpublic or the specific

market segment
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In reliance orthe FAC 1 25, 43, Wilowoodinitially argwedthatits alleged use of the
TEBUCON mark “in connection with its products in the marketplacef theepolicy definition
of “advertisement.” Willowood's Resp. to Mot. Partial Summ. J. T&:-Ro.64. This Court, in
its earlier, but vacated decision, noted thatas“not permitted to indulge in what the ultimate
facts may showvhich might . .. bring the incident within the liability terms of the pdlicy
Opinion & Order 9, August 1, 2014, ECF N8 (quoting Blohm 231 Or.at 417. This Court
subsequently found that the mere sale of a product besnwier’'s mark does notasonably
constitute an “advertisement” under the poli&f. Am. States Ins. Co. v. Dastar Cagigo. 00
6058HO, 2006 WL 1514857, at *D. Or. May 25, 2006) (“Sales may result from advertising
activities, but sales are nbiet same thing as advertising.).S. Fidelity & Guar. Co. v. Star
Techs,Inc, 935 F. Supp. 1110, 1116 (D. Or. 199§A] sale is not advertising activity; it is
merely the desed result of advertising activity.” (citation and internal quotation kshar
omitted).

This Courtis now faced with a much more detaileattualaccount of possible
“advertisement.”In the SAC,Repar alleged that Willowood advertised products bearmg th
TEBUCON mark on its website, flyers, press releases, and on promdtemsl such as
pitchers.Willowood’'s Supplemental B8, ECF No0.85-1. Fliers and presgeleass, much like
sigrs or placard, constitute announcemerthat communicate and/or disseminatgormation
about goods or products to the general public or the specific market seghei@ourt’s
inquiry, howeverjs not finished.A “personal and advertising injury” is an injunarising out of
. .. the use of another’s advertising idea in your advertisenteee’; e.gDecl. of Seth H. Row

29, ECF No57-3 (emphasis added)
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Because théerm “arising out of” is not defined ithin the policies this Court returnso
the plain meaningTheverb “arise” is defined as “to come into being; originatélie American

Heritage Dictionary of the English Langua@e (4th ed. 2000), and the function word “out of” is

defined as “[flrom awrigin, source, or cause,” The American Heritage Dictionary of thesBngli

Languagel?250 (4th ed. 2000kee alscClinical Research Inst. of S. Or., P.C. v. Kemper Ins.
Cos, 191 Or. App. 595, 601 (2004) (defining “arise” as “to originate from a spectiedes’

and “out of” as “a function word to indicate either origin or birth or causeotivefi (citation

and internal quotation marks omitted)he remaining issue is whether Repar’s alleged injuries
“arise out of,” i.e., originate, with Wilowood's alleged use of theBUEON mark in
advertisements.

Repar, in the underlying actioseeks damagder breach of contract, breach of implied
contract, quastontract/unjust enrichment, Federal Trademafkngement and Counterfeiting,
15 U.S.C. 81114 and Federal Unfair Competitiori5 U.S.C. 81125(a) Willowood's
Supplemental Brl0-15, ECF No85-1; se alscsupra notes (indicating thathis Court looks to
claimg. Repar’s claimg, including Breach of Implied Gntract Federal Trademark Infringement
and Counterfeiting, and Federal Unfair Certition,** plausiblyallegeinjury originating, at least
in part, in Willowood's use of the TEBUCON mark in advertisemelts.example Repar
alleges that Wiiwood breached an implied contract by “using the name on product labels . . .
[and] us[ing] the EBUCON mark to advertise Wilvood products o its website, in
promotional materials and press releases, and on promotional téfiewood's Supplemental

Br. 12, ECF No85-1. However,asnotedby the insuranceroviders,such abroad applications

“This Court declines to discuss Rejs claimfor breach of contractbecause it is explicitly edetbunderthe
policy.SeedDecl. of Seth H. Row 27, ECF N&/-3; infra §lI(A). Likewise, Repar’s claim for quasontract/unjust
enichmentis an equitable remedy thatdoes not meet the @afinftAdvertising Injury under subsection “Bee
supra8I(A)(iii) (discussing elements of a claim for quegmtract/unjust enrichment).
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not reasonableinder the circumstanceSeeg e.g, Aliled’s Reply to Summ. B, ECF No.70
(ctting Purplusinc. v. Hartford Cas. InsNo. C 1203689 JSW, 2013 WL 1149768, at *5 (N.D.
Cal. Mar. 19, 2013.

Many courts, includingthose within this district® require a causal connection between
the advertising injuy and the advertising activitysee, e.gSimply Fresh Fruit, InG94 F.3d at
1222; GRE Ins. Grp./Tower Ins. Co. v. Complete Music,,[2€l F.3d 711, 7345 (8th Cir.
2001).An injury has no “causal connection” if “it could have occurretkpendent and
irrespective of any advertising3imgdy Fresh Fruit, Inc, 94 F.3d at 1222Absent this causal
connection,“advertising injury coverage, alone, would encompass most claims redeites t
insured’s business” because “virtually every business that sells a procigwioe advertises, if
only in the sense of making representations to potential custorBansK of the West v. Superior
Court, 833 P.2d 545, 560 (1992) (internal quotation marks omiti#d. Court agrees that a
causal connection is necessary to confine the scope of coverage to the reagpaatation of
the partiesSeeBank of the Wes833 P.2d at 560.

Turning to the SAC, the gravamentbé underlying actionis premised on Willowood'’s
use of the TEBUCON mark. Whether that aosestitutes aiolation of contractor trademark,
therelevantresulting harm is caused by the misuse of the mark, not by the advertisingCitBelf
GRE Ins. Grp./Tower Ins. C&71 F.3dat 714-15 (“It was the playing of the copyrighted songs
that infringed, and this could have occurred independent of Complete Music’s siayérti
(cttation omitted));Simply Fresh Fruit, In¢94 F.3d at 1223 (“That Simply Fresh exploited its
alleged use of the patented processes in conjunction with its product promatibp@ies is

immaterial. The gravamen of the patent infrihngement claim is the use”alottation omitted);

> Am. States Ins. C®2006 WL 1514857, at *2 (relying, in part, 8Bimply Fresh Fruit, Inc. v. Cont’lIns. G®4
F.3d 129, 1221 (9th Cir. 1996)).S. Fidelity & Guar. Cq935F. Supp.at 1116 (“This court agrees that there must
be a causal connection between the advertising injury and teeiahg activity . .. .").
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Microtec Research, In@. Natonwide Mut. Ins. Cqo40 F.3d 968, 971 (9th Cir. 1994) (“If the
tortfeasor does some wrongful act and then advertises it, harm caused bynijiellvact alone
is not within the scope of the term advertising injury.”).

Repar’s claim for breach of imptie contract is premised dfvilowood’s use of the
TEBUCON mark and Wilowood's refusal to purchase its technical tebucen&moh Repar.
SeeWillowood’'s Supplemental Bd2, ECF No.85-1. Although Reparalsoalleges that
Wilowood used the TEBUCON mark “on its website, in promotional materials asd pr
relkeases, and on promotional iteimil., such allegations are insufficient to create coveraige.
underlying harm, Wilowood'scontinueduse of the TEBUCON mark, “could have occurred
independent and irrespective of any advertisirgjirhply Fresh Fruit, Ing94 F.3d at 1222.

Repar may not “excise particular words or phrases from their contextsmasufacture
coverage.Basalite Concret@rods., LLC v. Nat'l Union Fire Ins. Co. of Pittsburgtio. CIV.
2:1202814 WBS EFB, 2013 WL 2156582, at *5 (E.D. Cal. May 17, 2013) (citation and internal
quotation marks omitedy’

Repar’s claims under the Lanhaut are no different. Repar’s claim fBederal
Trademark Infringement and Counterfettinglies on Wilowood’'s “confusingly similar
imitation of Regar's TEBUCON mark.'Wilowood's Supplemental Bri4, ECF No.851. The
gravamen of thiclaim is the misuse of the TEBUCON mark, independent of any advertising.
Repar’s claim for Unfair Competitio does, howeveslightly expand upon the efied misuse of
the TEBUCON mark- “Willowood’'s use of advertising and promotional materials bearing the

TEBUCON mark has also injured Repar . .. caus|ing] . .. confusion, @e&cept mistake.”

'®|n Basalite the District Courtassessed an identicdisection “fdefinition of Personal and Advertising Injury
2013 WL2156582, at4-5. TheDistrict Court concludedthatthe pleadinghich alleged “unauthorized use ofthe
Trademarks is commercial advertising that misrepresbatnature, characteristics, qualities, or origin of the
Trademarks,” were insufficient to $¢aan advertising injuryd. at 5.
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Id. at15. However, “references to the term ‘advertisement’ do not transform trademark
infringement allegations into advertising injuries?urplus Inc, 2013 WL 1149768, at *see
alsoinfra §11(B)(ii) (declining toreasonably interpret the allegationscasstituting alaim for
false advertising).

Accordingly, Wilowood camot establish coverage under subsection “f,” “use of
another’s advertising idea in your ‘advertisement.”
ll. Exclusion

The insurance providers move this Court to preclude insurance coverage, if found, on the
basis of various policy exclusions, includin¢it) Breach of Contract and (2) Infringement of
Intellectual Property’ Before proceeding, thi€ourt notes thaft]he insurer has the burden of
proof that [a claim or action] is excluded,” and “any ambiguity in an exclusiatlange is
strictly construd against the insurer3tanford v. Am. Guar. Life In€o, 280 Or. 525, 527

(1977) (citatios omitted).

A. Breach ofContract Exclusion

Colony’s policy excludes from #rsonal and advertising injury” any “claim,” including:
a. Breach of Contract
Based upon or arising out of “personal and advertisingryin
arising out of a breach of contraetxcept an implied contract to use
another’s advertising idea in your “advertisement”.

Decl. of Seth H. Row 27, ECF N&7-3." Colony’s policy is substively similar to the other

insurance policiesSeeDecl. of Seth H. Row 11, ECF N&7-4 (Alied’s policy); Decl. of Seth

"Because this Court finds that the insurance providers dowveotVilowood a duty to defend based uponthe
allegations and claims in the underlying action, this Gibertines to discuss the applicability of additional
exclusionsandrelated arguments articulalgcthe insurance providers.

'8 Colony’s policy also provides:

2. Contractual Liability
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H. Row 40, ECF No57-1 (Crum’s policy, effective 3/1/28/1/13); Decl. of Seth H. Row 41,
ECF No.57-2 (Crum’s policy, effective 3/1/E38/1/14). The insurance providers contend that
this provision excludes cokege for Regr’s claims asserting breachiofplied contract and
breach of auasicontract/unjust enrichmenBecause Repar’s claim fquasicontract/unjust
enrichmentis not covered under the policy, this Court’s inquiry wil focusRapar’sclaim for
breach oimplied contract.

The noun “contract” is notdefined within the policies‘Contract” is defined as “[a]n
agreement between two or more parties, especialy one that is writtemfarckable by law.”

The American Heritage Dictionary of the EslfjliLanguage398 (4th ed. 2000)see alsd.arson

Const. Co. v. QrAuto. Ins. Cq.450 F.2d 1193, 1195 (9th Cir. 1971) (“By its primary meaning
the word ‘contract’ denotes an agreement between the partilsis')definition, when combined
with this Court’s earlier definition of “arising out of,” excludes from cogergersonal and
advertising injury” originating from an agreement between two or more parties.
To decidewhether thisdefinition captues Repar’s claim for breach of implied contract,

this Court looks to Oregon cas&ldn Montez v. Roloff Farms, Ind.75 Or. App. 532, 536
(2001), the Oregon Appellate Court explained the relationship between andimgfiect” and
“express” contract as follows:

An impliedin-fact contract is no different in legal effect from an express

contract. The only difference between them is the means by which the

partes manifest their agreement. In an express contract, the parties

manifest their agreement by their worddether written or spoketn an

implied-in-fact contract, the parties’ agreementis inferred, in whole or in
part, from their conduct

Based upon or arising out of any liability for which the ireslis obligated to pay
“damages” by reason ofthe assumptof liability in a contract or agreement. This
exclusion does not apply to liability for “damages.”

Decl. of Seth H. Row 12, ECF No/-3; see alsd®ecl. of Seth H. Row 7, ECF N67-4 (Allied’s policy); Decl. of
Seth H. Row 12, ECF N&7-1 (Crum's policy, effective 3/1/128/1/13); Decl. of Seth H. Row 13, ECF NgY-2
(Crum's policy, effective 3/1/13/1/14).
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(cttation and internal quotation marks omittédnphasis in origingl) see alSdRESTATEMENT
(SEconND) OFCONTRACTSS 4cmt. a (1981) (indicating that the difference betwespress and
implied contracts “liesmerelyin the mode of manifesting assent” (emphasis added)). This
explanation, in tandem with the plain meaning definitiorfcohtract” and “arising out df,see
alsoClinical Research Inst. of S. Q91 Or. App. at 601 (“The ordinary meaning of the words
‘arising out of’ isvery broad” (citation omitted))excludesRepar’s claim for breach afplied
contract,see alsARESTATEMENT(SECOND) OFCONTRACTS8 1cmt. f (*The term contract is
generic. As commonly used, and as here defined, it includes variesiesbdd as . .implied.”
(emphasis added)). This Court’s inquiry is not finishieolever.

Wilowood also assertthatRepar’s allegationgall within the exception to the exclusion.
See, e.gWillowoods’ Resp. to Mot. Partial Summ. J. 18, ECF &fb.The ex@ption precludes
exclusion if “personal and advertigj injury’ aris[es] out of .. . an implied contract to use
another’s advertising idea in your ‘advertisemenbDé&cl. of Seth H. Row 27, ECF N67-3. As
discissed more thoroughhin supra8 I(B),this Court is unable tceasonablynterpret the
allegationsas “arising out of . . . use of another’s advertising idea in your advertiséme
Accordingly, the breach of contract exclusiappliesto Repar’s claim fobreach oimplied
contract.

B. Intellectual Property Exclusion

Colony’'s policy excludes from grsonal and advertising injury” any “claim,” including:

c. Infringement of Copyright, Patent, Trademark Or Trade Secret
Based upon or arising out of “persbrand advertising injury” arising

out of the infringement of copyright, patent, trademark, trade secret or
other intellectual property rights.
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However, this exclusion does not apply to infringement, in your
“advertisement”, of copyright, trade dress or sloban.

Decl. of Seth H. Row 27, ECF N®&/-3. Colony’s policy is substantively similar to the other
insurance policiesSeeDecl. of Seth H. Row 11, ECF N&/-4 (Alied’s policy); Decl. of Seth
H. Row 40, ECF No57-1 (Crum’s policy, effective 3/1/28/1/13); Decl. of Seth H. Row 41,
ECF No.57-2 (Crum’s policy, effective 3/1/238/1/14). The insurance providers contend that
this provision excludes coverage for Repar’s claims assdtidgral Trademark Infringement
and Counterfeiting 15 U.S.C881114 1117 andFederal Unfair Competition15 U.S.C. 8
1125(a) See, e.gCrum’s Mot. Partial Summ]. 26, ECF Nab5.

i. Federal Trade mark Infringement and Counterfeiting

Neither “infrihngement” nor “trademark” are defined within the polici&se noun
“infringement is defined as[a] violation, as of a law, regulation, or agreement; a brealdie”

American Heritage Dictionary of the English Lanqu&§€ (4th ed. 2000).

The noun ‘“infringement” is modified by the attributive noun “trademarkratiEmark” is
defined as “[a] name, symbol, or othdevice identifying a product, officially registered and

legally restricted to the use of the owner or manufactufidre’ American Heritage Dictionary of

the English Languag#829 (4th ed. 2000kee alsa’he Oxford English Dictionaryol. XVIII,

351 (2d ed. 2001) (*A mark (secured by legal registration or, in some counttilliseed by
use) used by a manufacturer . . . to distinguish his goods from similas ofather firms . . .

."). These definitions, combinedith this Court’s definition of “arising out of 5eesupra8 I(B),

This Court notes thatthe exception tothe exclusion jplitable because the allegations in the underlying
action cannotbe reasonably interpreted as constituting afolaimfringement of either “trade dress” or “slogan.”
Sedruddruckers, Inc.v. Doc’s B.R. Others, /826 F.2d 837, 841 (9th Cir. 1987) (“The test we have dated

for trade dress infringementis whether there is a ligelhof confusion resulting fromthe total effect of the
defendant's package ongleye and mind of an ordinary purchaser.” (citation andiatquotation marks
omitted));Hugo Boss Fashions, Inc. v. Fed. Ins., @62 F.3d 608, 619 (2d Cir. 2001) (“Thus, it seems cleastha
‘slogan’ must be somethingther than the house mark or product mark it$kéit provides such a reminder.”
(emphasis in original)). In any event, Willowood presé meargumentand the insurance providers provided a
persuasive analysis.g, Crum's Mot. Partial Summ. J. 224, ECF No55.
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exclude “personal and advertising injury” if such injury originates in a violadibanother’s
officially registered(or established by useame or symbol identifying a product.

To prevail on a claim of trademark infringent under 15 U.S.C.BL14 a party “must
prove: (1) that it has a protectable ownership interest in the mark2ata{ the defendant’s
use of the mark is likely to cause consumer confusidmetwork Automation, Inp638F.3dat
1144 (citation and internal quotation marks omitte@p mee this burdenRepar alleges that
Wilowood used a “confusingly similar imitation[]” of Repar’s officialkegistered mark
TEBUCON, in violation of 15 U.S.C. 8114 Wilowood's Supplemental Bd4, ECF No.851.
The gravamen of these allegatiomsisuse of the TEBUCON mark, medhe combined
definitions provided above, i.e., violation ahother’s registerefbr established by useame or
symbol.

In the SAC, Repar added an allegation of Counterfeiting utislés.S.C. 81117(c) Id. at
13-15. In order to invoke§ 1117s special civi monetary remediesgplaintiff must establish: (1)
a defendanintentionally used a counterféitmark in commerce; (2) knowing the mark was
counterfeit; (3) in connection with the sale, offering for sale, ortiitn of goods; and (4) its
use was likely to confuse or deceieaho Potato Comm'nv. G & T Terminal Packaging, Jnc.
425 F.3d 708721 (9th Cir. 2005).Repar again relies on Willowood's useaofconfusingly

similar imitation]” of the TEBUCON markWilowood’'s Supplemental Bd4, ECF No.85-1.

“The “consumer confusion” prong is assessed using eigkeximustive factors, including:

[1] strength ofthe mark; [2] proximity of goods; [3] darity of the marks; [4] evidence
of actual confusion; [5] marking channels used; [6] tyfomds and the degree of care
likely tobe exercised by the purchaser; [7] defendant’s intent in gejette mark; and
[8] likelihood of expansion of the product lines.

Network Automatiorinc. v. Advanced Sys. Concepts, |688 F.3d 1137, 1145 (9th Cir. 2011).
ZLuA ‘counterfeit’ is a spurious mark which is identical witht substantially indistinguis hable from, a registered
mark.” 15 U.S.C. §127
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As above, the gravamen is trademark infringement, and the allegationgheneembined
definitions under the policies.
Accordingly, thelntellectual Propert§xclusion appliesto Repar’s claim foFederal

Trademark Infringemenand Counterfeitingunder15 U.S.C881114 1117

ii. Federal Unfair Competition

Repr also alleges a claim férederal Unfair Competition under 15 U.S.QL15(a) Id.
at 15-17. Willowood contends that because 15 U.S.Q185(a)prohibits a broader scope of
conduct tharl5 U.S.C. 81114 theIntellectual Propert§xclusion does not apply to Repar’'s
Unfair Competition daim. See, e.gWillowood's Resp. Summ. J. 27, ECF Nd. This Court
looks t015 U.S.C.§1125(a)

15 U.S.C. 81125(a)extends civil liability to any person who “uses in commerce any
word, term, name, symbol or device or .any false designation of origin, false or misleading
descriptions of fact, or false or misleading representation, whicls likely to cause confim,
or to cause mistake, or to deceive as to. therigin, sponsorship, or approval of his or her
goods, services, or commercial activities by another person . . hér&ss15 U.S.C. 81114
provides protectioronly to registered mark§l5 U.S.C. 81125(a) protects against infrirgment
of unregistered marks and trade dress as well as registered margsptants against a wider
range of practices such as false advertising and product disparageegpite Ehese differences,
the analysis under the two provisions is oftentimestici.” Brookfield Commc’ns, Inc. v. W.
Coast Entnt Corp., 174 F.3d 1036, 1046 n. 8 (9th Cir. 1999) (citations omitted) (emphasis
added);see als@. & J. Gallo Winery v. Gallo Cattle Ca967 F.2d 1280, 1288 n. 2 (9th Cir.
1992) (“[T]he elements of infringement and unfair competition claimessentially the same;

the rulings stand or fall together.'Qolden Nugget, Inc. v. Am. Stock Exch.,,|1828 F.2d 586,
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591 (9th Cir. 1987) (“[W]e acknowledge freely that the tort of unfair competiicextremely
flexible, and courts are given wide discretion to determine whether caeduofair.” (citation
omitted))?2

The differences betwedb U.S.C. 8l114and15 U.S.C. §l125(a)are not dispositive in
this analysis. This Court previously defined “trademark” to include a “naragnasol
identifying a product” registered established by usén other words, the plain meaning of
trademarks broader than the protections affordeder 15 U.S.C. 8114 As a result, the issue
is whether this definition of “trademarkncompasselRepats unfair competition allegations.

Repar alleges that Willowood used “confusingly similar imitati@ml/or direct copi€s
of its mark resulting in “confusion, deception and mistakati“made false representations,
false descriptions, and false desigra of itsgoods” Wilowood's Supplemental BA5-16,
ECF No0.85 1. Because Repdiroadly assertsreunfair competition clainunder 15 U.S.C. §
1125(a) this Court’s inquiryfocuses orthose claimghatmay be derived from a reasonable
interpretation of the allegations.

“A federal claim under [15 U.S.C.BL25(a) for infringement of an unregistered mark is
triggered by a use which ‘is likely to cause confusion, or to cause mistateedeceive as to the
affiiation, connection,or association” of the unregistered marRr. Seuss Enters.,R. v.
Penguin Books USA, Ind09 F.3d 1394, 146304 (9thCir. 1997);see alsdBrookfield
Commc’ns, InG.174 F.3d at 1046 (“To establish .. . an unfair competition claim ut8er [
U.S.C. 81125a)], [plaintiff] must establish that [defendant] is using a mark confusisgpylar

to a valid, protectable trademark of [plaintiff's].”Repars burden is similar, if not identical to a

22«Can the tort of unfair competition be accurately defineu@gimple and honest answeth question is ne-
notin the abstract. It is no easier and no more productiveeddluesults to define generally the exact limits of
unfair competition thanitis to define the exact limits bis a ‘tort’ ora ‘civilwrong.” 1J. THOMAS
McCARTHY, MCCARTHY ON TRADEMARKS AND UNFAIR COMPETITIONS 1:8 (4th ed. D14).
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claim for trademark infringement undéb U.S.C. 81114 See, e.gToho Co., Ltd. v. William
Morrow & Co., Inc, 33 F. Supp. 2d 1206, 1210 (C.D. Cal. 1998) (“When trademark and unfair
competition claims are based on the same infringing conduct, coulgstizgpame analysis to
both claims.”).As in Repar’s Trademarkiringementand Munterfeiting claim, the gravamen

of Repar’s Unfair @mpetition claim is that Wilowood used a “confusingly similar ingtaiti of
Repar’s markAccordingly, this claimalsoarises out of trademark infringemeand is excluded.

15 U.S.C. 81125(af1)(B)?® also “protects against a wider range of practices such as false
advertising and product disparagememrookfield @mmc’ns, Ing.174 F.3dat 1046 n. 8
(emphasis addedJo assert either claingee, e.gZenith Elecs. Corp. v. Extec, In&82 F.3d
1340, 1348 (Fed. Cir. 1999) (“This portion 83(a) provides the basis for what are generally
known as ‘false advertising, ‘trade libel; and ‘product disparagénuaims.”), a plaintiff must
allege five elements, including:

(1) a false statement of fact by the defendant in a commercial
advertisement about its own or another’s product;

(2) the statement actualy deceived or has the tendency to deceive a
substantl segment of its audience,;

(3) the deception is material, in that it is likely to influence the purchasing
decision;

(4) the defendant caused its false statement to enter interstate commerce;

%15 U.S.C. 8.125(af1)(B) provides:

(1) Any person who, on orin connection with any goods aicas, or any container for
goods, useis commerce any word, term, name, symbol, or devicenpicambination
thereof, orany false designation of origin, false or mititegadescription of fact, or false
or misleading representation of fact, whieh

(B) in commercial advertising or rpmotion, misrepresents the nature,
characteristics, qualities, or geographic origin of hihe@ror another person's
goods, services, or commercial activities, shall be liableimilaaction by any person
who believes that he or she is oris likelybe damaged by such act.

28 —OPINION AND ORDER


https://a.next.westlaw.com/Document/N1803CA80BCE311D98FA4F357FE3D842F/View/FullText.html?navigationPath=Search%2Fv3%2Fsearch%2Fresults%2Fnavigation%2Fi0ad6040a0000014759bf2b39344f70e5%3FNav%3DMULTIPLECITATIONS%26fragmentIdentifier%3DN1803CA80BCE311D98FA4F357FE3D842F%26startIndex%3D1%26contextData%3D%2528sc.Search%2529%26transitionType%3DUniqueDocItem&listSource=Search&listPageSource=586550ef1af81cd0be875494b450eb4a&list=MULTIPLECITATIONS&rank=0&grading=na&sessionScopeId=71fb0c64c3bbac396a999853692f2d53&originationContext=NonUniqueFindSelected&transitionType=UniqueDocItem&contextData=%28sc.Search%29
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1998201801&pubNum=4637&originationContext=document&transitionType=DocumentItem&contextData=(sc.Search)#co_pp_sp_4637_1210
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1998201801&pubNum=4637&originationContext=document&transitionType=DocumentItem&contextData=(sc.Search)#co_pp_sp_4637_1210
https://a.next.westlaw.com/Document/N2DC564D01A1611E29721A053D49F2B3B/View/FullText.html?navigationPath=Search%2Fv3%2Fsearch%2Fresults%2Fnavigation%2Fi0ad6040a0000014759bfc396344f7185%3FNav%3DMULTIPLECITATIONS%26fragmentIdentifier%3DN2DC564D01A1611E29721A053D49F2B3B%26startIndex%3D1%26contextData%3D%2528sc.Search%2529%26transitionType%3DUniqueDocItem&listSource=Search&listPageSource=efd2b0e3d1aaa70de3bd61bc5c8ca34a&list=MULTIPLECITATIONS&rank=0&grading=na&sessionScopeId=71fb0c64c3bbac396a999853692f2d53&originationContext=NonUniqueFindSelected&transitionType=UniqueDocItem&contextData=%28sc.Search%29
https://a.next.westlaw.com/Document/I219b3231949411d993e6d35cc61aab4a/View/FullText.html?transitionType=UniqueDocItem&contextData=(sc.UserEnteredCitation)&userEnteredCitation=174+F.3d+1036
https://a.next.westlaw.com/Link/Document/FullText?findType=Y&serNum=1999158590&pubNum=506&originationContext=document&transitionType=DocumentItem&contextData=(sc.Keycite)#co_pp_sp_506_1348
https://a.next.westlaw.com/Document/N2DC564D01A1611E29721A053D49F2B3B/View/FullText.html?navigationPath=Search%2Fv3%2Fsearch%2Fresults%2Fnavigation%2Fi0ad6040a0000014759bfc396344f7185%3FNav%3DMULTIPLECITATIONS%26fragmentIdentifier%3DN2DC564D01A1611E29721A053D49F2B3B%26startIndex%3D1%26contextData%3D%2528sc.Search%2529%26transitionType%3DUniqueDocItem&listSource=Search&listPageSource=efd2b0e3d1aaa70de3bd61bc5c8ca34a&list=MULTIPLECITATIONS&rank=0&grading=na&sessionScopeId=71fb0c64c3bbac396a999853692f2d53&originationContext=NonUniqueFindSelected&transitionType=UniqueDocItem&contextData=%28sc.Search%29

(5) the plaintiff has been or is likely to be injured aseault of the false

statement, either by direct diversion of sales from itself to defedayt

lessening of the goodwill associated with its products.
Skydive Ariz Inc. v. Quattrocchi673 F.3d 1105, 1110 (9th Cir. 2012) (citations omitted)
(assessing false advertisingclaim); Zenith Elecs. Corp182 F.3dat 1348 (Fed. Cir. 1999)
(assessing product disparagementaim); see alsd-reecycleNetwork, Inc. v. Ogy05 F.3d
898, 903 (9th Cir. 2007) (recognizing th&t U.S.C. 81125(a)(1)(B)“creates liability . . . for
productdisparagementi.e., misrepresentation of ‘the nature, characteristics, qualties or
geographic origin’ of ‘another persorg@odsservicesorcommercial activities’). This Court
previously indicated that Repar’s allegations doauststitutea claim for traddibel and/or
product disparagemenBupra§ I(A)(i); see alsdMicrotec Research Ina40 F.3d at 970 (“The
complaint alleged that Microtec passed off code created by Greendi®uwgh Microtec had
written it, not that Microtec made disparaging statements about Grésintdidvertisements . . .
).

In addition to that finding, his Courtis alsounable toreasonably interprehe allegations
to constitutea claim for false advertisinglhe only specific allegatiomelating toa false
statement odeceptionis the misuse of the TEBUCON madkbsentadditional allegations this
Court is unable to reasonably identdyfalse advertisingclaim See, e.gMicrotec Research
Inc.,40 F.3d at 971 (“[R]ead in context . .. . Green Hils did not aver thabidicrhad said
anythirg negative about Green Hils . .. . This averment does not say that leliCatsdy
advertised that Green Hills’ code had bugs, or was slower than Microtedes”).In any event,
the gravamen of this potential claim is the misuse of the TEBUCON. mark

Accordingly, thelntellectual Propertfxclusion applies to Repar’s claim feedeal

Unfair Competition under15 U.S.C. 81125(a)
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CONCLUSION

For these reasonthe insurance providers’ respective motions for summary judgment,
ECF No.51 (Alied), ECF No.55 (Crum), and ECF N8 (Colony), are GRANTED, rad

Wilowood's motion for partial summary judgment, ECF 88. is DENIED.

IT 1S SO ORDERED.

DATED this 27th day ofOctober 2014.

s/ Michael J. McShane
Michael J. McShane
United States District Judge
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