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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF PENNSYLVANIA

PARKS, LLC,

Plaintiff, :
V. : No. 5:15v-00946

TYSON FOODS, INC.; HILLSHIRE
BRANDS COMPANY,

Defendants.

MEMORANDUM OPINION AND ORDER

Defendants’ Motion for Protective Order, ECF No. 100 -Granted in Part
Defendants’ Motion to Compel, ECF No. 86 —Granted in Part

Joseph F. Leeson, Jr. Deember 23, 2015
United States District Judge

l. Introduction

Beforethe Court are two motions, both brought by Defendants: first, a Motion for
Protective Order Regarding Plaintiff’'s Notice of Rule 30(b)(6) to Defendgishiie Brands
Company, and second, a Motion to Compel Plaintiff's Respdngeésrtain Discovery Re@sts.
For the following reasons, both motions are granted in part.

The facts of this case, which involve claims by Plaintiff, the successor Batlke

Sausage Company, against Defendants based on Defendants’ use of the namEifeatkT®r

a line of frankfurters, are set forth in detail in a previous opirs@ePaks, LLC v. Tyson
Foods, Inc.No. 5:15ev-00946, 2015 WL 4545408, at *1-6 (E.D. Pa. July 28, 2015). The Court

is nowpresenteavith various discovery disputes between the parties, which arose out of
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Plaintiff's requesto depose a designee of DefendariisHire Brands Company and Defendants’
requestgor written discovery and the production of documents.

First, Defendants seek a protective order in response to Plaintiff's réquiesiose a
designee obefendantHillshire. The parties dispute the proper location for the deposition as
well as the propriety of the topics that Plaintiff intends to cover. Second, Defesdaktan
order compelling Plaintiff to respond to certain discovery requestg tiefiised to answend
directing Plaintiff to correctarious purportedeficienciesn Plaintiff's responses to others.

l. Defendants’ motion for a protective order is granted in part.

Initially, the CourtaddresseBefendants’ contention that Plaintiff should be barred from
deposinga designee of Hillshe. Defendants argue that Plaintiff should effectively be estopped
from participating in further discovery because Plaintiff oppdkent request for an extension of
the fact discovery deadline and represented to the Court that it did not wish to h&ieaaddi
time toconduct further discovery. The fact that Plaintiff opposed the extension of the fact
discovery deadline does not mean that it could not seek additional discovery once the €sburt rul
in Defendants’ favor and extended the deadline. The Court did not attach any conditions to the
extension of the discovery period, and will not do so now.

A. The deposition of Hillshire’s designee shall take place at Hillshire’s princed place
of business.

Plaintiff seeks to conduct the deposition of Hillshire’s designee in Philadelphia,
Pennsylvania, while Defendants contend that the appropriate place for the deps$iticago,
lllinois—Hillshire’s principal place of busines$T]he general rule is that corporations and
defendants that are employees obgorate defendant ought to be deposed at the corporation’s

principal place of businessBro-Tech Corp. v. Thermax, Inc., No. 05-2330, 2006 WL 3337496,

at *2 (E.D. Pa. Nov. 16, 2006) (citing Triple Crown Am., Inc. v. Biosynth AG, No. 96-7476,




1998 WL 227886, at *3 (E.D. Pa. Apr. 30, 1998); Socodis-Bocchi Trading, Inc. v. M/V

Humboldt Rex, No. 91-1474, 1992 WL 142030, at *3 (E.D. Pa. June 16, 1992); 8A Charles Alan

Wright & Arthur R. Miller, Federal Practice and Proced§r2112, at 81-82 (2d ed. 1994)). This

is because “[a] defendant neither chooses the cause of action nor the placengjitg.br

Sampathachar v. Fed. Kemper Life Assurance Co., No. Civ.A. 03-5905, 2004 WL 2743589, at

*2 (E.D. Pa. Nov. 24, 2004) (citing Salter v. Upjohn Co., 593 F.2d 649, 651 (5th Cir. 1979)).

Plaintiff suggests that the Court should condustultiplefactor balancing test to
determine where Hillshire’s designee should be deposed, but that is not corrects &here
presumption that a defendant corporation’s designee should be deposed at the corporation’s
home that must be overcome to require the designee to appear elsewhere, andghe factor
which Plaintiff cites simply illuminate whether that presumption has been overnane

particular caseSeeMatarazzi v. Econ. Forms Corp., No. 87-5373, 1988 WL 83721, at *1 (E.D.

Pa. Aug. 10, 1988) (citing Mitchell v. Am. Tobacco Co., 33 F.R.D. 262 (M.D. Pa. 1963))

(observing that there is an “ordinary presumption that depositions should betake

corporation’s principal place of business”); Moretti v. Herman’'s Sporting GdodsNo. 88-

0111, 1988 WL 122299, at *1 (E.D. Pa. Nov. 10, 1988) (citing Work v. Bier, 107 F.R.D. 789,
792 n.6 (D.D.C. 1985)) (“Absent exceptional circumstances, the deposition of a defendant
corporation by its agents and others shall ordinarily be taken at its principalgblausiness.”).

While this general rule “is not inflexible and is subject to modificati@mng-Tech Corp.

v. Thermax, Inc., 2006 WL 3337496, at *2, the reasons Plaintiff offers to conduct the deposition

in Philadelphia fall short of the circumstances that courts in this distketfband sufficiently
compelling to order the deposition of a corporate designee to banteefllace away from the

corporation’s home. For example, Hillshire’s principal place of business is lomation with a



ten-hour time difference, which would impede the Court’s ability to mediate any dssfhat
arise during the depositiogeeid., nor are all counsel locad in PhiladelphiasseeSocodis-
Bocchi 1992 WL 142030, at *3, and Plaintiff has not offered to bear the cost of saegl,
Plaintiff contends that Tim Smith, Hillshire’s proposed designee, “offersasnn why
the location of the deposition is inconvenient for hinigit in Mr. Smith’s declaration, he stated
that
[ijn general, traveling to Philadelphia for a day or more of preparation and
deposition testimony would be extremely inconvenient for me and ultimately
damaging to the numerous key initiatives that | am working on across my
businesses. At present, | am focused on multiple high priority initiativasing
the aforementioned partner opportunity, the launch of our biggest fiscal year
innovation initiative, as well as multiple crefsctioral leadership meetings
which require me either to be in our Chicago office or traveling to Springdale,

Arkansas’

Cf. Socodis-Bocchi, 1992 WL 142030, at *3 (requiring a corporate designee to submit to a

deposition away from the corporation’s principalgglaf business in part because the
corporation “failed to present any evidence of the extent to which the corporapeedssiaffairs
would be disrupted if required to appear in Philadelphia for a deposition”).

Many of the reasons Plaintiff offerdd justify holding the deposition in Philadelphia cut
both ways, such abkeobservation that travel time from Chicago to Philadelphia is less than
three hours (or vice versa), most of the documents that have been produced in thestasslare
electronically(which means that Plaintiff would not be burdened by the need to bring those
documents to Chicago), and the fact that Defendants have conducted a number of their
depositions in this district (which suggests that Plairgiffot being forced to beaxcessive

travel expenses to participate in discovery in this matter).

! Pl.’s Mem. Opp’n Defs.” MotProtective Ordet0, ECF No. 111.
2 Smith Decl. 1 8, ECF No. 168
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Plaintiff also suggests that holding the deposition in Philadelphia would facilieate th
Court’s ability to resolve any disputes that may arise because the Altentawthouse would be
a stort drive away. This concern is a serious one in light of the amount of judicial supervisi
the parties have requirgut if the Court’s interventioance again proves necessahe Court
is confident that it would be able to do so remotely. Thus, “Plaintiff has presented uaspars
reason to deviate from the general rule” that requires Plaintiff to deposhitdib designee at
Hillshire’s principal place of businesSeeTriple Crown 1998 WL 227886, at *3.

B. Defendants’ motion to limit the scopeof the deposition of Hillshire’s designee is
granted in part and denied in part.

In addition to disputing the locatiavherethe deposition should be heltie parties also
dispute the propriety of a number of topics that Plaintiff has prop&sfdndats seek a
protective order preventing Plaintiff from inquiring about certain topics iamtiig the scope of
others. For the following reasons, the Court grants Defendants’ motion in part.

1. Topics 3, 4, and 6

Topics 3, 4, and 6 pertain to a facility located in Allentown, Pennsylvania and the
marketing, selling, and distribution activities that Hillshire conducts tifendants contend
that these topics are not relevant to this action because the facility doeongttbdDefendants,
and they haveever used the facility to sell ay their Park’s Finesbranded products.
Defendants also object to the breadth of the topics, given that they encompastvitigs
Hillshire has conducted at the facility.

Plaintiff's theories of the relevance of Heetopics to this action aveeak First, Plaintiff
speculates-without any apparent evidentiary support—that the reason Hillshire does not use
this facility to sell or distribute Park’s Finest products is that Hillshire may be &iatidy

suppressing the sale of the accused Park’s Finest product in [the Allentoavtg axeid



confusion in this area during the course of this litigatidarid Plaintiff presumably seeks
evidence to support that theory. Second, Plaintiff contends that information about the products
Hillshire sells or distributes from this facility may lead to evidence that the Hdlsmployees
involved in the selection of the Park’s Finest name were aware of Plaiffifirks” name.
Understanding how that is so requires following arlodinferences. First, Plaintiff represents
that it has recently learned through discovery that two senior Hillshireitexeswere involved
in the selection of the Park’s Finest name. Because of their senior roldislatd]ithese
individuals presuntaly would be familiar with the competitors to Hillshire’s sausage products,
which, according to Plaintiff, would include sausage products sold by Dietz & Wéison,
under the Parks name. Topics 3, 4, and 6 thus seek “evidence that Hillshire sells its products
[the Allentown] area in direct competition with Dietz & Watson’s sale of Parkisages.? If
that is truean inference couldrisethat the two Hillshireexecutivesnust have known of the
Parks name at the time that they were involved in setgttie Park’s Finest name, which may
be relevant to Plaintiff's trademark infringement claiins

Plaintiff will not be foreclosed from inquiring about these topics, but theybwill
narrowedto correspond to the reasdPlsintiff has offered for their relzance Hillshire’s
designee should be prepared to testify about the purpose of the facility in d genseao
satisfy Plaintiff's desire to learn why the facility is not involved in the safaok’s Finest
branded products. The designee should also be prepared to testify about the types of products
that Hillshire has marketed, sold, or distributed from the facility and the reigiovisch those

activities have been conducted, which addresses Plaintiff's desirefiiorctrat Hillshire

3 Pl.’s Mem. Opp’n Defs.” MotProtective Ordet9.
4
Id.
The relevancef this evidenceo Plaintiff's claims of trademark infringemeistexplored in greater detail
in connection with the Court’s review objpics 9 and 12.

6
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competes in the same markets as Dietz & Watson’s Basksled productdHowever, the
designee need not be prepared to testify in exhaustive detail about the nature ofities acti
Hillshire conducts at the facility.
2. Topics 7 and 8

Topics 7 and 8 concern the marketing, sale, and distribution of Hillshire products to
Pathmark markets, including a specific Pathmark market in Philadelphia. Tinsilpa
Pathmark location is notable because one of Plaintiff's attorneys stated thatdweered
products bearing €&endants’ “Ball Park” name displayed for sale adjacent to products bearing
Plaintiff's Parks namat this locatior Plaintiff states, without elaboration, that thése topics
are relevant for the same reasons @gids 3, 4, and 6, and the Copréesumes that Plaintiff is
again seeking evidence to show that that Hillshire’s products compete in thensakets as
Dietz & Watson’s Park&randed products.

Accordingly, these topics will bemited in the same fashion asfics 3, 4, and 6.
Hillshire’s designee should be preparedéstify tothe types of products Hillshire has sold
through Pathmark markets but need not be prepared to testify in exhaustive detail about
Hillshire’s relationship with that retailer.

3. Topics9 and 12

Topics 9 and 12 concern Hillshire’s knowledge of the identity of competitors to
Hillshire’s sausage and kielbasa products, including products bearing tmey'Dean” name.
While Plaintiff states that these topics are relevant for the saasons asopics 3, 4, and 6

(ard, therefore, Topics 7 and 8), the relevance of this information in fact depends upon a slightly

6 It would seem that this information could be obtained from some other gbatde more conveniergee

Fed. R. Civ. P. 26(b)(2)(C)(i), or more precise than deposition testirhohyeither party has presented
information to support that determination.

! A photograph of the display in question was included as an exhibit tdgiffamotion for preliminary
injunctive relief.SeePl.’s Mem. Supp. Mot. Prelim. Inj. 5, ECF Nae15Child Decl. 11 ¥4, ECF No. 56.
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different chain of inferences. With respect to the previous topics, Plaggisgo use them to
obtain evidence that Hillshire products are sold in maiedschannels where Paskseanded
products are also sold. From that evidence, Plaintiff seeks to create an infeegrtioce two
referencedillshire executives must have known of the existence of the Parks name because
senior Hillshire executives would presumably know the itleatof their competitors. With
Topics 9 and 12, however, Plaintiff appears to seek direct evidence that someeHillshi
employees-though not necessarily those employees involved in the selection of the Park’s
Finest name-were awarghat Parksdbranded products competed with Hillshire’s products. If the
Parks name was known to some Hillshire employees, that evidence could suggdkst that
employees who were actually involved in the selection of the Park’s Finestatsorienew of

the Parks name.

Defendants contend that this evidence is not relevant, but relelvasayroad definition
under the Federal Rules. While relevance is not defined under the discovery rulesnths,
however, defined in Rule 401 of the Federal Rules addéfice, which states that ‘relevant
evidence’ is ‘evidence having any tendency to make the existence of any fastothat i
consequence to the determination of the action more probable or less probable than it would be

without the evidence.”” King v. Hasbr Inc, No. 07-4001, 2009 WL 3157319, at *1 (E.D. Pa.

Sept. 28, 2009). The evidence Plaintiff seeks is relevant because evidence thatlisbime Hi
employees knew of the Parks name has some tendency to suggest that theesrmplolwed in
the selectiorof the Park’s Finest name also knew of the name, which is a fact that may bear on

the ultimate question of whether Defendants are liable for trademark infemgBut the fact

8 Defendants argue that in a prior ardbe Court determined that the knowledge of only those employees

who were involved in the selection of the Park’s Finest name is relevRtaintiff's trademark infringement
claims. It is true that it matters not that some of a defendant’s emplaymeka plaintiff's trademark if the
employees who were involved in the selection of a challenged mark didivethat knowledg&eeA & H

8



that these topics seek relevant information does not end the inquiryf treyr likely benefit
outweighs the burden they impose on Hillshire are they proper subjects of igpeRed. R.
Civ. P. 26(b)(2).

The evidence Plaintiff seeks does not have substantial probative valtesolve a claim
of trademark infringementhe central question that must be answered is not whether the
defendanhadknowledge of the plaintiff's mark, or even the defendant’s intent in selecting the
mark but whether there is a likelihood of confusion between the two nbeks & H

Sportswearlnc. v. Victoria’s Secret Stores, In@37 F.3d 198, 210-11 (3d Cir. 2000he mere

fact that a defendant was aware of a plaintiff's mark, which is what Plaintif se@hkfer from
evidence it hopes to obtain during the deposition, isteelf probative of whether the
defendant’s mark creates confusion in the marketplacel.$aemas McCarthy, McCarthy on

Trademarks and Unfair Competition 8§ 23:115 (4th ed. database updated December 2015) (“It

must be kept in mind that the junior user’'s mere knovdemtgawareness of the senior user’s

mark is not the same as an intent to confuse customers.”). Rather, knowledgeraffEsplali

Sportswear, Inc. v. Victoria's Secret Stores, |87 F.3d 198, 22d Cir. 2000)discussing a district coust’
finding that a defendant did not adopt a challenged mark with maliciouns, mteich was based in part on the
district court’s decision to “credit[] the evidence that no one at [defehgmonsible for the expansion of The
Miracle Bra to swimwear haglver heard of [plaintiff's] Miraclesuit”). Thus, evidence that employees wére not
involved in the selection of a challenged mark knew of the plaintiff'«nisanot independently relevant if the court
ultimately finds that the employees who were involved had no knowlddbe plaintiff's mark. But at this stage of
the proceedings, no finding has been made that the employees involkedéletction of the Park’s Finest name
lacked awareness of Plaintiff's Parks name. If other employees at Hillgsaie aware of the Parks name, that
evidence could sugget$tat the employees involved in the selection of the Park’s Finest nagnalso have known
of the Parks name.

This question was not before the Court when the Court ruled on the dua@meest tavhich Defendants
refer. There, when Defendants challenged the propriety of Plaintiff ®sefpr “[a]ll documents concerning the
knowledge of Defendants or any of their officers, employees or agentgroog the Parks trademark
registrations,” the oglreason Plaintiff offered for needing that discovery was to “seekniaion concerning
Defendants’ intent in adopting the word Parks in their Park’s Finestriradk.” It is a plaintiff's burden to explain
its need for a discovery request, not a couat'sonceive of oneseeFed. R. Civ. P. 26 advisory conittee’s note to
2015 amendment (“A party requested to provide discovery may haverltfenation about the importance of the
discovery in resolving the issues as understood by the requesting)partgt with nothing more than that
explanation, the Court limited the scope of the document request todhle pérose intent Plaintiff sought to
discover: the Hillshire employe@svolved in the adoption of the Park’s Finest nakhere Plaintiff hasoffered an
explanation for its desire to obtain broader discovery, anthéoreasons the Court has discussed, that explanation is
sound.




markis only relevant to the extent that knowledge supports an inference taféhdanthose
the challenged mark with thféhe deliberate intent to push [the plaintiff] out of the mark8eé

Freedom Card, Inc. v. JPMorgan Chase & Co. 432 F.3d 463, 479 (3d Cir. 2005)AdtiHg

Sportswegr237 F.3d at 232). Even proof of such intent does not conclusively establistyliabil
because a trademark infringement inquiry “focuses upon the state of mind of#tegtaup of

consumers, not upon the state of mind of the junior ustaCarthy supra, 8 23.110 (“In the

absence of likelihood of confusion, the alleged infringertent cannot transmute a lawful act

into an unlawful one.”);e&eA & H Sportswear237 F.3d at 225-2@[1] t is important to reiterate

the purpose of the ‘intent’ inquiry,” because the intent of the defendant in selectiatk is
only relevant “to the eent that it bearsn the likelihood of confusion . . . .”). Thus, even if a
plaintiff can show that a challenged mark was chosenthtlintent to confuse, that is only one
factor among many that a court must consider in determining whether therecighadid of
confusion between the two marks, and it is not even the most importaht one.

The evidence Plaintiff seeks therefore has only a minor connection to thatelissue
in this case, and as originally drafted, that limited evidentiary valudycleauld have been
outweighed by the burddghese topicsvould have imposed on Hillshire. These two topics
concernHillshire’s knowledge ofts competitorsand Plaintiff defined Hillshire’s knowledge to
mean the knowledge of “all persons and/or corporations who or which at any time actsfl on [it

behalf.”® As Defendantpointed out, these topics “would impose a burden on the Hillshire

° “T he single most important factor in determining the likelihood of @dafuis mark similarity.’A & H

Sportswegr237 F.3dat 216 (citingFisons Horticulture, Inc. v. Vigoro Indus., In80 F.3d 466, 476 (3d Cir.
1994)).
10 SeeChurchill Decl. Ex. 1, at 5, ECF No. 141
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corporate designee to speak for over a hundred thousand employees, past and present, plus some
unknowable total of persons ‘acting on their behaff.”

However, in response to Defendants’ motion for a protective order, Plaintif§ tdfe
limit the scope of these topics to lower the burden on Hillshire. First, Plaintiff is witing
narrow the definition of “Hillstie” to include only Hillshire’s (i) marketing managers, sales
managers, and sales strategy and planning managers for various HleHuets, (ii) regional
and sales managers for the northeastern and southeastern U.S. Census Burést@ atistric
salesprsons in those districts, (iii) persons involved in sales to the United Statesyralitar
(iv) members of Hillshire’s legal departménitSecond, Plaintiff is willing to confine these
topics to the preceding five years. Defendants’ only response to this gnspbsd even with
these limitationsthe topics would still be “overbroad and oppressive.”

The Court has previously cautioned both parties that “[w]hen a party objects to a
discovery request on the grounds that the request would impose an undue burden, the party ‘mus
“demonstrate with specificity arfdctual detaithe exact nature and extent of the burden.””

SeeParks, LLC v. Tyson Foods, Inc., No. 5:¢600946, 2015 WL 5042918, at *5 n.3 (E.D. Pa.

Aug. 26, 2015). Without that information, the Court has no means to assess the extent of the
burden®® As originally drafted, the burden these topics would have imposed was readily
apparent from Defendants’ observation of the number of employees to which the topics would

have applied, but the burden the topics would impose in their revised form is not. Defendants

1 Mem. Supp. Defs.’ Mot. Protective Order 11, ECF No.-100

12 While the U.S. Census Bureauwshdefined a “Northeast” census region, there does not appear to be a
“southeastern” census region or divisi@eeCensufRegions and Divisions of the United StatdsS. Census
Bureau http://www2.census.gogeopdfsimapsdata/maps/reference/us_reggiif (last visited Dec. 11, 2015).

13 Pl.’s Mem. Opp’n Defs.’ MotProtective OrdeEx. B.

14 Reply Mem. Supp. Defs.’ Mot. Protective Order 3, ECF No. 116.

15 SeeFed. R. Civ. P. 26 advisory committee’s note to 2015 amendment (“A pairtyirgg undue burdear
expense ordinarily has far better informatigperhaps the only informatieawith respect to that part of the
determination.”).
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contend that even with Plaintiff's revisions, preparing for these topics would besSspye,”
but they fail to explain the nature of that burden with specificity or support thant@mwith
factual detail. As a result, the Court has no means to assess the extent of thehbueiesed
topics would impose, and without that information, the Court has no basis to find that their
burden outweighs their admittedly limited probative value. Accordingly, Defendaats2st for
Plaintiff to be precluded from inquiring about these togaenied.

However, the Court will further limit the scope of these topics in two respésts. F
Hillshire’s designee need not be prepared to testifytadiighire’s knowledge of all
competitors to Hillshire’s sausage and kielbasa products and Jimmy Deandpeoaigcts.
Plaintiff seeks information about Defendants’ “knowledge of Parks and itsrteais,"° not
Defendants’ knowledge of each of Hillshsetompetitors! Therefore, these topics shall be
limited to Hillshire’s knowledge of Parkdsranded products sold in competition to Hillshire’s
sausage or kielbasa products or Jimmy Bler@amded products, rather than Hillshire’s knowledge
of all “those whasell products in competition” with its products.

Second, the Court will further limit the set of Hillshire employees to whom these topics
apply. Plaintiff represents in its opposition memorandum that it is proposing to lisettiy@cs
the knowledge ofspecific management personnel, the legal department and the three
individuals identified by Defendants as having made the ultimate decision to adkgtitnest
as a trademark™® But as the Court has reviewed, Plaintiff worded its proposal to include not
only “management personnel” but also all sales persons in the northeastern hedsseut U.S.

Census Bureau districts and all persons involved in sales of Hillshire products tatdee U

16 SeePl.’s Mem. Opp’n Defs.’ MotProtective Ordel 7.

1 If Plaintiff does seek to inquire more broadly about Hillshire’'s knoggedf its competitors, Plaintiff has
failed to explain the relevance of that informatiSeesupranote8.

18 SeePl.’s Mem. Opp’n Defs.’ MotProtective Ordel4, 21.
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States military, regardless of their seniofitythe limitationPlaintiff describes, rather than the
one Plaintiff actually proposed, is the more sensible of the two. Accordindshiké’s designee
need not be prepared to discuss the knowledge of all of Hillshire’s sales persens in t
northeastern and southeastern U.S. Census Bureau districts and all persons involved in
Hillshire’s sales to the United States military of these topics, but only that of aégiosales
managers for those areas of Hillshire’s business.

To summarize, Plaintiff may inquire about the knowledge of certain Hillshire
personnef’ over the last five years, of Parksanded products purportedly sold in competition
with Hillshire sausage or kielbasa products or Jimmy Dean-branded products.

4, Topic 13

Topic 13 concerns “[a]ngnarketing analysis, such as by but not limited to, Nielsen
Marketing Analytics, concerning any Hillshire ProduttPlaintiff contends that this topic is
relevant “to show the sale of products under the Parks trademark and Defendantsigemile
that fact by their inclusion in the available market surveys specifically iimgjude Nielsen
survey used by Defendant€. Defendants contend that this topic should be limited in scope to
concern only marketing analyses that pertain to Defendants’ Park’s Braeslied products.

This topic isexcessively broath scope, and it is doubtful that any designee of a

corporation the size of Hillshire could be adequately prepared to testifyatiotladl information

19 Specifically, Plaintiff proposed to limit the scope of Topics 9 and 12 to thelkdge or information of

“[tihe marketing maagers, sales managers, and sales strategy and planning managesbisr Hillshire
products, “[r]legional and sales managers for the NE and SE U.S. clstsigss and sales persons in those
districts,” “[p]ersons involved in sales to US military,” afig]ersons in the legal department of Hillshir&&ePl.’s
Mem. Opp’n Defs.” Mot. Protective Ord&ix. B; supratext accompanying note3.

0 Nanely, Hillshire’s marketing managers, sales managers, or sales strategy andglaamiagers fahe
Hillshire productsPlaintiff enumeratedregional or sales managers for the northeastern and southeastern United
States Census Bureau districts &mdproducts sold to #anU.S. military, and members of Hillshire’s legal
department

= SeeChurchill Decl. Ex. 1, at 5.

= Pl.’s Mem. Opp’n Defs.” MotProtective OrdeR0-21. Plaintiff does not elaborate as to which Nielsen
survey it is referring.
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that this topic could encompaSsUnlike Plaintiff's willingness to propose limits to the breadth
of some of its other topics, Plaintiff only proposes to limit the temporal scope of tlusdap
five-year period. That does little to remedy the overly broad and burdensome nahisgayit,
and becausBlaintiff has not offered any basis for the Court to craft a narrowsioveithe
Court will adopt Defendants’ proposal and limit this topic to only those marketingsastist
pertain toPark’s Finesbranded products.
5. Topics 17-20

Topics 17 and 18 concern alleged transactions in shares of the Parks Sausage Company
by the Sara Lee Corporation, a Hillshire subsidiary, between 1988 and 1995, while Topic 19
concerns the location of any records in Hillshire’s possession concerniredetenship
between the two companies, and Topic 20 concerns products that Sara Lee manufactured for the
Parks Sausage Company. Plaintiff's only explanatiomhf®relevance of these topics is that
these topics are relevant for the same reasonem@ssl3, 4, and 6, artie Courttherefore
presumes that, like Topics 9 and 12, Plaintiff is seeking to discover whether anlgloifr&ig
employees were aware of the existence of Plaintiff's Parks name, this tinréuleyof the fact
that a Hillshire subsidiary owned an investment in the Parks Sausage Companyraately
twenty years ago. Defendants argue that these topics have no relevancadiothigiven that
the alleged share transactions occurred nearly twenty years before therseliethe Park’s
Finest name, ahthey alsaallege that Sara Lee never manufactured Plar&sded products for
the Parks Sausage Company.

Given that the only reason Plaintiff articulates for the relevance of thase ®po seek

evidence that Hillshire employees were aware of Plaintiff's Parks name ahéé Park’s

s It is quite likely that Hillshire’'s employees prepare reports on Hillshioeycts on a daily basis that could

be characterized as “marketing analyses.”
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Finest name was chosérgpics 17, 18, and 20 are effectively subsumed tgics 26 and 42
through 44, which, as will be seen, concern Hillshire’s knowledge of the Parks Sausage
Company, products made or sold by the Parks Sausage Company, and trademarks aat tradem
registrations owned by the Parks Sausage Company. Accordingly, Defénuatrds to
preclude Plaintiff from inquiring about these topics generally is granted.

With respect taropic 19, whichseeks the loation of any records in Hillshire’s
possession concerning the alleged relationship between the two companies, takwvahce of
such documents would be that some of Hillshire’s employees may have learnedxastirece
of the Parks Sausage Compargni them, and Plaintiff will be able to inquire directly about
Hillshire’s knowledge of the Parks Sausage Company through other topiosififias not
articulated any other connection between the documents, if any exist, and ansyaldiefenses
in this action. The Court therefore grants Defendants’ motion to preclude inquiry intogiais t
6. Topic 26

Topic 26 concerns Hillshire’s knowledge of the Parks Sausage Company. As with topics
9 and 12, Plaintiff has agreed to limit this topic to the kndggeof a defined set of Hillshire
employee®ver a limited period of timeéAs with those topicshe Court will further limit theset
of Hillshire employee$? but Plaintiff otherwise may inquire about this topic for the same
reasons that the Court articulated in connection Waghics 9 and 12.
7. Topics 27, 30, and 32

Topics 27, 30, and 32 seek to have Hillshire’s designee identify which of its employees is
most knowledgeable abocgrtain areas of Hillshire’s busireeslopic 27 seeks the identity of
the Hillshire employee most knowledgeable about the marketing, sale, armitiggirof

sausage product$ppic 30 seeks the identity of the Hillshire employeastrknowledgeable

24 Seesupranote20.
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about the marketing, sale, and distribution of Hillshire products in the New EnglaistbBDiof
the U.S. Census Bureau’s Northeast Region,Tapit 32 seeks the identity of the Hillshire
Employee most knowledgeable about the marketing, sale, and distribution of elilsbducts

in the Middle Atlantic Division of the Bureau’s Northeast region. Plaintiff cudehat these
topics “are relevant to developing evidence concerning Defendants’ knowled@elottsrsold
under the Park’s trasnark . . . and are important to assist in understanding the documents
produced by Defendant$>Defendants objected to the scope of these questions and offered
instead to identify the person with the most knowledge of the marketing, sale, atditaistaf
Park’s Finesbranded products.

Plaintiff's explanation is short on details of how possessing the identitys# the
individuals may lead to the discovery of admissible evidence, but in light of the fattidha
topics only call for Hillshire’s degnee to provide Plaintiff with the names of, at most, three
Hillshire employees, the burden on Hillshire to prepare its designee to adesssapics is
minimal. SeeFed. R. Civ. P. 26(b)(1). Accordingly, Hillshire’s designee shall be prepared to
testify to this information.

8. Topic 38

Topic 38 concerns the marketing, sale, and distribution of Hillshire products in the
Middle Atlantic Division of the U.S. Census Bureau’s Northeast region. Plaiatifeads that
this topic is relevant for the same reasoif@gcs 3, 4, and 6, which Plaintiff seeks to use to
discover evidence that Hillshire has sold products in direct competition with prodlectsder
Plaintiff's Parks name. Presumably, Plaintiff seeks to obtain evidence that Hillshseltias
products in this region to show that Hillshire products have competed in the samesraarket

Parksbranded products. However, that explanation does not justify the expereihef this

% SeePl’s Mem. Opp’n Defs.Mot. Protective OrdeP1.
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topic, which effectively encompasses the whole of Hillshire’s operatiossthree statééIn
order tolimit the scopef this topic tocorrespond to Plaintiff's need for this information,
Hillshire’s designee nedak prepared only to testify generally about the types of products that
Hillshire has marketed, sold, or distributed in these regions and the channels thralgthosde
products are sold.

Plaintiff also contends that this topic is necessagntablet to learnaboutcertain
individuals named in documents Defendants have produced during diséoRéaintiff,
however, does not direct either Hillshire or the Court to those particular discomaterials or
specify those individuals. While Plaintiff is free to inquire about these individuatsgdine
deposition, Plaintiff will not be heard to argue that Hillslsigdesignee was not adequately
prepared to discuss thebecause Plaintiffias not afforded Hillshiradequate notice of this
topic. SeeFed. R. Civ. P. 30(b)(6) (providing that a deposition notice directed at an organization
“must describe with reasonable particularity the matters for examination”).
9. Topics 42-44, 48, and 49

Topics 42-44, 48, and 49 pertain to Hillshire’s knowledgmefParks Sausage
Company’s products and trademarks. Topics 42-44 concern Hillshire’s knowledge aftprodu
the Parks Sausage Company has made or sold and trademarks or tradematkoresg)ibie
Parks Sausage Company has owned, wiafgcs 48 and 49 concern Hillshire’s knowledge that
products have been sold under the Parks name and, specifically, that Dietz & Watsearha
using that name to sell products. As witbpics 9, 12, and 26, Plaintiff has agreed to limit these
topics to the knowledge of afiteed set of Hillshire employees and to limited time periods, and

while the Court will again further limit the scope of these topics to a narrowersiisbire

% SeeCensuRRegions and Divisions of the United StatdsS. Census Bureahitp://www2.census.gov/geo/

pdfsimapsdata/maps/reference/us_regdiv.fldbt visited Dec. 11, 2015).
2 SeePl.’s Mem. Opp’n Desd. Mot. Protective OrdeP1.
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employee<?® Plaintiff otherwise may inquire about them for thensareasons akopics 9, 12,
and26.
10. Topics 46 and 47

Topics 46 and 47 concern the steps Hillshire took to determine whether the name “Parks”
was in use as a trademark before selecting the Park’s Finest name and the staps tddk to
determine whether any entities that evetentified in a trademark search report were engaged in
selling products under the trademarks identified by the search. Plaintiéncisnthat this
information is relevant because “[t]he Third Circuit has made clear that miagl@ trademark
after oltaining a search report, the investigation should be made to determine whetheetieere
‘other companies marketing similar goods under trademarks including the rf@me.”

For this proposition, Plaintiff cites isons Horticulture, Inc. v. Vigoro Indugs, Inc,

30 F.3d 466, 480 (3d Cir. 1994), in which the court stated that in cases of trademark
infringement that are based on a theory of reverse conftfs@proper subject of inquiry is
whether the defendant “was carelesaoh conducting a thorougiame search for American

uses of the name.” Sé&ésons, 30 F.3d at 480 (quoting Interpace Corp. v. Lapp, Inc., 721 F.3d

460, 463 (3d Cir. 1983)). But in the years following Fisdhe Third Circuit has twice explicitly

disavowed this aspect of the decisiBeeFreedom Card, Inc. v. JPMorgan Chase & Co., 432

F.3d 463, 480 (3d Cir. 2005) (stating, in a reverse confusion case, that the court was
“unimpressed” with evidence that the defendant was careless in selecting its naaidelisce

have not yet adoptdta standard for such an analy$jsA & H Sportswear, Inc. v. Victoria's

2 Seesupranote20.

2 SeePl.’s Mem. Opp’n Def$ Mot. Protective Orde22.

% “While the essence of a direct confusion clairtiné a junior user of a miais said to freeide on the
‘reputation and good will of the senior user by adwpé similar or identical markieverse confusion occurs when
‘the junior user saturates the market with a similar trademark and oveshesenior user.”A & H Sportswear,
Inc. v. Victoria’s Secret Stores, In@37 F.3d 198, 228d Cir. 2000 citation omitted) (citingrisons 30 F.3d at
475).
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Secret Stores, Inc237 F.3d 198, 232-33 (3d Cir. 2000) (“Although we recognize that our

opinion in_Fisonperhaps implied that mere carelessness, as opposed to deliberat® intent
confuse, would weigh in a plaintiff's favor in a reverse confusion case, welatan to adopt
such an interpretation, as it would be manifestly out of step with our prior holdingdinggtdue

relevance of ‘intent’ in trademark infringement casesé&g als&inbook, LLC v. Microsoft

Corp., 866 F. Supp. 2d 453, 469-70 (E.D. Pa. 2012) (“[T]he Third Circuit Court of Appeals has
not adopted a ‘carelessness’ standard for such cases. To the contrary, the Couralsf Appe
considered and declined to adopt such atest. . ..” (Gitegdom Cardd32 F.3d at 4804 & H
Sportswegr237 F.3d at 232-33)The ThirdCircuit has distanced itself from this aspect of
Fisons for good reason: the ultimate question that must be resolved when a courorgexnfr
with a claim of trademark infringement is whether there is a likelihood of conflxgtween two
marks, ancevidence of a defendant'siere carelessness . . . does not shed any light on this

inquiry.” SeeA & H Sportswear237 F.3d at 233.

Therefore, Hillshire’s designee need be prepared to testifyataytwhether the
trademark seardfat Hillshire conductethformed Hillshire of the existence of Plaintiff's Parks
name, if so, theteps Hillshire took to examine Plaintiff's or Plaintiffisdnsees’ use of the
Parks nameand the information Hillshire learned about Plaintiff, Plaintiff's licenseeteor
Parks name from those inquiries.

11. Topics 55-59

Topics 55-59 concern Hillgte’'s sales of products to the Afric&8merican community.
Specifically, Topics 55 and 58 concern Hillshire’s development of brands of food products for
the AfricanAmerican community and its strategy for selling food products to theafufr

American commauity, respectively, whildopics 56 and 57 concern any marketing surveys or
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focus groups Hillshire conducted of the AfricAmerican community: Similar toTopics 27,
30, and 32Topic 59 seeks to have Hillshire’s designee identify the Hillshire emploheasv
most knowledgeable concerning the marketing, sale, and distribution of Hillshéhecgs to the
African-American community.

Plaintiff contends that these topics are relevant because evidence has been phatiuced
customers of Dietz & Watson’s Parks-branded products are “40 to 60 percenih Africa
American.”®® From that evidence, Plaintiff speculates that Hillshire may have adopted ke Par
Finest name with the intent to displace the sale of Haksded products to the African-
American community. Bfendants respond that these topics are overbroad because they are not
limited to Hillshire’s evaluation of the AfricaAmerican market in connection with the
marketing and selling of Park’s Finest-branded products. The Court ageaasffiloints to no
evidence to suggest that its theory is anything more than speculation, and eagntiff I
justification for inquiring about these topics is sound, Hillshire’s efforts to marigsell
products to the Africasmerican community are relevant to thistion only in the context of
Hillshire’s plans to market and sell Park’s Finbsinded products and whether those plans
reveal any intent to introduce confusion with the Parks name among that demodfagtyic
broader inquiry is relevant, Plaintiff does not explain how that % Ascordingly, with respect
to Topics 5558, Hillshire’s designee need be prepared to testify about these topics only in the
context of Hillshire’s development of the Park’s Finest products. However, egitiect to Topic
59, for the same reasons that the Court explained in connection with Topics 27, 30, and 32,

Hillshire’s designee should be prepared to identify the Hillshire employeeswvhost

3 Plaintiff agreed to limit the scope of these three topics to the previoussfive §eePIl.’s Mem. Opp’n

Defs! Mot. Protective OrdeEx. B.
32 SeePl.’s Mem. Opp’n Defé.Mot. Protective OrdeP2.

33 Seesupranote8.
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knowledgeable concerning the marketing, sale, and distribution of Hillshire psadube
African-American community.
[II.  Defendants’ motion to compel is granted in part.
A. Defendants’requests for almission

Defendantssk the Court to compel Plaintiff to answer certain requests for admission that
Plaintiff declined to answer araiend itsanswers to certain others. For the following reasons,
Defendants’ Motion is granted.

1. Plaintiff shall serve Defendants with answers to Requestr Admission Numbers 18
to 44.

Requests for Admission Numbers 18 topéttain to thecircumstances surrounding the
expiration of the federal registrati®for certain of Plaintiff's trademark¥.Defendants contend
that the circumstancesder which the federal registratolapsed mape relevant to the
guestion of whether Plaintiff has abandoned any of these marks,Ridiihgiff argueghat the
cancellation of a federal trademark registration is not relevant to anaaklewner’'s common
law trademark rightg>

Plaintiff is correct that “[a]llowing a federal registration to expire does not by pisalfe

abandonment of the markSee3 J. Thomas McCarthicCarthy on Trademarks and Unfair

Competition8 20.57 (4th ed. database updated December 2015) (emphasis Bdti#mfact

that allowing a federal registration to lapse “does not, per se, constitab@aatonment of a

party’s common law rights in and to said mark,” id. n.5 (quoting Jean Patou, Inc. v. Atistocra
Prods. Corp., 202 U.S.P.Q. 130 (T.T.A.B. 1979), doé¢snean that a trademark owner’s failure

to renew a trademark registration lacks aglgvance to the question of abandonm&ae

Miyano Mach. USA, Inc. v. MiyanoHitec Mach., Inc., 576 F. Supp. 2d 868, 880 (N.D. Ill. 2008)

34 SeeDabney Decl. Ex. 1at 59, ECF No. 863.
® Pl.’s Resp. Opp’'n Defs.” MoCompell, ECF No. 89.
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(“[Allthough allowing a mark to expire may be taken into account as evidencerad@baent,
such expiration does not in itself establish abandonment.” (citation omiged3JsoCrash

Dummy Movie, LLC v. Mattel, InG.601 F.3d 1387, 1391 (Fed. Cir. 2010) (“Although

[defendant] later allowed its trademark registrations to lapse, cancebétomademark
registration does natecessarilyranslate into abandonment of common law trademark rights.”
(emphasis added)But more importantlyDefendantsare not simply eeking to confirm thate
trademark registrations lapsed. Rather, Defendants are seeking to probeutnstances under
which Plaintiff permitted thento lapse, and those circumstancegart from the mere fact that
the registrations expiredmay be probative of whether Plaintiff abandoned any of these marks.

See, e.q.Who Dat Yat Chat, LLC v. Who Dat, Inc., Nos. 10-1333 et al., 2012 WL 1118602, at

*11 (E.D. La. Apr. 3, 2012) (observing that abandoning a federal trademark tegisinay be
evidence of wether the owner intended to abandon the mark, unless the owner’s failure to

maintain a federal registration was merely the result of inadvertdnée)Triumph, Inc. v.

Ciccone No. CV 10-06195, 2011 WL 5562810, at *5 (C.D. Cal. Aug. 31, 2011) (denying
summary judgment to the defendant on the basis of abandonment where the plaptite]d]
that it intentionally allowed its registration to lapse, and instead [argued that ity Sorgbt to
renew its application”).

As the Court has observaelevary hasa broad definition under the Federal Rules, and
Defendants have articulated a sufficient connection between these discovestsemal the
issues in this case &stablish their relevancyccordingly, Plaintiff shall serve Defendants with

answerdo these requests for admissiGeeFed. R. Civ. P. 36(a)(6).
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2. Plaintiff shall serve Defendants withamendedanswers to Requestor Admission
Numbers 45 to 77, 99 to 170, and 240 to 290.

Requests for Admission Numbers 45 to 77, 99 to 170, and 240 se2R® have
Plaintiff admit that neither it nor its two licensdessmarketed Parkbranded products through
various internet platforms, such as Twitter and Facebook. For example, Request Kbiadhs
Plaintiff to “[a]dmit that you have never marketed your Parks Products on Twittetaintiff
answered each of these requests with a qualified denial that, as Defendants papypears to
becontradictory. For example, Plaintiff answered Request Number 45 by stairigarks,
LLC ... do[es] not market directly on Twitter but marketing advertising by Pakk3, as
defined by Defendants, of Parks products has appeared and does appear on*Twitter.”

Plaintiff's explanation for this cryptic response is that while Rarksded products are
“not being advertised directly by Plaintiff” on these platforms, referetucdse Parks Sausage
Company and its products can be foundrem?® For example, Plaintiff refers to a May 5, 2015
tweet by a Twitter user with thesernamé@ TheHstryMakers,” which states “More Parks
sausages, Mom . . . please.’ Did you know that Parks Sausage was a black owned business
founded in 19517* Plaintiff suggests that this tweet shows that “Plaintiff's products are being
advertised on Twitter,” which is why it was unable to answer Defendants’stsquigh an
unqualified denial.

The prdolem with this reasoning is ti@d. First, Defendants did not ask Plaintiff to

admit that “Parks Products have never been marketed” on these platforms. Defaskizohts

% Dabney Decl. Ex. 1, at 9.

37 Dabney Decl. Ex. 2at 3 ECF No. 86é4.

8 SeePl.’s Resp. Opp’n Defs.” MoCompel5-6.

3 SeeThe HistoryMakers (@TheHstryMakerJ witter, (May 5, 2015, 10:22 AM),

http://twitter.com/thehstrymakers/status/595639758669389824
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Plaintiff to admit that §ou® have never marketed your Parks Products” on them. Sezond,
tweet that highlights the history of the Parks Sausage Company, authoredpnafpfit
research and educational institution” working to “creat[e] a digital ardfittee untold personal
stories of wellknown and unsung African Americahspuld hardly be describexs the act of
marketng Parksbranded products on Twittét Plaintiff shall serve Defendants with amended

answerghat properly respond to DefendsirequestsSeeState Farm Mut. Auto Ins. Co. v.

Cordua, No. 07-518, 2010 WL 1223588, at *2 (E.D. Pa. Mar. 29, 2010) (observing that evasive
or ambiguous answets requests for admissiamll not do, and admonishing that courts should
not “allow the reponding party to make hagplitting distinctions thiefrustrate the purpose of

the [rlequest” (quoting United States v. Lorenzo, No. 89-6933, 1990 WL 83388, at *1 (E.D. Pa.

June 14, 1990))).

3. Plaintiff shall serve Defendants with amended answeite Requestfor Admission
Numbers 405, 406, 409, 410, 415, 416, 421, 422, 427, 428, 433, 434, 439, 440, 445, 446,
451, 452, 457, 458, 463, 464, 469, 470, 475, 476, 481, 482, 487, 488, 493, 494, 499, 500,
505, 506, 511, 512, 517, 518, 523, 524, 529, 530, 535, 536, 541, 542, 547, 548, 553, 554,
559, 560, 565, 566, 571, 572, 577, 578, 583, 584, and 639 to 659.
Through this series of requedBefendants seek to have Plaintitfmitthat Parks

branded products have not been sold in various regions of the cdtontexample, Request for

Admission Number 409 asks Plaintiff to “[a]dmit that your Parks Products have vese sold

in Alaska.”? Plaintiff declined to answer thesequestsalleging that itdoes not know the

limits or extent of the area of distribution of the Parks Products which are raefteidtheir

initial sale by Dietz & Watson or Super BakéfyDefendants contend that Plaintiff did not make

a reasonable inquiry before respondinghiese requests, because Plaintiff “must have some

40 Or, depending upon the particular request for admission, Dietz & Watsuper Bakery.

4 The HistoryMakers (@TheHstryMakers), Twittbtips://twitter.om/TheHstryMakerglast visited Dec.
15, 2015).

42 Dabney Decl. Ex. 1, at 41.

- Dabney Decl. Ex. 2, at 5.
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ability to learn about the geographic location of sales of Parks Prodfietsintiff responds
that it has provided Defendants with detailed information conceBigtg & Watsors and
Super Bakery’s salesf Parksbranded products and has no further information avaitalbte

As PlaintiffacknowledgesRule 36 requires a party to make a reasonable inquiry before
responding that it lacks sufficient knowledge or information to answer a requetst, a
reasmable inquiry “extends beyond what the respondent already knows to include what is
‘readily obtainable.” While Plaintiff's point is well taken that it may be unable to conclusively
determine that Parlsranded products have never been soll particula region the Court
agrees with Defendants tHalaintiff has not demonstrated that it conducted a reasonable inquiry
beforerefusingto answer these requestgcording to Plaintiff, the only information available to
it concernsSuper Bakey's and Dietz &Watson'’s sales of Parklganded products, which
Defendants have already obtained during discovery. Beyond that informatiariffRiantends
that it “has no way of determining the geographic limits of the resale & groducts by their
customers *® This contention, howevesuggests that Plaintiff did not attempt to inquire with
Dietz & Watson or Super Bakety learnwhether theynayhaveknowledge othelocations
where their customers res#ikir products. It would be surprisingttiese twacompaniedhave
no knowledge ofvheretheir own products are resold, aAkhintiff cannot be said to have made
a reasonable inquinyithoutfirst posing that question to its two licensdekintiff may not be
able to determine with certainty that Palksnded products have never been sold in certain

regions of the country, but Plaintiff's licensees may be able to confirmhinahtive been sold

in others.
a4 SeeMem. Supp. Defs.’ Mot. Compel 7, ECF No.-86
® SeePl.’s Resp. Opp’n Defs.” MoCompel7; Fed. R. Civ. P. 36(a)(4).

4 SeePl.’s Resp. Opp Defs.” Mot. Compel7.
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Accordingly,Plaintiff shall inquire with Dietz & Watson and Super Bakabputtheir
knowledge of methertheir Parksbranded products have been sold in any of the regions named
in Defendants’ requestndserve Defendants with amended answers that either answer the
requests or detail thaquiry that Plaintiff made before concluding that it was unabknswer.

B. Defendants’ interrogatories

Defendantssk the Court to compel Plaintiff to respond to certain interrogatories. For the

following reasons, Defendants’ Motion is granted.

1. Plaintiff shall serve Defendants with amended answers toterrogatory Numbers
9to 11.

Interrogatory Numbers 9 and 10 seek the stock keeping unit code and universal product
code forParksbranded producthat arereferenced in certain documetitsit Defendants
obtained during discovery, while Interrogatory Number 11 seeks additional déftailssales
recordgthat Plaintiff disclosetio DefendantsPlaintiff answered these interrogatories by
referring Defendants to documetitait Dietz & Watson and Super Bakery produced in response
to subpoenathatDefendants served on them. Defendants contend that the information contained
in those documents does not fully respond to these interrogatories.

Plaintiff appears to concedleat point. For example, Interrogatory Number 11 seeks,
among othethings, “the precise geographic location$tertain sales of Parkganded

products, which Plaintiff responded to by referring to documents produced by Super thake

“provide . . .in some instancehe customer’s geographic locatioH.While Plairtiff cannot be

compelled to produce information that does not egeSeeAm. Fed'n of State Cty. & Mun.

Emps. v. OrthdvicNeil-Janssen Pharm., IndNo. 08cv-5904, 2010 WL 5186088, at *4 (E.D.

Pa. Dec. 21, 2010it is not clear from Plaintiff's respses whetheit does not have any

4 SeePl.’s Resp. Opp’n Defs.” MoCompel9 (emphasis added)
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additional informatioror whether Plaintiff simply believed that directing Defendants to these
Dietz & Watson and Super Bakery documents waadufficient Therefore, Plaintifshall
serve amended answers to these interrogatories that either fully resploeh tor represent that
Plaintiff does nohave sufficieninformation available to it tadequately resporii.
2. Plaintiff shall serve Defendants with an answer to Interrogatory Number 16
Interrogatory Number 16 seeks to have Plaintiff “[ijdentify each and eeason why
[it] did not renew [its] federal trademark registrations” for certainksxand “describe all
communications concerning the decision not to renew any of tagisrations.*® Plaintiff
contends that this interrogatory is not vaet for the same reasons thatpposed Defendants’
Requests for Admission Numbers 18 to 44. For the same reasons that Plaintiff parsd tes
those requests, Plaintiff shall ansvlas interrogatory.
C. Defendants’ requests for production
Defendantssk the Court to compel Plaintiff to respond to certain requests for
production. For the following reasons, Defendants’ Motion is granted in part.
1. Plaintiff shall respond to Defendants’ Request for Production Number 117.
Request for Production Number 117 seeks “[a]ll documents on which [Plaini&q iel
responding to Defendants’ First Requests for Admission, including all documentssupioort

any request in Defendantsirst Requests for Admission which you dernYPlaintiff objects to

8 Plaintiff's responsgto these interrogatories are atficient for a second reason. While a party has the

option, under certain circumstances, to answer arragatory by referring the requesting party to business records,
those records must be the party’s own records, not the records of someo8eea#isd. R. Civ. P. 33(d) (allowing a
party to respond to an interrogatory by referring the requesting patistioess records “[i]f the answer . . . may be
determined by examining, auditing, compiling, abstracting, or suinimga._party’sbusiness records” (emphasis
added))id. advisory committee’s note to 19'&nendmenfexplaining that the addition of this option to Rule 33
was intended to relieve the responding party of “engag[ing] in burdensoempensive research infiis own
business recorda order to give an answer”); 8B Charles Alan Wright & Arthur R. Mjliegderal Practice and
Procedures 2178 (3d ed. 2010) (“Ordinarily itis . . . required that the information benaltiai from the records of
the responding party, not those of somebody else. Whatever the dutyspbadiag party to consult the records of
others to provide a proper answer to an interrogatory, Rule 33(d) does not prowjut®a for designating those
instead of obtaining responsive information.” (footnote omitted)).

9 Dabney Decl. Ex. 3, at 7, ECF No.-86
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this request on two grounds. First, Plaintiff contends that, categoricallytsSdwawve consistently
rejected such document requestsSecond, Plaintiff contends that this requestssifiiciently
specific to satisfy Federal Rule of Civil Procedure 34(b)(1)(A), which regjaifgartymaking a
request for productioto “describe with reasonable particularity each item or category of items”
sought.

Taking Plaintiff's objections in ordeRlaintiff is not correct that courts consistently
reject this type of document request. To the conteacyrsory review of the case law reveals

thatthis type of “standard inquirySeeXchange Telecom Corp. v. Sprint Spectrum L.P., No. 14-

CV-54, 2015 WL 773752, at *8 (N.D.N.Y. Feb. 24, 2011s been permitted widome
regularity>? While that does not mean that this type of request may never warrant an objection,
seeFed. R. Civ. P. 26(b)(1(®), thereis nocategorical bar to making such a request.
Nor is Plaintiff correct that this requdatks sufficient specificityA request for
production satisfies Rule 34’s specificity requirement if “a reasonableojgesould know what

documents or things are called for,” W.L. Gore & Assocs., Inc. v. Bet@brp, No. 89-3995,

1989 WL 144178, at *3 (E.D. Pa. Nov. 28, 1989), and there should be no reason that a party
could not identify the documents upon which it relied to respond to an opposing party’s requests
for admissionSeeBridgerRiley, 2015 WL 4496055, at *3 (observing that a party’s agreement

to produce all documents sought by a request for production “to the extent that such documents

0 Dabney Decl. Ex. 5, at £CF No. 867.
o1 Pl.’s Resp. Opp’n Defs.” MoCompel10.
%2 See, e.g.United States v. BridgeRiley, No. 14CV-654, 2015 WL 4496055, at *3 (N.D. Okla. July 23,

2015) (compelling a party to respond to a request for “documents reviewed or relicd vpspond to
interrogatories or requests for admissioiXghange Telecon?015 WL 773752, at *8 (approving a request for
“any document you referred to or reviewed in responding to any of [theldg#tories or requests for admission);
Md. Cas. Co. v. Shrgee Ni Pedhi’s, Ing.No. 3:12cv-121, 2013 WL 3353319, at 22 (M.D. Fla. July 2, 2013)
(finding a series of requests for production seeking “all documeposging” the denials of various requests for
admission to be “relevant and discoverabl&taneki v. Turning Point Capital, IncNo. 12cv-02812, 2013 WL
1966917, at *5 (DColo. May 13, 2013) (overruling objections to a request for “all documentsfiddrar
described in [defendant’s] responses to requests for admisdtnillips v. Clark Cty Sch. Dist, No. 2:10cv-
02068, 2012 WL 135705, at *16 (D. Nev. Jan. 18, 2012) (compelling the defendant talresparquest for “all
documents which relate to Defendant’s denials, in whole or in part, affdlgintiff's requests for Admissions”).
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exist, are known by Defendant to exist, and are in Defendant’s possession, custodyrobr
was “nonsensicalgiven that the request sought all “documents reviewed or relied upon to
respond to interrogatories or requests for admission”).

Plaintiff cites to a series of cases to support this contentioegohtof these courts was
faced with a discovery request that vbash broader and less clearly defined than the request at

issue hereRlaintiff first cites toSusko v. City of Weirton, whiclejecteda request for “all

documents and other tangible things which supportjagjarty’s denial$o aseies of requsts

for admissionSeeNo. 5-09€V-1, 2010 WL 1881933, at *13-14 (N.D. W. Va. May 7, 2010).
Here, however, Defendants do not seek all documents thatamddivablysupport Plaintiff's
answers to the requests for admission; Defendants seek only those documents upon which

Plaintiff actuallyrelied in answering the requesBeeSmith v. Cafe Asia256 F.R.D. 247, 255

(D.D.C. 2009) (distinguishingetweenra request for a party to “identify all documents which
relate to [an] interrogatory” ana request toitdentify all documents on whichigliedin support
of the answer to that interrogatory”).

Plaintiff also cites tdPreferred Carolinas Realty, Inc. v. Am. Home Realty Network, Inc.,

but this court drew the same distinction as the couaife Asiato rgecta request for all
information “that support[edhe answers that [Plaintiff] gave in its interrogatati€&eeNo.
1:13CV181, 2014 WL 1320133, at *4 (M.D.N.C. Mar. 28, 2014). The court in Incorp

Servs., Inc. v. Nev. Corp. Servs., Ino which Plaintiff also cites, rejected a similar request to

that inPreferredCarolinas, findinga request fofall documents supporting any of Defendant’s

Responses to any fflaintiff's] Interrogatories”too vague to satisfy Rule 38eeNo. 2:09€CV-
01300, 2010 WL 2450607, at *8 (D. Nev. June 17, 2010). Plaintiff's citation to Lindell v.

Synthes USA comes the closest to supporting Plaintiff’'s contention, but theejeatéd a
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discovery request for all documents that a party “referred to, relied upon, or edhgult
responding to a set of interrogatories, which is both broader and more ambiguous than

Defendants’ request. Sé. 1:11ev-02053, 2013 WL 3146806, at *9 (E.D. Cal. June 18,

2013). Even if the request in Lindell could be considénedtionally similar to the request at
issue here, this Court would not agree tetendants’ requesails to describe with reasonable
particularity the documents that Defendants satleast in the absence of argntention on
Plaintiff's part that it canot understand and respondhe request® Accordingly, Plaintiff shall
respond to this request for production.
2. Plaintiff shall respond in part to Defendants’ Request for Production Number76.

Request for Production Number 176 se&ll documents that [Plaintiff] sent or
received from Dietz & Watson concerning Dietz & Watson’s purchase ohffffaj Baltimore,
Maryland plant in or around 1999™Plaintiff contends that this informatidrasno relevance to
this action, while Defendangsgue that the documentgy contain “information relating to the
production, packaging, advertising, and sale of the Parks Products” or may revBatth&t
Watson acquired not only the plant in Baltimore but also ownership of certain Radnarks,
which could affect Plaintiff's standing in this actioh.

While the latter contention appears to amount to little more than speculationgd &t
will not be entirely foreclosed from seeking these documents. This resnatishowever, be
limited in scope because the request covers far more than the specific information that

Defendants seek. Therefore, Plaintiff shall produce any documents conceetnd WVatson’s

3 While Plaintiff argues that this request is insufficiently specific to cgmjith Rule 34(b)(1)(A), not once

does Plaintiff contend that it is unable to discern which documents DetsrefekSeeWright & Miller, supra
note48, §2211 (“Even a generalized description should be sufficient when . . attyeffpom whom discovery is
sought will have no difficulty in understanding what is wanted.”).

4 Dabney Del. Ex. 5, at 14.

» Mem. Supp. Defs.’ Mot. Compel 12.
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purchase of the Baltimore, Maryland plant that relate either to Dietz & Watpoyduabn,
packaging, advertising, sale of Parkdranded products or to ownership right®sarks
trademarks

3. Plaintiff shall respond in part to Defendants’ Request for Production Numberl77.

Request for Production Number 177 seeks “[a]ll documents sent to or received from the
city government for Baltimore, Maryland from July 1, 1998 until present comgeting
agreement to restructure the debt [Plaintiff] owed in connection with the bsisihearks, LLC
and the payouts of that debt, including all documents that you sent to the city government of
Baltimore, Maryland or any agencies thereof purporting to show the profitsldariarks,

LLC at any point in time from 1999 until present.”

The relevance of this request is far from obvious. Accordifefendants, the City of
Baltimore extended a loan to Plaintiff when it acquired the assets of the Radegy® Company,
and the structure of the loan pernigintiff to repay thdalancen periodic paymentat the
rate of7.5% of Plaintiff's net incomeDefendants therefore believe that Plaintiff may have
provided the City of Baltimore with documentation of its profitability, and theyetwhthathe
extent ofPlaintiff's profitability is relevant to the question of whether there is secondary
meaning in any oPlaintiff's trademarks.

A company’s profits, however, are not directly relevant to the question of whether
secondary meaning exists in the company’s trademarks. “Secondary meansgbk&isthe
mark is ‘interpretedby the consuming public to be not only an identification of the product or

services, but also a representation of the origin of those products or ser@ogstiierce Nat'l

Ins. Servs., Inc. v. Commerce Ins. Agency, Inc., 214 F.3d 432, 438 (3d Cir. 2000) (Qeatihg

Paper Co. v. Scott’s Liquid Gold, Inc., 589 F.2d 1225, 1228 (3d Cir. 1978)). There exist a

6 Dabney Decl. Ex. 5, at 14.
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number of indicia of whether a mark has attained secondary meaning, including the @blum
sales of products bearing the mdkeid. Sales figures are relevant because they reveal the
extent to which customers have been exposed to a mark, which may support—or contradict—
claim that a mark has attained secondary meaning2 3e&€homas McCarthy, McCarthy on

Trademarks and Unfair Competition, 8 15.49 (4th ed. database updated December 2015). The

magnitude of a company’s profits, by contrast, does not have that same reiptiomaarket
exposure. While substantial profits may suggest substantial exposure, minintabpitgfdoes
not necessarily gigest the opposit¥.

The limited correlation between profitability and secondary meaning redudesoes
not completely eliminate, the probative value of this information. Thus, Plamdhtention
that this document request “ha[s] no bearing on sswyd in this lawsuit” is not correct. But as
with Request for Production Number 176, this request, which seeks all documents sent to or
received from the City of Baltimore concerning the restructwirfgjaintiff's loan from the
City, appears to cover sstiantially more information than Defendants actually seek.
Accordingly, Plaintiff shall respad to this request but need produce only responsive documents
that contain information about Plaintiff's profitability.

4. Plaintiff shall respond in part to Defendants’ Request for Production Numbes
178 and 179.

Request for Production Number 178 seeks all documents concerning Plaintiffa feder
and state tax returns for 2001 until present, including the tax returns themselves and the
schedules thereto, while Request for Production Number 179 seeks fesléaal and state tax

returrs of Plaintiff’'s owners, of Super Bakery, and of Super Bakery’s owners.

> No one would dispute that secondary meaning exists in “Amazon.conekx&ample, despite the fact that

the company has notoriousdyruggled to generate profiSeeDavid Streitfeld, Amazon Posts an Unexpected
Profit, and Its Shares Sqat.Y. Times (Oct. 22, 2015http://www.nytimes.com/2015/10/23/technology/amazon
g3-earnings.html.
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Because public policy disfavors the disclosure of tax returns, they are not daddeve
unless they are ralant and the information sought from them cannot be obtained through other

means. Sekirst Fid., N.A. v. Nissenbaum, No. 89-2248, 1991 WL 46456, at *2 (E.D. Pa. Mar.

28, 1991) (Van Antwerpen, J.). “The party seeking discovery of the tax returns bears tine burde
of establishing relevance,” while “the party resisting disclosure leadsurden of furnishing

alternative information sourcedd. (citing Kravitz v. Jewelry Basics, IncNo. 89-2657, 1990

WL 44899, at *2 (E.D. Pa. Apr. 12, 1990)).

Defendantsrticulate two primary reasons that this information is relevant. First, as with
Request for Production Number 176, Defertdaspeculatéhat Plaintiff may have transferred
ownership of some of its Parks trademarks, and if Super Bakery’s tax retgabkthat Super
Bakery hasdeducted amortization expensessociged with any of those marks, that information
would be inconsistent with Plaintiff's claim of ownership. Second, Defendants seskdveti
the revenues Plaintiff has earned from licensing its marks, both becausdaimation is
relevant to whether Plaintiff has rights in the marks and because Defenuzniate that
“Plaintiff [has] failed to report royalty income from sales of [Pdskanded products] to federal
and state agencies,” whitihey contend, if true, would support their unclean hands defense.
Plaintiff disputes the relevance of the tax returns and arguesefetdants are able to obtain
the information they seek from other sources, including the discoverylthatiff has already
provided.

With respect to Plaintiff's tax returns, information about Plaintiff's revemieslevant
to Plaintiff's claims of tademark infringement, and Plaintiff fails to respond to Defendants’
contention that it hastherwisefailed to produce any financial or accounting statements that

would provide Defendants with afiexnative source fathis information. Because Plaintifftax
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returns are relevant and Plaintiff has not carried its burden of showing thatiBefe can obtain
the information they seek from them through other means, Plaintiff shall prodtece riggurns
and the schedules thereto in accordance with Defendants’ request.

A different conclusion is warranted for the remainder of these requesksréaiitect to
Defendants’ request for the tax returns of the owners of Plaintiff and SupeyBakéndants
fail to explain what additional information thessturns would contain that could not be found
on the tax returns of the entities themselves. As for Super Bakery's tax réter@ourt agrees
with Plaintiff that the information Defendants seek could be obtained through othes.mea
Defendants could learn whether Super Bakery has taken any deductions fazatiooréxpense
associated with a Parks trademark through deposition testimony or an irttasyrptyeere is no
need for Super Bakery to produce every federal and state tax return it has fildtedast
fourteen years to answer that question. Defendants also fail to justifyehanee of their
request for all documents concerning Plaintiff's tax returns and all docureg@®ed in
connection with preparation of those returresfequest that appears on its face to be
substantially overbroad.

V. Conclusion
For the foregoing reasons, each of Defendants’ motions is granted in part. An ap@ropri

order follows.
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V. Order

In accordance with this Memorandum Opinion and Order, th{siag ofDecember
2015,IT I S ORDEREDas follows:

1. Defendants’ Motion for Protective Order Regarding Plaintiff’'s Naticeule
30(b)(6) to Defendant Hillshire Brands Company, ECF No. (E-BRANTED IN PART AND
DENIED IN PART as follows:

(@) Plaintiff's deposition of a designee of Hillshire shall be conducted in
Chicago, lllinais;

(b) Defendants’ motion to preclude Plaintiff from inquiring about Topics 3, 4,
and 6is DENIED . However, these topichallbe limited to the general purpose of the
Allentown, Pennsylvania facility, the types of products Hillshire has matkstéd, or
distributed from the facility, and the regions of the country in which those adilie been
conducted,;

(c) Defendants’ motion to preclude Plaintiff from inquiring about Topics 7
and 8is DENIED. However, these topiahallbe limited to the types of products Hillshire has
sold through Pathmark markets;

(d) Defendants’ motion to preclude Plaintiff from inquiring about Topics 9
and 12 iIDENIED. However, these topichal belimited to the knowledge of certain Hillshire
personnet of Parksbranded products that have purportedly been sold in competition with
Hillshire sausage or kielbasa products or Jimmy Bwanded products;

(e) Defendants’ motion to limit the scopéTopic 13 iSGRANTED. This

topic shall be limited to marketing analyses that can&arks Finest-branded products;

%8 Seesupranote20.
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() Defendants’ motion to preclude Plaintiff from inquiring about Topics 17
to 20 isGRANTED;

(9) Defendants’ motion to limit the scopé Topic 26 iSGRANTED IN
PART. This topic shall be limited to the knowledge of certain Hillshire emplgyees

(h) Defendants’ motion to limit the scope of Topics 27, 30, and 32 is
DENIED;

) Defendants’ motion to limit the scope of Topic 3&RANTED IN
PART. This topic shall be limited to the types of products Hillshire has marketed, sold, or
distributed in the regions specified in these topics and the channels throughhekelprtoducts
have been sold;

0) Defendants’ motion to limit the scopé Topics 42 to 44, 48, and 49 is
GRANTED IN PART . These topics shall be limited to the knowled@eertain Hillshire
employee<®

(k) Defendants’ motion to limit the scope of Topics 46 and 4FRANTED
IN PART . These topics shall be limited to whether Hillshire’s trademark search informed
Hillshire of the existence of Plaintiff's Parks name, if so, the steps Hillshiketdoexamine
Plaintiff's or Plaintiff's licensee’s use of the Parks name, and the infaymEtillshire learned
about Plaintiff, Plaintiff's licensees, or tlikarks name from those inquiries;

) Defendants’ motion to limit the scope of Topics 55-58RANTED.
These topics shall be limited tioe context of the development of thark’s Finesbranded
products;

(m)  Defendants’ motion to limit the scope of Topic 5®ENIED; and

59
60

Seesupranote20.
Seesupranote20.
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(n) Defendants’ request for an award of expens&ENIED .
2. Defendants’ Motion to Compel Plaintiff's Responses to Certain Discovery

Requests, ECF No. 86, GRANTED IN PART AND DENIED IN PART as follows:

€)) Defendants’ motion to compel Plaintiff to respond to Request for
Admission Numbers 18 to 44 GRANTED;

(b) Defendants’ motion to compel Plaintiff to serve amended answers to
Request for Admission Numbers 45 to 77, 99 to 170, and 240 to BRABITED;

(© Defendants’ motion to compel Plaintiff to serve amended answers to
Request for Admission Numbers 405, 406, 409, 410, 415, 416, 421, 422, 427, 428, 433, 434,
439, 440, 445, 446, 451, 452, 457, 458, 463, 464, 469, 470, 475, 476, 481, 482, 487, 488, 493,
494, 499, 500, 505, 506, 511, 512, 517, 518, 523, 524, 529, 530, 535, 536, 541, 542, 547, 548,
553, 554, 559, 560, 565, 566, 571, 572, 577, 578, 583, 584, and 639 tdFHANS ED;

(d) Defendants’ motion to compel Plaintiff to serve amended responses to
Interrogatory Numbers 9 to 11@&RANTED;

(e) Defendants’ motion to compel Plaintiff to respoadriterrogatory
Number 16 iSSRANTED,;

() Defendants’ motion to compel Plaintiff to respond to Request for
Production Number 117 SRANTED,;

(9) Defendants’ motion to compel Plaintiff to respond to Request for
Production Number 1768 GRANTED IN PART . This Request for Production shall be limited
to only those documents that relate either to Dietz & Watson, Inc.’s packagiegisidy, or

sale of Parkdoranded products or to ownership rights in Parks trademarks;
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(h) Defendants’ motion to compel Pl&iffito respond to Request for
Production Number 177 SRANTED IN PART . This Request for Production shall be limited
to only those documents that contain information abwitevel of Plaintiff's profitability;

i) Defendants’ motion to compel Plairitib respond to Request for
Production Numbers 178 to 179GRANTED IN PART . Plaintiff shall produce only its federal
and state tax terns and any schedules thereto;

0) Plaintiff shall serve Defendants with the information and materials set
forth in items (a)(h) no later thatMonday, January 11, 2016and

(K) Defendants’ request for an award of expens&&NIED .

BY THE COURT:

/s Joseph F. Leeson, Jr.
JOSEPH FLEESON, JR.
United States Districiudge
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