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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF PENNSYLVANIA

PARKS, LLC,

Plaintiff :
V. : No. 5:15%v-00946

TYSON FOODS, INC. anHlILLSHIRE
BRANDS COMPANY,

Defendants
OPINION
Defendants Motion for Attorney’s Fees and Costs, ECF No. 184DBenied
Joseph F. Leeson, Jr. August 17, 2017

United States District Judge
l. Introduction

This case involves a trademark dispute between Parks, LLC, which sells vaddus f
products—primarily sausages-under the Park$ name, andl'yson Foods, Indand its wholly-
owned subsidiary Hillshire Brands Company), maker of the popBE&it Park brand of hot
dogs. Parks brought this suit after Tyson launched a new line of “super-premiudggsainder
the namée ParKs Finest. In a previous opinion, the Court entered summary judgment in Tyson’
favor, 186 F. Supp. 3d 405, 412 (E.D. Pa. 20af8Y, 863 F.3d 220 (3d Cir. 2017), which
Tyson followed with a request for attornsyeesand related ndaxableexpensesSeeFed. R.

Civ. P. 54(d)(2). In its view, this an*“exceptiondl case thatvarrantsfee shiftingunder the
Lanham ActSeel5 U.S.C. § 1117(a)n the Courts view, it isnot.

Il. Standard of Review— Award of Attorney’s Fees under the Lanham Act

Under the Lanham Act, a6urt in exceptional cases may award reasonable attorney fees
to the prevailing party.” 8 1117(a)A]n ‘exceptiondlcase is . . . one that stands out from
others,”Octane Fitness, LLC v. ICON Health & Fitness, Jd&4 S. Ct. 1749, 1756 (2014), in
the sense thd(a) there is an unusual discrepancy in the merits of the positions taken by the
parties or (b}he losing party has litigated tlsase in arunreasonable mannér,Fair Wind
Sailing, Inc. v. Dempstei764 F.3d 303, 314-15 (3d Cir. 2014) (quotidgtane Fitnessl34 S.

Ct. at1756).

There is‘no precise rule or formulalb make this determinatio@ctane Fithessl34 S.
Ct. at 1756, so[t]hether litigation positions or litigation tactics aexceptionadlenough to
merit attorneysfees must beetermined by district courtg the caséy-case exercise of their
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discretion, considering thetality of the circumstances,Fair Wind, 764 F.3d at 815 (quoting
Octane Fitnessl34 S. Ct. at 1756).08neconsiderationghat may helgo illuminate this inquiry
include “frivolousness, motivation, objective unreasonableness (both in the factuagand |
components of the case) and the need in particular circumstances to advance tonsidéra
compensation and deterrenc®c;tane Fitnessl34 S. Ct. at 1756 n.6 (quotifggerty v.
Fantasy, InG.510 U.S. 517, 534 n.19 (1994)).

lll.  This case was not “exceptional’within the meaning of §1117(a).
A. The Manner in which the Case was Litigated

It is true thathis case was unusual in the degree to which discovery had to be managed
by the Court. By the time discovery had closed, the Court had issued ercttew fifteen
discoveryrelatedopinions andrdersthat together spannegpproximately 100 pagedenger
than the Court’s preliminary injunction and summary judgment opinions combined. But unlike
some of the most rancorous discovery periods that the Court has ovaestrar,side resorted
to the sort of tvasteful procedural maneuvé “dilatory tactics that are the hallmark of a
case that has been litigated in an unreasomablieer SeeJohn G. Roberts, J2015 YeaEnd
Report on the Federaludiciary11 (Dec. 31, 2015), https://www.supremecourt.gov/publicinfo/
yearend/2015year-endreport.pdf. As the Court observed when it denied Tyson’s motion for
discovery sanatins, the source of teenumerousintractable discovery disputes instead seemed
largelyattributable td'the partiesfailures to effectively communicate their respective positions
and concerns” to each other, as though “the two sides [were] largely speaking énendiff
languagesas they responded to each other’s discovequess and objections. Order 1 n.1,

ECF No. 18(hereinafter Sanctions OrderBoth sides seemed to believe earnestly in the
correctness of their positions, libeirrespectivainderstandings of whatach discovery request
sought andvhat each side neededdo to discharge its obligations were poles apart.

That suggests, at its coeefailureby the two sides to worgollaboratively at discovery,
and it cannot be emphasized enotlgit“lawyers—though representing adverse partidsve
an affirmative duty tavork together . . . to achieve prompt and efficient resolutions of disputes.”
Robertssuprg at 6.But it does not suggest that one side—in the case of the instant motion,
Parks—litigated the case in an unreasonable manner.

In support of its present motion, Tyson revisits a numb#renaccusations it levied
against Parks during discovery. Chief among thefrysoris contentiorthat Park responded to
its document requests with a 30,000-page “document deillga’ with “largely irrelevarit
materials that Parks did not review prior to production—a charge it repeatechofteghtout the
case Mem. Supp. Mot. 6, 8, ECF No. 1848ut as the Court explained when it ruled on one of

! By citing to the order denying Tyson’s motion for sanctionsQbert is notsuggedng that a request for

attorneys fees is governed by the same standard as a motion for discovergrsanittis not,seeOctane Fitness
134 S. Ct. at 1756 (emphasizing thsanctionable conduct is not the appropriate benchiraitut some otthe
observationsnade at that timbelp to explain whyParksdid not engage in the sort of unreasonable conduct that
warrants a fee award.



the motions to compel that Tyson filed during discovérg,party elects-as Parks did here—to
respond to a document request by producing documasthéy are keph the usual course of
business,’seeFed. R. Civ. P. 34(b)(2)(E)(iit “is not required to sift through the documents to
separate the responsive do@nts from the non-responsivéarks, LLC v. Tyson Foods, Inc.
2015 WL 5042918, at *2 (E.D. Pa. Aug. 26, 20I8)e Court leftthe door open for Tyson to
renew its motion teompel if it were able tehow that the documents had actually been
produced as they were kept in the usual course of busseesd, at *3 (pointing out that Tyson
was"not foreclosed from seeking relief . . . in the event that [Parks’s] production pmhesd
been inadequate under Rule B4ut Tysonnever did. Tyson did revisit the topic in the motion
it filed for discovery sanctions, but only to argue that Parks should not have been peamitted t
rely on the usuatourseof-business optiom light of the fact thathose 30,000 documents had
been in storage, not in active uBet that alone does not prevent a party from relying on the
usual-course-of-business optias long asthe way in which the documents are kept has not
changed from how they were kept in the usual course of busihess,Sulfuric AcidAntitrust
Litig., 231 F.R.D. 351, 363 (N.D. Ill. 2005), and Parks produced a declaration from one of its co-
owners that the documents were stored “in the same manner and order in whichréhlespive
during the operation of the businesiitchell Decl.{ 8, ECF No. 83-%.

Tyson also renews its complaint that nowhere among that initial 30,000-document
productionwere thereany documents that had been created in the past fourteen years. That too
was addressed during discovery, when the Court pointed aubihaccusatiorf means little
without any reference to any specific document requésés Tyson believeBarks did not
adequately answelParks 2015 WL 5042918, at *7 n.4. As the Court explained at the time, a
number of Tyson’s document requests sought documents that would be expected to be at least
fourteen years old, su@sits request fof[d]Jocuments sufficient to identify every person who
was or is an officer or director of Parks, LLC"—an entity that was formed in 1'89@&pears to
have changelittle since that time-or Tysonis request fof[a]ll documents concerning [Parls§’
knowledge that the Parks Marks and assets were [once] possibly for sale by KsG—Rar
reference to events that occurred twenty years before this case wads fiRatks also points out
thatsince2001, the Parks company has functioaslittle more tharatwo-person holding
companyfor the Parks markneither producing nor sellimnyParksbranded productsself. As
a resultthe documents in its possession that were responsive to $ykomands for
information about thepecificproducts sold under the Parks name, the volume of sales, and the

2 Tysondisputed thaassertiorbased on th fact that the documents were produced in “approximately 14

boxes and . . . randomly stuffed onto two file carts,” Mem. Supp. Mot. San@&jdSF No. 76L, but Parks
conceded that its filing system was not particularly sophistic&egMitchell Decl. 1 78 (“During the operation

of the business, the Accounts Receivable were kept in drawers in filestbynem name. The Accounts Payable
were kept in drawers in files by vendor or supplier name. . . . [When],RaiRserminated its business
operations, . . | placed the business records in banker boxes in theersammer and order in which they had been
kept during the operation of the business.”). In light of the limited“aiad sophistication” of the Parks company,
the Court has no reason to doubt #wgtlanationSeeSanctions Order 1 n.1.
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distribution channelswere quite limited and datédPl.’s Oppn 8, ECF No. 190. As the Court
noted when it denied Tyson’s motion for discovery sanctions, much of BySaatration with
Parkss discovery responses seefitmlbe attributable to the fact that [Parks] simply did not
possess the information that [Tyseas] seeking, which was likely aeflection of thdimited
“size and sophistication” of the Parks companthisform that it presently existSanctions
Order at 1 n.1.

To be sureParkss discovery responses weret perfect. As Tysonbservesthe Court
had to order Parks to amend its responses to Tysdairogatories because Parks had initially
responded to some of them with only a statement that it would prochspisive, non-
privileged documents . . . pursuant to a reasonable search” at some unspecifiedhevature.
2015 WL 5042918, at *4.He second attempt Parks made to answer those interrogatories also
fell short of the mark, when it trieid answer thenthrough a combination of written responses
and reliance on Rule 33(d) (which allows a party to forgo a written responsgesikddirects
the opposing party to records where the information can be found) wattioatly“ specifying
the recordsthat were responsive to Tys@requests-ed. R. Civ. P. 33(d)(1Parkstried to
explain away that deficiency by suggestihgt Tyson already knew where to find the records,
because Parks had described where they could be found in one of its previous briefthay/
may have beeso, that does not comply with the letter of the rule. Parks was also slow to
respond to Tyson’s document reqtee ts initial production was a week late, and some
documents were produced considerably after Betksconcedes thafijn some respects, [it]
found the discovery overwhelming?l.’s Oppn 6, and to somextent the Court is sympathetic
to that viev,® but the discovery rules require litigants to be proactive, and the prudeseof
action would have bedp eitherseek an extension of time or apply for a protective order.

Even with these shortcomings in mind, this is not, in the Court’s vién,rdre case in
which a part}s unreasonable conduct—while not necessarily independently sanctionable—
nonetheless s@xceptiondl as to justify an award of feéctane Fitnessl34 S. Ct. at 1756-
57. Areview of the discoveryelated opinions the Cdussued revealhat it was ultimately a
mixed bag for both sides. Tyson won some of its discovery challenges, but masyahesr
turned away to some degree or another for being unfounded or for overreSe@2@l5 WL
5042918, at *2-8; 2015 WL 9316060, at *10-1[T]he fact that [Tyson] was on the losing side
of some of those discovery disputes cuts against its argument that [Parksireasonable.”
SeeParallel Netvorks Licensing, LLC v. IdtBus.Machs. Corp.No. 13-2072, 2017 WL
3232422, at *2 (D. Del. July 31, 2017) (Jordan, J.).

This being a totalityof-the-circumstances inquiry, a word abdysors own discovery
conductis appropriateSee id(recognizing that[tlhe conduct of the parties is a relevant factor

8 By way of example, Tyson served Parks with 739 requests for sidmi€onsidering the fact that some

districts limit litigants to 25 unless they can articulate a good reason torseregsee, e.9.S.D. Cal. Local R. Civ.
P. 36.1(a)it may not have been out of line Barksto question whether the burdens that Tyson was imposing
through its discovery requests were proportional to their likely v8leeFed. R. Civ. P. 26(b)(1).
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underOctaneés totality-of-the-circumstances inquiry” (quotirigaymar Indus. v. Cincinnati Sub-
Zero Prods. 790 F.3d 1369, 1373 (Fed. Cir. 2015))). Tysamotions were replete with
allegations of egregious discovery misconduct—often in bold, underlined text—but tended to be
compaably short on substance, which served only to compound the burdens of sifting through
the numerous disputéisat Tyson raisetb find those that had merih its first motion to
compel, filed after Parks initial document production, Tyson accused Pafksngaging in
“blatant, unjustifieticonduct that was nothing short of amitigated flaunting of its
[discovery] obligation[s]” and sought to have Parks compelled to respond to all 115 of its
document production requests, without objectadhhecaus®f Tysoris view that the
documents Parks had produceeete merely a document dump of largely irrelevant-non
responsive files . . . not subject to any advance revieattid not contain any documents
created within the last fourteen years. Mem. Supp. Mot. Compel 5-6, ECF No. &lite&dy
mentionedg the former objection lacked merit and the latter objection meant little without
reference to any particuldrscovery request, anyson neglected to cite to any specific
document requests that it believed that Parks had failed to properly answed, lhgsem
simplyinformed the Court that it had attached a copy of Parks’s responses to all 11&riues
production for the Court to review and took the position that “the entirety of [its] 115 Reques
for Production [were] at issue,” apparently leaving it to the Court to review eaclstraguae
determine whether that was $o. at 4. This long-on-rhetoric, short-osubstance approaetas
responsible for that motion being largely densk2015 WL 5042918, at *6-8, andwas on
display in a number ofysoris discoveryrelated letters and briefs.

That rhetoric reached its peak in the sanctions motion Tyson filed late in disdovier
Tyson accused Parks and its counsel afisgraceful;, “unrepentant pattern of intentional,
wrongful, [and] unethical discovery condutitiat“mgde] a mockery of the federal court
litigation process,” Mem. Supp. Sanctions 2,id8inhuated—with no apparent basisthat
Parkss counsel may have deliberatéhgmove[d] critical relevant documentsefore turning
overa set offiles for Tysorns review id. at 3, and accused Parks and its counsel of having
carried out dpremeditated plan to hide evidence, give manifestly incomplete, non-responsive
answers to interrogat@s, and force [Tyson] to go through [a] lengthy discovery resolution
process, again and again so as to run out the discovery clock and destroys[Taisitity to
identify and retain experts, and then to embark on a jury trial by ambdsat™4 n.3In the end,
those bombastic accusatiang against its argumettat fee shifting is waanted becausaf the
way its opponentitigated the case.

B. The Strength of Parkss Claims

Parks asserted three claims under the Lanham Act: false advertisingskdsation,
and trademark dilution. Tyson contends they were all “frivolous.” That wath@agse.

Parkss primary claimswere its claims of false advertising and false associalioa
theory behind the false advertising claim was that Tyson’s use of the Ramks Finest was



false, or at least misleading, because it conveyed to consumers that TysetlimgParkss
finest product. During the early stages of the case, the Court detectedoteguredilem with
this claim: it seemed to m@mply a duplicate of Parksfalse association claim, not a true claim
of false advertising. Under the Lanham Act, a claim of false advertisingbadmsed on a
misleading statement made about‘thature, characteristics, qualities, or geographidrgrigf
a product. 15 U.S.C. 8125(a)(1)(B). Parks claim, by contrast, appeared to be based on an
allegation that the name Tyson chose flisly to cause confusion . . . [about] the affiliation,
connection, or association” of the product, which isaantlof false association.8L25(a)(1)(A).
At summary judgment, the Court made that conclusion explicit and held that thedatsgsing
claim failed because it was simply a claim for false association cloaked in thedargfudalse
advertisingSeel86 F. Supp. 3d at 414 (“The Court now holds that . . . Parks’s allegations do not
state a claim for a violation of BL25(a)(1)(B).”). On appeal, the Third Circuit agre#s F.3d
at 226 (“As the District Court recognized, Paskillse advertising claifails because it is
essentially a false association claim in disgu)se.

While the claim ultimately failed, there are two reasons why Padexision to bring
what turned out to be a repackaged version of its false association claim does notesiggport
award. The first is thait the time Parks brought the claim, there was little case-fzavticularly
in this circuit—addressing the dividing line between claims of false advertising and claims of
false association. Théourt had taraw fromits own construction of § 1125(a) and analogies to
out-of-circuit caselawto demonstrate why tHalse adertising claim was not viabl&e2015
WL 4545408, at *13 n.15; 186 F. Supp. 3d at 413-15. When the Third Circuit took the case up
on appealit highlighted thdact that this case affordedtite “opportunity to clarify”—n a
precedential opinion, no less—*“the distinction between claims brought uid@5&)(1)(A)
and § 1125(a)(1)(B).” 863 F.3d at 2Frticularly with respect to Parksontention that the
name”ParKs Finest could mislead consumers about the prodfattrigin” (and therefore
amount to false advertising), théifld Circuit pointed out that while itad in the past suggested
in dicta that such a claimould not be viable, it hachever[reached that conclusioni a
holding.” Id. at *5. Given the state of the governing law at the time this case was filed,
seeOctane Fitnessl34 S. Ct. at 1756, Parks’s decision to attempt a claim under the banner of
false advertising was nbtnreasonabl&é .Noxell Corp. v. Firehouse No. 1 Bar@®de Rest.771
F.2d 521, 526 (D.C. Cir. 1985) (R.B. Ginsburg, J., joined by Scali&, J.).

The fact that the false advertising claimned out to be a duplicate of tfadse
association claim leads to the second reason why fee shifting is not wafoaribedfalse
advertising claimBecause th&alse advertising clairfeffectively collaps[ed] into an inquiry
into whether . . . a substantial number of consumers would associate tteeHdagkt name with
[the] ‘Parks name; 2015 WL 4545408, at *13—the same question that needed to be answered

4 It is notable as well that it was not Tyson but @wurtthatidentified thisthresholdproblem with Parks

false advertisinglaim. While Tyson argued throughdbt case that theaim failed on themerits, Tysondid “not
question([] the propriety of [Parks] proceeding on a theory of false agslngiti2015 WL 4545408, &tl3 n.15.
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in order to resolve Parksfalse association claithe reasonableness of Paskdecisbn to
bring that claim is, in effect, linked to the merits offélse association clains will be seen,
that claimwas not so éxceptionally meritlessas to warrant fee shiftingeeOctane Fitness
134 S. Ct. at 1757. The Court turns to that topic now.

In its briefing in support of this motion, Tyson contends tihatfalse association
claim—the trueheart of thiscase—was"meritless; “frivolous,” and “100% specious.Mem.
Supp. Mot. 12, 14, 16. But during oral argument before the Third Cillgrggris counsel
offereda quitedifferent—and less hyperbolicassessmentthis case [was] basically about a
failure of proof. Oral Argument at 16:33, 863 F.3d 220 (No. 16-2768), http://www2.ca3.
uscourts.gov/oralargument/audio/16-2768ParksLLCv.TysonFoods.mp3.

There was ngenuine disputan this casdhat theParks name hatbnce enjoyed
widespread recognitidras aresult of @ ad campaign that was at one titabiquitous and long-
running.” 863 F.3d at 223, 23Zhat differentiates this case from the mm@ of frivolous
trademark infringement suits brought by plaintiffs vaeek taprevent others fronmfringing on
marks that do not and have never had the sort of recognition in the marketplacautbagntitle
them to protectionThere was also little question that Tys®tParKs Finest name bore a close
similarity to the*Park$ name, and that the two products, Tyson’s hot dogs and Badssages,
areclosely related Many of thepieces then seemed to bepiace for a potentially meritorious
false association suit. All that remained was whether Reokitd be able to demonstrate that
name that was once entitled to protection stdksufficiently active in the marketplace (and the
minds of consumers) to allow Parks to continue to protect it.

Parks ultimately failedh that endeavor. But that may have bdaa in large part to the
companys failure to produce a proper survey to gauge threeat level of awareness of its
name. Survey evidence is not essential to proving that a mark has secondary mearfeg, but “
expert survey of purchasers can provide the most persuasdeneei of secondary meanihg.
Vision Sports, Inc. v. Melville CorB88 F.2d 609, 615 (9th Cir. 1989arRcularly in acase
like this one where there was no genuine dispute that the mark had once attainedyseconda
meaning, survey evidence showing that the name still enjoyed recognition aerdrggl mass
of consumers might have gone a long way toward carrying Bémisien. Parkdid conducta
survey during discovery, but it was not properly designed to measure secondarygniieani
focused on likelihood of confusion, the second of the two steps of a false association,iaquiry)
it ended up being of no help. With no survey evidence, Parks was left to rely upon circumstantial
indicia of secondary meaninguch as/olume of sales and extent of advertising, none of which
favored Parks ithe formthat the company currently exisiyson, for its part, did not attempt a

° Because Parks failed to make a sufficient showing of secondary meanimgite summary judgment, the

Court did not reach the second step of assessing whether there was alikefibonfusion between the marks and
is not passing judgmenn that question now. But for the present purpose of assessing the straPajtkssf

claims, suffice it to say that Tyson would likely not believe that it wouldobeta call a new line of hot dogs
“Johnsonvillés Finest without creatinga risk ofconfusion in the marketplace.
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survey of its own to measure secondary meaning,isaltimatelynot possible to knoyfrom

the record of this case, whettwgrnotthe Parks name might still have some measurable level of
secondary meaning in sorakéthe geographic territory where Parks beliethes its name still
resonateslt was, as Tysda counsel put it, & failure of proof.

Seen in that lightand against the historical backdrop of the Parks ntiisels not a case
where the disparity in strengththeen the two sides wa®unusually great that a fee award is
in order. Even now, Tyson perhaps does not appreciate how close it may have come to a
different result in this case. When the case went up on appeal, two of the threersnefithe
panel candidly acknowledged that thegre quite familiar with the Parks name and its ence
ubiquitous advertisementsA properlydesigred survey (and perhaps a bit more modesty in the
geographic area Parks sought to prose¢863 F.3d at 236 n.24) might have changed the
course of this case.

Tyson also makes much of the fact that Parks moved for a preliminary injundinen at
outset of the case without specifying any geographic limitation on the relieighs®nly to
concede at summary judgment that its mark had, at best, secondarggneanly the eastern
half of the United State3.he problem with that argument is that Parks based its request for a
preliminary injunction solely on its claim for false advertising, not its claimdisefassociation,
see2015 WL 4545408, at *2, and ordinarily, false advertising claims do not turn on whether the
plaintiff who challenges the false statement has a protectable trademdrkre that trademark
is protectable. False advertising and false associatictvenedstinct bases of liability,

Lexmark Int, Inc. v. Static Control Components, Iné34 S. Ct. 1377, 1384 (2014); the purpose
of a false advertising claim is not to stop a party from infringing upon a prolettademark,

but to stop a competitor from engaging in the “the kind of unfair competition that cafsists

lying about goods or servicesSerbin v. Ziebart Int'l Corp.11 F.3d 1163, 1168 (3d Cir. 1993)
(quotingCharles BunnThe National Law of Unfair Competitip62 Harv. L. Rev. 987 (1949));

id. at 1173 ([S]imple claims of false representations in advertising are actionable under section
43(a) when brought by competitors of the wrongdoer, even though they do not involve misuse of
a trademarK.(quoting Waits v. FriteLay, Inc, 978 F.2d 1093, 1108-09 (9th Cir. 1992))j. O
course, it turned out th&arks did not have a viable false advertising claim because its
allegations properly sounded in false association, not false advertising, whichthatats

ability to obtain any relief in this cas®th depended on, and was limited to, its ability to prove
secondary meaning. But it was not until after the preliminary injunction heaahghe Court
pointed that outseeid. at *13 & n.15, and Parks responded to that decisyooonceding at

summay judgment that it could not obtarelief for any of its claimanywhere other than the

6 SeeOral Argumentsupra at 1:13 (“[F]or years in the late 1970s and 1980s, | fed my kids Parkageaus
and | loved the television commercial, ‘Can | have some more Parks SausagesPlglase?’ And my kids would
say the ame thing to me when | was feeding them breakfast . . . . So that iblyne&thed in my memory when |
think of Parks.”) (Roth, J.Jd. at 16:14 (“This was, as Judge Roth pointed out at the outset, a veryealeknpown
mark in the ‘60s and 70’s. klte to admit, | remember those ads really well t00.”) (Smith, C.J.).
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area where it believed it could establish secondary meaning: the easterh&tateswith that
context in mingParkss omission of an express geographic limitatioits preliminary
injunction motion does not significantly tip this case toward theéptiondl category.

That still leaves Parks claim fortrademark dilution, which it voluntarily withdrew at
summary judgment. That claim, it is true, had littlerateof success from the stagityen that
dilution claims are reserved for those marks thataidely recognized by the general
consuming public of the United States,” 15 U.S.C. § 1125(a)(2)—marks that are, in other words,
a“household name.Coach ServsInc. v. Triumph Learning LL&68 F.3d 1356, 1373 (Fed.
Cir. 2012);seelt’s a 10, Inc. v. Beauty Elite GrgNo. 13-60154, 2013 WL 6834804, at *8 (S.D.
Fla. Dec. 23, 2013puggesting that dilution claims are limited to méike likes of such giants
of branding as Exxon, Kodak, and Coca-C9gl&ven at the peak of Parkfame, it is unlikely
that the brand would have qualified.

But an award of attorney’s fees does not turn on gi@atthe disparity was between the
parties litigating positions;it turns on whether the disparity between their positions was
unusuak—whether the present ca'stands out from othersOctane Fitnessl34 S. Ct. at 1756
(holding that ‘an*exceptiondlcase is simply one that stands out from others with respect to the
substantive strength of a parylitigating positiofi); Fair Wind, 764 F.3d at 815 (explaining that
a case is exceptional whéhere is an unusual discrepancy in the merits of the positions taken
by the partie?).

While dilution claims are intended to beaareserved for only truly famous marks, it is
nonetheless quite common for them tddoeked on taelaims fortrademark infringement or false
associationSeeH.R. Rep. No. 109-23 (2005gprinted in2006 U.S.C.GA.N. 1091, 2005 WL
638693, at *25 fmtement of Re@Bermar) (expressing théhope that [with the 2006
amendments to the Lanham Act] the dilution remedy will be used in the rare cincoenated
not as the alternative pleadingBut because they offer relief only to holders ofsaléct clas of
marks that are‘truly prominent and renownedThane Intl, Inc. v. Trek Bicycle Corp305
F.3d 894, 908 (9th Cir. 2002) (quotiAgery Dennison Corp. v. Sumpid89 F.3d 868, 875 (9th
Cir. 1999)), and because that categorysisi¢t[ly] polic[ed],” id., the vast majority of attempted
dilution claims not only fail, but had very litthance of ever succeeding.

That is not to say thdtecausenon-meritorious dilution claims are commaattorneys
fees could never be awarded fiing one. But inlight of the fact thathe Parksrxame, at least at
one time,“enjoyed widespread recognitio®63 F.3d at 223-something that many marks never
attain—the compang attempt to characterize its mark“d&@mous” is not so different from
numerous otheplaintiffs thathave tried the same thing, despite having hardlycaance of
being consideredlongside thapantheon of truly famous marksotable recenéxamples
include a grocery store with a single location in Rehoboth Beach, Deldwage,v. Lingg 785
F. Supp. 2d 443, 455 (D. Del. 2011), a wholesale granite re@dston Granite Exch., Inc. v.
Greater Boston Granite, LLLANo. 1:11€V-11898, 2012 WL 3776449, at *6 (D. Mass. Aug. 29,
2012), a Russian circus performer and his troupe of clowntriakéerforming catsKuklachev

9



v. Gelfman 600 F. Supp. 2d 437, 452 (E.D.N.Y. 2009), a manufacturer of rifle sigtgpers,
Inc. v. SMTC, LLCNo. 14CV-12290, 2014 WL 4964376, at *1 (E.D. Mich. Oct. 3, 20k4d
a brand of grease pumps usedemmecial trucks,Groeneveld Transp. Efficiency, Inc. v.
Lubecore Intl, Inc., 730 F.3d 494, 500 (6th Cir. 2013). None of those would seem to have ever
enjoyed the sort of widespread recognition that the Parks namappearedo have.
Thus,while Parkss dlution claim had littlechance of successhen considered against
the landscape of dilution claims that routinely find their way into Lanham Aescaw/as not
S0 “uncommon’or “exceptionally meritlessthat it“stands out from [the] othersOctane
Fitness 134 S. Ct. at 1756-57. It was not, in the language of the Lanhameicgptional.
§ 1117(a).

C. Parks’'s Motivation

While not dispositive, it is worthwhile to considearkss motivation in bringing these
claims.Octane Fitnessl34 S. Ct. at 1756-57 & n.6 (quotiRggerty, 510 U.S. at 534 n.19)
(recognizing that while a fee award may be warranted even in the absence of bé#ukfaith,
motivation of the parties is a relevant consideration). By the end of this caSmitidhad
grown quite familiar with the two sideand the overriding impression the Court received from
Parks was that genuinely viewed Tysor’use of the nanfdarkKs Finest as an existential
threat—a potentiafinal blow to the once-prominent compamyflicted by a cometita that, by
revenue, is approximatefgur thousandimes its sizeThe decisiorto bring this suitvas also a
reflectionof the undeniableride that itdwo current owners have in the compand its
name—a company thatot onlywasonce wellknown, but thamade history as the first African
Americanowned company to be publicly traded on the New York Stock Exchange. There is no
guestion in the Coud’mindthat these claims were brought in good faith, and that is relevant to
whetherfee shiftingis warranted.

V. Conclusion

Neither the way that Parks litigated this case nor the disparity in strengtrebdtvee
parties positions was* exceptional’ enough to merit attorneyges’ Fair Wind, 764 F.3d at
815. Accordingly, Tysors request for an award of attornsyfees and related nontaxable
expensess denied.
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