
UNITED STATES DISTRICT COURT

FOR THE DISTRICT OF RHODE ISLAND

CONSORZIO DEL PROSCIUTTO DI
SAN DANIELE,

Plaintiff

v.

DANIELE, INC.,
Defendant

OPINION AND ORDER

C.A. No. 07-039ML

Mary M. Lisi, Chief United StatesDistrict Court Judge.

The defendant, Daniele, Inc. ("Daniele"), has appealedfrom

a magistrate judge's order granting the motion by plaintiff

Consorzio del Prosciutto di San Daniele (the "Consorzio") to

clarify a prior court order by the magistrate regarding certain

discovery motions. For the reasonsstatedbelow, the appeal is

DENIED and the magistratejudge's order is AFFIRMED.

I. Background

The Consorzio is a consortiumof prosciuttoproducersin San

Daniele del Friuli, Italyl. Daniele is a Rhode Island corporation

that began producing and distributing prosciutto and other meat

productsin the 1970sunder the name "Daniele Prosciutto, Inc." and

using the trademark DANIELE. After the United StatesGovernment

removed a 30-year ban on the importation of pork products from

Prosciuttois a type of dry-curedham. San Daniele is one of
several Italian regions famous for its prosciutto.

Consorzio del Prosciutto di San Daniele v. Daniele, Inc. Doc. 121

Dockets.Justia.com

http://dockets.justia.com/docket/rhode-island/ridce/1:2007cv00039/21968/
http://docs.justia.com/cases/federal/district-courts/rhode-island/ridce/1:2007cv00039/21968/121/
http://dockets.justia.com/


Italy in the early 1990s, the Consorzio obtained a u.s.

registrationof its certificationmark PROSCIUTTODI SAN DANIELE SD

and resumedsalesof San Daniele prosciutto in the United States.

Around that time, Daniele issued a marketing brochure making

certain statementsregarding its locally producedprosciutto and

the parties becameengagedin a trademarkdispute. The Consorzio

allegesthat Daniele attemptedto createa false impressionthat it

was affiliated with the Consorzioand that Daniele'sprosciuttowas

approvedby the Consorzio and equal to the prosciutto producedin

San Daniele, Italy. Complaint' 17. The gravamen of the

Consorzio'scomplaint is that Danieleusesits DANIELE trademarkto

"trade on the name and good will of San Daniele and to create

confusion between its 'Daniele Prosciutto' and San Daniele

prosciutto." Id. , 21.

The parties entered into an initial settlementagreementin

August 2003 and, after Daniele filed a lawsuit in Rhode Island

statecourt to have the settlementnullified, the partiessigneda

new settlement agreement on March 25, 2005 (the "Settlement

Agreement"). On January29, 2007, the Consorzio filed a complaint

(the "Complaint") in this Court for (Count I) Breach of Contract;

(Count II) False Designationof Origin; and (Count III) Trademark

Infringement. (Doc. # 1). With respectto Count I, the Consorzio

alleges that Daniele has breached certain provisions of the

Settlement Agreement. Since then, the parties have engaged in

2



protractedand often contentiousdiscovery proceedings.

II. Procedural History

On March 14, 2008, the Consorzio filed a UMotion to Compel

Answers to Interrogatories". (Doc. # 38) and a UMotion to Compel

Request for Production of Documents" (Doc. # 39) (together, the

UDiscovery Motions"). On March 25, 2008, this Court conducteda

pretrial conferencewith the parties. On April 11, 2008, the Court

issued a Pretrial Order, permitting Daniele to file a motion for

summary judgment with respectto Count I of the complaint. (Doc. #

40) . The Pretrial Order also states that "[u] ntil the Court

resolvessaid motion for summary judgment, further discoveryshall

be and herebyis stayedand ｄ ｾ ｦ ･ ｮ ､ ｡ ｮ ｴ neednot respondpresentlyto

[the Discovery Motions] ."

The partiesproceededwith their filings relative to Daniele's

summary judgment motion and the Court conducteda hearing on the

motion on September15, 2008, at which time Daniele'smotion for

summary judgment on Count I of the Complaint was denied. On the

same date, the Court referred the pending Discovery motions to

MagistrateJudgeMartin. On September29, 2008, in the absenceof

any objectionby Daniele, the magistratejudge issueda text order

(the "Text Order") granting both DiscoveryMotions.2 On October 8,

2

The entry on the CM/ECF docket reads as follows:
TEXT ORDER granting no objection having been filed 38 Motion to
Compeli granting 39 Motion to Compel. So Ordered by Magistrate
Judge David L. Martin on 9/29/08. (Saucier, Martha) (Entered:
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2008, the Court enteredan order (1) denying Daniele'smotion for

summary judgment; (2) continuing the stay of discoveryon Counts II

and III of the Complaint; and (3) setting the close of discovery

relevant to Count I of the Complaint for March 15, 2009. (Doc.#

49) .

Also on October 8, 2008, Daniele filed a "Motion for

Reconsideration"of the magistratejudge'sText Order, statingthat

it had not filed an objection to the Consorzio'smotions to compel

becausethe "discovery in question. . relates to Counts II and

III" which had been stayed by this Court. (Doc.# 50). After a

hearingon November 6, 2008, the magistratejudge affordedDaniele

a further opportunity to support its argument that certain of the

interrogatoriesand requests for production did not pertain to

Count I. \\In all other respects," the Discovery Motions were

deniedand the magistratejudge orderedDaniele to comply with the

Consorzio's discovery requests regarding the remaining

interrogatoriesand documents. Order from November 7, 2008 (Doc.#

55) .

Daniele then filed an additional memorandumon November 12,

interrogatoriesand documents in question.

2008, advancing detailed arguments with respect to the

(Doc.# 56). Neither

this memorandumnor Daniele'sMotion for Reconsideration(Doc.# 50)

assertedattorney-client privilege as grounds for refusing to

09/29/2008)
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comply with the Consorzio'sdiscovery requests.

On November 17, 2008, Daniele also filed an appealwith this

Court of "the portion of the [magistratejudge's ｾ ｯ ｶ ･ ｭ ｢ ･ ｲ 7, 2008]

order finding that defendant waived the discovery objections

assertedto certain interrogatoriesand requests for production

propoundedby [the Consorzio]." (Doc.# 57). In its supporting

memorandum,Danieleassertedthat the order "includes a requirement

that [Daniele] turn over documentsthat indisputablyare subjectto

the attorney-clientprivilege." Mem. at 2. (Doc.# 57, Attachment

1). Daniele also pointed out that the magistrate judge's Text

Order granting the Discovery Motions was entered prior to this

Court's order continuing the stay of discovery for Counts II and

III and setting a new deadline for discovery related to Count I.

Id. at 4. Daniele then proceeded to specify which of the

interrogatoriesand requesteddocumentsit consideredprivileged.

Daniele also noted that it's initial objections to certain

discovery requestswere basedon the attorney-clientprivilege. 3

On November18, 2008, the magistratejudge conducteda hearing

regarding Daniele's additional arguments anent the Discovery

motions. The following day, the magistratejudge issuedan order

granting the Discoverymotions with respectto interrogatoryNo. 16

and document requestsNos. 11, 38, and 41. The Discovery Motions

3

It appearsundisputed,however, that Daniele failed to provide
a privilege log with respectto the requestedinformation.
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were denied with respect to interrogatory No. 10 and document

requestNos. 8, 9, 11, 23, 26, 27, and 28.

On December8, 2008, this Court denied Daniele'sappeal from

the magistrate judge's November 7, 2008 order. (Doc.# 63).

Following this denial, the partiesproceededwith their discovery

which was extendedto July 31, 2009. (Text Order February5, 2009).

Daniele filed its own discoverymotions on May 8, 2009 (Doc.## 69,

70); which the magistratejudge granted, in part, and denied, in

part, on June 11, 2009 (Doc.## 76, 77); and Daniele appealedthe

magistratejudge'sdecisionon June18, 2009 (Doc.# 78) ; which this

Court denied on July 9, 2009 (Doc.# 82) .

On September 16, 2009, the Consorzio filed a motion for

sanctions against Daniele in connection with the Consorzio's

depositionof I. StephenSamuels ("Mr. Samuels") who represented

Daniele in negotiationsof the SettlementAgreement. (Doc.# 87).

The Consorzioallegedthat Mr. Samuelsassertedthe attorney-client

privilege and refusedto answerquestionsregardingdocumentswhich

Daniele had produced as result of court orders. When asked to

advise Mr. Samuels that privilege regarding these documents had

been waived, Daniele's counsel refused, assertingthat waiver of

the privilege had not been voluntary becausethe documents were

producedpursuant to a court order. The Consorzio contendedthat

counsel'srefusal amountedto a violation of the September29, 2008

Text Order (see note 2 herein) and warrantedsanctions.
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On December 1, 2009, the magistrate judge denied the

Consorzio'smotion for sanctions,on the grounds that "most courts

which have consideredthe questionhave concludedthat a party does

not waive a claim of attorney-clientprivilege by complying with an

order to produce documents. Second, this Court has not explicitly

ruled that Daniele has waived the attorney-clientprivilege with

respect to the documents produced." Order at 2 (Doc.# 93). The

order noted, however, that "to the extent that [Daniele's] Motion

for Reconsiderationmay have sought to prevent the production of

potentially privileged documents, the motion was denied." rd. at

6. The Consorzio promptly appealedthe magistratejudge's order,

(Doc.# 94) and this Court denied and dismissed the appeal on

January28, 2010, noting that "this latest skirmish could have been

avoidedhad counsel simply communicatedwith eachother before the

depositionof Attorney Samuels." Memorandumand Order at 1 (Doc.#

98)

On February18, 2010, the Consorzio requesteda clarification

of the Text Order "to make explicit that, for purposesof this

litigation, Daniele has waived its privilege with respect to the

documentswhich the Court ordered to be produced in that Order."

Consorzio Mem. at 1 (Doc.# 103). The Consorzio contended that

"Daniele had failed to establish or had waived its claim to

attorney-clientprivilege by not producing the requiredprivilege

log." rd. at 2. The Consorzioalso suggestedthat, with respectto

7



the Text Order, U[t]he only reasonableway to interpret an order

requiring the production of privileged documents is that the

privilege has been lost." Id. at 6. Daniele objected to the

Consorzio'smotion for clarification, stating that the DecemberI,

2009 order denying the Consorzio'smotion for sanctionsmade it

uabundantly clear" that the Text Order udid not constitute a

finding of waiver of Daniele'S assertedattorney-clientprivilege

by the Court." Daniele'SObj. (Doc.# 109).

On March 19, 2010, the magistrate judge issued an order

granting the Consorzio's motion for clarification. Order (Doc.#

114). The magistratejudge agreedwith the Consorziothat an order

requiring the production of privileged documentsimplies that the

privilege has been lost. He also pointed out that Daniele failed

to file an oppositionto the motions to compel and that, in seeking

a reconsiderationof the Text Order, Daniele'sargumentwas limited

to assertingthat the requesteddocumentsrelatedonly to Counts II

and III, which had been stayed. Id. at 5 n.1.

On April 2, 2010, Daniele filed an appeal of the magistrate

judge's order granting clarification of the Text Order, which is

now before this Court. Daniele assertsthat (1) the Text Order was

uperfectly clear and no clarification was necessary;" (2) the

clarification is uinconsistent and contrary to" the magistrate

judge'sorder denying the Consorzio'smotion for sanctions;and (3)

uunder the unique circumstancesof this case,"Daniele'sfailure to

8



object to the Consorzio's motion to compel did not consist a

knowing waiver of the attorney-clientprivilege. Notice of Appeal

at 1 (Doc.# 118). In response, the Consorzio maintains that the

Text Order, while not explicit on this issue, necessarilyimplied

that Daniele, by failing to respondto the motion to compel, waived

its privilege.

Standard of Review

In an appeal from a magistratejudge'sorder on nondispositi ve

matters, "[t]he district judge in the case must consider timely

objections and modify or set aside any part of the order that is

clearly erroneousor is contrary to law." Fed. R. Civ. P. 72 (a).

"A determination is 'clearly erroneous' when, although there is

evidence to support it, the court, after reviewing all the

evidence, is left with the definite and firm conviction that the

magistratejudge made a mistake." Harvard Pilgrim Health Care of

New England v. Thompson, 318 F.Supp.2dI, 6 (D.R.I. 2004) (citing

United Statesv. u.s. Gypsum Co., 333 U.S. 364, 395, 68 S.Ct. 525,

92 L. Ed.746 (1948)) .

Discussion

It is well established that "the party who invokes the

privilege bears the burden of establishingthat it applies to the

communicationsat issue and that it has not been waived. In re

Keeperof Records (Grand Jury SubpoenaAddressedto XYZ Corp.), 348

F.3d 16, 22 (1st Cir. 2003); State of Maine v. United StatesDep't
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of the Interior, 298 F.3d 60, 71 (1st Cir. 2002). Although not

expresslyrequiredby the FederalRules, "'the universallyaccepted

means' of assertingprivilege claims in the federal courts" are

privilege logs. In re Grand Jury Subpoena, 274 F.3d 563, 575-76

(1st Cir. 2001) (noting that "[a] party that fails to submit a

privilege log is deemedto waive the underlying privilege claim");

see Corvello v. New England Gas Co., 243 F.R.D. 28, 33 (D.R.I.

2007) .

Although the attorney-clientprivilege can be waived, either

explicitly or by implication, the First Circuit has acknowledged

that "[t] he concept of implied waiver of the attorney-client

privilege is not well-developedin this circuit." United Statesv.

Desir, 273 F.3d 39, 45 (1st Cir. 2001) (noting that \\, [w]aiver

doctrine has only a few hardedgedrules; as to many permutations,

it is a fluid body of precedentreflecting a variety of concerns,

including an insistenceon real confidentiality and limitations

basedon fairness.'")(quoting United Statesv. Billmyer, 57 F.3d

31,37 (1st. Cir. 1995)). Becausethe attorney-clientprivilege is

"highly valued", courts are advised to proceed with caution in

finding implied waivers and \\ [c] laims of implied waiver .

demand[] a fastidious sifting of the facts and a careful weighing

of the circumstances." In re Keeper of Records (Grand Jury

SubpoenaAddressedto XYZ Corp.), 348 F.3d at 23; see Adrian v.

Mesirow Fin. StructuredSettlements,LLC, 647 F.Supp.2d126, 130
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(D.P.R. 2009).

In this particularcase, Daniele failed to assertand protect

its attorney-clientprivilege on at least three occasions.

First, it is undisputedthat the Consorzio requestedDaniele

provide a privilege log with respect to information it considered

protected, but Daniele never producedsuch a log.

Second,Danielewas excusedfrom respondingto the Consorzio's

motion to compel only until this Court rendered a decision on

Daniele's motion for summary judgment regarding Count I of the

Complaint. See Pretrial Order (Doc.# 40). Daniele's motion for

summary judgment was denied on September 15, 2008, at the

conclusionof a hearing on the matter. Transcript of Hearing on

Motion for Summary Judgment (Sept. 15, 2008) (Doc. #48). On the

same date, after discussing discovery matters with the parties

during a benchconference,the Court referredthe DiscoveryMotions

to Magistrate Judge Martin for determination. The referral is

noted on the docket, which results in electronic notification of

all parties. CM/ECF Docket Entry from September15, 2008. Two

weeks after this referral, the magistrate judge granted the

Discovery motions, after no objections had been filed in the

interim. Al though a formal order denying Daniele's motion for

summary judgment and staying discoveryon Counts II and III of the
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Complaint was not entered until October 8, 2008,4 it is

indisputablethat Daniele was informed on SeptemberIS, 2008 that

its motion for summary judgment had been denied and that the

Discovery Motions had been transferredto the magistratejudge.

Finally, Daniele's Motion for Reconsiderationon the Text

Order makes no mention of the attorney-privilegeas a basis for

objecting to the Discovery Motions. Instead, Daniele statedthat

its "meritorious objection" is basedon the contention that "the

discovery in question relates to Counts II and III."

Daniele'sMemorandum (Doc.# 50). Likewise, Daniele'smemorandumin

support of its objection to the Discovery motion, which addresses

InterrogatoriesNos. 10 and 16 and RequestNos. 8, 9, II, 23, 26,

27, 28, and 38 individually, advancesthe same argument that the

information is not related to Count I of the Complaint.5

After this Court denied Daniele's appeal of the magistrate

judge'sorder regardingthe Discoverymotions, Danielewas afforded

an extensionof time to comply with the magistratejudge's orders

compelling it to produce certain documents and respond to

Interrogatory5. Text Order from February5, 2009. The requested

4

As Daniele concededin its Motion for Reconsideration, (Doc.#
50), the parties "were unable to agree upon the wording of the
proposed [half-page] order," resulting in the three-weekdelay.

5

With respect to Request No. 41, Daniele representedthat a
responsehad been provided.
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information has since been provided to the Consorzio and has been

in its possessionfor more than a year. The matter would have been

put to rest after Daniele'scompliancewith the magistratejudge's

orders, but was revived at a deposition hearing when Daniele's

former counselassertedthe attorney-clientprivilege with respect

to information addressedin the magistratejudge's orders.

Although the magistrate judge, in denying the Consorzio's

motion for sanctions in connectionwith that deposition hearing,

agreedthat mere compliancewith an order to producedocumentsdoes

not waive a claim of attorney-clientprivilege, such finding was

not dispositive of the

Instead, the magistrate

question of Daniele's alleged waiver.

judge declined in awarding sanctions

against Daniele becauseno explicit finding of waiver had been

made, but he also noted that such a finding could be uinferred"

from three previously issued discovery orders. Memorandum and

Order at 12-13 n.9. (Doc.#93). Such inference, however, was deemed

insufficient to impose sanctionsbasedon an allegationthat those

orders had been violated.

Once it became apparent that lack of an explicit finding

regardingthe allegedwaiver would continue to result in discovery

disputesregarding the alreadyprovided documents, the magistrate

judge revisited the issue and determinedthat Daniele had waived

its privilege with respectto documentsit producedin responseto

the Text Order. Order (Doc.# 114). In so concluding, the
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magistratejudge pointed to Daniele'slack of timely oppositionto

the Discovery motions and its failure to assert the privilege in

two subsequentfilings. Id. at 5 n. 1.

In other words, Daniele'sprivilege was not lost becausethe

information was provided pursuantto the magistrate'sorders. The

privilege was lost becauseDaniele initially failed to object to

the Discovery Motions, and then twice failed to assert the

privilege when affordedanotheropportunity to argue its objections

to those motions. Moreover, it is undisputedthat Daniele never

produced a privilege log to support its privilege claims,

highlighting further that the privilege was not sufficiently

guarded.

Because the parties in this case continue to engage in

discovery disputeswhich have thus far resulted in five separate

appealsof the magistratejudge's orders (see Doc. ## 57, 78, 94,

105, 118), a clarification of the Text Order was clearly a

necessity. Accordingly, the Court finds that, after carefully

reviewing the record before it and considering the parties'

arguments, the magistrate judge's order granting the Consorzio's

motion for clarification was not clearly erroneousor contrary to

law. Fed. R. Civ. P. 72(a).

Conclusion

For the foregoing reasons, Magistrate Judge Martin's order

granting the Consorzio'smotion for clarification is AFFIRMED and
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the appeal is DENIED and DISMISSED.

SO ORDERED:

ｾａ •• Oh d}'-
ｍ ｡ ｾ ｳ ｩ Ｇ tM..<

Chief United StatesDistrict Judge
Date: June _1 I 2010

15


