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IN THE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF SOUTH CAROLINA
ROCK HILL DIVISION

Nutramax Laboratories, Inc., ) Civil Action No. 0:17-cv-01260-JMC
)
Plaintiff, )
)
V. ) FINDINGSOF FACT, CONCLUSIONS
) OF LAW, AND ORDER AND OPINION
Pure Supplements Ltd., ) GRANTING MOTION FOR
) PRELIMINARY INJUNCTION?
Defendant. )
)

Plaintiff Nutramax Laboratories, Inc. (“Nutramax” or “Plaintiff”) filed this action against
Defendant Pure Supplements Ltd. (“PSL” &Pure Supplements”) alleging claims of
infringement on its registed trademark/intellectual gperty. (ECF No. 1.)

This matter is before the court on Nutramax’s unopposed Motion for Preliminary
Injunction. (ECF No. 8.) After full considation of Nutramax’s Motion, Verified Complaint
and all other matters presented, the cddRANTS Nutramax’s Motion for Preliminary
Injunction.

I. FINDINGSOF FACT RELEVANT TO PENDING MOTION

1. Nutramax researches, markets, distiéisy and sells “high quality nutritional
supplement products for use by humans amimals throughout the United States and
internationally, under its trademarked naiN&JTRAMAX LABORATORIES®.” (ECF No. 1

at191.)

! Rule 52 of the Federal Rules of Civil Procedtequires the court to “state the findings and
conclusions that support” the “gring or refusing [of] an inteokcutory injunction.”’Fed. R. Civ.

P. 52(a)(2). To the extent anyndiings of fact constitute conclusiootlaw, they are adopted as
such; to the extent any conclusions of lamstitute findings of fact, they are so adopted.
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2. “Nutramax uses, owns, and has registeredhe Principal Register of the United

States Patent and Trademark Office the followmagk relevant to this action (the “Mark”):

MARK REG. NO. REG. DATE CLASS/GOODS

Nutramax Laboratories 2231260 March 16, 1999 Dietary food supplements”

(ECF No. 1 at 4 1 15 (refereing ECF No. 24-2 at 2).)

3. PSL also “manufactures, markets, andribstes dietary supplements.” (Id. at 1
1 2.) Two of PSL’s products are at issue in thater: “a ‘Premium Cleanse,” which purports to
‘help detoxify the body and facilitate healthydaeffective digestion,” and a supplement called
‘Garcinia Cambogia,” an appetite suppressant thaitdean described as the ‘newest, fastest, fat
burner.” (1d.)

4, PSL advertises, markets and sells RuamCleanse and Garcinia Cambogia on
various websites._(Id. at 5 1 24.)

5. “All of the Pure Supplements Websites offer consumers the opportunity for a
‘Risk-Free Trial’ of one or both dhese products.”_(1d. at 8 1 30.)

6. “Consumers have complained that thialtoffer described on the Pure Cleanse
Website is a scam.”_(Id. at 9 1 34.)

7. “When a consumer orders a free trial of the Premium Cleanse, s/he receives an
invoice that purports to be fromidutra Max.” (Id. at 10 § 35.)

8. “Because consumers receive an invoice frdlatra Max’ after they order from
the Pure Cleanse Website, consumers are fraudulledtlto believe that Plaintiff Nutramax is
the perpetrator of the scam.” (Id. at § 36.)

9. “Consumers mistakenly believe that Rk#f Nutramax sells the products on the

Pure Cleanse Website and is the eriighind this scam.”_(Id. at § 37.)



10.  “Pure Supplements is using Nutramax'gistered Mark to aay out this scam
and to capitalize and profit anto the detriment of Nutramax.”_(Id. at 1 41.)

11. On May 8, 2015, Nutramax filed a Verifiscdomplaint alleging claims against
PSL for trademark infringement, trademark tda, false designation adrigin, common law
fraud, violation of the South @alina Unfair Trade PracticeAct, and for preliminary and
permanent injunction. (ECF No. 1 at 11 1 44-15  78.)

12.  Thereafter, on May 24, 2017, Nutramaxdila Motion for Preliminary Injunction
(ECF No. 8) and Motion to Expedite Heay on the Motion for Preliminary Injunctich.(ECF
No. 9.)

13.  Nutramax served its Motion for Preliminary Injunction and a Notice of Hearing
on PSL on May 26, 2017. (ECF No. 17.)

14.  On June 19, 2017, the court held a heaon Nutramax’s Motion for Preliminary
Injunction. (ECF No. 33.) PSHid not appear at the Jud®, 2017 hearing.After hearing
argument from counsel for Nutramax, the courteobed that it would enter an order granting the
Motion for Preliminary Injunction_(id.) and allo Nutramax approximately 90 days to conduct
discovery necessitated by the injunction.

. LEGAL STANDARD AND ANALYSIS

A Preliminary Injunctions Generally

15.  The court’s authority to issue a preliminary injunction arises from Rufeb&s,

“it is an extraordinary remedy mer awarded as of right.” Wiet v. Nat'| Res. Def. Council,

Inc., 555 U.S. 7, 24 (2008). A parseeking a preliminary injuncih must establish all four of

2 The court observes that Nutramax’s MotiorEixpedite Hearing (ECF No. 9) was granted by
Text Order on May 25, 2017. (ECF No. 13.)

®The court observes that “rule” refacsthe Federal Rules of Civil Procedure.



the following elements: (1) he is likely to caeed on the merits; (2) he is likely to suffer
irreparable harm in the absence of preliminary fe{® the balance of equities tips in his favor;

and (4) an injunction is in the public interedd.; The Real Truth Abut Obama, Inc. v. Fed.

Election Comm’n, 575 F.3d 342, 346-47 (4th Cir. 2009).

16. The Fourth Circuit no longer recognizas“flexible interplay among the four
criteria for a preliminary injunction.”_Real Uth, 575 F.3d at 347. Each of these requirements

“‘must be fulfilled as articulatt” De la Fuente v. S.C. Dem. Party, CA No. 3:16-cv-00322-

CMC, 2016 WL 741317, at *2 (D.S.C. Feb. 25, 2018)plaintiff must firg prove the first two
elements before a court considers whetheb#iance of the equities tips in his favor. &=l
Truth, 575 F.3d at 346-47. Additionally, the copeys particular attention to the public
consequences of employing this extraordinary fofmelief via injunction. Real Truth, 575 F.3d
at 347 (citingWinter, 555 U.S. at 24).

17.  “The traditional purpose of a preliminangjunction is to protect the status quo
and to prevent irreparable harm during the peogeai the lawsuit ultimately to preserve the
court’s ability to render a meaningful judgnie@m the merits.”_De La Fuenta, 2016 WL 741317,
at *2.

B. Nutramax’s Request for Relief

18. Nutramax seeks a preliminary injunctitimat: (a) enjoins PSL “from infringing
Plaintiff's registered trademarks connection with its Premim Cleanse and Garcinia Cambogia
products and the trial offers of both, and anlgeotproducts marketed, distributed, or sold by
Pure Supplements . . .”; (b) enjoins PSL “from making false and misleading statements of fact in
connection with its Premium Clesa and Garcinia Cambogia pratiki and the trial offers of

both, and any other products marketed, distributedold by Pure Supplements, . . .”; and (c)



requires PSL to “[ijmmediately take appropriat@rective actions to cure the misperceptions its
false statements and trademark infringement leaesed in the markegde, by . . . [l]isting
appropriate contact information on all of the®&upplements Websites and any other websites
on which it sells Garcinia Cambogia and@®ure Cleanse products; and . . . [c]ontacting
consumers of any trial offers for Garcinia Caigia and/or Pure Cleanse products and informing
them that Pure Supplements is in no wayliatéd with Plaintiff and providing them accurate
contact information for Pure Supplements; . ...” (ECF No. 8 at 1-2.)

C. TheCourt'sReview

19. In support of its Motion fo Preliminary Injunction, Nutramax relies on its
Verified Complaint (ECF No. 24-1), a copy afsearch document authieating its Trademark
Registration Number (ECF No. 24-2), a copyaadocument demonstrating the search results for
“nutramax” in the U.S.P.T.O. Trademark Electic Search System (ECF No. 24-3) and a
consumer complaint filed with the Business Consumer Alliance (ECF No. 24-4).

20. The court heard oral argumtefrom Nutramax’s counsen June 19, 2017. (ECF
No. 33.) Even though it was served with a copyhe Motion for Preliminary Injunction and
was provided Notice of the Heag (ECF No. 17), PSL did na@ppear at the June 19, 2017
hearing.

21. The court addresses below the vitality of Nutramax’s assertions under each of the

four requirements set forth in Winter andteeated by the Fourth Circuit in Real Truth.

1. SPECIFIC FINDINGS AND CONCLUSIONS

A. Clear Showing of Likely Success on the Merits

22.  “[P]laintiffs seeking preliminary injunctions must demonstrate that they are likely

to succeed on the merits.” Pashby v. Defi@9 F.3d 307, 321 (4th Cir. 2013) (citing Winter,




555 U.S. at 20). “Although this inquiry requiresiplkiffs seeking injunctions to make a ‘clear
showing’ that they are likely to succeed atlirReal Truth, 575 F.3d at 345, plaintiffs need not
show a certainty of success, see 11A Charles AVright et al., Fedelr®ractice & Procedure §
2948.3 (2d ed. 1995). Pashby, 709 F.3d at 321.

23. Nutramax is likely to succeed on all of its claims alleging that PSL has used and
continues to use its “Nutra Maxtademark without authorizat in connection with its Risk
Free Trial Scams.

24.  Specifically, Nutramax is likely to succeed on its trademark infringetreerd
false designation of origin claims because this exclusive owner of the Mark, which PSL used
in commerce and in connection with the sale product in a manner likely to confuse
consumer$. (ECF No. 8-1 at 12-15.)

25.  Nutramax is likely to succeed on its trademark dilution cldircause its Mark is

famous and has been diluted by PSL’s conduct. (Id. at 16-19.)

4 “Risk Free Trial Scams” refers to the defined term used in Nutramax’s Memorandum in
Support of Its Motion for a Prelimamy Injunction. (ECF No. 8-1.)

> Because Nutramax is likely to be successfulitertrademark infringement claim, it is also
likely to be successful on its unfair trade prasgiclaim “because the elements and proof of
these claims are identical.” & No. 8-1 at 11-12 n.2 (citing NBYan Lines, Incv. Nat'l| Van
Lines Inc., C/A No. 4:12-926-TLW, 2013 WL180739, at *6—7 (D.S.C. May 20, 2013) (“Under
South Carolina law, proof of trademark infrimgent is sufficient to establish a violation under
SCUTPA.")).)

® “Both infringement and false designation of origin have five elements.” Lamparello v. Falwell,
420 F.3d 309, 313 (4th Cir. 2005). “To prevail uneli¢her cause of action, the trademark holder
must prove: (1) that it msesses a mark; (2) thaetjppposing party] usetthe mark; (3) that the
[opposing party’s] use of the madccurred ‘in commerce’; (4hat the [opposig party] used

the mark ‘in connection with the sale, offering &ale, distribution, ordvertising’ of goods or
services; and (5) that theogposing party] used the maik a manner likely to confuse
consumers.”_ld. (citation omitted).

" The Trademark Dilution Revision Act of 20q“TDRA”), 15 U.S.C. § 1125(c), authorizes
claims for trade dilution.The TDRA provides as follows:




26.  Finally, Nutramax is likely tsucceed on itsommon law frauficlaim because all
9 elements are shown by PSL’s continued ushe@Mark and its effectsn consumers. _(Id. at
19-20.)

B. Likelihood of Suffering IrreparablHarm Absent an Injunction

27.  Winter also requires thahe party requesting injuncewelief demonstrate that it
is likely it will suffer irreparable harm absetite preliminary injunction. 555 U.S. at 22-23.
The harm to be prevented must be of an imatednature and not simpéy remote possibility.

Am. Whitewater v. TidwellINo. 8:09-cv-02665-JMC2010 WL 5019879, at *11 (D.S.C. Dec. 2,

Subject to the principles of equity, tlesvner of a famous mark . . . shall be
entitled to an injunction against anotlp@rson who . . . commences use of a mark
or trade name in commerce that is likedycause dilution by blurring or dilution
by tarnishment of the famous mark, retjass of the presence or absence of
actual or likely confusin, of competition, or ofctual economic injury. 15
U.S.C.A. 8 1125(c)(1) (emphasis added) mArk is “famous” when it is “widely
recognized by the general consuming public of the United States as a designation
of source of the goods or services oé ttmark's owner.” _Id. § 1125(c)(2)(A).
Creating causes of action for onlgilution by blurring and dilution by
tarnishment, the TDRA defines “dilutidoy blurring” as the “association arising
from the similarity between a mark oatte name and a famous mark that impairs
the distinctiveness of the famous markkd. § 1125(c)(2)(B). It defines “dilution
by tarnishment” as the “association arisingm the similarity between a mark or
trade name and a famous mark that haitmageputation of the famous mark.” 1d.
§ 1125(c)(2)(C).

Louis Vuitton Malletier S.A. v. Haute Digqitpog, LLC, 507 F.3d 252, 264 (4th Cir. 2007).
“[T] to state a dilution claim undehe TDRA, a plaintiff must show(1) that the plaintiff owns a
famous mark that is distinctiv€?) that the defendant has commenced using a mark in commerce
that allegedly is diluting the famous mark; (3attla similarity between the defendant's mark and
the famous mark gives rise to amssociation between the marksid (4) that the association is
likely to impair the distinctiveass of the famous mark or likely to harm the reputation of the
famous mark.”_ld. at 264—65.

8 The elements of fraud under South Carolina laav 4fl) a representation; (2) its falsity; (3) its
materiality; (4) either knowledgef its falsity or a reckless disregard of its truth or falsity; (5)
intent that the representation be acted upon;ti{€)hearer’'s ignorance of its falsity; (7) the
hearer’s reliance on its truth; )(&8he hearer’s right to relghereon; and (9) the hearer’'s
consequent and proximate injury.” Cheney Brdisc. v. Batesville Csket Co., Inc., 47 F.3d
111, 114 (4th Cir. 1995).




2010) (citing_In re Microsoft Corp. Antitrust Litig., 333 F.3d 517, 525 (4th Cir. 2003)).

28. “When analyzing the irrepable harm element, therare two inquiries: 1)
whether the plaintiff is indeed suffering actuadamminent harm; and 2) whether that harm is
truly irreparable, or whether @an be remedied at a later timé&h money damages.” Sauer-

Danfoss Co. v. Nianzhu Luo, C/A No. 8:12-3438H, 2012 WL 6042831, at *1 (D.S.C. Dec.

5, 2012) (quoting First Quality Tissue SE, LMCMetso Paper USA, Inc., C/A No. 8:11-2457-

TMC, 2011 WL 6122639, at *2 (D.S.C. Dec. 9, 2011)).

29.  Upon its review, the court finds that tdamax has clearly shown it will suffer
irreparable harm in the event its Motion is denied.

30. Nutramax’s irreparable harm is demonstdhby the fact that PSL’'s conduct has
misled customers. (ECF No. 8-1 at 21.) Unkegseliminary injunction igranted that prohibits
PSL from using Nutramax’s registered trademaB&L will continue to wsNutramax’s Mark to
deceive customers into believingatiNutramax is the entity befd the Risk Free Trial Scams.
Such conduct has caused and is likelgause Nutramax irreparable harm.

31. “[PJroof of actual consumer deception alone is sufficient for a showing of

irreparable harm.” _(Id. (citing PBM &d., LLC v. Mead Johnson, Co., 639 F.3d 111, 126 (4th

Cir. 2011) (holding irreparable harm element saasfiprimarily on the fact that [defendant’s]
advertising misled customers.”)).) Moreovargparable harm is presumed “where a party is

likely to succeed on claims of trademark ingement.” (Id. (citing Lone Star Steakhouse &

Saloon, Inc. v. Alpha of Va., Inc., 43 F.3d 922, 93t @ir. 1995) (“Infringement gives rise to

irreparable injury, in that plaintiff has lost control of its business reputation to this extent, there is
substantial likelihood of confusion of the purdhngspublic, there may be no monetary recovery

available, and there is an inherent injurghe good will and reputation of the plaintiff.”)).)



32. In consideration of the foregoing, the coisriable to infer both the actuality and
imminency of the irreparable harm suffered by Nutramax.

33. To demonstrate a need for injunctive eg€lia plaintiff must show how the harm
suffered is such that other forms of damageslaha in the normal coursef litigation are not
enough. Mere injuries, however substi#al, in terms of moneytime and energy necessarily
expended in the absence of a stay, are not enobgbause of the “the pobsity that adequate

compensatory or other corrective relief will beadable at a later date.” Hughes Network Sys.

v. Interdigital Commc’ns Corp., 17 F.3d 691, 69th(Z€ir. 1994). This “weighs heavily against

a claim of irreparable harm.Id.
34. “A preliminary injunction is not normallyavailable where the harm at issue can

be remedied by money damages.” Bethesdaw8iks, LLC v. Interplay Entm’t Corp., 452 F.

App’x 351, 353 (4th Cir. 2013.

35. In the context of this matter, theowrt is persuaded that the continued
infringement on its Mark causj actual customer confusiaannot be remedied by money
damages. In this regard, the court finds thaney damages in the instant case would not be
adequate based on the current evidence of record.

C. The Balance of Equities and the Public Interest Factors

36. Generally, in determining whether to granmotion for injunctive relief, “[t]he

® The presumption against issuing preliminary injunctions where a harm suffered can be
remedied by money damages at judgment stemsreahtoncerns the issuance of a preliminary
injunction remedy raises. These concerns inc¢lude example, the fact that in issuing a
preliminary injunction order, a slirict court is required, based an incomplete record, to order

a party to act in a certain way. Hughes Network Sys., Inc. v. InterDigital Commc’ns Corp., 17
F.3d 691, 694 (4th Cir. 1994). Issuing an injuncfiorther risks repetitive litigation, that which
carries significant costs for both parties. [thus, there are only “extraordinary circumstances”
that are *“quite narrow” inapplication, where prelimingr injunction is appropriate
notwithstanding monetary damages. Id. (dsstng a Plaintiff's busirss not being able to
survive as an example of such circumstances.)




court must also consider the balance of hapdshetween the litigantand the impact on the

public at large prior to issag an injunction.” _Uhlig, LLCv. Shirley, C/A No. 6:08-cv-01208-

JMC, 2012 WL 2458062, at *4 (D.S.C. June 27, 2012).

37. Above, the court found that Nutramaxliwsuffer irreparable harm without an
injunction. Alternatively, there is no evident®at PSL will suffer any harm if Nutramax’s
Motion is granted.

38. The balance of equities tips in Nutrax's favor because on one hand it has
“invested millions of dollars and significantmte and effort in advertising, promoting, and
developing its trademarks, and establishing subatagoodwill in its intellectial property, .. .."
(ECF No. 8-1 at 22.) “On thether hand, Pure Supplements’ utauized use of Nutramax’s
registered Mark is a calculated and purposetfidnapt to confuse consumers into thinking that
Nutramax, rather than Pure Supplements, is thi¢ydrehind the Risk Free Trial Scams.” (ld.)
In this regard, PSL “has no equitable interest in perpetuating false claims regarding the origin of
its products” (id.) and its alleged scam tdrded consumers is not deserving of any legal
protection.

39.  Finally, an injunction is in the public imest because it would “prevent customer
confusion in the marketplace” and ensureat ttmanufacturers accurately represent their

products.” (ECF No. 8-1 at 23ifjag, e.g., Augusta Nat'l, Inc. \Exec. Golf Mgmt., Inc., 996 F.

Supp. 492, 499 (D.S.C. 1998) (“The right of the publibédree from the deception that results
from a defendant’s use of a plaintiff's tradekas transcendent.”)).)Without an injunction

preventing PSL from using Nutramax’s regr&d Mark, consumers do not know the entity
behind the Risk Free Trial Scams and have notyhoi seek redress for the harm they have

suffered.
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40.  Accordingly, the court finds that granting Nutramax injunctive relief is in the
public’s interest.

D. Required Posting of Bond

41. Rule 65 provides that “[tlhe court may issue a preliminary injunction or a
temporary restraining order only if the movagives security in aramount that the court
considers proper to pay the costs and dasmagstained by any party found to have been
wrongfully enjoined or restragd.” Fed. R. Civ. P. 65(c).

42.  After considering the circumstancedegkd in instant Motion, the court will
require Nutramax to post a maiéond of one thousand dollg#1,000.00) to take advantage of

the relief granted in this Order. See Hoedhsffoil Co. v. Nan Ya Plastics Corp., 174 F.3d 411,

421 (4th Cir. 1999) (acknowledging the requirentatt a district courset an injunction bond
and also acknowledging that tbeurt can set the bond “in suchnsas the court deems proper”).
V. CONCLUSION

43. Having found that Nutramax has satisfielddlthe requirements for preliminary
injunctive relief, the courtGRANTS Plaintiff Nutramax Laboraties, Inc.’s Motion for
Preliminary Injunction (ECF No. 8). The couRDERS, ENJOINS AND RESTRAINS
Defendant Pure Supplements Ltd., its agentssiding, subsidiaries, officers, agents, employees,
attorneys, and all those persons in active concert or participation with it, from directly or
indirectly using Nutramax Laboratories, Incragistered trademarks iconnection with Pure
Supplements Ltd.’s Premium Cleanse and GardBambogia products and the trial offers of
both, and any other products marketed, distebdubr sold by PSL, including but not limited to
any form of “Nutra Max” and the Mark idéfied in the Verified Complaint; and further

ORDERS Pure Supplements Ltd. to immediately tagropriate corrective actions cure the

11



misperceptions its false statements and trademark infringement have caused in the marketplace,
by: (1) listing appropriateantact information on all of the Pure Supplements WeB8ies! any

other websites on which it sells Garcinian@mgia and/or Pure Cleanse products; and (2)
contacting consumers of any trial offers forrGaia Cambogia and/or Pure Cleanse products

and informing them that Pure Supplementsl.Lis in no way affiliated with Nutramax
Laboratories, Inc. and providing them accuratetact information for Pure Supplements Ltd.

44.  The preliminary injunction will becomeffective upon Nutramax’s posting of the
required one thousand dollars (¥1000) security/bond with the Cleof Court. The Clerk of
Court is directed to place any funds received fidutramax in a non-interest-bearing account.

45. Having granted the aforementioned Motimn Preliminary Injunction, the court
also GRANTS Plaintiff Nutramax Laboratories, dris request to anduct any discovery
necessitated by this injunction forpariod of 90 days from the entry date of this Order. (ECF
No. 9.)

IT1SSO ORDERED.

United States District Judge

June 27, 2017
Columbia, South Carolina

10 “pyre Supplements Websites” shall refer to the defined term used in Nutramax's
Memorandum in Support of Its Motion for a FRr@nary Injunction, which includes not only the
specific URLs listed thereinhut also includes any othevebsite on which Defendant Pure
Supplements advertises, markets, offers to, selt/or sells Garcini€ambogia and/or Pure
Cleanse products._(See ECF 8el, at 5-6 (“Pure Supplementdwertises, markets, offers to
sell, and sells Premium Cleanse and Garcinialicaia, both separately and together, through
various websites, including but not linitéo . . . .”) (emphasis supplied).)
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