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INTHE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF SOUTH CAROLINA
AIKEN DIVISION

National Beverage Screen Printers, Inc. )

Plaintiff, ))
V. )) Civil Action No.: 1:16v-03850JMC
DALB, Inc. ; ORDER AND OPINION
Defendant. ))

)

Plaintiff National Beverage Screen Printers, Inc. (“Plaintiff” or “NBSiled the instant
action seeking a declaration from the court that Plaintiff is not liable for infieged Defendant
DALB, Inc.’s (“Defendant’or “DALB” ) U.S. Patent Nos. 7,377,06%65 Patent”) and 8,104,206
(“206 Patent”). (ECF No. 1.) This matter is before the court on Defendamté&sned Motion to
Dismiss pursuat to Fed. R. Civ. P. 12(b)(212(b)©), or 12(f). (ECF No. 45 at 1.) In the
alternative, Defendant moves to transfer this case tdJthed States District Court for the
Northern District of West Virginia pursuant to 28 U.S.C. § 1406 or 28 U.S.C. 8§ 1BB)L.FOr
the reasons stated belpthie cart GRANT S Defendant’sMotion to Dismiss(ECF No. 45 at 1)
pursuant to Fed. R. Civ. P. 12(b)(2).

l. FACTUAL AND PROCEDURAL BACKGROUND

Both parties appear to be in the business of supplying signage for vending mabéees. (
e.g, ECF No. 13 at 1.) Plaintiff alleges that on July 8, 2015, it received a letter from Defé&ndant
counsel claiming that Plaintiff's produatsay infringeon the 065 Patent afmf the 206 Patent.
(ECF No. 1 at 2 1 8 (referenciCF No. 13).) In response to an October 20, 2015 letter asserting
patent infringement, Plaintiff's counsel sent Defendant a letter on November 5, s2axirag

Plaintiff's basis for believing that it had not infringed on Defendant’s patdf@s: (No. 1-4.) On
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December 2, 2016, Plaintiff alleges that it received a “cease and desist” letter frenu&refs
counsel “demand[ing] that NBS immetify cease and desist use of DAkPatented technology
... ho later than December 9, 2016.” (ECF No. 11a1Q (referacing ECF No. 15).) As a result

of the threatening nature of Defendant's December 2, 2016 correspondence, PRileitidf
Complaint against Defendant seek declaratory judgment of nmiringement, attorney’s fees,
costs, and expenses on December 9, 2018.) (On the same day, Defendant also filed a
Complaint for Patent Infringement in the Northern District of West Virgit8ae DALB, Inc. v.
National Beverage Screen Printers, InC/A No. 3:16¢cv-00167GMG, ECF No. 1 (N.D. W. Va.
Dec. 9, 2016Y.

On Febrary 3, 2017, Plaintiff filed &otion to Enjoin. (ECF No. 7.) In response to
Plaintiff’'s Motion to Enjoin, Defendant filed a Combined Opposition to Enjoin Prosecatithe
West Virginia Action and a Motion to Dismiss or Transfer on February 16, 2017. (BEPN
11.¥ On February 23, 2017, Plaintiff filed a Reply in Support of the Motion to Enjoin. (ECF No.
12.) Thereafter, on March 2, 2017, Plaintiff filed Opposition to the Motion to Dismigansfer,
to which Defendat filed a Reply in Support of its Motion to Dismiss or Transfer on March 13,
2017. (ECF Nos. 17, 220Qn the same daflaintiff filed a Motion to Take Limited Jurisdictional
Discovery, which was opposed by Defendant on March 13, 2017. (ECF Nos. 18, 23.)

On April 27, 2017, Defendant moved the court for a hearing on its Motion to Dismiss or
Transfer (ECF No. 9)(ECF No. 32.) On May 18, 201%he court held dearingregarding

Defendant’s Motion to Dismiss or Transfer. (ECF No. 35.) On July 21, 2017, the court denied

1 A copy of the West Virginia Complaint is located at ECF N@. 7

2 The court observes that ECF Nos. 9 and 11 are the same documents.



without prejudice Plaintiff's Motion to Enjoin Prosecution of a Ldtded Action (ECF No. 7).
(ECF No. 41.) On August 4, 2017, the court granted Plaintiff's Motion for Limited Jetrcsail
Discovery (ECF No. 18) giving the parties sixty (60) days for discovery on jctitsaial issues.
(ECF No. 42.) Within the same Ord@&CF No. 42), the court also denied without prejudice
Defendant’sViotion to Dismisor Transfemwith leave torefile after October 3, 2017.

On October 9, 2017, Defendant refiled its Motion to Dismiss or Transfer (ECF No. 45),
and on October 26, 2017, after receiving an extension (ECF No. 47), Plaintiff responded (ECF No.
49)3 On November 2, 2017, Dafdant repéd. (ECF No. 50.) On May 24, 2018, a hearing was
held before the undersigned. (ECF No. 66.)

. JURISDICTION

The court has subject matter jurisdiction over this case pursuant to 28 U.S.C. 8d331
1338collectively as Plaintiff’'s request for a declamatjudgment arises under United States patent
law, 35 U.S.C. § &t segand the Declaratory Judgment Act, 28 U.S.C. 88 2201 and 2Z62.
parties dispute whether the court has personal jurisdiction over Defemuthtite caurt will
addresshis issudn a later sectian

[11.  LEGAL STANDARD

A. Motions to Dismiss Pursuant to Fed. R. Civ. P. 12(b)(2)

Federal Circuit law applies tthe courts jurisdictional analysibecause the jurisdictional
issue is “intimately involved with the substance of the patent lamscblas Holiday, Inc. v. 1
Energy Sols., IncNo. CV 3:1300877CMC, 2013 WL 12158523, at *1 (D.S.C. Aug. 8, 2013)

(quotingAkro Corp. v. Luker4d5 F.3d 1541, 1543 (Fed. Cir. 1995)).

3 Plaintiff's initial response (ECF No. 49) was redacted. Plaintiff moved to filedthisment
under seal (ECF No. 48), which the court granted (ECF No. 53). Plaintdfdieunredacted
version of its response (ECF No. 55) under seal.
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“To survive a motion to dismiss in the absence of jurisdictional discovery, daiméiéd
only make a prima facie showing of jurisdictionNuance Commas, Inc. v. Abbyy Software
House 626 F.3d 1222, 1231 (Fed. Cir. 2010iting Trintec Indus., Inc. v. Pedre Promotional
Prods., Inc, 395 F.3d 1275, 1282 (Fedir. 2005)) However,[o] nce jurisdictional discovery or
an evidentiary hearing completed, the plaintiff preponderance of the evidence burden applies
and the plaintiff no longer has the benefit of favorable interpretations of pledi#iggtians.”
Informaxon Sols., Inc. v. Vantus Gyd.30 F. Supp. 3d 994, 998 (D.S.C. 2015) (quaistate of
Thompson v. Mission Essential Petd.C, No. 1:11CV547, 2014 WL 4745947, at *2 (M.D.N.C.
Sept. 23, 2014)j.

“A personal jurisdiction determination for an mftstae defendant is a twstepinquiry:
‘whether a forum state’longarm statute permits service of process and whether assertion of
personal jurisdiction violates due processstfober v. Mako Prod., Inc.686 F.3d 1335, 1345
(Fed. Cir. 2012) (quotindwutogenomics, Inc. v. Oxford Gene Tech. 1566 F.3d 1012, 1017
(Fed. Cir. 2009)). South Carolina’s leagnm statute has been interpreted to reach the outer bounds
permitted by the Due Process Clau3eESAB Group, Incv. Centricut, Ing.126 F.3d 617, 623
(4th Cir. 1997)(citing Southern Plastics Co. v. Southern Commerce B428 S.E.2d 128, 130
(S.C. 1992)) Therefore, the appropriate question for the court in considering a personal

jurisdiction defense raised by an @itstate defendant is whethihat defendant has “minimum

4 See also Celgard, LLC 8K Innovation C9.792 F.3d 1373, 1378 (Fed. Cir. 2015) (“A
preponderance [of the evidence] standard applies where the parties conducttipmeddi
discovery but no jurisdictional hearing [is] necessary because the parties [desmae the
jurisdictional facts].” The Federal Circuit is unclear what standard is to be used if the court has a
jurisdictional hearing.However, the court held a hearing on the jurisdictional evidence provided
and the disputes therein, thus, the court utilizes a prepondearhtie evidence standard.

5S.C. Code Ann. § 38-803 (2005) is considered South Carolina’s kanm statute.See Lyons
v. BAIC Inc, 2018 WL 1305754, at *1 (D.S.C. March 13, 2018).
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contacts with [South Carolina] such that the maintenance of the suit does not oHdrmrtal
notions of fair play and substantial justi¢eld. (quotingint’l Shoe Co. v. Washingto826 U.S.
310, 316 (1945)).

“There are two types of personal jurisdictiegeneral and specificGrober, 686 F.3d at
1345. ‘The analytical framework for determining whether minimum contacts exisrsliff
according to which species of personal jurisdictiageneral or specifie-is alleged” Scardino v.
Elec. Health ResLLC, No. 2:14CV-02900PMD, 2014 WL 12606303, at *4.3 (D.S.C. Oct.

20, 2014). “General[personal]jurisdiction arises when a defendant maintains ‘continuous and
systematic’ contacts with the forum state even when the cawsgiah has no relation to those
contacts.”LSI Indus. Inc. v. Hubbell Lighting, In@232 F.3d 1369, 1375 (Fed. Cir. 2000) (citing
Helicopteros Nacionales de Colombia, S.A. v. H466 U.S. 408, 4146 (1984). General
jurisdiction is proper where the defendant has purposefully “availed himself gfithiege of
conducting[activitiesin the forum state].”Burger King Corp. v. Rudzewic471 U.S. 462, 476
(1985);see alsdaimler AG v. Baumarb71 U.S. 117, 127 (2014) (“[a] court may assert general
jurisdiction over foreign (sistestate or foreigrcountry) corporations to hear any and all claims
against them when their affiliations with the State are so ‘continuous and systes&icende
them essentially at home in the forum State.”) (quaBogdyear Dunlop Tires Operations, S.A.
v. Brown 564 U.S. 915, 919 (2011)).

“Specific[personaljjurisdiction . . . must be based on activities that arise out of or relate
to the cause of actiomnd can exist even if the defendant’s contactsnatecontinuous and
systematic. Grober, 686 F.3d at 1346 (Fed. Cir. 2012) (quotigtogenomics Inc566 F.3d at
1017). ‘When analyzing specifipersonal jurisdiction over a nonresident defendant, a court

considers whether: ‘(1) the defendant purposefully directed its activitiesidéents of the forum



state, (2) the claim arises out of or relates to the defendant's activiligeevforum sta, and (3)
assertion of personal jurisdiction is reasonable and f@rdber, 686 F.3d at 1346 (quotirigjecs.

For Imaging, Inc. v. Coyle340 F.3d 1344, 1350 (Fed. Cir. 2003)). “The plaintiff has the burden
of proving parts one and two of the test, #meh the burden shifts to the defendant to prove that
personal jurisdiction is unreasonabl&rober, 686 F.3d at 1346 (citinglecs. For Imaging340
F.3d at 135Q)see alsXilinx, Inc. v. Papst Licensing GmbH & Co. K&18 F.3d 1346, 135Fed.

Cir. 2017)(“The firsttwo factors[of the specificpersonajurisdiction analysis] correspond with
the ‘minimum contacts’ prong of [personal jurisdiction]. . . and the third factor quorets with

the ‘fair play and substantial justice’ prong tketfpersonal jurisdictionjanalysis.”) (internal
citations omitted).

B. Motion to Transfer

Whenever a court finds that it lacks jurisdiction, “. . . the court shall, if it is imtbeest
of justice, transfer such action or appeal to any other such court in which the aeppealrcould
have been brought at the time it was filed or noticed, and the action or appeal shoad asate
it had been filed in or noticed for the court to which it is transferred on the date upontwhash i
actually filed n or noticed for the court from which it is transferred.” 28 U.S.C. § 1§3&ction]
1631, [ Jallows for transfer ofcases]over which [the court] ha[gjo jurisdictionif it is in the
interest of justice.”Kopp v. Dir., Office of Workers’ Comp. Programs, U.S. Dep’t of LaBdv

F.2d 307, 309 (4th Cir. 1989 l&intiff made a good faith mistake in filing case)



IV. ANALYSIS

a. Personal Jurisdiction

Plaintiff asserts thadpecific persongurisdiction is implicated in this case because “this
dispute arises from Defendant’s activities in and directed to South CardI{ECF No. 55 at 13
Plaintiff also asserts that Defendant consented to general personal jurisdiction by obtaining a
certificate of authority to transact business in South Carolina atrdrisactng business in South
Carolina. (d. at 15.) Howeverbecause Plaintiff ultimately asserts that specific personal
jurisdiction is implicated in this case and not general personal jurisdietn@hreinforced this
assertion during the hearinthe courtdoes notfully analyzePlaintiff's assertion ofgeneral

personal jurisdictior.

® Plaintiff alsoasserts that the court has personal jurisdiction over Defendant because liefenda
is registered to do business in the state of South Carolina, has an agent to agcepfg@ocess

in South Carolinahas employees here on whom [it] hafspay incomeax, and has made millions

of dollars of sales in the state of South Carolina. (ECF No. 55 atH®yever,Plaintiff seems

to conflate “general personal jurisdiction” and “specific personal jurisaictiThe factors that
Plaintiff lists abovehelp to establish general personal jurisdiction rather than specific personal
jurisdiction. See Daimler AG v. Bauman571 U.S. 117, 127 (2014) Ifternational Shoe
distinguished between, on the one hand, exercises of sgemifionajurisdiction [where a suit
arises out of or relates to the defendant’s contacts with the forum], and on the athgonsit
where a foreign corporation’s continuous corporate operations within a stabesatestantial and

of such a nature as to justguit against it on causes of action arising from dealings entirely distinc
from those activities. As we have since explained, a court may aseeralggirisdiction over
foreign (sisterstate or foreigrcountry) corporations to hear any and all claims against them when
their affiliations with the State are so continuous and systematic as to teacheessentially at
home in the forum State.”) (internal and external citations omitted)

" However, the coumotesthat, pursuant tdRatliff v. Cooper Lab@tories, Inc, “the application

to do business and the appointment of an agent for service to fulfill a stategiawement is of

no special weight in the present context [of establishing personal jurisdiction]”.2d 445, 748

(4th Cir. 1971)see aso Ruff v. Strategic Contract Brands, Indq. 6:15CV-5004BHH, 2016

WL 4266313, at *5 (D.S.C. Aug. 12, 2016) (“Theduajt agrees with Defendant that registering

as a corporation in South Carolina, in and of itself, does not necessarily establistalperson
jurisdiction.”). Defendant’s registration to do business in South Carolina does not automatically
subject Defendant to general personal jurisdiction.



As stated abovethe court uses a thretementtest to determinespecific personal
jurisdiction analyzing whetheDefendant’sactivities were purposefully directed at the forum
state, whetheDefendant’'sclaim arises out of or is related to those activities, and whether the
assertion of personal jurisdiction is reasonable and &@eGrober, 686 F.3d at 1346Avocet
Huntsvile Corp. v. Aten Int'l Cq.552 F.3d 1324, 133ed. Cir. 2008)quotingBreckenridge
Pharmaceutical, Inc. v. Metabolite Laboratories, 444 F.3d 1356, 1363 (Fed. Cir. 2006))
“With respect to thfreasonableness and fairness of the court assertiagrae jurisdictioip, the
burden of proof is on the defendant, which must present a compelling case that theepoése
some other considerations would render jurisdiction unreasonable under tfiectoretest
articulated by the Supreme Court Burger King’® Avoceat, 552 F.3d at1332 (quoting
Breckenridge444 F.3d at 1363).

In the context of patent infringement litigation, the cousp&cific personal jurisdiction
analysis depends on whether the action is brought based on the infringement oit arpigte
brought in the form of a declaratory judgment actionni@nnfringementof a patent See idat
1332-33 If asuit is brought on the basis of allegeatent infringement then the jurisdictional
inquiry is focused on the “nature and extent of the commercialization of the accusectoydu
services by the defendant in the forunid. at 1332. However, in the context of a declaratory

judgment action for noninfringemenf a patent|tlhe relevant inquiry for specific personal

8 Relevant factors in determining whether the assertion of personal jurisdictiod waaport
with “fair play and substantial justice” include: “[1] ‘the burden on the defendantfh@forum
State's interest in adjudicating the dispute,’ [3] ‘the plaintiff's intenesbtaining convenient and
effective relief,” [4] ‘the interstate judicial systesvinterest in obtaining the most efficient
resolution of controversies,” and [5] the ‘shared interest of the several Stateghierifg
fundamental substantive social policieBurger King,471 U.S. at 477 (quotingvorld-Wide
Volkswagen Corp. v. Woodsaii4 U.S. 286, 293 (1980)).



jurisdiction purposes [is] to what extent has the defendant patentee ‘purposefediedi| ]
enforcement activities at residents of the forum,” and the extent to whichclheatiery judgnent
claim ‘arises out of or relates to those activities.1d. at 133233 (quotingBreckenridge 444
F.3d at 1363).

“For the exercise of personal jurisdiction to comport with fair play andauofes justice,
there must béother activities’ directed at the foruamd related to the cause of actibesides the
letters threatening an infringement suitAvocent 552 F.3d at 1333 (emphasis in the original)
(quoting Silent Drive, Inc. v. Strong Industries, In@26 F.3d 1194, 1202 (Fed. Cir. 2003)).
“Principles of fair play and substantial justice afford a patentee suffieigtude to inform others
of its patent rights without subjecting itself to jurisdiction in a foreign forum. A pegeshould
not subject itself to persal jurisdiction in a forum solely by informing a party who happens to be
located there of suspected infringement. Grounding personal jurisdiction on suchscaluaet
would not comport with principles of fairnessAvocent F.3d at 1333 (quotinBed Wing Shoe
Co., Inc. v. Hockerson-Halberstadt, In&¢48 F.3d 1355, 1360-61 (Fed. Cir. 1998)).

In order for the court to assert specific personal jurisdiction over Defenddetdaat
musthaveengagedn “other activities” beyond sending letters, suchimisiating judicial or extra
judicial patent enforcement within the forum, or entering into an exclusivesécagreement or
other undertaking which imposes enforcement obligations with a party residingiariedoing
business in the forum.Avocent 552 F.3d a1 335;see also Breckenridgd44 F.3d at 1363 (“The

district court correctly statefthe Federal Circuit'sjJaw that personal jurisdiction may not be

% “[T]he nature of the claim in a declaratory judgment action is to clear the aifrioigement
charges. Such a claim neither directly arises out of nor relates to the [comegiommldf a
product], but instead arisestaf or relates to the activities of the defendant patentee in enforcing
the patent or patents in suitAvocent 552 F.3d at 133@nternal citatioromitted).
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exercised constitutionally when the defendant’s contact with the forumistatgted to @ase
and desist letters, ‘without more.”) (quotiied Wing Shqgel48 F.3d at 1360)[E]ven though
ceaseanddesist letters alone are often substantially related to the causeoaf (#atis providing
minimum contacts), the ‘minimum requirements inherent in the concept of ‘fair pldy an
substantial justice’ . . . defeat the reasonableness of jurisditti®ed Wing Shod,48 F.3d at
1360 (citingBurger King 471 U.S. at 4778); see alsiNew Wrld Int’l, Inc. v. Ford Glob. Techs.,
LLC, 859 F.3d 1032, 103388 (Fed. Cir. 2017{Under the third part of the test, [ ] this court has
held that it is impropeto predicate personal jurisdiction on the act of sending ordinary cease and
desist letters into a forum, without mqre.

Defendant sought to enforce its patents by sending Plaintiff several lettgnsling
potential infringement of two of Defendant’s patentSedECF No. 92 at 14, 8, 1114, 18, 21
22.) Defendant initially sent a letter on July 8, 2015 stating that Plaintiff may begimigron
Defendant’s patents. (ECF No2%at 12.) Plaintiff respondedd. at 7) and then Defendant sent
a letterregarding the possibility of Plaintiff licensing signage that is allegedlgreovunder
Defendant’s patentsd; at 8). Plaintiff declined the proposed licensing agreemenat(10) and
the parties exchanged several more correspondenceb ullimatdy led to Defendansending
Plaintiff a cease and desist lettéd. (at 18) in regard to Plaintiff's alleged unlicensed use of
Defendant’s patented technologyefendant also filed a case for patent infringement in the
Northern District of West Virginia(ld. at 21;see als&ECF No. 7-2.)

Plaintiff has established that Defendant satisfies the minimum contacts nedesshaey
court to assert personal jurisdictiddeeRed Wing Shod48 F.3d at 136(However,the court’s
assertion of personal jurisdiction woulwt be reasonable and faiPlaintiff asserts that the

reasonable and fairnepsong of thecourts specificpersonal jurisdiction analysis does not have
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to be considered in this case because that papies for personal jurisdiction over an aft
state or nonresident defendfmhich Defendant is nof] (ECF No. 55 at 18.The court disagrees.
Plaintiff's emphasis on Defendant’s residency and physical presence mGanatina is
misplaced beasse it is not a factor to be considered in determining whether the courtsesh as
specific personal jurisdiction over DefendahtSeeAutogenomics, Inc. v. Oxford Gene Tech.,
Ltd.,No. SACV 07846MRP ANX, 2008 WL 7071464, at *3 (C.D. Cal. Jan. 17, 2008), aff'd, 566
F.3d 1012 (Fed. Cir. 2009This ‘fairly high’ standardto establish general personal jurisdiction
through continuous and systematic contacts with the foramjires the contacts to be the sort
that approximate physical presence witthia state, and in that regard, ‘[flactors to be taken into
consideration are whether the defendant makes sales, solicits or emghgsisess in the state,
serves thetates markets, designates an agent for service of processis incorporatediere’”)
(quotingBancroft & Masters, Inc. v. Augusta Nat'l, In223 F.3d 1082, 1086 (9th Cir.2000)).
Defendanthasprovided evidencéhat it took no further actions to enforce its patents in
South Carolina beyond sending Plaintiff letters regarding the alleged evingng of Defendant’s
patents which is distinct from other cases where courts have agsendedal jurisdiction over a
defendahin a declaratory judgment action for noninfringment of a pateee Xilinx, Inc. v. Papst
Licensing GmbH & Co. K848 F.3d 1346, 1353 (listing cases where courts assresific

personal jurisdiction}! Because Defendant took no further actions beyond sending Plaintiff

10 Defendant is a West Virginia corporation which also has its principal pfamgsiness in \&st
Virginia. (ECF No. 1 at 1 § 2; ECF No. 50 at Defendant isalso registered to do business in
South Carolina, has two employees in South Carolina, and withholds income taxes dathts S
Carolina employees. (ECF No. 50 at 4.)

11 Campbell Pet Cov. Mialg 542 F.3d 879, 886 (Fed. Cir. 2008) (extrdicial patent
enforcement)Breckenridge444 F.3d at 1366 (exclusive licensEdecs. for Imaging340 F.3d at
1351 (hiring of inforum attorney to communicate with plaintiffjamed Corp. v. Kuzmak49
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letters regarding potential patent infrexgent, the court cannot assert specific petgornisdiction

over Defendant? Additionally, to the extent that Plaintiff posits that Defendant’s presence in
South Carolina through its agent for service and its employees allows for thieoassert sppafic
personal jurisdiction over Defendant, the court disagrees. Defendant’'s emplogiesgeat for
service concern the commercialization of Defendant’s products in Southr@aaold have no
bearing on the enforcement of Defendant’'s patents which ecessary element for asserting
specific personal jurisdictioaver adeclaratory judgment action for noninfringemeha patent

See Avocenb52 F.3d at 1332.

b. Motion to Transfer

Defendant initially moved the court to dismiss Plaintiff's case or in the alternative
transfer the case to West Virginia, however, Defendant now assertsjtaaifple dismissal [of
Plaintiff's case] now would prejudice [Defendant] who has expended significaatroes
contesting jurisdiction[.]” (ECF No. 45 at 10; ECF No. 50 a) 14

Because the court finds that it lacks specific pesbgurisdiction over Defeshant and
Plaintiff asserts that general personal jurisdiction is not implicated in thistbaseourt must
either dismiss Plaintiff's case or it must transfer this d¢asa jurisdiction whex a court can

exercise personal jurisdiction over Defendahie court has the authority to transfer a case if the

F.3d 1356, 1361 (exclusive licensdkro Corp. v. Luker 45 F.3d 1541154849 (exclusive
license).

12 The court finds that it is not necessary to utilizeBleger Kingfactors in analyzing whether
the court’s assertion of specific persoju@isdiction would be proper because it is well settled that
“other activities” beyond theesiding of a letter to a pgrarenecessary for the court to assert
specificpersonal jurisdiction ovddefendanin the context of declaratory judgment action for
noninfringemenbf a patentSee Red Wing Shdel8 F.3d at 1360.
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court finds that it lacks personal jurisdiction over a defendadtit is in the interest of justice to
transfer the caseSee28 U.S.C. § 1631.

In similar casesconcerning whether the court can assert personaldjation over a
defendant in declaratory judgment actidar noninfringement of a paterthe Federal Circuit has
found that the district court’s dismissal of the plaintiff's clairas proper.See Red Windl48
F.3d at 1362Avocent 552 F.3d at 1341.

Defendants initial argument in regard to whether the court should dismiss or transfer this
case washat the court should dismiss this case for lack of personal jurisdiction and should only
transfer the case in the alternative. (ECF No. 45 at 10.) However, after juisalictiscovery,
Defendant assertetthat it wouldbe prejudiced if the court did not transfer this caseMest
Virginia. (ECF No. 50 at 14.) During tihday 24, 2018 hearind)efendant ultimatelyetreated
back to its initial positiomand stated that dismissal would be appropriate if the court found that it
lacked personal jurisdiction over Defendant.

The court finds that transferring this case woultb®in the interest of justictherefore,
the court dismisses Plaintiff's declaratory judgment cl&irVleither party has presentsdfficient
evidence as to the reastransferring this case instead of dismissing this case would be in the
interests ofystice.Both partiesalsoagree that this case should be dismissed if the court finds that
it lacks personal jurisdiction over Defendartbe€ECF No. 45 at 10; ECF No. 55 at 2%urther

if the court were to transfénis case to West Virginig&h would create a situation where there are

13 pursuant tovermont Agency of Nat. Res. v. U.S. ex rel. SteVgnhsisdiction is power to
declare the law, and when it ceases to exist, the only function remainihg tourt is that of
announang the fact and dismissing the cause. Even jurisdiction over the person (as opposed to
subjectmatter jurisdiction) is an essential element of the jurisdiction of a district court, withou
which the court is powerless to proceed to an adjudication.” 529 U.S. 765972®00) (internal

and external citations omitted).
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two cases-this declaratory judgment action and Defendant’s patent infringement atiah
both seek to adjudicate whether Plaintiff infringed upafiendant’s patents

c. Defendant’s Alternative Motions

Because the court finds that it lacks personal jurisdiction over Defendadisamdses this
case, the court does not need to address Defendant’s alteargtveents within itdotion to
Dismiss(ECF No. 45 at 1).

V. CONCLUSION

For the reasons stated above, the cGRANTS Defendant’s Motion to DismisECF
No. 45 at 1) pursuant to Fed. R. Civ. P. 12(b)(2) for lack of personal jurisdiction.

IT1SSO ORDERED.

p; ¥
8,7}@&% CRLS
United States District Judge

June 6, 2018
Columbia, SoutiCarolina
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