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INTHE UNITED STATESDISTRICT COURT
FOR THE DISTRICT OF SOUTH CAROLINA
COLUMBIA DIVISION

SECRET OF THE ISLANDS, INC.,
Plaintiff,

VS. No. 2-17€v-00342

)
)
)
)
))
HYMANS SEAFOOD COMPANY INC., ) ORDER
ELI HYMAN, AARON HYMAN, BRAD )
GENA, HOLY CITY SKIN PRODUCTS, )
INC., U.S. FOODS, INC., USA )
DISTRIBUTIONS, LLC. )
)
)

Defendants.

)

This matter is before the court on a motion to dismiss filed by U.S. Foods, Inc.,

ECF No. 23, and a motion to dismiss filed by Hymans Seafood Company, Inc., Eli
Hyman, Aaron Hyman, Brad Gena, and Holy City Skin Products Inc., ECF Nd-dt6
the reasonses forth below, the court grants in part and denies in part the motions to
dismiss. Additionally, the court aersplaintiff Secret of the Island$SOTI”) to file an
amendedomplaint and instructs it telineate which facts apply to what clainssveell
as which claim is levied against which defendant

|. BACKGROUND

SOTlis in the business of selling soaps and personal skin care products to
retailers and packaging the products in mason jars. Compl. 1 16. SOTI uses a grarketin

method including slogans such as “Turn your bathroom into a profit center,” “turn your
bathroom into a display,” “turn your bathroom into a showroom,” and “turn your
bathroom into a display and showroonid. §1(A). SOTIbrought this action against

defendants, Hymans Seafood Company, Inc. (“Hymans”), Eli Hyman (“Eli Hyypan”
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Aaron Hyman (“Aaron Hyman”), and Brad Gena (“Gena”) (Hymans, Eli Hyman,rAaro
Hyman, andsena collectively “Hyman Group”), Holy City Skin Products, Inc., (“HC"),
(Hyman Group, and HC collectivelyfyman defendanty and U.S. Foods, Inc. (“US
Foods”), USA Distributions, LLC (“USA Distributions'(all defendard collectively
referred to as “dfendants”).ld. at 1. Hyman defendants were SOTI’s clients before
creating and operating their own company called Holy City Skin Productisypany

that sells pesonal skin care productgd. 11(A)-(P).

SOTI alleges that defendants have been displaying similar products, saamole
displays using a simal marketing method and display of “Turn your bathroom into a
display.” Id. 1 1(B). In some cases, SOTI allegdfendants have used SOTI’s products
to fill mason jars and sell it as their own produict. 11(C). SOTI alleges that its
manager and then its sales representative contacted Eli Hyman to inform him that
Hymans was selling SOTI's product in infringijegs and that it was a violation of
SOTI’s intellectual property rightdd. 1 1(E). In July 2012, SOTI's manager Johnny
Hoy (“Hoy”) spoke to US Foods and informed US Foods that Hymans had stolen SOTI's
marketing and productdd. § 8. As a result of defendants’ intellectual property
infringement, SOTI was forced to decrease the sales priceppbdsicts from 35% to
60% and has lost a number of sales accounts to Hyman defenidiafit$(K).

SOTIfiled this action on February 3, 2017, alleginguanber of claims against
defendantd:(1) unfair competition in violation of the Lanham Act, 15 U.S.C. § 51
seq; (2) false advertising in violation of the Lanham Act; (3) false designationgih

in violation ofsection1125 ofthe Lanham Acgtwhich protects both registered

1 SOTI does not make clear which claims are assessed against which defendants.
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trademarks and unregistered and valid trademéksrademarkiolation undeithe
Lanham Act; (5) trade dress infringement in violation of the Lanham Act; (6)unfai
competition undethe South Carolina Unfair Trade Practices Act, £0de Ann. § 39—
5-10,et seq("SCUTPA”); (7) deceptive trade practices un@&EUTPA (8) common
law unfair competition; (9) action for damages due to federal copyrightgeiment;
(20) injunctive relief to impound records and destroy infringing articles underS.CU
8 503; (11) accruing damages for US Patent Pending; (12) trade secrets including
formulas, methods of marketing, general sales practices, customer listshen8eC t
Trade Secrets Act; (13) trade secret formulas and reverse engineering arfsiér th
Trade Secrets Act. Compl. pp. 1-32. The court grtupslaims ito the following
categories for ease of reference: (1) Lanham ActS@)TPA (3) common law unfair
competition; (4) action for damages due to federal copyright infringement; (5) thjanc
relief under 17 U.S.C. § 503; (6) damages for US Patent Pending; (7) SC Trade Secrets
Act. SOTI asks the court for injunctive relief and to grant damages of $20,166r000
the decrease in sales prices, $31,104,000 for loss of accounts, and $129,600,000 for
online reorders, as well &gl costs and attorneys’ fees.

Hyman defendants brought a motion to dismiss on March 7, 2017. ECF No. 16.
SOTI responded on March 21, 2017. ECF No. 18. US Foods filed a motion to dismiss
on March 24, 2017. ECF No. 21. SOTI responded on April 4, 2017. ECF No. 23. US
Foods replied on April 18, 2017. ECF No. 29. Both motions have been fully briefed and

are now ripe for the courtigview.



[I. STANDARD

A Rule 12(b)(6) motion for failure to state a claim upon which relief can be

granted “challenges the legal sufficiency of a complaint.” Francis v. GiacpB&8li

F.3d 186, 192 (4th CiR009) (citations omittedsee alsdRepublican Party of N.C. v.

Martin, 980 F.2d 943, 952 (4th Cir.1992) (“A motion to dismiss under Rule 12(b)(6) . . .
does not resolve contests surrounding the facts, the merits of a claim, or thabélplic
of defenses.”). To be legally sufficient, a pleading must contain a “short and plain
statement of the claim showing that the pleader is entitled to relief.”"R-€iv. P.
8(a)(2).

A Rule 12(b)(6) motion should not be granted unless it appears certain that the
plaintiff can prove no set of facts that would support his claim and would entitle him to

relief. Mylan Labs., Inc. v. Matkayi7 F.3d 1130, 1134 (4th Cir. 1993). When

considering a Rule 12(b)(6) motion, the court should accept allphezided allegations
as true and should view the coliaipt in a light most favorable to the plaintiff.

Ostrzenski v. Seigel, 177 F.3d 245, 251 (4th Cir. 1999)an Labs., Inc.7 F.3d at

1134. “To survive a motion to dismiss, a complaint must contain sufficient factual

matter, accepted as true, to ‘statelaim to relief that is plausible on its faceAshcroft

v. Igbal 556 U.S. 662, 678 (2009) (quoting Bell Atlantic Corp. v. Twombly, 550 U.S.
544, 570 (2007)). “A claim has facial plausibility when the plaintiff pleads factual
content that allows theourt to draw the reasonable inference that the defendant is liable

for the misconduct alleged.ld.



1. DISCUSSION

SOTI may have a number of meritorious claims agaleéndant$. However,
the court is precluded from considering a number of these claims by prodeahstal
namely the statute of limitatiosThe court organizeitsanalysis by first discussing
procedural doctrines that bar entire sets of claims, and then moadissuss each count
in the complaint.It gives SOTI leave to amend the complaint.

1 Statute of Limitations

Hyman defendants first argue that the statute of limitations bars all of SOTI's
SCUTPA and S.C. Trade Secrets claims. ECF No. 16 at 4. Theagoes.

The applicable statute of limaitions for SCUTPA is three year8brasivesS.

Inc. v. Awuko Abrasives Wandmacher GmbH & Co. KG, 2016 WL 8116893, at *2

(D.S.C. Aug. 17, 2016)The statute of limitations for trade secret misappropriation is

2 US Foods rests its motion to dismiss on grounds that are slightly different from
the grounds that the Hyman defendants use, but states that it “joins the arguments made
by its cadefendants” in sections-2 (standing for allegations based on intellectual
propety, statute of limitations),-B (copyright infringement allegations insufficient to
state a claim, trade dress allegations insufficient to state a claim, succesgfetiton
is not a cognizable claim, trade secret allegations insufficient eoastaaim) of the
Hyman Defendants motion to dismiss that are directed to the sufficiency of the
allegations in the complaint. Therefore, for organizational purposes the couatsgpar
its analysis by the counts in the complaint.

3 While the complait is certainly not a model of clarity, defendants’ argument
that theentirecomplaint should be dismissed because it is “disorganized and repetitive”
and that the allegations are “difficult, if not impossible, to understand” is langigut
merit. ECF No. 23 at 1. That being said, the cotdesSOTIto file an amended
complaint, and emphasizes that the amended complaint should delineate which claim
applies to which defendant so that the various nhamed defendants are on notice about
which of the thirteen counts are levied against them. This is particulgrbriamt given
that SOTI uses the terms “defendant” and “defendants” interchangeably. plésadly
unclear what facts support the proposition that any of the individually named defendants
Eli Hyman, Aaron Hyman, and Brad Gena would be personally liable. It is also unclear
what role Hymans Seafood Company played in this matter.
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alsothree years.S.C. Code Ann. 8§ 39-8-70 (2016). Under “the discovery rule, the
statute of limitations begins to run from the date the injured party either knshswad
know, by the exercise of reasonable diligence, that a cause of action exisés for t

wrongful conduct.”_True v. Monteith, S.E.2d 615, 616 (S.C. 1997).

With that starting point, the court now turns to determining which claims are
time-barredunder the statute of limitation$n a section of the complaint headlined
“history of Plaintiffs putting defendant USF on notice since 2012,” SOTI discusses t
July 2012, Johnny Hoy, the manager at SOTI, “told [US Foods] that Hymans stole the
marketing, product, intellectual property and put him on notice.” Compl. § 8. SOTI
alleges that in response, the US Foods Representatweig@d that “that is between you
and Hymans.”ld. This proves that at least by July 2012, SOTI was aware that Hyman
defendants were embarking on infringing activity and that US Foods was sledling
“pirated” goods. Te complaint was not filed unfilebruary 3, 2017-early five years
after SOTI knew that a cause of action for intellectual property infriegéexisted.
Applying the discovery rule, the statute of limitations for SOTI's claims ag#ias
Hyman defendants and US Foods related to intellectual property and infrindesgant
to run in July 2012t the latest Even viewing the pleadings in a light most favorable to
SOTI, itis clear that the SCUTPA and SC Trade Secret claims accrued by T2ly 20
Therefore, all of SOTI's SCUTPA and S.C. trade semisappropriatiortlaims are
barred by the thregear statute of limitations.

The statute of limitations analysis for SOTI's Lanham Act claims is more
nuanced. Although the Lanham Act does not provide an express statute of limitations,

the Fourth Circuit has stated that “it is proper to use the analogous state limitatiods pe



for Lanham Act suits."PBM Prod., LLC v. Mead Johnson Co., 639 F.3d 111, 121 (4th

Cir.2011). Under South Carolina law, the relevant and applicable statutory period is
three years. Se®.C. Code Ann. 8 15-3-530 (thrgear limitations period for actions
other than for recovery of real property); S@de Ann. § 39-5-150 (thrgear
limitations period for actions under the South Carolina Unfair Trade PractatpsTAis
Lanham Act claim was filed on February 3, 2017, and thus, applyirtgréeyear
staute of limitations, all claims must haaecrued on February 3, 201t,later.

The statute of limitations does not shialdefendantrom liability for wrongful
acts actually committed during the limitations pesdaere, the thregear statute of
limitations for Lanham Act claims would noér SOTIfrom asserting a claim for any
infringing acts that Hyman defendants and US Foods committed after February 3, 2014.

Lyons P’ship, L.P. v. Morris Costumes, Inc., 243 F.3d 789, 797 (4th Cir. 2001) (holding

that each sale should be considered separately under a trademark infringemest analys
and that the statute of limitations does not bar claims based on infringingyasttimn
to have occurred within the linaitions period).Of course SOTI cannot recover for

claims that accruebdefore February 3, 2014. Hotaling v. Church of Jesus Christ of

LatterDay Saints118 F.3d 199, 201 (4th Cir. 1997).

Therefore the statute of limitations puts up a procedural bar to the following
counts in the complaint: count 1 for unfair competition in violation of the Lanham Act for
claims accruethefore February 2014; count 2 for false advertising in violation of the
Lanham Act for claims accrued before February 2@ddint 3 for false designation of
origin in violation of the Lanham Act for claims accrusefore February 2014ount 4

for trademark infringement in violation of the Lanham Act for claims acdoeéore



February 2014; count 5 for trade dress infringement in violation of the Lanham Act for
claims accruethefore February 2014; count 6 for unfair competition under SCUdPA
all claims count 7 for deceptive trade practices under SCUTdPAll claims count 12
for trade secrets under tBeC.Trade Secrets Ador all claims count 13 for trade sest
formulas and reverse engineering unttherS.C.Trade Secrets Ador all claims

2. Lanham Act

SOTI brings a number of claims against Hyman defendants and US Foods under
the Lanham Act, namely for unfair competition, false advertising, fasration of
origin, trademark infringement, and trade dress infringement. Before arpatha
merits of each Lanham Aclaim, the courassesseshether SOTI has met the
procedural requirements to be able to assert a Lanham Act claim.

a. Standing for Lanham Act claims

For claims of trademark infringement and unfair competition under the Lanham
Act, a plaintiffmust show the court that “it ha[d] a valptectible trademark and that
the defendang use of a colorable imitation of the trademark is likely to cause confusion

among consumers.Synergistic Intf, LLC v. Korman 470 F.3d 162, 170 (4th Cir.

2006). The Supreme Court has explained that the Lanham Act “provides national

protection of trademarks in order to secure to the owner of the mark the goodwasll of

business and to protect the ability of consumers to distinguish among competing

producers.”_Park ‘N Fly, Inc. v. Dollar Park & Fly, Inc., 469 U.S. 189, 198 (1985)

(emphasis added)A trademark includes any word, name, symbol, ora@eused by an
individual to identify and distinguish his goods “from those manufactured or sold by

others and . . . [to] indicate the source of the goods.” 15 U.S.C. § 1127.



Here, SOTI has a copyright registration certificate for the dispdgy gr, and
display—but only since January 11, 20lvhen the certificate of registration was issued.
Compl., Ex. 10, USPTO Certificate of Registration. The language of the gbpyri
registration certificate does not make clear if the copyright extends to adl siioifans
that SOTI claims it doesnamely, for “TURNING YOUR BATHROOM INTO A
SHOWROOM OR DISPLAY,” “TURN YOUR RESTROOM INTO A PROFIT
CENTER,” “Turn your bathroom into a display,” “Turn your bathroom into a
showroom,” “Display consisting of Bowl, sample product, spoon, message caelseP|
enjoy a one minute hand massage compliments of us availaiplerébrase ask our
staff,” “TURN YOUR BATHROOM INTO A PROFIT CENTER,” and “TURN YOUR
RESTROOM INTO A DISPLAY.” Compl., Ex. 1. While unclear, it appears that SOTI
is arguing that the copyright registration certificate operates to give demeak in the
marketing method that it employ# copyrightin an imag does not equal trademark
protection in the products in that image.séarch of the USPTO databaseealsthat
SOTI had a trademark faoine formula of its personal care products including salt scrubs
and hand creams, registered as of September 11, 2012. To thelett&QTI is
bringing Lanham Act claim®or the personal care products themselves, SOTI may assert
claims for trademark infringemertdt accrued aftdfebruary 2014. However, the bulk
of SOTI's claims appear to be premised on the marketing methgabahkdging practice
of packing personal skin care products in mason jars—not on the products themselves.
SOTI also alleges that it has filed an application for a utility patent for its magkaetoh

sales methods with the USPTO. Compl.  130. However, it cites no authority for the



proposition that an application for a patent is enough to prove that it has a trademark for
Lanham Act purposes.

SOTI alleges that it has submittaébrmal application for registration of
trademarks with the United States Patent and Trademark Office (USPTO)I. §d.
Of course, even after a party filesapplication the USPTO can refuse to register a mark.
The court reiterates th&OTI still has not adequately alleged that it has a valid trademark
in the marketing method. The complaint is dewvolidufficient allegations that SOTI has
a valid trademark at all, registered or otherwise.

US Foods argues that SOTI has no standing to eutsltanham Act claims.
Assuming that SOTI is able to allege that it has a valid trademark in its marketing

method, it has met the other requirements for standsegProcter & Gamble Co. v.

Amway Corp, 242 F.3d 539, 561 (5th Cir. 2001) (The Lanham Act “limit[s] standing to
a narrow class of potential plaintiffs possessing [competitive or commerc¢eksts”

harmed by the targeted conduct) (quoting Conte Bros. Automotive, Inc. v. Quaker State—

Slick 50, Inc., 165 F.3d 221, 229 (3d Cir. 1998)); Stanfield v. Osborne Indus., 52 F.3d

867, 873 (10th Cir. 1995) (“to have standing for a false advertising claim [under the
Lanham Act], the plaintiff must be a competitor of the defendant and allege attv@pe
injury”). There is some differen@mongthe circuit courts about what qualifies as a

commercial or competitive interest for standing purpo§&smpare Berni v. Int’l

Gourmet Restaurants of America, 838 F.2d 642, 648 (2d Cir. 1988) (“Although a

[Lanham Act] plaintiffneed not be a direct competitar. standing to bring a . claim

requires the potential for commercial or competitive injiirwith Stanfield 52 F.3d at
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873 (“[Lanham Act] plaintiff must be a competitor of the defendant and allege a
competitive injury”).

What SOTlIclaims—that defendants marketed and sold products which were
“strikingly and confusingly similar” to its own line of products, and used a marketi
method to sell these salts and lotions thas“strikingly similar” to SOTI's—alleges a
claim for commercial injury ECF No. 29 at 7. Lost sales and damage to business
reputation are “injuries to precisely the smt£ommercial interests the [Lanham] Act

protects.” Tire Eng’g & Distrib., LLC v. Shandong Linglong Rubber Co., 682 F.3d 292,

310 (4th Cir. 2012) (quoting Nintendo of Am., Inc. v. Aeropower Co., 34 F.3d 246, 250

(4th Cir.1994) (“[W]e have reasoned that the archetypal injury contemplatduk Act
is harm to the plaintif6 ‘trade reputidon in United States markety). To the extent
that SOTI is asserting Lanham Act claims for aspects of its marketing method or

packaginghat itactuallyhas trademarks fpSOTI has standing under the Lanham Act.

But as set forth in the complaint, the courtroatrdiscerrwhat SOTI has trademarks
for—if anything. Because SOTI has not sufficiently alleged thapdssessésa mark,
the court grants the motion to dismiss on all of the Lanham Act claims.
b. Laches

Having established that SOTI has standing under the Lanham Act, the court
proceeds to the laches argument. Many of SOTI's Lanham Act clairbaraed by the
doctrine of laches, dbke fiveyear delay between Hoy’s initial contact with US Foods
about Hymans’ infringing actions and its filing of this lawsuit is unreasonable

Courts apply laches to address the inequities created by a trademark owner who,

despite having a colorable infringement claim, has unreasonably delayeHingsee
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redress to the detriment of the defendant. Sara Lee Corp. v. Kayser—Roth Corp., 81 F.3d

455, 461 (4th Cir. 1996)In determining whether laches operates as a defense to a
trademark infringement clainthe court is tewonsider at least the following factors: (1)
whether the owner of the mark knew of the infringing use; (2) whether the cvdetaly
in challenging the infringement of the mark was inexcusable or unreasomab(8) a
whether the infringig user has beamduly prejudiced by the owner’s delaSara Lee
Corp., 81 F.3d at 461 n. BOTlasks for treble damages for damages accrued over six
years—three years past the statute of limitations for a Lanham Act case in Soatin&ar
and five years since the 2012 phone call between Hoy and US Foods. For example, in
calculating actual business losses due to SOTI’s forced reduction in primes t
compettive with Hyman defendants, SOTI multiplies its profit |pes yeaby six years.
Compl. T 8(A)(iii)(c). SOTI then asks for treble damages on that profit larsa,tbtal
amount of $20,160,000. This damages figure could have been greatly reduced if SOTI
hadbrought this lawsuit in any of the five years since it learned, at leaktlyp012,
that Hyman defendants were selling and marketgmigfringing product.

Lachesalsobars false advertising claims where a defehdaprejudiced by a
plaintiff’s unreasonable delay in bringing suit after the plaintiff knew of the defessdant’

violation. What-A—Burger of Virginia v. Whataburger of Corpus Christi, Texas, 357

F.3d 441, 449 (4th Cir. 2004) (“Because the Lanham Act does not include a limitations
period,courts use the doctrine of laches to address the inequities created by a trademark
owner who, despite having a colorable infringement claim, allows a comgetitor

develop its products around the mark and expand its business, only then to lower the

litigation boom.”). When a false advertising plaintiff files suit outside of the statute of

12



limitations, both elements of lachesinreasonable delay and prejudicare-strongly

presumed.SeeEEOC v. The Great Atlantic & Pacific Tea C@35 F.2d 69, 80 (3d Cir.

1984) (finding that once the statute of limitations has expired, the defendant “drgoys
benefit of a presumption of inexcusable delay and prejudi¢é€)e, by alleging that
Hyman defendants have been unjustly enriched as a result of placing S@dlistprin
their own packaging-and placing products similar to SO3'in their avn packaging—
and calculating damages that increase based on the number of years that defieveant
been selling and marketing the infringing prod&DTI is benefiting from its own
unreasonable delay. Compl. § 71.
C. Substantive Lanham Act Claims

SOTI levies a number of Lanham Act claims against defendants, includiag fals
advertising, false designation of origin, and trade dress infringementeudowvhile the
relevant portions of the complaint outline the legal requiremergaaf of the claimst
no point does SOTI specify whid¢actssupport which claim oagainstwhich defendant
each claim is leviedSOTI's complaint has a “fact section” that is nearly a hundred
paragraphsyetdoes not delineate what facts apply to whaihts. The briefing on this
motion is not particularly helpful in deducing SOTI's claims. For example, in its
response to Hyman defendants’ motion to dismiss, SOTI repeatedly coriftates t
meaning of “trade dress” and “trademark” and uses the terms interchangeably, even
though each carries a unique meaning in the Lanham Awt.cdurt grargHyman
defendants’ motion for a more definite statement under Federal Rule of @iedd@ire

12(e)and emphasizdo SOTI that its amended complamust specify which facts apply

to which claimand which claim is levied against which defendant.
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3. Common Law Unfair Competition
SOTI's eighth claim is for common law unfair competition. Corfifit12-15.
Theelements of common law unfaiompetitionunder South Carolina law are identical

to the elements for proving a Lanham Act claim. Shakespeare Co. v. Silstar Corp. of

Am., Inc, 802 F.Supp. 1386, 1399 (D.S.C. 1992), rev'd on other grounds by

Shakespeared v. Silstar Corp. of Am., Inc., 9 F.3d 1091 (4th Cir. 1993) (noting that the

elements bcommon law unfair competitionnder South Carolina law are identical to the

elements for proving a Lanham Act claim); see &lgong Star Steakhouse & Saloon, Inc.

v. Alpha of Virginia, Inc., 43 F.3d 922, 930 n. 10 (4th Cir. 1995) (“The test for trademark

infringement and unfair competition under the Lanham Act is essentially theasatimet
for common law unfair competition .”).

As discussed iection lll.2addressing the Lanham Act clainiisis not clear that
SOTI hasalleged that it has a valrotectabldrademarkin any of the marketing slogans
or methodghat it uses.Since the court finds th&OT]I has not sufficiently alleged that it
“possesses” a miarthe court grants the motion to dismiss on the common law unfair
competition claimand directsSOTI to, in the amended complaint, make clear that it
“possesses” a mark in the marketing method that it uses to sell the skin carg¢sproduc

such that it can even bring this clairBeelLone Star Steakhouse & Saloon, Inc., 43 F.3d

at 930 (In order to prevail on claims of trademark infringement and unfair competition
under the Lanham Act, a plaintiff must allege that “it has a vatamtectablerademark

and that the defendant’s use of a colorable imitation of the trademark is likelyst® ca
confusion among consumers.”).

4. Action for damages dueto federal copyright infringement

14



SOTI's ninth claim is for federal copyright infringemem.searchof the
copyright registration number VA00020263®&t SOTI alleges it owns turns uperies
of threephotographsegistered to SOT[1) an image ofhe display sign of TURN
YOUR BATHROOM INTO A SHOWROOM OR DISPLAY; (2) an image of a mason
jar with bath saltsniside of it; and (3) an image of an additional display. To prevail on
copyrightinfringement claima plaintiff must prove that it owns a valid copyright, and it
must establish that the defendant engaged in unauthorized copying of the work protected

by the copyright. Towler v. Sayles, 76 F.3d 579, 581 (4th Cir. 1996). However, again

SOTI seems to be confag a copyright ifringement claim foa trademek infringement
claim—atno point does SOTI allege that Hyman defendants useth#dugs that SOTI

has a copyright to. Instead, SOTI appears to allege trademark infringeneant of t
products contained in the copyrighted imatyeBherefore, the court grants the motion to

dismiss as to the copyright infringement claim.

4 But again, SOTI has netfficiently alleged that it has a trademark

those products. To prevail undetrademark infringement claim, a plaintiff must prove:

(1) that it passesses a marl2) that the defendant uséae mark;(3) that

the defendans use of the mark occurrédn commercg; (4) that the
defendant used the mark ‘in connection with the sale, offering for sale,
distribution, or advertising’ of goods or services; and (5) that the defendant
used the mark in a manner likely to confuse consumers.

People for Ethical Treatment of Animals v. Doughney, 263 F.3d 359, 364 (4th Cir. 2001)
(citations omitted) SOTI fails this test.

First, SOTI is the owner of copyright registration number VA000202639%nfor
image ofits marketing methods, including “turnirygur bathroom into a showroom or
display,” “turn your restroom into a profit center,” and a “display consistirmpo,
sample product, spoon, message card.” ECF No. 29 at 14. The copyright registration
attached to the complaint shows that USPTO issued the registration on January 11, 2017,
and that it extends t@animageof the display sign, the jar, and the display. Compl. Ex.
10, USPTO Copyright Registration. What SOTI does not have is a valid and protectable
mark in the display sign or the method of packaging bath salts in mason jars. Therefore

15




Hyman defendants argue that the statute of limitations bars all of SOTI’s claims.

ECF No. 16 at 4This argument fails. Even if all of SOTI's federal copyright

it fails this first factor of thdPETA test, and the court’s inquiry ends here. Assurfong
the sake of argument that SOTI had alleged that it had a valid and protectable thark i
display sign and the packaging method of puttiathtsalts in mason jars, it would fulfill
the remaining factors in the PETA test.

Second, SOTI alleges that defendants have engaged in marketing products and
displays, marketing plans, and marketing methods “without any license, grant, or
permission from SOTIL.” ECF No. 29 at 14. This is sufficient to fulfill the second prong
of thePETAtest, that defendants used the mark. SOTI even attaches an sxbiting
a screenshot of HC’s YouTubkac. video using these trademarésd slogans. Compl.,

Ex. 3.

Third, SOTI alleges that Hyman defendants have “sourced and/or manedactur
the various infringing products, and packaging, jars, and displays” and “sold the products,
jars, packaging, displays” to US Foods. Compl. § 6. US Foods, in turn, “manufactures,
and/or markets, distributes, uses, and/or sells the products, displays, packaging,
marketing plan, marketing method” including the “turning your bathroom into a
showroom or display” marketing method. Compl. 6. SQfthér alleges that
defendants have appropriated this marketing method “for their own profit and
advantage,” and have gained sales accounts from this marketing method. Compl. 7.
This fulfills the third prong oPETA, which requires a party to prove that a defendant
used the mark “in commerce.”

Fourth, SOTI sufficiently alleges that the Hyman defendants use SOTI's
marketing method and packaging, including placing the infringing products@asan
jar for sale atrade shows. Compl.®f{M). US Foods “associate[es]” with Hyman
defendants to “present, market and advertise, take orders” for the producEOTI
attaches exhibitsf screenshots from the HC website, clearly showing that HC products
such as the #iascrub are packaged in a mason jar and come with a wooden bowl.
Compl, Ex. 9. This fulfills the fourth prong BETA, that SOTI has sufficiently alleged
that Hyman defendants used the mawkhatever‘the mark is— “in connection with the
sale, offering for sale, distribution, or advertising” of goods or services.

Fifth, SOTI alleges it has gotten “calls and complaints” from consumers about
soured products being sold which were actually HC products. Compl. § 139. SOTI
attaches an exhibit showing HC product packaging ampdagis as evidence that the
products are packaged in packaging and presented in displays “designed to confuse
consumers” into thinking they are from SOTI. Compl. { 47. The likelihood of
confusion is a factual issue dependent on the circumstances aasacanaourts have
found that it Il -suited on a motion to dismissSeePetro Stopping Ctrs., L.P. v. James
River Petroleum, Inc., 130 F.3d 88, 92 (4th Cir. 19%9wever, SOTI's allegations that
it has received calls and complaints are sufficient at this preliminary stagélkehis
prong of thePETA test.
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infringement claims are subject tdhmeeyearstatute of limitations, the certificate of
registration was issued fairly recenthpn January 11, 2017. SOTI's claims for federal
copyright infringement would only begin to accrue after this date, fallingmikia
threeyearstatute of limitations. Of course, this cuts both ways. Unless SOTI has an
argument—independent of the copyright registration—that it possessed the copyright
(consisting of the display sign, jar, and display) before January 2017, SOTI can only
bring claims for copyright infringement for infringing acts occurringrfianuary 11,
2017. Of course, since the court finds that SOTI does natisuatfy allege copyright
infringement thecourt gants themotion to dismiss theopyright nfringementclaim.

5. Injunctiverelief under 17 U.S.C. § 503

SOTI seeks injunctive relief preventing def@ants from future infringing activity
against its personal skin care products. A court may “order the destruction or other
reasonable disposition of all copies or phonorecords found to have been made or used in
violation of the copyright ownes’exclusie rights.” 17 U.S.C. § 503(b). Granting such
a broad injunction seems to be more suited for teetsstage as opposed to the motion
to dismiss stage, but the court does dismiss the claim at this time.

6. Damagesfor US Patent Pending

In count 11 of its complaint, SOTI alleges a violatodra “pending” patent
application and asks to be awarded any relief “available by law.” CBQ SOTI
alleges that its marketing and sales methods are “unique and original” and havtteen f
under a utility patent application with the USPTO. Compl. § 130. However, the

complaint does not mention what statute or legal doctrine SOTI is bringing this claim
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under. Certainlythe court was wable to find anyaselawanalyzing a claim for a “US

Paent Pending."Therefore, this claim is dismissed.
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V. CONCLUSION

The courtGRANTSIN PART AND DENIESIN PART the motions to dismiss,
andORDERS SOTI to amend the complaint within 30 days of the date of tlieroin
the amended complaint, the court directs SO ™eineatevhat facts apply to what
claims as well as which claim is levied against which defendant.

AND IT ISSO ORDERED.

DAVID C. NORTON
UNITED STATESDISTRICT JUDGE

March 30, 2018
Charleston, South Carolina
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