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1994 U.S. Dist . LEXI S 21597, * ;  33 U.S.P.Q.2D (BNA)  1882 
 

THE MAI TLAND COMPANY, I NC., and SUMTER TRANSPORT, I NC., Plaint iff,  v. TERRA 
FI RST, I NC., HEEL-AWAY, I NC., and MI TCH COVI NGTON, Defendants.

 
CI VI L ACTI ON NO. 3: 94-662-17BD

 
UNI TED STATES DI STRI CT COURT FOR THE DI STRI CT OF SOUTH CAROLI NA, 

COLUMBI A DI VI SI ON
 

1994 U.S. Dist . LEXI S 21597;  33 U.S.P.Q.2D (BNA)  1882
 
  

August  24, 1994, Decided   
August  24, 1994, Filed

 
SUBSEQUENT HI STORY: Adopted in Part , Rejected in Part , I njunct ion granted, 
m ot ion granted by, Mait land Co. v. Terra First , 1994 U.S. Dist . LEXI S 20172 (D.S.C. 
Oct . 27, 1994) . 
 
DI SPOSI TI ON:  [ * 1 ]   Magist rate judge's recom m endat ions:  Plaint iffs' request  for 
prelim inary injunct ion should be granted. 
 
CORE TERMS: agitator, patent , tank, prelim inary injunct ion, invent ion, tanker, shaft , 
seals, reasonable likelihood, inventor, injunct ion, bot tom , irreparable harm , 
infr ingem ent , m em orandum , custom er, lawsuit , solid, com pete, public interest , non-
sparking, invalid, auger, bronze, load, m arket  share, undersigned, pract icing, 
infr inged, presum ed 
 
COUNSEL: For MAI TLAND COMPANY, I NC. (THE) , SUMTER TRANSPORT, I NC., 
plaint iffs:  Robert  George McCulloch, Jr., Bell,  Bagley & Davis, Sum ter, SC. 
  
For MAI TLAND COMPANY, I NC. (THE) , SUMTER TRANSPORT, I NC., plaint iffs:  Michael J 
Bell,  John F. Hornick, Gerson S. Panitch, Esq., Finnegan, Henderson, Farabow, Garret t  
& Dunner, Washington, DC. 
  
For MAI TLAND COMPANY, I NC. (THE) , SUMTER TRANSPORT, I NC., plaint iffs:  Jam es 
Edward Bell,  I I I ,  Bell and Moore PA, Sum ter, SC. 
  
For TERRA FI RST I NC, HEEL-AWAY I NC, MI TCH COVI NGTON, defendants:  Russell 
Thom as Burke, Valent ine Henry St ieglitz, I I I ,  Nexsen Pruet  Jacobs and Pollard, 
Colum bia, SC. 
  
For TERRA FI RST I NC, HEEL-AWAY I NC, MI TCH COVI NGTON, defendants:  John S. 
Prat t , Esq., Mitchell G Stockwell,  Kilpat r ick Stockton LLP, At lanta, GA. 
  
For RANGER I NSURANCE COMPANY, m ovant :  Knox L Haynsworth, I I I ,  Brown Massey 
Evans and McLeod, Greenville, SC. 
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For TERRA FI RST I NC, counter-claim ant :  Valent ine Henry St ieglitz, I I I ,  Nexsen Pruet  
Jacobs and Pollard, Colum bia, SC. 
  
For MAI TLAND COMPANY, I NC. (THE) , SUMTER TRANSPORT, I NC., counter-
defendants:  Robert  George McCulloch, Jr., Bell,  Bagley [ * 2 ]   & Davis, Sum ter, SC. 
  
For MAI TLAND COMPANY, I NC. (THE) , SUMTER TRANSPORT, I NC., counter-
defendants:  Jam es Edward Bell,  I I I ,  Bell and Moore PA, Sum ter, SC. 
  
For TERRA FI RST I NC, HEEL-AWAY I NC, MI TCH COVI NGTON, counter-claim ants:  
Russell Thom as Burke, Valent ine Henry St ieglitz, I I I ,  Nexsen Pruet  Jacobs and Pollard, 
Colum bia, SC. 
  
For TERRA FI RST I NC, HEEL-AWAY I NC, MI TCH COVI NGTON, counter-claim ants:  John 
S. Prat t , Esq., Mitchell G Stockwell,  Kilpat r ick Stockton LLP, At lanta, GA. 
  
For MAI TLAND COMPANY, I NC. (THE) , SUMTER TRANSPORT, I NC., counter-
defendants:  John F. Hornick, Gerson S. Panitch, Esq., Michael J Bell,  Finnegan, 
Henderson, Farabow, Garret t  & Dunner, Washington, DC. 
  
For VERNON MI LLI NG CO., VMC LEASI NG, I NC., PRI CE MAI NTENANCE SERVI CE I NC, 
ELMER THOMAS, defendants:  Donald B Sweeney, Jr, Rives & Peterson, Birm ingham , 
AL. 
  
For VERNON MI LLI NG CO., VMC LEASI NG, I NC., PRI CE MAI NTENANCE SERVI CE I NC, 
ELMER THOMAS, defendants:  Jam es Mixon Griffin, Sim m ons Griffin and Lydon, 
Colum bia, SC. 
  
For PRI CE MAI NTENANCE SERVI CE I NC, counter-claim ant :  Donald B Sweeney, Jr, 
Rives & Peterson, Birm ingham , AL. 
  
For PRI CE MAI NTENANCE SERVI CE I NC, counter-claim ant :   [ * 3 ]   Jam es Mixon Griffin, 
Sim m ons Griffin and Lydon, Colum bia, SC. 
 
JUDGES: Br istow Marchant , United States Magist rate Judge. 
 
OPI NI ONBY: Br istow Marchant  
 
OPI NI ON: REPORT AND RECOMMENDATI ON  
 
This act ion was filed by the Plaint iffs on March 2, 1994. Plaint iffs allege that  the 
Defendants are com m it t ing patent  infr ingem ent  in violat ion of 35 U.S.C. § 271(a) ,(b) ,
(c) . Plaint iffs also charge the Defendants with violat ions of § 43(a)  of the Lanham  Act , 
15 U.S.C. § 1125(a) , com m on law unfair  com pet it ion, South Carolina Unfair  Trade 
Pract ice Act , § 39-5-10, et .seq., South Carolina Code of Laws, and Civil Conspiracy. 
 
Plaint iffs assert  that  they are the owners of the ent ire r ight , t it le and interest  in U.S. 
Patent  no. 5,275,487 ( " the 487 patent ") , which is the patent  for a tanker t railer 
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agitator produced under the t radem ark "Roberoller" . n1 The sole business of the 
Plaint iff Mait land Com pany ( "Mait land")  is the product ion of and sale of Roberoller 
agitators. Plaint iff Sum ter Transport  ( "Sum ter")  is a m ajor purchaser of Mait land's 
Roberoller agitators. Plaint iffs allege in this lawsuit  that  the Defendants have 
m anufactured, caused others to m anufacture, used [ * 4 ]   and/ or sold and caused 
others to use and/ or sell agitator tanker t railers that  fall within the scope of one or 
m ore of the claim s of the patent , and have therefore infr inged the patent . Plaint iffs 
seek to enjoin the Defendants from  further infr ingem ent  of Plaint iffs' patent , as well 
as an award of dam ages and reasonable at torney's fees and costs. 
 
-  -  -  -  -  -  -  -  -  -  -  -  -  -  Footnotes -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
 
n1 The actual owner of the Patent  is Robert  Rum ph, President  of the Mait land 
Com pany. Plaint iffs' Exhibit  4. However, for purposes of this report  and 
recom m endat ion, the Court  will generally refer to the Plaint iffs as the "owners"  of the 
patent , as they are assert ing the r ight , through Rum ph, to use of the patented 
product . 
  
 
-  -  -  -  -  -  -  -  -  -  -  -  End Footnotes-  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
Plaint iffs filed a m ot ion for prelim inary injunct ion in this case on June 15, 1994. I n 
their  m ot ion, Plaint iffs seek to enjoin any further use and/ or sale of Defendants' 
alleged infr inging agitators pending resolut ion of this lawsuit . n2 The general 
standards for considering a prelim inary injunct ion m ot ion are not  in dispute. I n order 
to grant  [ * 5 ]   a prelim inary injunct ion, a Court  m ust  find 1)  that  the Plaint iff has a 
reasonable likelihood of success on the m erits;  2)  that  the Plaint iff does not  have an 
adequate rem edy at  law or will be irreparably harm ed if the injunct ion does not  issue;  
3)  the threatened injury to the Plaint iff outweighs the threatened harm  the injunct ion 
m ay inflict  on the Defendant ;  and 4)  the grant ing of a prelim inary injunct ion will not  
disserve the public interest . Roper Corp. v. Lit ton System s, I nc., 757 F.2d 1266, 1269 
(Fed.Cir. 1985) . n3 
 
-  -  -  -  -  -  -  -  -  -  -  -  -  -  Footnotes -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
 
n2 This m ot ion was referred to the undersigned United States Magist rate Judge by the 
Honorable Joseph F. Anderson, Jr., United States Dist r ict  Judge, by order filed June 
23, 1994, pursuant  to 28 U.S.C. § 636 and Local Rule 73.02(D) , D.S.C. This Report  
and Recom m endat ion is entered pursuant  to the provisions of 28 U.S.C. § 636 (b) (1)
(A) . 
 
 
n3 The standards set  by the Court  of Appeals for the Federal Circuit , which has 
appellate jur isdict ion over all patent  cases pursuant  to 28 U.S.C. § 1292, are the 
standards to be used in considering a prelim inary injunct ion in a patent  case. 
Hybritech I nc. v. Abbot t  Laborator ies, 849 F.2d 1446, 1451 n. 12 (Fed.Cir. 1988) . 
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-  -  -  -  -  -  -  -  -  -  -  -  End Footnotes-  -  -  -  -  -  -  -  -  -  -  -  -  -  [ * 6 ]   
 
As noted in Wright  & Miller, Federal Pract ice and Procedure, § 2948, p. 428-429, a 
"prelim inary injunct ion is an ext raordinary and drast ic rem edy, one that  should not  be 
granted unless the m ovant , by a clear showing, carr ies the burden of persuasion."  
However, a United States Dist r ict  Court  m ay consider the pr incipals of equity when 
deciding a prelim inary injunct ion m ot ion, and m ay im pose such term s as the Court  
deem s reasonable under the circum stances. see 35 U.S.C. § 283. Federal Courts have 
recognized that  som et im es there is a special need for im m ediate relief in patent  
cases, see e.g., Pit tway v. Black and Decker, 667 F. Supp. 585, 593 (N.D.I l.  1987) , 
Augat , I nc. v. John Mezzalingua Assocs., I nc., 642 F. Supp. 506, 508 (N.D.N.Y. 1986) , 
and a patent  is presum ed valid under Federal Law. 35 U.S.C. § 282. However, this 
presum pt ion of validity does not  relieve a patentee who m oves for a prelim inary 
injunct ion from  the requirem ent  that  the m ovant  carry the burden of showing 
likelihood of success on the m erits with respect  to all disputed issues. Accord, New 
England Braiding Co. v. A.W. Chesterton Co., 970 F.2d 878, 882 (Fed.Cir. 
1992) . [ * 7 ]    
 
Both sides have subm it ted extensive br iefs with accom panying exhibits on this 
m ot ion. I ndeed, this Court  was st ill receiving filings relat ing to this m ot ion from  the 
Defendants on the day the m ot ion was scheduled to be argued. The Court  advised the 
part ies of the requirem ents of Local Rule 12.01 D.S.C., and further advised the part ies 
that  this Rule should be st r ict ly adhered to in future filings with this Court . However, 
for purposes of the m ot ion for prelim inary injunct ion, the Court  has allowed the 
Plaint iffs to subm it  a writ ten response to the Defendants' late filings, post -hearing, 
and therefore the Court  has considered all m aterials subm it ted by both part ies in 
rendering this opinion. The Court  will now discuss each elem ent  necessary for 
determ inat ion of Plaint iff 's m ot ion. 
 
1 )  Do the Plaint iffs have a reasonable likelihood of success on the m erits? 
 
Plaint iffs are the owner of the 487 patent  for the Roberoller agitator. The 487 patent  
was issued three (3)  years after the init ial applicat ion was subm it ted, during which 
t im e the applicat ion was considered by two United States Patent  Exam iners. The 
exam iners concluded that  Plaint iffs (actually Robert  Rum ph)  were ent it led [ * 8 ]   to a 
United States Patent  for the Roberoller agitator. As previously noted, pursuant  to 35 U.
S.C. § 282, the 487 patent  is presum ed valid. see Exhibit  5 to Plaint iffs' m em orandum  
in support . Defendants' patent  at torney conceded at  the hearing that  the 487 patent  
is presum ed valid as a m at ter of law. 
 
The Roberoller agitator tanker is used in the shipment  of certain waste products. I t  is 
designed to prevent  build-up of solids on the tanker floor and to m aintain a uniform  
m ixture of waste throughout  the tank. The Roberoller ut ilizes an internal non-sparking 
m otor and shaft  ends contained ent irely within the tank. Plaint iffs' Exhibit  16;  see also 
text  Claim  1. One of Mait land's first  custom ers for this agitator was the Defendant  
Terra First , I nc. ( "Terra First " ) . The Defendant  Mitch Covington ( "Covington") , 
President  of Terra First , signed a sales cont ract  on June 21, 1991 (pr ior to the 
issuance of the 487 patent )  which acknowledged that  a patent  for this device was 
pending. Covington and Terra First  agreed in this cont ract  not  to copy or perm it  
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others to copy the Roberoller agitator tanker design. Plaint iff 's Exhibit  5, P's 9-10;  
Plaint iff 's  [ * 9 ]   Exhibit  6. However, Mait land later filed a lawsuit  against  Terra First  
alleging that  Terra First  and an Alabam a Com pany called Price Maintenance were 
m aking and using copy-cat  agitator tankers. Plaint iff 's Exhibit  5, P 11. This lawsuit  
resulted in a set t lem ent  agreem ent  wherein Terra First  agreed to stop hauling 
agitated hazardous waste with the Price Maintenance/ Roberoller units within a set  
period of t im e, and also to m ake certain cash paym ents to the Plaint iff Mait land. see 
Plaint iff 's Exhibit  10. However, Plaint iff alleges that  following this set t lem ent , 
Covington proceeded to set  up a new com pany, the Defendant  Heel-Away, I nc. ( "Heel-
Away") , to cont inue the m anufacture of agitator tankers with the sam e key features 
as Mait land's Roberoller agitator tankers. Plaint iffs then filed this lawsuit  for patent  
infr ingem ent  and dam ages. Defendants deny that  the agitator they use is an 
infr ingem ent  of Plaint iffs' patent , and further allege that  the patent  itself is not  
enforceable in any event . see Answer filed April 4, 1994. 
 
As the patent  is presum ed valid, the burden of establishing invalidity is on the 
Defendants. Therefore, Plaint iffs argue they need only prove a reasonable [ * 1 0 ]   
likelihood that  the patent  is not  invalid to show a reasonable likelihood of success on 
this issue for purposes of the m ot ion for prelim inary injunct ion. see Roper Corp. v. 
Lit ton Sys., supra, at  1270. This standard m ay be the subject  of som e confusion, in 
that  the Federal Circuit  st ill requires that  a patentee clearly show that  his patent  is 
both valid and infr inged to obtain a prelim inary injunct ion. At las Powder Co. v. I reco 
Chem icals, 773 F.2d 1230, 1233 (Fed.Cir. 1985) . I n any event , in order to issue a 
prelim inary injunct ion, this Court  m ust  be sat isfied that  Plaint iffs have shown a 
reasonable likelihood of success on the m erits of this issue at  t r ial. 
 
a)  Has a "claim " been violated? As part  of the process to obtain a patent , an 
applicant  subm its "claim s" concerning the item  to be patented to the U.S. Patent  and 
Tradem ark Office ( "PTO") . After a patent  is issued, infr ingem ent  occurs when a claim  
is found to have been violated, or infr inged. Uniroyal, I nc. v. Rudkin-Wiley Corp., 837 
F.2d 1044, 1054 (Fed. Cir.)  cert . denied, 488 U.S. 825, 102 L. Ed. 2d 51, 109 S. Ct . 
75 (1988) . Although num erous [ * 1 1 ]   claim s m ay be at tached to a patent , only one 
non-dependant  claim  need be infr inged for infr ingement  of a patent  to have occurred. 
Shat terproof Glass Corp. v. Libbey-Owens Ford Co., 758 F.2d 613, 625-626 (Fed. Cir.)  
cert . dism issed, 474 U.S. 976, 106 S. Ct . 340, 88 L. Ed. 2d 326 (1985) . Plaint iffs 
assert  that  Claim s 1-14 and 15-19 of the 487 patent  have been infr inged;  however, 
only Claim  1 is extensively discussed by the part ies in their  br iefs. see Plaint iffs' 
Mem orandum  in support , at  p. 22, n. 14;  Defendants' Brief on Claim  1;  and related 
subm issions. Claim  1 of the 487 patent  provides as follows:  

 
 
An apparatus for containing a load of hazardous substances including 
liquids and solids, a top surface of the load defining a load level, the 
apparatus com prising:  
 
a closed tank for containing the load of hazardous substances and 
including a tank bot tom  and opposing side walls, 
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said tank having a top port ion a m an hole opening located in the top 
port ion and a valved opening located in the bot tom  
 
agitat ing m eans located in the tank and extending between the side walls 
for agitat ing substances within the tank to prevent  the solids from  
set t ling on the bot tom  of the tank,  [ * 1 2 ]   
 
the agitat ing m eans including a shaft  rotatably m ounted in the tank 
extending substant ially parallel to the tank bot tom  and having first  and 
second distal shaft  ends, 
 
said side walls of the tank being im perforate in areas adjacent  to the first  
and second distal shaft  ends;  
 
m eans located in said tank for support ing said shaft  such that  the ent ire 
agitat ing m eans, including the first  and second distal shaft  ends is 
com pletely contained and supported within the interior of the tank;  
 
a non sparking m otor for rotat ing the shaft , the m otor being located 
within the tank beneath the load level and being subm erged in at  least  a 
port ion of the hazardous substances and 
 
m eans for t ransm it t ing power to the non-sparking m otor.

 
  
Plaint iffs' Mem orandum  in support , pp. 23-24. 
 
Plaint iffs have at tached as Appendix 1 to Plaint iffs' Exhibit  5 photographs of the 
Defendants' agitator tanker t railer which was displayed at  an indust ry t rade show in 
Nashville, Tennessee. Plaint iffs' Exhibit  5, at  P 17. Plaint iffs provide a point  by point  
analysis of why the Heel-Away agitator shown in the photographs const itutes an 
infr ingem ent  of Claim  1 of the 487 patent . I d, pp. 23-24;  Appendix  [ * 1 3 ]   1 to 
Plaint iffs' Exhibit  5. 
 
Defendants argue that  Plaint iffs cannot  show a reasonable likelihood of success on the 
m erits by m erely point ing to the one Heel-Away agitator system  on display in 
Nashville. Defendants assert  that  they have other agitator designs that  do not  
incorporate a shaft  running "substant ially parallel to the bot tom  of the tank,"  as 
defined in Claim  1, and also assert  that  the Defendants' tanks are "double conical,"  
while the Plaint iffs' are not . see Defendants' Exhibit  44. However, a closer review of 
the subm it ted exhibits does not  support  Defendants' argum ents. The term  
"substant ially parallel"  m eans just  that . I t  does not  m ean exact ly parallel. see Panduit  
Corp. v. Stahlin Bros. Fibre Works, I nc., 338 F. Supp. 1240, 1243-1244 (W.D.Mich. 
1972) , aff'd 476 F.2d 1286 (6th Cir. 1973) . The figures shown in Appendix 1 to 
Plaint iffs' Exhibit  5 certainly show a shaft  running "substant ially parallel"  to the tank 
bot tom . Further, as noted in the patent  itself,  the agitator m ay be installed in either 
level center discharge tanks or in drop center tanks known to the art . see Plaint iffs' 
Exhibit  4, colum n 6, lines 64-66. Defendants'  [ * 1 4 ]   double conicle tanks are drop 
center tanks known to the art . 
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Defendants also assert  in their  br ief that  one design of Defendants' agitator does not  
ut ilize a shaft  running the ent ire length of the tanker, which they contend is a 
requirem ent  of the Roberoller patent . However, while Defendants' patent  at torney 
categorically denied at  the hearing that  Defendants' shortened shaft  design would fall 
within Claim  19 of the patent , he conceded that  this shortened shaft  design m ight  fall 
within Claim  1. see Transcript , p. 178. Further, Defendants them selves m ake the 
argum ent  in their  br ief that  "Claim  1 encom passes a shaft  of any length that  is rotably 
m ounted for rotat ion by a non-sparking m otor."  Defendants' Mem orandum  in 
Opposit ion, p. 46 (em phasis in or iginal) . 
 
Sim ilar ly, Defendants' argum ent  that  Defendants' design is not  within Claim  1 because 
the Heel-Away m otor is located on the shaft  end, rather than in the m iddle of the 
tank, also fails. Claim  1 provides that  the non-sparking m otor be located within the 
tank beneath the load level and be subm erged in at  least  a port ion of the hazardous 
substances. see Claim  1, P 3, p. 24, Plaint iff 's Mem orandum  in Support . Defendants' 
 [ * 1 5 ]   design falls within this definit ion. 
 
Based on the evidence and argum ents subm it ted, Plaint iff has established a 
reasonable likelihood of success on the issue of a violat ion of Claim  1 of the patent . As 
previously noted, infr ingem ent  of only one claim  of a patent  const itutes infr ingem ent  
of the patent  itself.  Shat terproof Glass Corp, supra. 
 
b)  I s the patent  invalid? The Court 's inquiry does not  end with a finding of 
likelihood of success by the Plaint iffs on the issue of infr ingem ent . This is because the 
Defendants also assert  that  the patent  itself is not  enforceable, and that  there can be 
no infr ingem ent  of an unenforceable patent . see Answer, 6th and 7th defenses to 
Plaint iffs' first  cause of act ion. Defendants prom ote several argum ents in support  of a 
finding that  the patent  is invalid, as follows:  i)  it  fails to ident ify the correct  inventor of 
the device;  ii)  there are extensive pr ior patents and prior devices (called "pr ior art " )  
never considered by the U.S. Patent  and Tradem ark Office which render the device 
unpatentable;  iii)  the device is "obvious,"  and therefore not  patentable under 35 U.S.
C. § 103;  and iv)  the patent  [ * 1 6 ]   fails to disclose all of the inform at ion cr it ical to 
pract icing the subject  m at ter of the patent . Defendants' Mem orandum  in Opposit ion, 
at  p. 3. 
 
i)  I dent ity of the inventor. Defendants' first  claim  is based on the rule that  "patent  
applicat ions m ust  be filed by the inventor, 35 U.S.C. § 111, who 'shall m ake oath that  
he believes him self to be the or iginal and first  inventor. ' 35 U.S.C. § 115.'"  Ashlow, 
Ltd. v. Morgan Const ruct ion Co., 1982 U.S. Dist . LEXI S 12920, 213 U.S.P.Q. (BNA)  
671, 696 (D.S.C. 1982) ;  see also I owa State Univ. Research Foundat ion I nc. v. Sperry 
Rand Corp., 444 F.2d 406, 408 (4th Cir. 1971) . Defendants assert  that  Robert  Rum ph, 
the owner of the patent , is not  the inventor of the Roberoller agitator and, therefore, 
the patent  is invalid. Defendants allege that  Ralph Ot t , not  Robert  Rum ph, is the t rue 
inventor of the Roberoller agitator. I n support  of this argum ent , Defendants point  to 
test im ony and evidence which they allege show Ot t 's cr it ical part icipat ion in the 
design and developm ent  of the Roberoller agitator. see Defendant 's Exhibit  11, Ot t  
Deposit ion, at  41, 57-58, 62,  [ * 1 7 ]   65, 170-171, 179;  Defendant 's Exhibit  12, R. 
Rum ph Deposit ion, at  73-74, 156, 186-187;  Defendant 's Exhibit  3, S. Rum ph 
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Deposit ion, at  33-34. 
 
Plaint iffs dispute Defendants' character izat ion of Ot t  as the inventor of the Roberoller 
agitator. Defendants them selves adm it  that  Robert  Rum ph conceived the idea of the 
Roberoller agitator. Mot ion Hearing Transcript , p. 188;  Defendants' Mem orandum  in 
Opposit ion, pp. 18-19. Plaint iffs argue that  just  because Ot t  assisted Rum ph in 
perform ing engineering design and developm ent  work does not  m ean that  Ot t  is the 
t rue inventor of the device, cit ing Sewall v. Walters, 21 F.3d 411, 415 (Fed.Cir. 
1994) ;  and Shat terproof Glass Corp. v. Libbey-Owens Ford Co., supra, at  624 Further, 
even if Ot t  could be considered a co- inventor of the Roberoller agitator, Plaint iffs point  
out  that  35 U.S.C. § 256 expressly provides that  " the error of om it t ing inventors...
shall not  invalidate the patent ... ."  Plaint iff 's reply m em orandum , at  p. 23. Therefore, 
in the event  an inventor has been om it ted from  the or iginal patent , as long as such 
om ission was not  due to a decept ive intent ion on [ * 1 8 ]   the part  of the applicant , the 
patent  can be corrected. I d;  see also MCV, I nc. v. King-Seeley Therm os Co., 870 F.2d 
1568, 1570 (Fed.Cir. 1989) . While Defendants are correct  that  a showing of fraud or 
even gross negligence in the nam ing of a co- inventor m ay serve to invalidate a 
patent , the Defendants have not  shown any such act ivity in this case. Defendants' 
argum ents that  decept ion and willfulness are present  in this case (see Defendants' 
Mem orandum  in Opposit ion, pp. 57-58 n.33)  are m ere speculat ion on the Defendants' 
part . 
 
After review of the subm it ted m aterial and the argum ents of counsel, the Court  
concludes that  Plaint iffs have a reasonable likelihood of success on this issue. I t  is 
uncontested that  Robert  Rum ph conceived the idea of the Roberoller agitator, and 
even if Ot t  is ult im ately determ ined to be a co- inventor, there is no evidence of fraud 
or gross negligence in Robert  Rum ph's subm ission of the or iginal Applicat ion. 
 
ii)  I ssue of "prior  art ."  Defendants also claim  that  there are extensive pr ior patents 
and prior devices (called "pr ior art " )  which render the Roberoller agitator 
unpatentable. A valid patent  cannot  be granted for an " invent ion [ * 1 9 ]   [ that ]  was 
known or used by others...before the invent ion thereof by the applicant  for patent ."  
35 U.S.C. § 102 (a) . Further, a valid patent  cannot  be issued for an invent ion that  was 
in public use or on sale m ore than one year pr ior to the date of the applicat ion for the 
patent . 35 U.S.C. § 102 (b) . 
 
Defendants assert  that  tankers having every elem ent  of the " invent ion" claim ed in 
Claim s 1 and 19 of the 487 patent  were publicly known, used, and on sale in this 
count ry in the 1980's, and that  therefore the 487 patent  is invalid. Specifically, 
Defendants claim  that  every elem ent  in Claim s 1 and 19 of the 487 patent  were 
developed and used by Proco and Max/ Vac in the 1980's. Defendants' Exhibits 28 and 
29 to their  m em orandum  in opposit ion show a com parison of Claim s 1 and 19 of the 
487 patent  to the Max/ Vac agitator tanker and the Proco agitator tanker, as well as 
two other types of agitator tankers (as to Claim  1 only) . However, the Max/ Vac and 
Proco agitator tankers are "screw augers."  Screw augers are not  designed to prevent  
solids from  set t ling on the tank bot tom . Rather, screw augers rely on the m aterial in 
the tank set t ling to [ * 2 0 ]   the bot tom  for drainage. Transcript , pp. 129-131. 
Conversely, the Roberoller agitator, as well as the agitator used by the Defendants, 
operate to create turbulence in order to prevent  solids from  set t ling on the tank 
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bot tom . n4 Claim  1 of 487 patent  specifically provides, inter alia, that  the agitat ion 
within the tank is designed to "prevent  the solids from  set t ling on the bot tom  of the 
tank."  
 
-  -  -  -  -  -  -  -  -  -  -  -  -  -  Footnotes -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
 
n4 Defendants argue in a subsequent  subm ission that  their  agitator actually does not  
prevent  set t lem ent  on the bot tom . see Defendants' Supplem ental Mem orandum , (Non-
I nfr ingem ent ) , filed July 25, 1994. However, in a twist  of logic, this claim  is predicated 
on the fact  that  set t lem ent  can and does occur when Defendants' agitator is turned 
off. This is not  surprising. The Court  does not  believe the Plaint iffs would deny that  
their  agitator will also fail to prevent  set t lem ent  if turned off. The issue is not  what  the 
two devices do when they are turned off, but  how they perform  when they are 
operat ing. 
  
 
-  -  -  -  -  -  -  -  -  -  -  -  End Footnotes-  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
The [ * 2 1 ]   PTO considered a num ber of auger devices during its exam inat ion of the 
applicat ion for the 487 patent , including the Gillican screw auger relied on so heavily 
by Defendants in their  supplem ental m em orandum  (Prosecut ion History)  dated July 
25, 1994 (pp. 6-8) , and concluded that  the Roberoller agitator was patentable over 
each such reference. see Plaint iffs' reply m em orandum , pp. 10-11, 14, n.8. Therefore, 
based on the m aterial and argum ents subm it ted, the Court  finds that  the Plaint iffs 
have a reasonable likelihood of success on the issue of "pr ior art "  raised by the 
Defendants. 
 
iii)  I s the Roberoller  agitator "obvious"? Patents m ay not  be obtained for devices 
which are only "obvious" im provem ents in the state of the art . This is called the 
requirem ent  of non-obviousness. see 35 U.S.C. § 103. The "nonobvious" requirem ent  
m eans that  a patent  m ay not  be obtained for a device which only produces 
" insignificant  variat ions and innovat ions of a com monplace sort ."  Graham  v. John 
Deere Co., 383 U.S. 1, 16, 15 L. Ed. 2d 545, 86 S. Ct . 684 (1966) . "Because patent  
r ights lim it  free com pet it ion, protect ion of the public interest  and the [ * 2 2 ]   free 
enterprise system  requires that  patents with obvious subject  m at ter be declared 
invalid. see Lear, I nc. v. Adkins, 395 U.S. 653, 670, 23 L. Ed. 2d 610, 89 S. Ct . 1902 
(1969) ;  Sinclair  and Carroll Co. v. I nterchem ical Corp., 325 U.S. 327, 330-331, 89 L. 
Ed. 1644, 65 S. Ct . 1143 (1945) ."  Defendants' Mem orandum  in Opposit ion, p. 47, n. 
26. Therefore, in considering the quest ion of "nonobviousness", it  m ust  be determ ined 
whether the differences between a device sought  to be patented and the pr ior art , or 
state of the art , are so com m on that  a hypothet ical person knowledgeable in the art  
would have found the differences to be obvious. 
 
Defendants claim  that  the patented Roberoller agitator is "obvious" because the 
previously cited auger agitators provide for agitat ion of sem i- liquid debris or m aterials 
through m eans of a device with a shaft  and operated by an im m ersed, non-sparking 
m otor. cites to Defendants' Exhibits 30, 31, 34 and 36;  Defendants' Mem orandum  in 
Opposit ion, pp. 48-50. Plaint iffs com plain that  Defendants are at tem pt ing to show 

file:///C|/Documents%20and%20Settings/kmelwell.KMELWE...ents/Client%20Files/Schmidt/Smith/maitlandopinion.htm (9 of 19)2/10/2006 4:38:34 PMExhibit 14, p.9

6:06-cv-00109-HMH       Date Filed 02/13/2006      Entry Number 6-16        Page 9 of 19



Get a Document - by Citation - 33 U.S.P.Q.2D (BNA) 1882

obviousness by com bining various previous devices and t reat ing them  as one. As 
stated by the Plaint iffs [ * 2 3 ]   in their  br ief, "Defendants com bined the previously 
discussed Wahl reference ( issued in 1950)  with the Parker patent  ( issued in 1960)  and 
claim  that  a person of ordinary skill in the art  would have looked at  these two patents 
and independent ly arr ived at  the Rum ph invent ion. I f it  were so obvious, why didn't  
anyone think of it  for thir ty years?" Plaint iffs' Reply Mem orandum , pp. 16-17. 
 
The fact  that  such item s as shafts and non-sparking m otors were used in pr ior art  
does not  in and of itself denote obviousness. "That  the claim ed invent ion m ay em ploy 
known principles does not  itself establish that  the invent ion would have been obvious. 
Most  invent ions do."  Lindem ann Maschinenfabrik Gm Bh Co. v. Am erican Hoist  & 
Derr ick, 730 F.2d 1452, 1462 (Fed.Cir. 1984) . " I t  is im perm issible to use the claim ed 
invent ion as an inst ruct ion m anual or 'tem plate' to piece together the teachings of the 
pr ior art  so that  the claim ed invent ion is rendered obvious."  I n re Fritch, 972 F.2d 
1260, 1266 (Fed.Cir. 1992) . "One cannot  use hindsight  reconst ruct ion to pick and 
choose am ong isolated disclosures in the pr ior art  to deprecate the claim ed invent ion."  
I n re Fine, 837 F.2d 1071, 1075 (Fed.Cir. 1988) . [ * 2 4 ]    
 
Most  im portant ly, Plaint iffs point  out  that  the patent  office itself considered sim ilar 
com binat ions during prosecut ion of the 487 patent  and found the Roberoller agitator 
patentable. I n fact , the Keith and Wickoren patents, cited by the Defendants as 
Defendants' Exhibits 35 and 36, were specifically considered by the patent  office pr ior 
to the PTO finding the Roberoller agitator patentable. see Plaint iffs' Exhibit  4 (Rum ph 
patent ) , p. 1 ( " references cited -  U.S. Patent  docum ents") . Further, the fact  that  no 
one else ever created the Roberoller agitator from  this pr ior art , and the com m ercial 
success of the Roberoller agitator after it  cam e on the m arket  (see subsequent  
discussion of com m ercial success, infra) , provide object ive evidence of 
nonobviousness. Chisum  v. Brewco Sales and Mfg, I nc., 726 F. Supp. 1499, 1509 (W.
D.Ky. 1989) . 
 
Considering the m aterial subm it ted together with the fact  that  the patent  has a 
presum pt ion of validity under 35 U.S.C. § 282, this Court  finds that  the Plaint iff has a 
reasonable likelihood of success on the issue of obviousness. 
 
iv)  Does the patent  fa il to disclose all of the inform at ion   [ * 2 5 ]   crit ical to 
pract icing the subject  m at ter  of the patent? 
  
Defendants allege Robert  Rum ph fails in his patent  to disclose the "best  m ode" known 
to him  of pract icing his invent ion ( i.e., to m ake and use the invent ion) . Defendants 
point  out  that  35 U.S.C. § 112 requires that  a patent  specificat ion "shall set  forth the 
best  m ode contem plated by the inventor of carrying out  his invent ion."  One of the 
pr im ary purposes of this requirem ent  is to prevent  an inventor from  obtaining"...the 
r ight  to exclude others unless at  the t im e of filing he has provided an adequate 
disclosure of the best  m ode known to him  of carrying out  his invent ion."  Am gen, I nc. 
v. Chugai Pharm aceut ical Co., 927 F.2d 1200, 1210 (Fed.Cir.) , cert . denied, 502 U.S. 
856, 112 S. Ct . 169, 116 L. Ed. 2d 132 (1991) . The best  m ode requirem ent  "prevent
[ s]  inventors from  having their  cake   patent  protect ion   and eat ing it  to   the 
retent ion of the exclusive abilit y to m ake the invent ion due to inadequate disclosure."  
Advanced Cardiovascular System s, I nc. v. Scim ed Life System s, I nc., 20 U.S.P.Q.2D 
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(BNA)  1791, 1793 (D.Minn. 1991) . n5 
 
-  -  -  -  -  -  -  -  -  -  -  -  -  -  Footnotes -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
 
n5 Defendants also claim  that  the 487 patent  is "nonenabling" under 35 U.S.C. § 112. 
The "enablem ent"  argum ent  is sim ilar to the "best  mode" argum ent  in that  it  consists 
of a claim  by the Defendants that  the 487 patent  has not  been presented in "such full,  
clear, concise, and exact  term s as to enable any person skilled in the art .. . to m ake 
and use sam e,..."  35 U.S.C. § 112. As with the "best  m ode" argum ent , Defendants' 
"nonenabling" claim  is predicated on the allegat ion that  the 487 patent  is not  
sufficient ly detailed to enable one skilled in the art  to pract ice the claim s of the patent . 
  
 
-  -  -  -  -  -  -  -  -  -  -  -  End Footnotes-  -  -  -  -  -  -  -  -  -  -  -  -  -  [ * 2 6 ]   
 
Defendants claim  that  the 487 patent  violates § 112 because the specificat ions do not  
state what  kind of seals and bearings are used in the Roberoller agitator. Even though 
the specificat ions m ake reference to the seals and bearings and their  use in the 
device, Defendants argue that  these citat ions are not  specific enough to enable one 
skilled in the art  to read the specificat ions and know what  types of seals and bearings 
are to be used. see generally, Defendants' Mem orandum  in Opposit ion, pp. 61-63. 
Defendants also assert  that  detailed inform at ion concerning the Roberoller agitator 's 
seals and bearings was deliberately left  out  of the 487 patent  in order to keep it  as a 
t rade secret . I d., pp. 63-64. I ntent ional concealm ent  m ay render a patent  
unenforceable. see Consolidated Alum inum  Corp. v. Foseco I nt ' l Lim ited, 910 F.2d 
804, 809 (Fed.Cir. 1990) . 
 
Plaint iffs argue in response that  the patent  is proper and does describe the invent ion 
in enough detail for a person of ordinary skill in the art  to m ake the device. Plaint iffs 
contend that  Defendants' argum ents for finding the 487 patent  unenforceable under § 
112 are based on m ere speculat ion as to what  [ * 2 7 ]   a person of ordinary skill in the 
art  would or would not  understand. I d. 
 
Defendants point  to several exam ples where the Plaint iffs discuss the im portance of 
seals and bearings to the operat ion of the agitator. see generally Exhibit  11, Ot t  
Deposit ion, at  62 and 161-162;  Exhibit  12, R. Rum ph Deposit ion at  45. However, 
there does not  seem  to be anything unusual about  Plaint iffs acknowledging the 
im portance of seals and bearings in the operat ion of a m achine. This acknowledgm ent  
does not  m ean that  the seals and bearings are unique. Plaint iffs contend that  the 
seals and bearings used in the Roberoller agitator are not  unique, are purchased by 
Mait land on the open m arket  from  m anufacturers, and that  anyone can purchase 
these item s from  any num ber of m anufacturers. see Plaint iffs' Reply Mem orandum , 
pp. 27-29;  Plaint iffs' Exhibit  16, pp. 2-5. Robert  Rum ph also test ified at  his deposit ion 
that  he had used differ ing types of seals in his agitator m otor, all of which were "off-
the-shelf"  seals that  he obtained from  m anufacturers. Defendants' Exhibit  12, p. 45. 
Sim ilar ly, while Defendants claim  that  " there is no disclosure how to m ake the special 
bronze bearings" used [ * 2 8 ]   in the Roberoller, Defendants fail to show why these 
bronze bearings are "special" . Robert  Rum ph at tests that  the bearings used in the 
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original Roberoller agitator tanker were, as with the seals used in the or iginal device, 
"off- the-shelf"  bearings. Plaint iffs' Exhibit  16, P 9. Rum ph also points out  that  even 
though off- the-shelf bearings are m anufactured in bronze, he nevertheless specifically 
referenced bronze bearings in his patent  applicat ion, as opposed to other types of 
bearings, because he believed this was the safest  material to use since it  does not  
produce a spark when rubbed against  another m etal. I d. 
 
Defendants have failed to carry their  argum ent  for purposes of this prelim inary 
injunct ion m ot ion that  inform at ion cr it ical to "pract icing the subject  m at ter"  of the 
patent  was not  disclosed. Nor is there sufficient  evidence before this Court  that  Robert  
Rum ph deliberately left  out  inform at ion concerning the seals and bearings in order to 
keep his invent ion a t rade secret , as argued by the Defendants in their  br ief. I d, pp. 
63-64. While Defendants quote Ralph Ot t 's statem ent  that  " the seals are proprietary 
design [ and we]  feel that  the bearings are such proprietary [ * 2 9 ]   design; "  
Defendants' Mem orandum  in Opposit ion, p. 63, cit ing Defendants' Exhibit  11, at  188;  
a review of the Ot t  deposit ion and Mr. Ot t 's statem ent  in its ent irety shows that  he 
was actually referr ing to the overall proprietary design of the Roberoller agitator. 
Defendants' at torney then got  Ot t  to state that  he considered everything within that  
overall design to be proprietary. I d, pp. 187-188. Therefore, for the proposit ion cited 
by the Defendants, Ot t 's com m ents are taken out  of context . Ot t  does not  test ify that  
there is any special design for the seals and bearings used in the Roberoller agitator 
m otor. I d. n6 
 
-  -  -  -  -  -  -  -  -  -  -  -  -  -  Footnotes -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
 
n6 Defendants do cite a reference in the deposit ion of Scot t  W. Rum ph from  the 
previous lawsuit  between Mait land and Terra First  (C/ A No. 3: 92-1973-19)  wherein 
Scot t  Rum ph com plains about  the Price/ Terra First  agitator using infer ior bearings;  
see Defendants' Exhibit  3, p. 18;  specifically, Scot t  Rum ph's com m ent  that  Mait land or 
Robert  Rum ph had designed their  own bearing and that  "we will resist  actually giving 
you the com ponents of the bearing...."  I d. However, there is no evidence that  
Plaint iffs have actually designed their  own bearings. Robert  Rum ph states that  later 
units of the Roberoller agitator used thicker bearings so they would last  longer, all of 
which he notes were built  after the patent  applicat ion was filed. However, the bronze 
bearings used in the Roberoller agitator, disclosed in the applicat ion as bronze 
bearings, were obtained off- the-shelf. Plaint iffs' Exhibit  16, p. 3. 
  
 
-  -  -  -  -  -  -  -  -  -  -  -  End Footnotes-  -  -  -  -  -  -  -  -  -  -  -  -  -  [ * 3 0 ]   
 
As the burden at  t r ial will be on the Defendants to show that  the 487 patent  does not  
disclose the "best  m ode" of pract icing the invent ion, 35 U.S.C. § 282, the evidence 
presented to this Court  with the m ot ion for prelim inary injunct ion establishes a 
reasonable likelihood of success on this issue by the Plaint iffs. 
 
2 )  Do the Plaint iffs have an adequate rem edy at  law , or  w ill the Plaint iffs be 
irreparably harm ed if the injunct ion does not  issue? 
 
Having gone through each of the Defendants' argum ents and concluded that  the 
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Plaint iffs have a reasonable likelihood of success on the m erits, the Court  m ust  now 
turn to the quest ion of whether the Plaint iffs have an adequate rem edy at  law, or 
whether the Plaint iffs will be irreparably harm ed if the injunct ion does not  issue in this 
case. 
 
The Roberoller agitator is Plaint iff Mait land's only product  and only source of revenue. 
n7 The Plaint iff Sum ter purchases Roberoller agitators from  Mait land and then leases 
them  to custom ers in the t rucking indust ry. Although Sum ter is m ore diversified and 
has som e other sources of incom e, it  nevertheless contends that  it  is also being 
irreparably injured by Defendants'  [ * 3 1 ]   alleged infr ingem ent  of the 487 patent . 
Plaint iffs have provided exhibits showing that  pr ior to the Defendants' int roduct ion of 
their  agitator into the m arket , Plaint iffs had sold over seventy- five Roberoller agitator 
tankers. Transcript , p. 76;  Plaint iffs' Br ief, pp. 6-7;  Plaint iffs' Exhibit  5. Sum ter 
purchased forty- four of the Roberoller agitators for leasing, with the rem ainder having 
been sold direct ly by Mait land to t ransportat ion related com panies. Transcript , p. 73. 
However, following the int roduct ion of the Heel-Away agitator into the m arket  in the 
third quarter of 1993, sales and leases of Roberoller agitators decreased dram at ically, 
see Plaint iffs' Exhibit  5, Appendix 2;  Plaint iffs' Exhibit  11, Appendix 1, while 
Defendants proceeded to sell a substant ial num ber of units. see generally, Transcript , 
pp. 76, 111-112. Sum ter is no longer buying Roberoller agitators from  Mait land 
because of this drop in dem and for the product . Plaint iffs' Exhibit  11, pp. 2-3;  
Plaint iffs' Exhibit  3, P 23. Sum ter further claim s that  because of this loss of leasing 
business, it  faces a serious r isk of bankruptcy. Plaint iffs' Exhibit  11, PP 5 and 9. 
 
-  -  -  -  -  -  -  -  -  -  -  -  -  -  Footnotes -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
 
n7 Defendants t ry to dist inguish between the tanker t ruck Roberoller and a Roberoller 
agitator being designed for railroad cars;  however, there is no evidence before this 
Court  that  Mait land is present ly com m ercially m arket ing a rail car Roberoller. 
  
 
-  -  -  -  -  -  -  -  -  -  -  -  End Footnotes-  -  -  -  -  -  -  -  -  -  -  -  -  -  [ * 3 2 ]   
 
Plaint iff Mait land asserts that  if the Heel-Away agitator cont inues to be m arketed and 
sold, that  it  (Mait land)  will quite sim ply go out  of business. Mait land's president , 
Robert  Rum ph, states in his affidavit  that  Mait land expects only one m ore sale in the 
second quarter, and perceives no m ore future sales at  this t im e. Plaint iffs' Exhibit  5, 
at  P 20. Plaint iffs also argue that  any m onetary dam ages received as a result  of a t r ial 
cannot  com pensate for Plaint iffs being put  out  of business. Finally, Plaint iffs assert  
that  their  loss of m arket  share, and the possibilit y that  any accidents involving the 
Heel-Away agitator could adversely affect  the m arket  for, and even future approved 
use of, the Roberoller agitator, const itute further grounds for acquir ing cessat ion of 
the use of the Heel-Away agitator. Plaint iffs' Br ief, pp. 12, 15-16. Plaint iffs sum m arize 
their  argum ents for irreparable harm  in their  br iefs by concluding "plaint iffs' 
businesses depend ent irely upon the Roberoller and the 487 patent  that  protects it .  
Absent  an injunct ion pending t r ial, Plaint iffs m ay not  exist  when t r ial arr ives."  
Plaint iffs' Mem orandum  in Support , p. 13. see Plaint iffs' Exhibit  11, [ * 3 3 ]   PP 5 and 
10;  Plaint iffs' Exhibit  5, PP 18-20. 
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Defendants dispute that  Plaint iffs have shown irreparable injury. However, the only 
com m ent  Defendants m ake concerning the Plaint iffs' financial health is contained in P 
16 on p. 9 of their  m em orandum  in opposit ion, wherein they state " the graphs and 
financial data provided by the Rum phs are m isleading, inconclusive, and do not  
logically support  their  self-serving predict ion of econom ic doom ." At  the hearing, 
defense counsel called into quest ion the accuracy of Plaint iffs' Appendix 2 to Exhibit  5 
by cit ing cont radictory figures contained in Defendants' Exhibit  22. Defendants' Exhibit  
22 (a copy of Mait land's 1992 m onthly sales)  shows that  in calendar year 1992 
Mait land invoiced $ 333,259.90, and received $ 424,462.91. Plaint iffs' bar graph 
(Appendix 2 to Plaint iffs' Exhibit  5)  shows total sales in 1992 of $ 493,700.00. 
Defendants contend that  the discrepancy in these figures shows that  the financial 
inform at ion provided by the Plaint iffs is inaccurate and unreliable. However, Plaint iffs 
state that  in 1992 Mait land exchanged five units for labor and space, and that  these 
five like-kind exchanges were not  reflected on Mait land's 1992 [ * 3 4 ]   sales sheets of 
cash t ransact ions. Plaint iffs' Exhibit  35, P 3. Plaint iffs further note that , despite 
discovery and deposit ions having been conducted in this case, the Defendants have 
not  docum ented any discrepancies in Mait land's 1993 or 1994 figures, which are the 
relevant  years for purposes of the prelim inary injunct ion m ot ion. 
 
Defendants also contend that  even if the Plaint iffs are in dire financial condit ion, 
Plaint iffs have st ill not  shown irreparable harm  because the reason the Plaint iffs are 
not  selling any of their  Roberoller agitators is because they are failing to com pete in 
the m arketplace. Defendants' Counsel at  the hearing stated that  while Plaint iffs' 
Roberoller agitators m aintained a consistent  pr ice of around $ 29,000 per unit , pr ices 
for the Heel-Away agitators ranged, depending on the m odels, anywhere from  $ 5,000 
to $ 20,000 per unit . These rough figures were not  disputed by Plaint iffs at  the 
hearing. Defendants contend that  Plaint iffs are not  suffer ing irreparable harm  because 
all they need to do is lower their  pr ices to com pete with the Heel-Away agitator. 
However, Plaint iffs claim  that  Defendants are flooding the m arket  with below m arket -
pr ice Heel-Away [ * 3 5 ]   agitators, effect ively freezing the Roberoller out  of the m arket . 
 
Both sides have subm it ted num erous exhibits concerning per m ile pr ice averages and 
whether one side or the other could charge m ore or less and st ill m ake a profit .  
However, the issue is not  st r ict ly one of whether Defendants are selling below-cost  
units or whether Plaint iff could lower pr ices in order to bet ter com pete. The evidence 
shows that  Plaint iffs enjoyed solid business sales (75 sales)  before the Heel-Away 
agitators cam e on the m arket , and that  since the Heel-Away agitators were int roduced 
the Plaint iffs have vir tually no business. Plaint iffs' Br ief, pp. 6-11;  Plaint iffs' Exhibits 
3,5,11, 15-17. Even if Plaint iffs could reduce prices to bet ter com pete against  the 
Heel-Away agitator, as Defendants assert , loss of market  share has itself been 
recognized as an irreparable injury because it  is so difficult  to recover. see Am erican 
Hom e Products Corp. v. Abbot t  Laborator ies, 522 F. Supp. 1035, 1038 (S.D.N.Y. 
1981) ;  BF Goodrich FlightSystem s, I nc. v. I nsight  I nst rum ents Corp., 1992 U.S. Dist . 
LEXI S 12212, 22 U.S.P.Q.2D (BNA)  1832, 1844 (S.D.Ohio 1992) , aff'd 991 F.2d 810 
(Fed.Cir. 1993) ;  [ * 3 6 ]   Jacobson v. Cox Paving Co., 1991 U.S. Dist . LEXI S 17787, 19 
U.S.P.Q.2D (BNA)  1641, 1653-1654 (D.Ariz.) , aff'd 949 F.2d 404 (Fed.Cir. 1991)  
( table) ;  Henkel Corporat ion v. Coral, I nc. 754 F. Supp. 1280, 1322, (N.D.I ll.  1990) , 
aff'd 945 F.2d 416 (Fed.Cir. 1991) ;  Standard Havens Products, I nc. v. Gencor 
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I ndust r ies, I nc., 897 F.2d 511, 515 (Fed.Cir. 1990) . 
 
Defendants have offered several exhibits to support  their  argum ent  that  they are not  
taking away business from  the Plaint iffs. These exhibits offer test im ony from  potent ial 
agitator custom ers that  Heel-Away's agitators are not  being purchased or used at  the 
expense of the Roberoller agitators. see Defendants' Exhibit  38, PP 3-7, 10-12, 14-15;  
Defendants' Exhibit  40, P 2. However, Defendants' own exhibits show that  the 
different  pr ice of the Heel-Away and Roberoller units is at  least  a factor in the Heel-
Away units' ascendancy in the m arketplace. see Defendants' Exhibit  38, PP 10-12. 
Plaint iffs have also provided their  own exhibits to show that  they have indeed lost  
custom ers direct ly because of the int roduct ion of the Heel-Away agitator into 
the [ * 3 7 ]   m arketplace. Plaint iffs' Br ief, p. 7;  Plaint iffs' Exhibit  3, PP 17-19. Plaint iffs 
further contend that  any and all sales or uses of the Heel-Away agitator const itute lost  
sales to the Plaint iffs, even if the Heel-Away agitator sales were to new custom ers 
never before serviced by the Plaint iffs. I n this regard, Plaint iffs cite cases to the effect  
that  in a two-  supplier m arket , it  m ay be presum ed that  but  for an alleged infr inger 's 
presence, the infr inger 's sales would have been m ade by the owner of the patent . see 
E.G. Kaufm an Co. v. Lantech I nc., 926 F.2d 1136, 1140-1141 (Fed.Cir. 1991) ;  Lam , 
I nc. v. Johns-Manville Corp., 718 F.2d 1056, 1065 (Fed.Cir. 1983) ;  Del Mar Avionics, 
I nc. v. Quinton I nst rum ent  Co., 836 F.2d 1320, 1326-1327 (Fed.Cir. 1987) . 
 
Finally, Plaint iffs argue that  the Heel-Away agitator is not  as well m ade as the 
Roberoller agitator. Consequent ly, Plaint iffs believe that  any problem s custom ers 
experience with the Heel-Away agitator will adversely affect  future sales of their  
[ Plaint iffs']  product , because custom ers will associate these problem s with all 
agitators of this type ( i.e., the Roberoller) . Further,  [ * 3 8 ]   if m ajor problem s develop 
with the Heel-Away agitators, Plaint iffs are fearful that  the U.S. Departm ent  of 
Transportat ion m ay prohibit  or indefinitely suspend the use of all such agitators, 
including the Plaint iffs'.  Plaint iffs' Exhibit  3, P 31. 
 
Defendants claim  there are no safety problem s with the Heel-Away agitator. 
Defendants contend that  the safety problem s referred to by Joe Cousby in his affidavit  
(Plaint iffs' Exhibit  3)  are not  accurate. For exam ple, Defendants have provided an 
affidavit  stat ing that  Cousby's claim  that  Mickie Hum phries with Therm alKem  
contacted Cousby to get  his com pany (WTI )  to help Therm alKem  deal with a spill by 
Terra First  did not  happen. see Defendants' Exhibit  41, (Declarat ion from  Mickie 
Hum phries) . Defendants argue that  Cousby's other statem ent , that  the shaft  of a Heel-
Away unit  broke during a t r ial run at  Safety-Kleen, also refers to an incident  that  
never happened. see Defendants' Exhibit  40, (Declarat ion of Monte Londot ) . Finally, 
Defendants argue that  the Roberoller agitator has itself experienced problem s in 
operat ion. see Defendants' Exhibit  42, (Declarat ion of Robert  Hill) .  
 
However, in support  of their  argum ents concerning [ * 3 9 ]   the quality of Heel-Away's 
agitators, Plaint iffs point  to five specific exam ples of problem s with the Heel-Away 
agitator shown in the record, as follows:  

1. Terra First  and Heel-Away in interrogatory answers adm it  to at  least  
five shaft  failures in their  tankers. (Plaint iffs' Exhibit  1, I nterrogatory no. 
11) . 
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2. One of [ Defendants']  own affidavit  witnesses adm its a heel problem  
that  Heel-Away and Terra First  are " t rying to correct "  with a new agitator 
design (Defendants' Exhibit  40, P 4) . 
  
3. Terra First  produced a let ter from  a custom er (NuKem , related to 
Therm alKem )  referr ing to num erous problem  incidents with Defendants' 
agitators (Plaint iffs' Exhibit  21;  " the problem s with agitators cont inue..." ) . 
  
4. Terra First  produced a let ter form  another custom er (TXI )  enum erat ing 
serious problem s with Defendants' product . (Plaint iffs' Exhibit  22) . 
  
5. I n three years and seventy- five units, Mait land's overall product  design 
has rem ained constant . I n eight  m onths and twenty-one units, Terra First /
Heel-Away have significant ly altered their  design no less than five t im es. 
(Plaint iffs' Exhibit  5;  Plaint iffs' Exhibit  1, Answer no. 1;  and Plaint iffs' 
 [ * 4 0 ]   Exhibit  23) . I f Defendants' unit  works so well,  why fix it?

 
  
Plaint iffs' Reply Mem orandum , p. 7. 
 
Considering the evidence and exhibits as a whole, this Court  reaches several 
conclusions. First , it  is apparent  that  Mait land, and to a lesser extent  Sum ter, are in 
financial dist ress. I t  is also apparent  from  the figures provided that , although the 
Roberoller agitator enjoyed com m ercial success pr ior to the int roduct ion of the Heel-
Away agitator onto the m arket , it  has enjoyed alm ost  no sales since that  point , while 
the Heel-Away has produced a solid sales record. Plaint iffs are correct  in arguing that  
any m onetary dam ages received as a result  of a t r ial cannot  com pensate for Plaint iffs 
being put  out  of business. Plaint iffs have also subm it ted sufficient  evidence to show a 
legit im ate concern as to whether the future m arketabilit y of its agitator m ay be 
adversely effected by problem s with the Heel-Away unit , although the Court  believes 
sound m arket ing by the Plaint iffs could actually turn this issue into a posit ive sales 
tool for its own product . 
 
However, the inform at ion subm it ted is inconclusive as to whether Plaint iffs' loss of 
sales m ay be, at  least  in part , a result  of [ * 4 1 ]   it s own pricing st ructure. Defendants 
contend that  Plaint iffs are not  suffer ing irreparable harm  because all Plaint iffs need to 
do is lower their  pr ices to com pete with the Heel-Away agitator. There is conflict ing 
evidence in the Record as to what  pr ices could be charged by the Plaint iff while st ill 
rem aining in business. n8 Defense counsel asserted at  the hearing that  the Plaint iffs' 
cost  per unit  was only around $ 14,000, and therefore the pr ice of the Roberoller 
could be lowered substant ially from  its current  pr ice of around $ 29,000 per unit  while 
st ill allowing Plaint iffs a profit  on their  product . I f Plaint iff could in fact  effect ively 
com pete in the m arketplace with the Heel-Away agitator by lowering the pr ice for the 
Roberoller unit , then it  m ay be possible for Plaint iffs to rem ain in business pending 
ult im ate resolut ion of this case at  t r ial, although Defendants should be aware that  a 
lower profit  m argin could add to Plaint iffs' dam ages. 
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-  -  -  -  -  -  -  -  -  -  -  -  -  -  Footnotes -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
 
n8 Cousby states that  WTI  m ust  charge a rate of $ 3.85 per loaded Roberoller unit  to 
m ake a profit  because WTI  pays Sum ter 1/ 3 of its hauling revenue. Plaint iffs' Exhibit  
3, P 22. However, Mait land also m akes direct  sales to t ransportat ion com panies other 
than Sum ter, and it  is not  clear why these sales could not  be at  a lower pr ice. A lower 
sales pr ice to Sum ter would also allow WTI  to in turn pay a lower royalty paym ent , 
thereby allowing WTI  to lower its charges. 
  
 
-  -  -  -  -  -  -  -  -  -  -  -  End Footnotes-  -  -  -  -  -  -  -  -  -  -  -  -  -  [ * 4 2 ]   
 
3 . Does the threatened injury to the Plaint iff outw eigh the possible harm  the 
injunct ion m ay inflict  on the Defendants? 
 
When considering this issue, the Court  is m indful of the fact  that  product ion and sale 
of the Roberoller agitator is the Plaint iff Mait land's sole business. Conversely, the 
agitat ion services provided by Defendant  Terra First  account  for only approxim ately 
30 percent  of its hauling revenue. Defendants' Exhibit  2, P 31. Therefore, while the 
grant ing of any prelim inary injunct ion would undoubtedly result  in financial harm  to 
Terra First , unlike Mait land it  has other products and revenue available for cont inued 
business use. 
 
Finally, Plaint iffs note that  in the event  the Court  grants a prelim inary injunct ion, the 
Plaint iffs will be required to post  a bond indem nifying any possible losses of the 
Defendants. While Defendants contend the Defendant  Heel-Away, I nc. would be put  
out  of business if an injunct ion were to issue (see Defendants' Exhibit  44, P 8) , 
Defendants not  only have the security of a bond, som ething the Plaint iffs do not  have, 
but  the sales evidence presented dem onst rates that  the Defendants would be able to 
resum e business in the event  [ * 4 3 ]   the Defendants are successful in this lawsuit  
m uch easier than would the Plaint iff Mait land, which is enjoying vir tually no sales in 
the current  m arket . Further, Plaint iffs have subm it ted credible evidence that  the 
Defendant  Heel-Away is in reality an alter ego of the Defendant  Terra First , and would 
therefore be cushioned from  any adverse financial im pact  as a result  of an injunct ion 
to a m uch greater degree than would Mait land if an injunct ion does not  issue. 
Plaint iffs' Exhibits 31 and 32, Plaint iffs' Reply Mem orandum , at  pp. 30-31;  see also 
Transcript , pp. 18-21 [ argum ents on jur isdict ion]  and cited docum ents. 
 
Therefore, the threatened injury to the Plaint iff outweighs the threatened harm  an 
injunct ion m ay inflict  on the Defendants. 
 
4 . W ill the grant ing of a  prelim inary injunct ion disserve the public interest? 
 
The final issue to be addressed by this Court  is whether the public interest  favors 
denial of a prelim inary injunct ion in this case. Defendants' m ain argum ents in this 
regard rest  solely on their  previously asserted argum ents that  the 487 patent  is 
invalid. see Defendants' Mem orandum  in Opposit ion, pp. 73-74. Having already 
considered and rejected [ * 4 4 ]   these argum ents, the undersigned does not  find that  
the public interest  would be disserved by the grant ing of the injunct ion. see also B.F. 
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Goodrich Flight  System s v. I nsight  I nst rum ents, supra, at  1844. [ Price differences 
alone are not  sufficient  to preclude prelim inary injunct ion] . 
 
Conclusion  
 
Plaint iffs have filed a m ot ion for prelim inary injunct ion seeking to enjoin any further 
use and/ or sale of Defendants' alleged infr inging Heel-Away agitators pending 
resolut ion of this lawsuit . As discussed herein, supra, this Court  has determ ined that  
the Plaint iff has a reasonable likelihood of success on the m erits in this case, that  the 
threatened injury to the Plaint iff outweighs the threatened harm  any injunct ion m ay 
inflict  on the Defendants, and that  the grant ing of a prelim inary injunct ion will not  
disserve the public interest . 
 
With regard to the fourth factor to be considered, this Court  has determ ined based on 
the evidence and argum ents subm it ted that  the Plaint iffs, part icular ly the Plaint iff 
Mait land, are in danger of bankruptcy and that  in the event  they are forced out  of 
business any m onetary dam ages received as a result  of a t r ial would not  adequately 
com pensate [ * 4 5 ]   the Plaint iffs. This Court  has also found that  the evidence shows 
Plaint iffs' m arket  share for sales of its agitator has vir tually disappeared, while 
Defendants have successfully pursued sales of its less expensive product . A United 
States Dist r ict  Court  can find irreparable harm  based on loss of m arket  share, 
especially when considered in conjunct ion with such other evidence as has been 
presented here. see Am erican Hom e Products Corp. v. Abbot t  Laborator ies, supra;  BF 
Goodrich FlightSystem s, I nc. v. I nsight  I nst rum ents Corp., supra;  Jacobson v. Cox 
Paving Co., supra;  Henkel Corporat ion v. Coral, I nc., supra;  Standard Havens 
Products, I nc. v. Gencor I ndust r ies, I nc., supra. Therefore, the undersigned believes a 
finding of irreparable harm  is just ified in this case on considerat ion of all the evidence 
and the equit ies involved, see 35 U.S.C. § 283;  see also Augat , I nc. v. John 
Mezzalingua Assocs., I nc., supra, at  508, and Plaint iffs' request  for a prelim inary 
injunct ion should be granted .  
 
I n the event  the Dist r ict  Court  declines to follow the undersigned's 
recom m endat ion [ * 4 6 ]   as to irreparable harm  based on m arket  share and the other 
cited factors, n9 it  m ay want  to further consider the rem aining unresolved issue 
concerning irreparable harm , that  of m arket  pr ice. The undersigned has previously 
concluded that  the evidence subm it ted is inconclusive on the issue of whether or not  
Plaint iffs could adjust  or m it igate their  dire financial situat ion ( that  of vir tually no 
business being conducted)  by lowering their  pr ices to m ore effect ively com pete in the 
m arketplace, or whether such an opt ion is t ruly not  available to them . Given the other 
findings of this Court  as set  forth herein, in the event  the Plaint iffs subm it  sufficient  
and credible financial inform at ion to show that  their  current  pr icing st ructure is based 
on realist ic m arket  and business concerns, and that  they are not  able to reduce the 
pr ice of their  product  to such an extent  as to allow the Roberoller to effect ively 
com pete with the Heel-Away agitator, then at  that  point  Plaint iffs will have shown 
irreparable harm  on the only unresolved issue, and the m ot ion should be granted, 
with a requirem ent  that  an adequate bond be posted by the Plaint iffs pending 
resolut ion of this case. see 35 U.S.C. § 283 [ * 4 7 ]   [ A United States Dist r ict  Court  
m ay consider the pr incipals of equity when deciding a prelim inary injunct ion m ot ion] . 
see also Pit tway Corp. v. Black and Decker, I nc., supra, at  593;  Augat , I nc. v. John 
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Mezzalingua Assocs., I nc., supra, at  508. Whether addit ional evidence on this issue 
should be allowed at  this t im e is within the sole discret ion of the United States Dist r ict  
Judge. 
 
-  -  -  -  -  -  -  -  -  -  -  -  -  -  Footnotes -  -  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
 
n9 see Cordis Corporat ion v. Medt ronic, I nc., 835 F.2d 859 (Fed.Cir. 1987)  and 
Nut r it ion 21 v. Thorne Research, I nc., 1991 U.S. App. LEXI S 11129 (Fed.Cir. 1991) . 
  
 
-  -  -  -  -  -  -  -  -  -  -  -  End Footnotes-  -  -  -  -  -  -  -  -  -  -  -  -  -  
 
Bristow Marchant  
 
United States Magist rate Judge 
  
Colum bia, South Carolina 
  
August  24, 1994 
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