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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TENNESSEE
AT CHATTANOOGA

CARD-MONROE CORP.,
Case No. 1:14-cv-292
Plaintiff,
Judge Travis R. McDonough
V.
Magistrate Judge Christopher H. Steger
TUFTCO CORP.,

N N N N N N N N N

Defendant

AMENDED MEMORANDUM AND ORDER *

Before the Court are: (1) Defendant Tuf@orp.’s (“Tuftco”) motion to strike and for
sanctions (Doc. 317); (2) Tuftco’s motion summary judgment (Doc. 450); and (3) Plaintiff
Card-Monroe Corp.’s (“CMC”motion for summary judgment (Doc. 289). Having considered
the record, the parties’ written submissions, @i oral arguments at the hearing on July 14,
2017, the Court heredYENIES Tuftco’s motion to strike and for sanctions (Doc. 317) and
GRANTS IN PART andDENIES IN PART the parties’ summary judgment motions (Docs.
289, 450).

l. BACKGROUND
1. The Patents
The three patents at issue concern cedaipet-tufting machines and methods. U.S.

Patent No. 8,141,505 (the “ ‘505 Patent”), entitlgdrn Color Placement System,” was issued

! Pursuant to the Order filed contemporaneobshgin granting in pad non-party’s motion to
amend the Court’s summary judgment memdtan and order, the Court has amended its
original Memorandum and Order ruling on the a‘tsummary judgment motions (Doc. 475) to
make only general referencesstnsitive third-party information.
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by the United States Patent and Trademaflc®{*PTO”) on March 27, 2012. (Doc. 292-1, at
1-17.% U.S. Patent No. 8,359,989 (the “ ‘989 Patgmntitied “StitchDistribution Control
System for Tufting Machines,” was issued on January 29, 20d3at(18-51.) Finally, U.S.
Patent No. 8,776,703 (the “ 703 Patt§ (collectively, the “Assertedatents”), entitled “Yarn
Color Placement System,” was issued on July 15, 2Q#4at(52—68.) The ‘989 Patent and
‘703 Patent are continuationstbe ‘505 Patent and, as such, @amtsimilar specifications.Id.

at 12, 40, 63.) CMC is the owner by assignmeiatllaights, title, and intest to the Asserted
Patents.

The invention, marketed as “ColorPoint,” “geally relates to tufting machines, and in
particular, to a system for coordinating the fagcand placement of yarns of different colors
within a backing material passitigrough a tufting machine to erdalformations of free-flowing
patterns within a tufted article.”Id(, at 12, col. 1:11-15)According to theAsserted Patents’
specifications, before ColorPoint, the carpdting industry sought “newmore eye-catching”
patterns that “replicate ¢hlook and feel of fabrics formed on a loomld.{ col. 1:20-25.)
Though manufacturers could produnere vibrant patterns with specialty machines that
individually placed yarns with a single needlgey could not produce those patterns on a
commercial scale.ld., col. 1:35-54.) CMC presented Colonftaas the solution to this industry
limitation. By coordinating yarn feed, needle Bhifts, and the feexdg of backing material
through the tufting machine, multiple colors ofiyaare inserted at the same stitch locatida. (
at 12-16.) Unwanted yarns (those not called far design) are then pulled low or out of the

backing so they cannot bees in the carpet’s faceld() CMC’s new method inserts a higher

2 Hereafter, such page number referes indicate the CM/ECF page number.

3 References to specific column and line numiretbe Asserted Patenwill be made in the
format of col. XX:YY.



number of yarns into the backing than tradigibtufting methods, while avoiding gaps between
visible tufts in the déce of the carpet.ld.) The resulting products e@mmodate more intricate
pattern designs while presangi sharpness and definitiond.{

2. The Claims

On February 8, 2016, the padirlentified twelve claimg be severed for ongoing
proceedings: Claims 8, 10, and 12 of th@5 Patent; Claims 21, 22, 24, 27, 28, and 30 of the
‘989 Patent; and Claims 1, 28, and 29 of the ‘703rRdtegether, the “Severed Claims”). (Doc.
169.) Claim 1 of the ‘703 Patent is the onlgichine claim at issue herein (the “Machine
Claim”); the rest are method claims (the “Method Claims”).

i. Claims 8, 10, and 12 of the ‘505 Patent
Claim 8 recites:

A method of operating a tufting machineftom patterned tufted articles having
multiple colors, comprising:

feeding a backing materitdrough the tufting machine;

feeding a plurality of yarns to a sesiof needles carried by a shiftable
needle bar;

shifting the needle bar transversalycording to a programmed shift
profile for the pattern athe tufted article;

controlling the feeding of the yarns to the needles in accordance with
programmed pattern instructionsa®to feed desired amounts of the
yarns to the needles as needed to foows of high and low tufts of yarns
in the backing materials;

forming the tufts of yarns at an increased effective stitch rate determined
by multiplying the number of colors mg formed in the patterned tufted
article by a desired fabric stitch rdatet comprises a number of stitches
per inch desired for the patteed tufted articles; and

wherein the feeding of the yarnsftwm the high and low tufts tracks the
shifting of the needles so as to substantially maintain density of the tufts of
yarns being formed in the backing mé&eéin a direction of the rows of



tufts and location of the high tufts pérns at desired positions across the
backing to form the patterned tufted articles.

(Doc. 292-1, at 16, col. 10:39-61.)
Claim 10, which is dependent on Claim 8, recites:
The method of claim 9] and wherein feeding a second, lesser amount of yarn
comprises back-robbing the yarns fed to easfdle to an extent sufficient to
substantially hide or removeshow tufts from the backing.

(Id. at 16-17, cols. 10:66-11:2.)

Claim 12, also dependent on Claim 8, recites:

The method of claim 8 and wherein théihg machine is a 1/10th gauge tufting
machine and the desired fabric stitch iatapproximately ten stitches per inch.

(Id. at 17, col. 11:6-8.)
i. Claims 21, 22, 24, 27, 28, and 30 of the ‘989 Patent
Claim 21 recites:

A method of operating a tufting machineftom a patternedrticle including a
series of different yarns, comprising:

receiving a pattern including a sermattern steps for forming the
patterned article;

determining an effective processatitrate for the patterned article;

feeding a backing material througtettufting machine at the effective
process stitch rate;

as the backing material is fed thrdwidpe tufting machie, reciprocating a
series of needles to deliver the yarns into the backing material; and

4 Claim 9 provides: “The method of claim Bdawherein controlling # feeding of the yarns
comprises feeding a first amount of yarn &cle needle forming a high tuft, while feeding a
second, lesser amount of yarn to each needlarigrenlow tuft.” (Doc. 292-1, at 16, col. 10:62—
65.)



controlling feeding of the yarns the needles in accordance with
programmed pattern instructions to meta tuft of a desired yarn for each
stitch being formed in the backing material

wherein determining the effective pess stitch rate for the patterned
article comprises increasing the degistitch rate for the pattern by a
multiple approximately correspondingaacumber of colors of yarns used
to form the patterned article.

(Id. at 50, col. 21:28-49.)
Claim 22 recites:
A method of tufting a pattaed article, comprising:
determining a desired fabric stitchte for the patterned article;
feeding a series of yarns to a series of spaced needles;
feeding a backing materigirough a tufting zone;

as the backing material is fed thrdwutipe tufting zone, reciprocating the
needles carrying the yarns intaceout of the backing material;

shifting at least some of the neeslteansversely with respect to the
backing material; and

at selected stitch locations, preseg a number of different yarns for
insertion into the backing materiahd controlling the yarn feed to the
needles so as to retain at least dasired yarn of the different yarns
presented for each selected stitch location;

wherein feeding the backing matdrcomprises moving the backing
material through the tufting zone at @iffiective stitctrate approximately
equivalent to the desired fabriatsh rate increased by an amount based
upon a number of different yarns peated at a stitch location being
tufted.

(Id., cols. 21:50-22:3.)
Claim 24 recites:
The method of Claim 22 amherein presenting a numbefr different yarns and
controlling the yarn feed tihe needles comprises presenting a yarn of each color

that could be tufted at a particularesgkd stitch location arfdeding the yarn for
a color corresponding to the selectétth location to form a tuft, while



controlling feeding of the yas of remaining colors to pull such yarns low or
remove them from the keeted stitch location.

(Id., col. 22:9-16.)

Claim 27 recites:

A method of tufting a pattned article comprising:
determining a desired fabric stitchte for the patterned article;
feeding a series of yarns to series of spaced needles;
determining an effective processdtitrate for the patterned article,
comprising increasing the desired stitch rate for the pattern by a multiple
approximately corresponding to a numbécolors of yarns used to form
the patterned article;

feeding a backing materitirough a tufting zone;

as the backing material is fed thréwidpe tufting zone, reciprocating the
needles carrying the yarns intaceout of the backing material;

shifting at least some of the neeslteansversely with respect to the
backing material; and

at selected stitch locatis, presenting a number of yarns for insertion into
the backing material and controlling tharn feed to the needles so as to
retain at least one desired yarrtlod yarns presented for each selected
stitch location.
(Id., col. 22:25-45.)

Claim 28 recites:

A method of forming tufted pattns in a backing, comprising:
determining a desired fabric stitchte for a pattern to be formed,;
feedingthe backingmaterialthrough a tufting machine;
as the backing is fed through the tufting machine, reciprocating a series of

spaced needles carrying a series of yarns into and out of the backing to
form a series of tufts in the backing; and



at selected stitch locatis of the pattern being formed in the backing,
presenting a desired number of yaimsinsertion into the backing and
selectively withholding non-retainedryes from such stitch locations;

wherein selectively withholding ¢hnon-retained yarns comprises
controlling at one or more yarn featechanisms feeding the non-retained
yarns to the needles so as to pull back such yarns; and

wherein feeding the backing through the tufting machine comprises
feeding the backing at an effectipeocess stitch rate approximately
equivalent to the desired fabsttch rate increased by a number of
different yarns being used to form the pattern.

(Id., col. 22:46-67.)
Claim 30 recites:

A method of tufting a patterdearticle including a seriexf tufts of different color
yarns, arranged according to pattern instructions for the article, comprising:

determining a desired fabric stitchte for the patterned article;
moving a backing through aftung zone at an effdéive process stitch rate
based upon the desired fabric stitch iategeased in view of a number of
colors of yarns of the patterned article;
as the backing moves thugh the tufting zone, rgmiocating a series of
spaced needles to present a selecteessef yarns to stitch locations in
the backing; and
at each stitch location, controlling feeg of the series of yarns presented
at each stitch location and selectiveliameing a desired yarn of the series
of yarns presented at each stitch location based upon the pattern
instructions.

(Id. at 51, cols. 23:5-24:5.)
lii. Claims 1, 28, and 29 of the ‘703 Patent

Claim 1 recites:

A tufting machine for forming patterned tufted articles including different color
yarns therein, comprising:

at least one needle bar having aeseof needles mounted at a spacing
based on a gauge of the tufting machine therealong;



backing feed rolls for feeding a bangimaterial through a tufting zone of
the tufting machine;

a pattern yarn feed mechanism feeding a series of yarns to said
needles;

at least one needle bar shifter foiftang said at least one needle bar
transversely across the tufting zone;

a series of gauge parts mounted betlloe tufting zone in a position to
engage said needles of said atiesme needle bar as said needles are
reciprocated into and out of the bawimaterial to form tufts of yarns in
the backing material; and

a control system for controlling sayarn feed mechanism in cooperating
with said at least one needle bar &hishifting the at least one needle bar
in accordance with a series of tran®eepattern shift steps received by the
control system, to contréeeding of the yarns to said needles as the
needles are reciprocated and as theledmat is shifted in accordance with
the transverse pattern shift steps @sded to form selected tufts of yarns
of a desired height and to pull non-s#é=l ones of the yarns low or out of
the backing material for each pattern step;

wherein the control systeis linked to and controlhe backing feed rolls

for feeding the backing material suclathhe tufts of yarns are formed in
the backing material at an effective stitch rate that is determined by
increasing a prescribed stitch rateloé patterned tufted article that is
based on the gauge of the tufting machine by a selected amount so as to
form the patterned articles withelselected tufts of yarns having an
appearance of being formatithe desired stitch rate.

(Id. at 67, col. 9:17-51.) The ‘703 Patent’s speation expands on the “control system”
software recited in Claim 1. It provides:

The tufting machine control system 25geally will comprise a tufting machine
control such as a “Commd Performance™” tufting machine control system as
manufactured by Card-Monroe Corp. Thatol system also typically includes a
computer/processor or controller 26 tbah be programmed with various pattern
information and which monitors and corgrthe operative elements of the tufting
machines . ... The tufting machine gohsystem . . . further can receive and
execute or store pattern information diredtlym a design center . . . that can be
separate and apart from the tufting machine control system, or which can be
included as part of the tirig machine control system.



(Id. at 64, col. 4:8-24.)
Claim 28 recites:

A method of forming tufted articlesctuding tufts of multiple different color
yarns, comprising:

feeding a backing materitiirough a tufting machine;

reciprocating a series of needlesl&iver the yarns into the backing
material to form tufts of yarns therein;

engaging the yarns delivered into thecking material by the needles with
a series of gauge parts to pull lomdgyarns from the needles for forming
the tufts of yarns in the backing material;

shifting at least some of the neediemsversely, wherein the needles are
shifted by single shift steps, double sistieps, or a combination of single
and/or double shift steps accordingatshift profile based upon a number
of colors of yarns of the parn for the tufted article;

controlling feeding of the yarns toemeedles in accorde@ with the shift
profile of the pattern for the article selectively form tufts of yarns of a
desired pile height and selectively pull back loops of yarns to form the
pattern;

wherein the tufts of yarns are formiexthe backing material at an
increased effective stitch rate thaatdeast two times a prescribed stitch
rate based upon a gauge of the tgftmachine, for the feeding of the
backing material for the pattern of the tufted article so as to form the
patterned article with an appeaace of an increased density.

(Id. at 68, col. 12:4-30.)
Claim 29 recites:

A method of forming tufted articlesctuding tufts of multiple different color
yarns, comprising:

feeding a backing materigirough a tufting machinat an effective stitch
rate that is increased over a desiredistrate for the tuétd article that is
based on a gauge of the tufting machine;

reciprocating a series of needlesi&iver the yarns into the backing
material to form tufts of yarns therein;



engaging the yarns delivered into thecking material by the needles with

a series of gauge parts to pull lomdgyarns from the needles for forming

the tufts of yarns in the backing material;

shifting at least some of the needles transversely according to a desired

shift profile based upon a ndar of colors of yarnef the pattern for the

tufted article;

controlling feeding of thgarns to the needles atcordance with the shift

profile of the pattern for the articte selectively form a number of high

tufts of yarns and to selectively pblck loops of yarns to form the

pattern;

wherein the tufts of yarns are formiexthe backing material at an

effective stitch rate, so as to fothe patterned article with the number of

high tufts formed substantially maiag the desired stitch rate of the

tufting machine and with the loops ydirns selectively pulled back being

substantially hidden by the high tufts of yarns.
(Id., col. 12:31-56.)

3. The Accused Products
CMC accuses Tuftco of directly and inelitly infringing the Asserted Patents.

Specifically, CMC alleges Tuftco creataccompeting—but infringing—technology, and then
manufactured and sold productattiperform that technology. Aaabng to CMC, Tuftco refers
to this competing technology in multiple ways;lirding “Colortuft,” “iTuft,” “iTuft c,” “Easy
Pattern,” and “Easy Mod€.”(Doc. 442, at 11-12.) For simptig the Court will refer to the
allegedly infringing technology as tortuft/iTuft c.” At issue a@ twenty-nine tfiing machines
made by Tuftco (the “Accusderoducts”), includingwenty-eightsingle- and douletneedle-bar
machines sold by Tuftco (Doc. 457, at 1) and orthouse sample machine (Doc. 454-9, at 61).

Though ColorPoint fabrics are typically deawith single-needle-bar machinés. @t 105; Doc.

292-1, at 14, col. 5:10-30), CMC alleges titat double-needle-bar Accused Products also

5 Tuftco did not include a statement of fasfi¢h its summary judgment papers, so the Court
understands Tuftco does not dispute that these names all reference the same technology.

10



infringe the Severed ClainfisDouble-needle-bar machinesepate similarly to single-needle-
bar machines, but with some differences. Thautge” of a single-needle-bar machine refers to
the spacing between the needles on the needlgbac. 292-1, at 13, col. 4:43-46; Doc. 454-9
at 91.) A 1/10th gauge machine, for exampld,ivave needles spaced at 1/10th of an inch, or
ten needles per inch, s needle bar.ld.) Double-needle-bar machines have a “composite
gauge,” which consists of the combined gaugeath of its needle bars. (Doc. 454-11, at 133.)
For example, a 1/10th gauge composite doubleladst machine will have two 1/5th gauge
needle bars.ld.) Each needle bar of the double-nedue Accused Prodits can carry all

colors of the pattern being tuftedd.] The needle bars typically run parallel to each othier, (
at 133-34; Doc. 292-1, at 104, 1 12.) The needledaargither shift with one another or against
each other. (Doc. 454-11, at 134.) The needle &@ offset and do not stitch in the same
longitudinal path. Ifl. at 135.) In other words, if the froneedle bar is stitching the odd rows,
the rear needle bar would be stitching only the even roldg. ©f course, with a single-needle-
bar tufting machine, the needle besuld tuft every longitudinal row.

During discovery, CMC'’s expert, Steven Bergconducted inspections on five of the
Accused Products, including: )(& 1/10th gauge single-needle-bar machine sold to Lexmark; (2)
a 1/10th gauge single-needle-bar machine sold to Signature; (3) a 1/12th composite gauge
double-needle-bar machine withdwtaggered 1/6th gauge nedaides sold to J&J Industries;

(4) a 1/10th gauge single-needlar machine sold to Shaw; and (5) a 1/10th composite gauge

double-needle-bar machine withdwtaggered 1/5th needle bars, which Tuftco keeps in house as

® Tuftco refers to its 1/12th gauge double-nedxle machines as “iTuft 6¢” machines and its
1/10th gauge double-needle-bar machineésTagt 5¢” machines. (Doc. 454-11, at 190.)

11



a sample machine (together, the “Inspected Machirefoc. 454-9, at 60—61.) CMC alleges
that Tuftco directly infringed the M&ine Claim—Claim 1 of the ‘703 Patent—by
manufacturing and selling the Accused Products. (Doc. 442, at 31.) Additionally, CMC alleges
Tuftco directly infringed the Method Claintyy producing in-house samples to market
Colortuft/iTuft c® (Id. at 31-32.) Finally, CMC asserts Tedtindirectly infringed the Method
Claims by inducing its customersdaectly infringe them. I¢l. at 32—33.)

4. Procedural History

CMC initiated this action on October 7, 2014eging infringement of the Asserted
Patents. (Docs. 1, 127.) As is relevant h&tdgtco asserted affirmative defenses of non-
infringement, invalidity, inequitale conduct, and patent misug®oc. 128.) Tuftco also
asserted counterclaims for: (1) non-infringammévalidity, and unenfaeability; (2) tortious
interference with businegelationships; (3) unfair trade ptiges; and (4) unfair competition.
(Id.) Pursuant tdarkman v. Westview Instruments, |rigl7 U.S. 370 (1996), the Court held a
claim-construction hearing on April 19, 2016 (tidrkmanhearing”), and thereafter issued an
order construing ten disputedrtes in the Asserted Patent®oc. 220.) On October 20, 2016,
the Court issued an order directing each p@arfyle one comprehenge summary judgment
motion supported by a forty-page memoranduntigin of serial motions and memoranda. (Doc.

280.)

” At the summary judgment heag, Tuftco conceded that “the machines that . . . were in the
inspection are typical of the othmachines, not inspected, thatve been made by Tuftco.”
(Doc. 474, at 81.)

8 CMC alleges direct and indireictfringement of all of thévlethod Claims in its Complaint

(Doc. 127), but it only moves feummary judgment of infringement on the following Method
Claims: Claims 8, 10, and 12 of the ‘505 Paté&tims 21 and 27 of the ‘989 Patent; and Claim
28 of the ‘703 Patent.

12



On November 4, 2016, the parties filed thaotions for summary judgment. (Docs.
288, 289, 450.) On November 28, 2016, each party responded in opposition to the other’s
motion. (Docs. 319, 325, 445, 452.) Also on Novent8, 2016, Tuftco filed a motion to strike
and for sanctions. (Doc. 317.) On December 8, 2016, each party filed a reply in support of its
motion. (Docs. 334, 336, 447, 453.) On December 15, 2016, CMC responded in opposition to
Tuftco’s motion to strike (Doc. 345), addiftco replied on December 22, 2016 (Doc. 352).
These motions are now ripe for the Court’s review.
I. MOTION TO STRIKE AND FOR SANCTIONS

The Court will first address Tuftco’s motion teiké. Tuftco moves to strike the portions
of CMC’s summary judgment taf that exceed the Court’s page limitation on memoranda
accompanying summary judgment motions. (Doc. 3Bpégcifically, Tuftco argues that CMC
improperly incorporated into itsrief over fifty pages from itsxpert’s infringement report in
contravention of the Court’s order imposing a forty-page limid.) (Tuftco cites a number of
cases in support, including e&rom this district and onigom the Sixth Circuit.

Unlike the cases cited by Tuftco, howewbe document CMC “incorporates” is not
argument or submissions by an attorrmay, portions of an expert repoi€f., e.g, Cross v.
Sbarro Am., Ing.No. 1:09-cv-275, 2011 WL 572414t *4 (E.D. Tenn. Feb. 15, 2011)
(sustaining an objection to a pagyhcorporation of an attached statement of undisputed facts).
Under the Federal Rules of Civil Procedure, a party may support its motion for summary
judgment by “citing to particular parts of mags in the record, including depositions,
documents, electronically stored information, affitkeor declarationsstipulations (including
those made for purposes of the motion ordghnissions, interrogatory answers, or other

materials . . . .” Fed. R. Civ. P. 56(c)(1)(AYloreover, the importance ekpert opinion at the

13



summary judgment stage in patétigation must not be ignoredSee, e.glntellectual Sci. &
Tech., Inc. v. Sony Elecs., INn689 F.3d 1179, 1183 (Fed. Cir. 2009) ¢"“satisfy the summary
judgment standard, a patentee’s expert mugodétthe factual foundation for his infringement
opinion in sufficient detail for the court to be cantthat features of the accused product would
support a finding of infringement . . . ."CMC’s memorandum simply points to other portions
of the record, in context, wibut unnecessarily burdening the Court with in-bulk reproductions
of such content. There is nothing inagmiate—much less sanctionable—about CMC'’s
conduct. Accordingly, the Court finds tHaMC has not improperly exceeded the page
limitation and willDENY Tuftco’s motion to strike and for sanctions (Doc. 317).

1. MOTIONS FOR SUMMARY JUDGMENT

Tuftco moves for summary judgment thag thsserted Patents are invalid due to
indefiniteness and anticipatiomn the alternative, Tuftco seeks summary judgment that the
“invention” in the Asserted Patents is limitedsiftware CMC uses to run ColorPoint. (Doc.
450.) Tuftco also moves for summary judgment of non-infringement and on a number of
damages issuesld()

CMC moves for summary judgment: (1) thas ®evered Claims are valid with respect
to anticipation, obviousness, ind@feness, and ineligibility und@&5 U.S.C. § 101; (2) that the
Inspected Machines are represgive of all Accused Product&) that Tuftco has directly
infringed the Machine Claim and the Method Claifdg;that Tuftco hasidirectly infringed the
Method Claims; and (5) on Tuftco’s counterclaiamsl affirmative defenses of inequitable
conduct, tortious interferencenfair competition, unfair trade practices, and patent misuse.

(Doc. 289.)

14



1. Standard of Review

Summary judgment is proper when “the movsimbws that there is no genuine dispute as
to any material fact and the movant is entitleguttgment as a matter of law.” Fed. R. Civ. P.
56(a). The Court views the eeidce in the light most favorkghto the nonmoving party and
makes all reasonable inferencedawor of the nonmoving partyMatsushita Elec. Indus. Co.,
Ltd. v. Zenith Radio Corp475 U.S. 574, 587 (198aYat’l Satellite Sports, Inc. v. Eliadis Inc
253 F.3d 900, 907 (6th Cir. 2001).

The moving party bears the burden of demoriagdhat there is no genuine dispute as to
any material factCelotex Corp. v. Catretd77 U.S. 317, 323 (198a)gary v. Daeschne849
F.3d 888, 897 (6th Cir. 2003). The moving partynreeet this burden either by affirmatively
producing evidence establishing that there is no gengsue of materidct or by pointing out
the absence of supporttime record for the nonmoving party’s casgelotex Corp.477 U.S. at
325. Once the movant has dischargedtbrsien, the nonmoving party can no longer rest upon
the allegations in the pleadings; rather, it npgnht to specific factsupported by evidence in
the record demonstrating that tees a genuine issue for triadChao v. Hall Holding Co., In¢
285 F.3d 415, 424 (6th Cir. 2002).

At summary judgment, the Court may notigiethe evidence; itole is limited to
determining whether the record contains sugfitievidence from which a jury could reasonably
find for the non-movantAnderson v. Liberty Lobby, Inel77 U.S. 242, 248-49 (1986). A mere
scintilla of evidence is not enough; the Courtstrdetermine whether a fair-minded jury could
return a verdict in favor of thnon-movant based on the recold. at 251-52{ ansing Dairy,

Inc. v. Espy39 F.3d 1339, 1347 (6th Cir. 1994). If not, the Court must grant summary

judgment. Celotex 477 U.S. at 323.

15



The standard of review when parties fil®ss-motions for summary judgment is the
same as when only one party moves for summary judgniefit.Broad. Co. v. United States
929 F.2d 240, 248 (6th Cir. 1991). When there@pss-motions for summary judgment, the
court must “evaluate each party’s motion on itsiowerits, taking care in each instance to draw
all reasonable inferences against theypatiose motion is undeonsideration.”ld. In
considering cross motions for summary judgmentcthet is “not require[d] . . . to rule that no
fact issue exists.’Begnaud v. Whitel 70 F.2d 323, 327 (6th Cir. 1948).

2. Invalidity

Generally, patents are presumed valid, aedorty challenging Vigity bears the burden
of proving invalidity by ckar and convincing evidence. 35 U.S.C. § 28M&rosoft Corp. v.
i4i Ltd. P’ship 564 U.S. 91, 95 (2011). “Clear and convincing evidence is such evidence that
produces ‘an abiding conviction that the truth beftfactual contentions ahighly probable.”
ActiveVideo Networks, Inc. v. Verizon Commc'ns,, @4 F.3d 1312, 1327 (Fed. Cir. 2012)
(quotingColorado v. New Mexicat67 U.S. 310, 316 (1984)).

Tuftco moves for summary judgment that: Claim 1 of the ‘703 Patent is invalid for
indefiniteness under 35 U.S.C. § 112, 1 6; and @Bwvered Claims arevialid as anticipated.
CMC moves for summary judgment on Tuftco’s ilidy defenses and counterclaims, asserting
that insufficient evidence exsto support: (1) indefinitess under 8 112, § 2 and 1 6; (2)
anticipation; (3) obviousnessne (4) ineligibility under 8 101.

i. Indefiniteness
Tuftco counterclaims that all three Asserkatents are invalid under 35 U.S.C. § 112.

(Doc. 128, at 9.) Tuftco nomoves for summary judgment spigzally on Claim 1 of the ‘703
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Patent, based on invalidity due tal@finiteness under 35 U.S.C. § 112,% 6MC cross-moves
for summary judgment on Tuftco’s invalidity coentlaim generally, arguing that Tuftco cannot
establish that the Asserted Patentsimvalid under 35 U.S.C. 8§ 112, § 2 or { 6.

1. 35U.5.C.§112, 16

Both parties move for partial summary judgment under 35 U.S.C. § 112, § 6. Whether a
claim is subject to 8 112, | 6, is a matter ofralabnstruction and, therefgra question of law.
Williamson v. Citrix Online, LLC792 F.3d 1339, 1346 (Fed. Cir. 2015). However, in construing
a claim, the Court may make underlying findinggaaft based on extrinsic evidence, such as
expert testimonyld. Pursuantto § 112, 6, a patgoplecant may express an element of a
claim “as a means or step for performing a dpegtiunction . . . and such claim shall be
construed to cover the corresporgistructure . . . describedtine specification and equivalents
thereof.” 35 U.S.C. 8§ 112, 1 6. Though paapgrsix allows means-plus-function language,
those claims are “still subject tbe [8 112, 1 2] requirement thatlaim ‘particularly point out
and distinctly claim’ the invention.1n re Donaldson Co., Inc16 F.3d 1189, 1195 (Fed. Cir.
1994) (quoting 8 112, 1 2). Accordingly, if a patee uses generic language to claim function
under 8 112, 6, it must clearly identifycadescribe a correspondi structure in the
specification for performing the claimed functiowilliamson 792 F.3d at 1351. If the patentee
does not specify such structure, the clairmassidered purely functional and invalid for
indefiniteness.Ergo Licensing, LLC v. CareFusion 303, In673 F.3d 1361, 1363 (Fed. Cir.

2012).

® Under the America Invents Act (“AIA”), pagraphs 2 and 6 of 35 U.S.C. § 112 were
recodified as 35 U.S.C. § 112(b) and § 112(f), eesipely. Because theplication resulting in
the Asserted Patents was filed before the Aldkteffect, the Court will refer to the pre-AlA
version of § 112 Nautilus, Inc. v. Biosig Instruments, Int34 S. Ct. 2120, 2125 n.1 (2014).
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Tuftco argues that Claim 1 of the ‘703 Rdtes properly constred as a means-plus-
function claim under 8§ 112, 1 6, because it gggeeric language—"control system”—to claim
function. (Doc. 450, at 10-13.) According to Taftbecause the patent specification fails to
disclose sufficient structure asquired of means-plus-functiataims, Claim 1 is invalid for
indefiniteness. I¢. at 13-15.)

The first inquiry under § 112, 6, is whetl@aim 1 of the ‘703 Patent should be
construed as a means-plus-function claimdetermining whether a means-plus-function
construction applies, the Cawanalyzes “whether the waef the claim are understood by
persons of ordinary skill in the art to hawvsufficiently definite meaning as the name for
structure.” Williamson 792 F.3d at 1349. A claim that doeot include the word “means”
carries a rebuttable presumption thatlimitation is not subject to § 112, 16.1d. The
presumption is overcome if “the claim term failsrecite sufficiently definie structure’ or else
recites ‘function without reciig sufficient structure for performing that functionld. (quoting
Watts v. XL Sys., Ini232 F.3d 877, 880 (Fed. Cir. 2000). other words, the Court asks
whether “the claim language, resdlight of the specificatiorrecites sufficiently definite
structure to avoid 8 112, 1 6Media Rights Techs., Inc. v. Capital One Fin. Cp890 F.3d
1366, 1372 (Fed. Cir. 2015) (quotiRpbert Bosch, LLC v. Snap-On In£69 F.3d 1094, 1099
(Fed. Cir. 2014)). IWilliamson for example, the Federal Circuit held that a limitation claiming
a “distributed learning control module” and three functions it performed was subject to a means-
plus-function construction. 792 F.3d at 1350-%hough the limitation did not contain the term

“means,” the court noted that “fgjeric terms such as ‘mechanism,’ ‘element,’ [and] ‘device’ . .

owilliamson however, explicitly overruled Federal Circuit precedent characterizing the
presumption as “strong.” 792 F.3d at 1349.
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. that reflect nothing more thamrbal constructs may be used in a claim in a manner that is
tantamount to using the word ‘means’ . . Id: at 1350. “[M]odule,” the court found, “is a
well-known ‘nonce word’ that can operate as a substitute for ‘means’ Id. Moreover, the
prefix “distributed learmg control” did not add sicture to the phrasdd. at 1351. The court
also noted that the claim language did nafcdbe how the “distbuted learning control
module’ interacts with other components . . aiway that might inform the structural character
of the limitation in question” anthat nothing in the specificatiar prosecution history imparted
structure into the phraséd.

Here, Claim 1 provides in pertinent part: téfting machine for forming pattern tufted
articles including different colgrarns therein, comprising: . . .

acontrol systemfor controlling said yard feeshechanism in cooperation with

said at least one needle bar shifter shifting the at least one needle bar in

accordance with a series of transvgyagern shift steps received by ttentrol

system to control feedig of the yarns to said needles as the needles are

reciprocated and as the needle bar ieshin accordance with the transverse

pattern shift steps as needed to form setetifts of yarns of a desired height and

to pull non-selected ones of the yarns low or out of the backing material for each

pattern step;

wherein thecontrol systemis linked to and controlthe backing feed rolls for

feeding the backing material such thattinfés of yarns are formed in the backing

material at an effective stitch rate that is determined by increasing a prescribed

stitch rate of the patterned tufted artithat is based on the gauge of the tufting

machine by a selected amount so d@®tm the patterned articles with the

selected tufts of yarns having an appeeganf being formed at the desired stitch

rate.”
(Doc. 292-1, at 67, col. 9:17-18, 33-51 (emphasisdddé\s the limitation in question lacks
the word “means,” it carries a rebuttal pregption that § 112, 1 6, does not apply.

The presumption is not overcome, becausdathguage of Claim 1, read in light of the

specification, recites sufficiently definite struatuo avoid 8 112, { 6. Tung first to the term

itself, Tuftco argues that, like the terms “mechanism,” “element,” or “device,” “system” is a
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generic substitute for “means.” In support, Tuftco ctatomotive Technologies International,
Inc. v. Delphi Corp.a district court case from the East&istrict of Michigan which found that
the phrase “a measurement system” indeateneans-plus-function limitation. No. 08-11048,
2009 WL 2960698, at *12—13 (E.D. MicSept. 11, 2009). Although tA@itomotive
Technologiesourt found that “[s]ystem’ is the s@& sort of generic term as ‘means,’
‘mechanism’ and ‘device,” other district courtacluding courts witla heavy patent docket,
have disagreedSee, e.gBlitzsafe Tex., LLC v. Honda Motor Cdlo. 2:15-cv-1274-JRG-RSP,
2016 WL 4762083, at *14 (E.D. Tex. Sept. 13, 2016)d{hg “integration subsystem” to denote
structure);Perdiem Co, LLC v. IndusTrack LL.8o. 2:15-cv-727-JRG-RSP, 2016 WL 3633627,
at *37 (E.D. Tex. July 7, 2016) (“The term ‘systeas used here is different from the word
‘module’ in Williamson”). Accordingly,Automotive Technologieoes not persuade the Court
that it should treat the phrase “contro$®m” as a mere means-plus-function limitatibn.
Moreover, the language of Claim 1, viewedight of the specificaon, imparts structure
to the term. Claim 1 specifi¢isat the “control system” works “in cooperatiatith said at least
one needle bar shifter” which receives a “series of transverse pattern shift steps” from the
“control system.” (Doc. 292-1, &7, col. 9:34-37.) The “control stgm” is also “linked to and
controls the backing feed rolls.’Id( at col. 9:43—-44.) This clai language structurally connects
the control system and other components efdaimed tufting machine. Moreover, the ‘703
Patent’s specification goes so far as to pite\a specific example of a “control system” (“The
tufting machine control system 25 generally woimprise a tufting machine control such as a

‘Command Performance™’ tuftingachine control system as manufactured by Card-Monroe

11 As noted below, Claim 1 is furthdistinguished from the claim ikutomotive Technologies
because it contains language thiaticturally ties the “contraystem” to other components of
the tufting machineSee2009 WL 2960698, at *13.
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Corp.”)'2 and further explains the structural campnts of a “control system” (“The control
system also typically includes a computer/pesce or controller 26 that can be programmed
with various pattern information and which mong¢@nd controls the operative elements of the
tufting machines . . . .”; “The tufting machinentrol system . . . furtmecan receive and execute
or store pattern information directly from a desigmter . . . that can be separate and apart from
the tufting machine control systewr which can be included as part of the tufting machine
control system.”). (Doc. 292-1, @4, col. 4:8-24.) Therefore parson of ordinary skill in the
art would understand the necesssiryicture of a “control system” as contemplated by Claim 1.
Notably, Tuftco does not offer any testimamyevidence to demonstrate that one of
ordinary skill in the art wouldot understand the term “contlstem” to denote structure.
(Doc. 450, at 10-13.) Meanwhile, tkas evidence in the recotidat an ordinarily skilled
artisan would understand “control system” as a nlonstructure. For example, CMC’s expert
concluded that “control system” is a common indugtrm that requires no construction. (Doc.
113-12, at 1] 24—-27.) Moreover, Tuftco itself @gs to understand thestture of a “control
system.” In another section of its brief, Tufstates “the type of ‘control system’ that is
referenced in [Claim 1] is the same type afritrol system’ that existed in conventional tufting
machines that predated the Asserted Pate(oc. 450, at 22.) Finally, during a deposition,
one of Tuftco’s experts appeared to uistkend that CMC’s “Command Performance” and

Tuftco’s “Encore” are “control systems” that are usadtufting machines. (Doc. 454-12, at 7.)

12 Tuftco argues that if the Command Performance software constitutes the “control system,”
then Claim 1 “is anticipated because CommandioPf@ance was offered years earlier, and all
other elements of the claim are conventiondDbc. 450, at 13 n.3.) However, as the Court
notes below in Part I11(b)(ii)(2)), “a new combination of steps in a process may be patentable
even though all the cotisients of the combination weveell known and in common use before
the combination was madeDiamond v. Diehr450 U.S. 175, 188 (1981).
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In short, Claim 1 provides far more descptiof the structure of the “control system”
than a mere means-plus-function claim. Ferfthregoing reasons, the Court finds that Claim 1
of the *703 Patent is not a means-plus-functiam subject to 35 U.S.C. § 112, 1 6. Because
Claim 1’s use of the term “control system” da®t render it a measplus-function claim,
Tuftco’s motion for summary judgment thakaim 1 of the ‘703 Rant is invalid for
indefiniteness under 35 U.S.C. § 112, 1 ®ENIED, and CMC’s cross-motion for summary
judgment on this ground GRANTED.

2. 35U.5.C. 8112, 12

CMC moves for summary judgment on Tuftcoisalidity counterclaim that the Severed
Claims are indefinite under 35 U.S.C. 8§ 112, 1 2. Tuftco did not respond to CMC’s motion with
respect to § 112, § 2. Tuftco did, however, atae Claim 1 of the ‘703 Patent is indefinite
with respect to the term “selected amountitenown motion for summary judgment, though it
did not move for summary judgmentiafalidity under 8112, 1 2. (Doc. 450, 15-16.)
Additionally, Tuftco’s expert, la®lattery, opines that the Sever€laims are indefinite based
on the following terms: (a) “desired stitch rat@y) “a gauge of the tufting machine”; (c) “by a
selected amount”; (d) “a shift giile based upon a number of colofsyarn of the pattern” or “a
number of colors” or “a numbef different yarns” or “a desired number of yarns”; and (e) “an
appearance of increased densitfDoc. 292-2, at 17-18.)

“Indefiniteness is a question of law . . .Eli Lilly & Co. v. Teva Parenteral Meds., Inc.
845 F.3d 1357, 1370 (Fed. Cir. 2017). In determimvhgther a claim is indefinite, “general
principles of claim construction apply . . .1d. As such, the Court may make underlying
findings of fact based oextrinsic evidenceld. Because patents are presumed valid, “any fact

critical to a holding on indefiteness . . . must be provbw the challengeby clear and
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convincing evidence.'One-E-Way, Inc. v. Int'| Trade Comm’'859 F.3d 1059, 1062 (Fed. Cir.
2017) (internal quotation omitted). To be definiteder 35 U.S.C. § 112 cdaim must “point] |
out and distinctly claim[ ]” théenvention. 8§ 112, § 2. “A lack afefiniteness renders invalid ‘the
patent or any claim in suit.”"Nautilus, Inc. v. Biosig Instruments, Iné¢34 S. Ct. 2120, 2125
(2014) (quoting 8§ 282, 1 2(3)). As the Suprenosei€has explained, § 112, | 2, requires “that a
patent’s claims, viewed in light of the specitioa and prosecution history, inform those skilled
in the art about the scope of theention with rasonable certainty*? Id. at 2129. This
requirement “strikes a ‘delicatalance’ betweenhe inherent limitations of language’ and
providing ‘clear notice ofvhat is claimed.” Sonix Tech. Co., Ltd. v. Publ'ns Int’l, Li&44
F.3d 1370, 1377 (Fed. Cir. 2017) (quotiMgutilus 134 S. Ct. at 2129). Afté&tautilus the
Federal Circuit clarifiedhe standard further, holding that, to satisfy § 112, 2, a claim “must
provide objective boundaries ftrose of skill in the art."Interval Licensing LLC v. AOL, Inc.
766 F.3d 1364, 1371 (Fed. Cir. 2014) (citMgutilus 134 S. Ct. at 2130 & n.8).
a. “by a selected amount”

Claim 1 of the ‘703 Patent provides for fongitufts of yarns in the backing material:

at an effective stitch rate that is detered by increasing a prescribed stitch rate

of the patterned tufted article thatigsed on the gauge of the tufting machipe

a selected amousb as to form the patterned articles with the selected tufts of

yarns having an appearance of bdmmgned at the desired stitch rate.

(Doc. 292-1, at 67, col. 9:45-51 (emphasis addeslpjtery opines that the term is indefinite

because it “provides no technique for determinivg‘selected amount[.]” (Doc. 292-2, at 17.)

13 Although the Supreme Court modifi the prior “insoluble amguity” indefiniteness standard
used by lower courts befoMautilus the Federal Circuit noted on remand that most lower court
precedent is still applicable as “all that is regdiis that the patent apprise [ordinary-skilled
artisans] of the scope of the inventiorBiosig Instruments, Inc. v. Nautilus, In€83 F.3d 1374,
1381 (Fed. Cir. 2015) (citation omitted). Accordinghis Court will “nowsteer by the bright

star of ‘reasonable certaintyather than the unreliable coags of ‘insoluble ambiguity.”1d. at
1380.
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Tuftco argues that because both CMC and its #xgteven Berger cannot define the term, it is
indefinite. (Doc. 450, 15-16.) After a claim ctrastion hearing the Court construed the term
“selected” to mean “chosen in accordance \hih pattern.” (Doc. 220, at 19.) Though the
Court was cautious to read a limitation inte ®evered Claims, it found that this construction
was not only consistent withetdictionary definition of “selcted,” but also supported by the
claim language itself.1q. at 18-19.)

Construing the term “by a selected amountftean “by an amount in accordance with
the pattern” provides @chnique for determing the “selected amouni,&., the pattern.
Moreover, the ‘703 Patent’s specification makesckhat “a selected amount” is approximate to
the number of colors in the pattern. For examble specification provides that “[t]ypically, the
operative or effective stitch rate run . .ill\we approximately equivalent to a desired or
prescribed number of stitchpsr inch . . . , multiplied bthe number of colors being run in the
programmed patterit (Doc. 292-1, at 64, ¢03:2—6 (emphasis addedge also idat 65, col.
5:31-34.) Further, it provides that the “effeetstitch rate is sukantially faster than
conventional stitch rates (i.e., by &tiar approximately equivalent tbe number of colors being
tufted in order to provide sufficient density for théts being formed in the pattern fields to
hide those color yarns not to be shownd. at 66, col. 8:6-10 (emphasis added).) The
specification, therefore, makes clear thattdren “by a selected amount” should be a number
approximating the number of colors in the pattadjusted to achiewhe characteristics the
customer ultimately wants to see in the finispatterned article. The term “by a selected

amount” does not fail to inform those skilledtive art about the scojpé the invention.
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b. “desired stitch rate”

The term “desired stitch rate,” or its synonyfdssired fabric stitch rate” and “prescribed
stitch rate,** appears in Claim 8 of the ‘505 PatentClaims 21, 22, 27, 28, 29, and 30 of the
‘989 Patent, and in Claims 1, 28, and 29 ef @03 Patent. After the claim-construction
hearing, the Court construed the téidasired stitch rate” to medthe number of tufts of yarn
per linear inch dictated by thpattern design to be visible inetfiace of the pattern.” (Doc. 220,
at 4-9.) Despite the Court’s cangction, Slattery opines that, @sls the term “desired stitch
rate” is construed to mean “equalth® gauge of the tufting machin®,the term is indefinite,
because “the actual stitch raggpéed is a result of several factors including the appearance and
weight of samples.” (Doc. 292-2, Hi.) Slattery provides an example:

So, if a 10th gauge sample is tufted asfitthes per inch and results in a weight

of 20 ounces when the manufacturers looking for a 24 ounce product, the

stitch rate may be increased by 20%. Hugistment results ia stitch rate of 12

stitches per inch, but the desd result might not be thgarticular stitch rate, but
the weight of the face yarn.

(1d.)

The Court concludes that the term “desisétth rate” does not have to be construed as
“equal to the gauge of the tufting machine’satisfy § 112, 2. The claim language and
specifications clearly indicate thide term “desired stitch rate” is equivalent to the number of
yarns per linear inch the designgshes to be visible in theda of the pattern. For example,
Claim 8 of the ‘505 Patent provides that the “desfedatic stitch rate ...comprises a number of

stitches per inch desired for the patterned tudididle.” (Doc. 291-1, at6, col. 10:53-55.) The

¥ The parties agree these terms are synonym@eseDpc. 220, at 4.)

15The Court addresses whetheaged on the gauge of the tafiimachine” should be construed
as “equal to the gauge of the tufting machibelow in Parts 111(d)(ji(2) and H1(d)(iii)(3).
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‘605 Patent’s specification confirntisat “the number of high tuftshé colors that are visible in
the finished tufted article), generally can betchad to the desired stitch rate for the tufting
machine ... .” Il. at 16, col. 9:26-29.)

Where a claim term is subjective,iolelanguage and speations can provide
sufficient guidance to satisfy the definiteness requiremgahix Tech.844 F.3d at 1378;
Interval Licensing766 F.3d at 1371. Here, the languafithe Severed Claims and their
specifications provide objective balaries for those skilled in thtet. The specifications clarify
that the end goal of the patented methods igtarpawith a full, consistent density across its
face. For example, Claim 8 of the ‘505 Patewwmes that high and low tufts are formed in the
patterned tufted article “so as to substantiallyntan density of the tufts of yarns being formed
in the backing material . . . .”Id. at 16, col. 10:57-59.) ThBO5 Patent’s specification
provides that “the increased number of stitchesmuh will provide sufficient enhanced density
between the high and low tufts thie finished patterned tuftedtiate to avoid a missing color or
gap being shown or otherwise appeaimthe patterned tufted article.’Id( at 13, col. 3:6-10.)
Accordingly, the above language instructs one gkilkethe art to avoid gaps in the face of the
pattern. Moreover, the claim langyeaand specifications make al¢hat the desired stitch rate
is necessarily a fraction of the effective stitate. Claim 21 of the ‘989 Patent, for example,
provides that the effective stitch rate “compriseseasing the desired stitch rate for the pattern
by a multiple approximately corresponding to a namiif colors of yarns used to form the
patterned articles.”lq. at 50, col. 21:45-49.)Accordingly, if the p&ern has two colors, the
desired stitch rate will be approxitesy half the effective stitch ta, with three colors, it will be
approximately a third, and so on. The ‘989 Patespicification confirms this: “the operative

or effective process stitch rate run by the btddstribution control system will be substantially
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higher than such typical conventiomsired fabric stitch rates.ld¢ at 44, col. 9:8-11.) The
specification even provides examples: “fdeath gauge machine generally run to achieve a
desired fabric stitch ratef approximately ten stitches per inch. if there are three colors in the
pattern, the operative or effective stitch rate[will be] approximately thirty stitches per inch . .
.7 (1d., col. 9:19-27.) The fact th#te “desired stitch ratehay vary based on customer
weight preference does not render the termfinde. Finally, Tuftco uses synonyms for the
term “desired stitch rate,” such as “desirattkes per inch,” in its own user manuals, suggesting
that the term does not fail to inform those Igkilin the art about thecope of the invention.
(See, e.g.Doc. 454-4, at 18.) Accordingly, a persafrskill in the art casidering the term
“desired stitch rate” is provided an objectbha&seline through which to interpret the Severed
Claims and would understand theaope with reasonable certainty.

c. ‘“agauge of the tufting machine”

This term appears in Claims 1, 28, and 2¢hef‘703 Patent. Claim 1 provides for a
machine with “at least one needle bar havingres®f needles mounted at a spacing based on a
gauge of the tufting machine . . ..” (Doc. 292-1, at 67, col. 9:19620IRims 28 and 29
provide for methods with a “prescribed” or “deslirstitch rate” that is “based upon a gauge of
the tufting machine . . . .”Iq. at 68, col. 12:26—-27, 35-37.) Tuftco did not propose the term “a
gauge of the tufting machine” as a disputedmlterm before the claim construction hearing
(Doc. 169), so the Court did not come it. Slattery opines th#tis term is mdefinite with
regard to double-needle-bar machines becthos® machines have multiple “gauges.” (Doc.
292-2, at 17.) For example, a double-needlestezhine may be “called a 10th gauge machine,”

but it also has two 1/5th gauge needle bais) Because Tuftco did not respond to CMC’s

16 Claim 1 also provides that the “gibed stitch rate” is “based ¢ime gauge of the tufting
machine . ...” (Doc. 292-1, at 67, col. 9:47-48 (emphasis added).)
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motion for summary judgment ondefiniteness with respect tc182, § 2, or move for summary
judgment on 8§ 112, 2, in its own summary judgrmeation, Slattery’s opinion is the only
basis that Tuftco provides for a determinatiost thhe term “a gauge of the tufting machine” is
indefinite.

As a fact critical to a holding on indeiieness, Tuftco must prove by clear and
convincing evidence that those skilled in the atudting consider the gauge of each needle bar
to be “a gauge of the tufting machineSee One-E-Wag59 F.3d at 1062. Other evidence of
record, including evidence intrinsic to the ‘703d?a, establishes thab reasonable jury could
conclude based on Slattery’s opinialone that there is moreathone “gauge of the tufting
machine.” The ‘703 Patent’s specification ndtest a “typical desim stitch rée” in a
conventional tufting system “generally has besatched to the gauge of the tufting machine,
i.e., for a tenth gauge tufting machine, the stititle typically will be approximately ten stitches
perinch....” (Doc. 292-1, at 65, col. 5:22-2BUrther, it states “foa tenth gauge machine
generally run using a desired stitch rate of apipnately ten stitches per inch,” the effective
stitch rate for a three-color pattern will be “apgmately thirty stitches perinch . .. .1d(, col.
5:35-42.) Accordingly, it is clear that the spexation does not contemplate a desired stitch rate
based on the gauge of a needle bar. Addilipnextrinsic evidence contradicts Slattery’s
assertion that there is more than one “gaafgle tufting machine.” For example, in a
deposition, Tuftco’s expert Lynne Paige reéerto one double-needbar machine as “a 12
gauge. . .. That was two needle bars.” (DI85, at 166, 167—68.) Steve Frost, Tuftco’'s CEO,
testified that how much theeadle bars of a double-needle-bar machine are offset “will depend
uponthe gauge of #atufting machine. . . [For a tenth-gauge macajri]t would be offset . . .

by a tenth.” (Doc. 454-11, at 18dmphasis added).) This evidence confirms that, although a
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double-needle-bar machine may have two needleviatirgheir own gaugeghose skilled in the
art understand there is ordyie “gauge of the tuftinqaching’!’ For this reason, the Court
concludes that the term “a gaugfehe tufting machine” does nfail to inform those skilled in
the art about the scope of Claims 1, 28, andf2Be ‘703 Patent witheasonable certainty.

d. *“a shift profile based upon a number of colors of yarn of the
pattern” or “a number of colors”or “a number of different
yarns” or “a desired number of yarns”

The term “a shift profile basaghon a number of colors of yaofi the pattern” appears in
Claims 28 and 29 of the ‘703 Patent. The ttamumber of colors” appears in Claims 21, 27,
and 30 of the ‘989 Patent. The term “a numbetitéérent yarns” appears in Claims 22 and 28
of the ‘989 Patent. The term “a desired numberaohs” also appears in Claim 28 of the ‘989
Patent. Tuftco did not propose these terms ssutied claim terms befotke claim construction
hearing (Doc. 169), so the Courtdiot construe them. Slattery opines that these terms are
indefinite because they “do[ ] not define whethes the total numbenf different colors or
yarns in the pattern or whethers a number that does not exceed the number in the pattern.”
(Doc. 292-2, at 17.)

The claim language and specifications, howedemonstrate that these terms refer to the
number of colors in the pattebeing tufted. For example, Ghai21 of the ‘989 Patent provides
for increasing the desired stitch rate by a mldtgorresponding to “a number of colors of yarns
used to form the patterned article.” (D@82-1, at 50, col. 21:47-49.) The ‘703 Patent

specification states that the effeetistitch rate is faster “by adtor approximately equivalent to

17 Even as applied to Claim 1 of the ‘703 Patevitich provides for needle-bar spacing “based
on a gauge of the tufting machine,” the termasindefinite. Taking Sittery’s example, the
gauge of each needle bar would be exactly ¢fatie gauge of the machine, or 1/5th.
Accordingly, needle-bar spacing would still ‘teased on a gauge tife tufting machine.”
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the number of colors being tufted . . . Itl.(at 66, col. 8:6-8.) Acedingly, the terms “a shift
profile based upon a number of colors of yarthef pattern,” “a number of colors,” “a number
of different yarns,” and “a desired number of y&irdo not fail to inform those skilled in the art
about the scope of the inwen with reasonable certainty.

e. “an appearance of increased density”

This term appears in Claim 28 thie ‘703 Patent, which provides:

wherein the tufts of yarns are formedine backing material at an increased

effective stitch rate that is at leasiottimes a prescribed stitch rate based upon a

gauge of the tufting machine, for theetling of the backing material for the

pattern of the tufted article so @sform the patterned article witin appearance

of an increased density
(Id. at 68, col. 12:24-30 (emphasis adide Slattery opines that the term “does not have a
reference point, and the method described ip#tents appears to bedeate square density,
i.e., 10 stitches per inch on a 1@@wge tufting machine, whichasstandard density . . . .”

(Doc. 292-2, at 18.)

In light of the specifications, the term “appearance of increased density” does not fail
to inform those skilled in the art about the scopthe invention with reasonable certainty. The
703 Patent’s specification makes clédzat the term refers to a face density that does not have
missing colors or gaps as compared to patterfitesd with conventionahethods—not to have a
face density that is necessatilgher than standard densitifor example, the specification
provides that “the increased number of stitchesmh will provide sufficient enhanced density
to the finished pattern tufted article to av@i missing color or gap being shown or otherwise
appearing in the patterned tufted articleld. &t 64, col. 3:10-13.) Accordingly, the term “an

appearance of increased density” informs thoseeskiii the art about ¢éhscope of Claim 28 of

the ‘703 Patent witheasonable certainty.
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The Court, therefore, concludes that the $&¥€laims are not inVid for indefiniteness
and will GRANT CMC'’s motion for summary judgmetitat the Severed Claims are not
indefinite under 35 U.S.C. § 112, { 2.

ii. Anticipation

Tuftco moves for summary judgment th#t) the Severed Claims are invalid as
anticipated by graphics tuftinganhines; (2) Claim 12 of the ‘505 teat is invalid as anticipated
by the Silhouette Carpet and thieorn Carpet; and (3) Claim 1 tife ‘703 Patent is invalid as
anticipated by conventional tuiy machines. CMC cross-moves summary judgment that the
Severed Claims are not anticipated.

1. Standard

Whether a claim has been anticipated urd%e).S.C. 8 102 is a question of fact.
ActiveVideo Networks, Inc. v. Verizon Commg68t F.3d 1312, 1327 (Fed. Cir. 2012). A
claim is invalid as anticipated under 8 102 ifragée prior art reference contains every claim
limitation. Id.

2. Tuftco’s Motion for Summary Judgment

Tuftco makes three arguments in regard tocgration. First, Tuftco argues that the
operation of a single needle bar on a graphiashime, as reflected in the “Medallion” rug,
anticipates the Severed Claims. (Doc. 45@3ai24.) Second, Tuftco argues that both the
Silhouette Carpet, sold by Dixie Home, and Tthorn Carpet, produced by Tuftco, anticipated
Claim 12 of the ‘505 Patentld( at 16—19.) Finally, Tuftco Bists that conventional tufting
machines anticipate Claim 1 of the ‘703 Pateid. gt 19-22.) Tuftco is required to prove by
clear and convincing evidence that every limitabé@a claim was contained in a single prior art

reference in order to prove anticipatiafenith Elecs. Corp. v. PDI Commc’n Sys., |52
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F.3d 1348, 1363 (Fed. Cir. 2008). To succeed on its motion, Tuftco must show that no
reasonable jury would have a legally sufficibasis to find for CMC on Tuftco’s anticipation
defense.

a. Graphics Tufting Machines’ Anticipation of the Severed
Claims

Tuftco argues that the action of aeameedle bar of a graphics machifieshich operates
with two shifting needle bars and has existed in the tufting industry for thirty-five years,
anticipated the Severed Claims. Tuftco seBeecifically on the Maallion rug, which was
tufted by a graphics machine, describethie 2002 Internatioh&arpet Yearbook, and
displayed at the 2003 Domotex InternationadflCovering and Carpet Show in Hanover,
Germany!® According to Tuftco:

One needle bar of the graics tufting machine creaty the Medallion design had
needles spaced at 5/32nds gauge (6.4nphj, backing feedolls feeding a

backing material through a tufting zonesiagle end scroll yarn feed attachment
for feeding yarns to the needles; a neddleshifter for shifting the needle bar;
series of loopers (gauge parts) mourkietbw the tufting zone to form tufts of
yarn in the backing material; and Tuftcé\dn PCCI Operating System to control
the yarn feed mechanism and pull selected yarns low. This 5/32nds needle bar
carried two different color yarns, wakifting, and made 128enetrations per
longitudinal inch as the backing waslfinrough the machine (twice the gauge of
the needle bar). Furthermore, in theaa of the pattern where one of the two
yarns carried by the needle bar was mlltv, it produced an appearance of
having been tufted at a 5/32nds (6.4 peh)rstitch rate becae the low stitches
are hidden. Thus the 5/32nds gauge neealldufted at a desired stitch rate equal
to the gauge of the needle bar and atféective stitch ratef 12.8 stitches per

inch while tufting two colors of yarn—axactly twice the desired stitch rate.

18 The parties do not dispute that graphieghines and double-needle-bar machines are the
same. $eeDoc. 442, at 42; Doc. 452, at 15.)

19 Tuftco also mentions anotheattern: “As illustréed in the monkey design, one needle bar,
threaded with black yarns, tufts a black background while the monkey image is tufted with the
two green and beige yarns on the other need|& fanc. 450, at 24.) Tuftco neither expands

on this statement nor provides any citationthtorecord. Accordingly, the Court focuses on
Tuftco’s argument conceing the Medallion rug.
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(Doc. 450, at 24.) In support, Tuftco cites otdydeposition testimony by Steve Frost, Tuftco’s
CEO, in which he describes the Medallion rug &me method used to produce it in response to a
guestion about when Tuftco began experimmentvith compressing stitch rates and displacing
color. (Doc. 454-11, at 150-51, 155-57.) Fross$it@ony regarding the Miallion rug states

in its entirety:

Q. Do you recall the first sample experimentation Tuftco made with
compressing stitch rates and displacing color?

Yes.
Q. Tell me about that one.
A. Well, we have samples, that ink we’ve produced to you, that are dated

in 2001 that—we have some two-color samples that are tenth-gauge
samples with fifteen stitches per imcWe produced this medallion rug,
that was in a magazine in 2001 or 2002 thias four colors. It was five-
sixty-fourth-gauge composite gaugeach of the needlebars was five-
thirty-second gauge, or six-point-four needles per inch. We were tufting
twelve-point-eight stitches per incwhich was twice the gauge of each
needlebar at that timbut it was certainly not twice the composite gauge.
But, again, it was a tradeoff between getting multicolor images into a
fabric versus significantly lower quait with a higher stitch rate, as well
as, the more colors, the more ygou’re putting on the back when you're
not showing those colors.

That Two—that 2001 sample, how many colors?

A. Well, one of these was the medallion rug that was four colors, and then we
had some two-color samples.

A. That particular sample was made in our design center on a two-meter
Moog-based PCCI machines sometim001, and it was depicted in a—
| believe—my best recolégion is in a 2002 Inteational Carpet Yearbook
and described in that article asoaif-color rug manufactured on Tuftco’s
single-end Servo Scroll machine.

Q. Howmanycolors?
Fourcolors.
Q. Do you know what the effective sfit rate was per longitudinal inch?
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A. Well, it will vary in that samplebecause we—the sample was twelve-
point-four stitches per inch, but theaee some areas where there is this
tweeding or double density of thato,9n those areas, there are twelve
stitches, twelve-point-four stitches,rgengitudinal inch. In other areas,
there’s only six-point—excuse me—tive-point-eight, |1 should have
said. Six-point-four irsome other areas, where it's more the single color.
But, in that particular sample, we keetrying to create so many different
looks, in terms of the combination of those four colors, we weren’t always
totally burying or trying to hide onend. We were actually trying to show
a whole variation of combinations of colors.

Q. Okay. So your effective stitch ratensthe area of twgk-point-eight, you
said?

A. Yes. In some areas. In someas, it's only six-point-four in terms of
what'’s really totally at the high lgi, but not necessarily only seen.

Gotcha. Was—and that was a shifting needlebar?
There was two shifting needlebars.
Double-needlebanachine?

Double needlebar. It was fivhitty-second gauge on each needlebar.

o >» 0 » 0O

Were those needlebars in line wate another, or were they offset
laterally?

A. They were offset, but | think the basthch of that would show that they
were basically tufting in the sangeneral direction most of the time.

Q. But not in the same stitch location?

A. No. | mean, not in the way that wlescribed that previously in terms of
every stitch location. There werdtach locations for the front bar and
stitch locations for the back bar.

(1d.)

Tuftco has not produced clear and conwigevidence that every limitation of the
Severed Claims was contained in the actionsnef needle bar of a graphics machine.
“Typically, testimony concerning anticipation musttestimony from one slked in the art and

must identify each claim element, state the @sses’ interpretation of the claim element, and
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explain in detail how each claim eleméhtontained in the prior art referené®.'Schumer v.

Lab. Comput. Sys., In808 F.3d 1304, 1315 (Fed. Cir. 2002).Skhumerin support of its
anticipation argument, the alleged infringer, L&&hmitted a declaration from its president that
described “his understanding of the operataod steps performed” by the alleged prior art
reference.ld. at 1309, 1316. The prior art reference was developed by LCS and, more
specifically, programmeldy LCS’s presidentld. at 1309. Relying on the president’s
declaration, the district cougranted LCS summary judgmeattinvalidity by anticipation.ld.

The Federal Circuit reversedndiing that LCS did not prove lmyear and convincing evidence
that the prior art anticipated tls&aim at issue, because the deafan “[did] not clearly describe
the operative steps of the method recited in ¢than at issue], nor how those operative steps
[were] performed by the [alleged prior art]ld.; see also Creative Compounds, LLC v. Starmark
Labs, 651 F.3d 1303, 1313 (Fed. Cir. 2011) (affirm&nfinding that patent was not invalid

where movant “failed to provide any testimony frome skilled in the art identifying each claim
element and explaining how each claim element is disclosed in the prior art refer€nie”);

Mfg. Co., Ltd. v. Turn-Key-Tech, LI.G81 F.3d 1142, 1152 (Fed. Cir. 2004) (holding that where
an alleged infringer failed to articulate how @part reference anticipates the patent, it has not
presented sufficient evidence for a jury to fartticipation “even whethe reference has been

submitted into evidence”).

20 An element-by-element analysis, howeverymat be necessary where the technology is
easily understoodCompare Centricut, LLC v. Esab Grp., In890 F.3d 1361, 1369 (Fed. Cir.
2004) (finding expert element-by-element analysisessary to establish infringement where the
patents concerned electrodes for plasma arc torahigsPrima Tek Il, LLC v. Polypap,
S.A.R.L.412 F.3d 1284, 1290 n.7 (Fed. Cir. 2005) (finding such analysis unnecessary for a
disposable device for holding fldrarrangements). Here, théseno suggestion that carpet
tufting machines and methods are within khewledge of a laypeos and, therefore, an
element-by-element analysis is required.
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Here, Tuftco has failed to provide testimdnym one skilled in th art that identifies
each claim element of the Severed Claims aqtbéns how each element is contained in the
operation of one needle bar of a graphics machine. Similar to the alleged infriSgaumer
in support of its anticipation argument, Tufto@rely cites depostn testimony from Steve
Frost, its CEO, that describes tedallion rug and how it was produc&dAlthough Tuftco
attempts to articulate how a graphics machiredlebar has anticipatéde Severed Claims in
its brief—albeit without identifying each claislement—"arguments of counsel cannot take the
place of evidence lacking in the recordVhitserve, LLC v. Comput. Packages, 1604 F.3d
10, 23 (Fed. Cir. 2012) (internal quotation omitted).

Even if Tuftco’s argument were supportagsufficient evidence, it would still fail.
First, Tuftco errs by calculating the effectiveéat rate by multiplying ta “desired stitch rate”
for the pattern by the number of colors one nebdtetufted during the creation of the Medallion
rug,i.e., two. The Severed Claims, with the exoep of Claims 28 and 29 of the’703 Patent,
determine the effective stitch rdig multiplying the number of colora the patternnot the
number of colors one needle bar carries. Famgpte, Claim 8 of the ‘505 Patent provides that

the effective stitch rate is determined by muyiipg the desired stitch rate by “the number of

21 Though not presented in its briefs, Tuffm@sented additional Eence at the summary
judgment hearing in the form of lan Slattergpert report. (Doc. 292;at 11-12.) Slattery
describes the components of the Medallion bug, like Frost's testimon he does not identify
each claim element of the Severed Claimexglain how each element is contained in the
operation of one needle bar of a graphics machile) [n fact, Slattery never explicitly opines
that the operation of one needle bar of a g@phiachine anticipates the Severed Claint. af
15-16.) Moreover, Slattery’s report is not suffitciemraise a material issue of fact, because:
(1) he does not provide any relewanformation about the Medah rug that is not provided by
Frost’s testimonyid. at 11-12); and (2) below the Court chuttes that even if it considers the
evidence presented by Tuftco, the Medalliog did not anticipate thSevered Claims.
Accordingly, even if the Court considered Tuftctate-presented evidence, it would still fail to
meet its burden.
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colors being formed in the patterned tufteticde . . . .” (Doc. 292-1, at 16, col. 10:51-53.)

Frost testified that the Medadl rug contained four colorgDoc. 454-9, at 150.) Accordingly,

to anticipate the Severed Claims, the Medaltiogpwould have to have been tufted at an
effective stitch rate that feur times the purported desired stitch rate (25.6 stitches per inch, not
12.8), regardless of how many colors each needledrdaes. To hold otherwise would be to
ignore the full four-color pattenreflected in the Medallion rugnd to pretend that only a portion

of that pattern existed.

As noted, this conclusion does not apply to Claims 28 and 29 of the ‘703 Patent, which
do not calculate an effective stitch rate by thenber of colors in the pattern. Claim 28 provides
that the effective stitch rate ‘iat least two times a prescribstitch rate based upon a gauge of
the tufting machine . . ..” (Doc. 292-1, at 69|, d2:25-27.) Claim 29 provides for an effective
stitch rate “that is increased over a desired stdbh . . . that is based on a gauge of the tufting
machine.” [d. col. 12:35-36.) Tuftco argues that dva of a graphics machine tufting the
Medallion rug accomplished the increased effectiteh rate required by these claims, because
the needle bar stitched 12.8 stitclpes inch, or twice the “desireditch rate,” which is based
upon the gauge of the needle bar at 6.4 per inch.

However, the record reflectsahthe tufting industry consads the gauge of a graphics
machine to be the composite gaugbath needle bars. For exampie,a deposition, Tuftco’s
expert Lynne Paige referred to Tuftco’s doubdedle-bar machine as a “twelfth gauge.” (Doc.
435, at 166, 167—68.) When asked whether the Medallg used an “enhanced stitch rate,”
she responded: “No. It had a twelvergegight stitch rate.” (Doc. 454-14at 263.) Further,

Frost acknowledged “twelve-pointedit stitches per inch . . . wagice the gauge of each needle

bar at that time; but it was certaimypt twice the composite gauge.ld.(at 150-51.) Tuftco
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does not provide any evidence that the gauge of one needle bar is considered a gauge of the
tufting machine by those skilled in the aBee also suprRart 111(b)(i)(2)(b). Accordingly, the
“desired stitch rate” of Claims 28 and 29 of tii03 Patent would be based on the gauge of the
machine or approximately 12.8. An effective stitrate of 12.8 in the Medallion rug is,
therefore, not an “increasedfective stitch rate” as contemplated by Claims 28 and 29.

The Medallion rug did not anticipate thev8eed Claims. Accordingly, the Court will
DENY Tuftco’s motion for summary judgment that one needle bar of a graphics machine
anticipated the Severed Claims.

b. Claim 12 of the ‘505 Patent

Claim 12 of the ‘505 Patentqvides: “The method of clea 8 and wherein the tufting
machine is a 1/10th gauge tufting machanel the desired fabric stitch rateajgroximately ten
stitches per inch.[Doc. 292-1, at 17, col. 11:3-5 (emphasisled).) Tuftco relies on two prior
art references to argue Claim 12 is anticipat@ld the Silhouette Gpet; and (2) the Thorn
Carpet??

i. The Silhouette Carpet

Tuftco argues that the Silhouette Carpeld £y Dixie Home in 2004, anticipated Claim

12. Relying heavily on a selection of depositicstiteony of CMC expert Steven Berger, Tuftco

construes Claim 12’s “approximately ten stitchbes inch” as “eight to twelve” stitches per

22 Tuftco also cites deposition testimony froniltéh Hall, a named inventor of the Asserted
Patents, who stated that he ltaglated fabrics with a stitch rdi@s high as eighteen stitches” for
many years prior to ColorPoint. (Doc. 454-11420.) Tuftco does noixplain the relevance of
this testimony and, thus, fails to demonstrate aingtfabrics allegedly eated by Hall contained
every limitation in Claim 12.
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inch?® Based on this construction, Tuftco conclsitleat a two-color cagt created on a 1/10th
gauge machine would anticipate Claim 12 if it haseffective stitch rate between sixteen and
twenty-four stitches per inch. &ISilhouette Carpet, Tuftco argues, contains all such elements:
it is a two-color fabric that was created on a 1/-ahge machine with arffective stitch rate of
sixteen stitches per inch.
Tuftco has not demonstrated that a reas@nioy would have no gally sufficient basis
to find that the Silhouette Carpet did not antitgp@laim 12. First, Tuftco relies on a definition
of “approximately” that is inconstent with this Court’s clan-construction ruling. A court’s
construction of a claim defines the scopea dimitation and guides anticipation analysiro
Co. v. Deere & C.355 F.3d 1313, 1319 (Fed. Cir. 2004). Followingarckmanhearing, this
Court declined to construe “amgpimately” when modifying a nueric value, finding that the
term should take its ordinary meaning. (Doc. 220, at 13-14.) Accordingly, Tuftco’s premise
that “approximately ten” equagdo “eight to twelve” is inonsistent with the Court’s
construction ruling and should not be relied updren considering an anticipation defense.
Second, as already noted, “testimony concgr@inticipation must bestimony from one
skilled in the art and must identieach claim element, state thénesses’ interpretation of the
claim element, and explain in detail how eatdim element is discked in the prior art
reference.”Schumer308 F.3d at 1315ee also ActiveVide694 F.3d at 1329 (finding that

where an expert fails to exptahow a prior-art reference desms every limitation in a claim,

23 Tuftco takes Berger's testimony out of cortte¥hen asked what “approximately” means to
him, Berger stated: “Approximately, to nmagans the general definition of approximately,
close, plus or minus.” (Doc. 454-11, at 39¥hen pressed and asked what “approximately
ten” means, Berger then stdt “Eight to twelve.” Id.) When later asked whether “eight would
be approximately ten,” Berger declined to defugly confirm, opining that a designer’s desired
stitch rate depends on a number of variables, such as the wkigétfinished carpet. (Doc.
320, at 21.)
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no reasonable jury could concluthat the reference anticipates the claim). Tuftco’s expert lan
Slattery’s report neither identifies each eletmaClaim 12 nor explains how each element is
contained in the Silhouette Carpet. (D282-2, at 12, 15-16.) When deposed, Slattery
acknowledged that his report fails to explaow “every element is met by a single prior-art
reference.” (Doc. 454-11, @88.) Though he opines broadlatlihe Severed Claims are
“invalid due to anticipation” anthat “[t|he Silhouettecarpet . . . anticipates Claims 21 and 28 of
the ‘989 Patent,” his report never affirmativelgtss that the Silhouet@arpet anticipated Claim
12 in particular, much less explains in detail how each element of Claim 12 was contained in the
Silhouette Carpet. (Doc. 292-2, at 15-4€e alsdoc. 454-11, at 285 (Slattery’s deposition
testimony confirming that this sect®@f his report contains the ety of his opinions regarding
anticipation).)

Finally, it is undisputed that the Silhoue@arpet does not contain every limitation of
Claim 12. Claim 12 incorporates Claim 8 of th85 Patent, which requires “shifting the needle
bar transversely according to a pragmed shift profile for the pattern of the tufted article . .. .”
(Doc. 292-1, at 16, col. 10:44-45.) Tuftco doesahaim to have evidence that a needle bar
shifted to create the Silhouette Carpe&edDoc. 450, at 18.) It nely argues, without the
support of any legal authority, thidite absence of needle bar s8hd is “virtually meaningless”

because the machine at issue hadcépability to shift the needle b#r.(Id.) But Federal

24 CMC offered evidence suggesting that a higfflercéve stitch rate i pattern with multiple

colors is not possible withoat shifting needle bar.Sge, e.g.Doc. 292-1, at 16 (‘505 Patent
specification stating that “[tlhunning of the enhanced, effeaisgtitch rate being run by the

yarn color placement system of the present itiwann conjunction wittthe shift profile helps
provide for a denser field atitches or tufts”); Doc. 454-9, at 157 (CMC'’s expert Steven

Berger’s rebuttal report descnilg the method used to make the Silhouette Carpet and noting that
“[i]n such a method, there is no way to tuft ediflowing pattern that has solid areas of color

with increased surface density”).)
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Circuit precedent requires a prior-art refeze to contain eachnd every claim limitation,
without exception, in order to suppdhe defense adnticipation. See, e.gActiveVidep694
F.3d at 1327tn re Montgomery677 F.3d 1375, 1379 (Fed. Cir. 20119gt MoneylIN, Inc. v.
VeriSign, Inc, 545 F.3d 1359, 1369 (Fed. Cir. 2008). Accordingly, because the Silhouette
Carpet was not made by shiftittge needle bar, as required Glaim 12, it did not anticipate
Claim 12.
ii. The Thorn Carpet

Tuftco next argues thasitThorn Carpet, made in 2001, anticipates Claim 12. According
to Tuftco, the Thorn Carpet was made on a W@tuge machine, was created using a shiftable
needle bar, and had an effectst#ch rate of fifteerstitches per inch. (@. 450, at 19.) Even
ignoring that an effective stitatate of fifteen does not fall withithe range of sixteen to twenty-
four Tuftco identifies as the breadth ofa@h 12, Tuftco fails to meet its burden of
demonstrating that a reasonable jury would nethalegally sufficient basis to find for CMC.
Tuftco relies exclusivelpn Slattery’s report for facts underlying its argumeind.) (As with the
Silhouette Carpet, Slattery does not explain tlmevThorn Carpet contains every limitation in
Claim 122° (SeeDoc. 292-2, at 16.)

Moreover, there is evidence that the ThGarpet does not contaevery limitation of
Claim 12. First, the design filessociated with the Thorn Carpetlicates an effective stitch rate

of just twelve?® (Doc. 454-12, at 31.) Second, Slattecknowledged that “[ijn areas of solid

25 The closest Slattery comes is opining thae“bperation of automated tufting machines to
manufacture the . . . Thorn carpets . . . accomj@d all of the underlying substance of the
claims.” (Doc. 292-2, at 16.)

26 The record presents conflicting evidence oorfits stitch rate. While the design file

indicated a stitch ratef twelve, the specification tag on thadk of the sample indicated a stitch
rate of fifteen. (Doc. 454-9, at 160.) Lynnddea Tuftco’s expert and former employee,
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color, [the Thorn Carpet] would be half dengitwhich is inconsistent with the increased
effective stitch rate required by Claim 12. (Dd464-11, at 306.) Finaly\GMC'’s expert Berger
opined that the Thorn carpet “represents nothing riize a traditional scroll pattern that used a
slightly higher stitch rate thamormal while leaving all of thgarns, including unwanted yarns,
in the face.” (Doc. 454-9, at 160.) This isonsistent with Claim 12’s limitation that requires
feeding the yarns so as to leardy “high tufts of yarns at dgred positions.” (Doc. 292-1, at
16, col. 10:56—-60.) Accordingly, there exists a geaussue of materiahtt as to whether the
Thorn Carpet anticipated Claim 12. The Court will, therefDEINY Tuftco’s motion for
summary judgment that &inm 12 was anticipated.
c. Claim 1 of the ‘703 Patent

Tuftco again asks the Court to find antatipn even though it cannot meet its burden
under binding precedent. Tuftco argues that Claim 1’s first six limitations are contained in
machines predating the Asserteatents, leaving only the sevelithitation as the unanticipated
“invention.” According to Tuftco, because thevgpth limitation contains elements that “are
merely rudimentary software changes desigoexdlow down the backing speed in order to
increase the stitch rate,” Claiinof the ‘703 Patent is invalid as anticipated. (Doc. 450, at 22.)

Yet again, Tuftco cites no legal authority ftsr proposition that a prior-art reference need
not contain every limitation of a claim in order to anticipate theatm. In contrast, Supreme
Court and Federal Circuit precedent suggestsctaahs should not be separated into novel and
non-novel elements and that a new combination of old components is pateSedle.q.

Diamond v. Diehr450 U.S. 175, 188 (1981) (“It is inapprape to dissect the claims into old

suggested in deposition testimony that, althoughdisign file shows twelve, “[i]t could have
been tufted at a different stitcate.” (Doc. 454-11, at 258.) Ais stage, the Court must view
the evidence in the light most favorable to CMC.
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and new elements and then to ignore the presgfime elements in thanalysis. . . . [A] new
combination of steps in a process may bergatde even though all the constituents of the
combination were well known and in common use before the combination was made.”);
Perricone v. Medicis Pharm. Corpt32 F.3d 1368, 1378 (Fed. Cir. 2005) (“New uses of old
products or processes are indeed patentable suhgetgr.”). Tuftco has failed to establish an
issue of material fact in support of its nwtj much less to establish by clear and convincing
evidence that every limitation of Claim 1 wamtained in a single fr-art reference Zenith
Elecs. Corp.522 F.3d at 1363. Accordingly, the Court VIBIENY Tuftco’s motion for
summary judgment that Claim 1 ibe ‘703 Patent was anticipated.

3. CMC's Motion for Summary Judgment

CMC cross-moves for summary judgment olidity as to Tuftco’s anticipation defense
and counterclaim as to the Severed Claims. Tgraeted summary judgmethiat its patents are
not invalid due to anticipation, CMC must shivat Tuftco “failed to produce clear and
convincing evidence on an essahélement of [aticipation] upon which a reasonable jury
could invalidate the patent.Eli Lilly & Co. v. Barr Labs., InG.251 F.3d 955, 962 (Fed. Cir.
2001).

CMC asserts Tuftco has not provided clear and convincing evidence of anticipation.
Tuftco first responds that every Severed Claias anticipated by the operation of one needle
bar on its graphics machines. Even viewingawieence in the light most favorable to Tuftco,
for the same reasons explained above in Pdb)(ii)(2)(a), Tuftco has not created a disputed
issue of material fact that asyngle prior-art reference anticigal all the limitations of any of
the Severed Claims. No reasonable jury @dduld clear and convincing evidence that one

needle bar in a graphics machine anticipateSevered Claims. Spdwmally, Tuftco has not
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provided testimony from one skitlan the art that identifiesaeh Severed Claim element and
explains how each element was contained iroffezation of one needle bar of a double-needle-
bar machine, as required to prove anticipatiSee SchumeB08 F.3d at 1315. Moreover,
Tuftco improperly: (1) calculates the “effectigtitch rate” requirelly the Severed Claims by
multiplying the “desired stitch rate” by tmeimber of colors on one needle pahen the

Severed Claims, other than Claims 28 and 29eft03 Patent, require thtte “effective stitch
rate” be calculated by threimber of colors in the entire patteraind (2) uses the gauge of one
needle bar to determine the “desd stitch rate,” instead de gauge of the entire tufting
machine, as required by Claims 28 and 29 of the ‘703 Patent.

Tuftco next argues that Claims 21 and 27hef'989 Patent arevalid as anticipated by
the Colortec and Tufted Weaver machife#ccording to Tuftco, as Claims 21 and 27 of the
‘989 Patent “merely require thegsentation of yarns, rather than seizing tufts of yarn,” the
novelty of these Claims amounts to “determiningeffactive process stitch rate increased over
the desired stitch rate for the patteft.{Doc. 452, at 25-26.) Tufttoexpert, lan Slattery,
opines that both the Colortec and Tufted Weavachmes “form the tufts of yarn at an increased
effective stitch rate determined by multiplgithe number of colors being formed in the
patterned tufted article by a desired fabric strtle that comprises a nunitid stitches per inch
desired for the pattern[ed] tuftedticle.” (Doc. 320, at 50.) Asuch, Tuftco concludes, Claims

21 and 27 were anticipated by the Colortec and Tufted Weaver machines.

27 Tuftco also asserts the Tapistron machine gatied Claims 21 and 27 of the ‘989 Patent. As
this machine operates in a manner similar &Qolortec machine, the Court will subsume the
analysis of Tapistron with its analgof Colortec. (Doc. 454-11, at 294.)

28 Both Claims 21 and 27 determine an effectiitels rate by “increasinthe desired stitch rate

for the pattern by a multiple approximately corresponding to a number of colors of yarns used to
form the patterned article.” (Doc. 292-1, at 50.)
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Even viewing the evidence in the light mostdeable to Tuftco, no reasonable jury could
find anticipation of Claims 21 and 27 of the ‘989 Pat&nBlattery’s opinion is based on a
construction of “effective stitch rate” that isconsistent with not onlshe Court’s prior ruling,
but also Tuftco’s own argument at thkarkmanhearing (Doc. 219, at 82). After tMarkman
hearing, and by agreement of the parties, the tQlafined “effective stitch rate” and “effective
process stitch rate” as “the number of tufts of yaserted into the backinger linear inch in the
longitudinal direction.” (Doc220, at 3—4 (emphasis added).gt&ry ignores this ruling and
uses a definition of “effective stih rate” that includes not onlydlactual insertion of yarn, but
also the number of needle bar strokes. AccgrthnSlattery, in the Colortec and Tufted Weaver
machines, “a 10th gauge tufting machine withcgilors tufting ten visible stitches per inch
would require ten stitches per inch multiplied by six colors or sixty pegsentations
corresponding to the ‘effective sffit rate of 60.” (Doc. 320, at 50 (emphasis added).) Because
the ‘989 Patent Claims “merely require the présgon of yarns,” he concludes that they were
anticipated by the Colortec andfted Weaver machinesld(at 52.) Slattery confirms this
construction of “effective stitchate” in deposition testimony:

A: Well, in our Color Tech machine, eyecolor of yarn is presented in every
stitch location.

Q: And, when you say “prested,” what do you mean?

29 Slattery’s report fails to identify each afaelement and to explain how each element is
contained in the Colortec and Tufted Weavecihirges. As Tuftco bears the ultimate burden at
trial, the Court questions whether Slattery’s mepaises a genuine isswf material fact.See
Biotec Biologische Naturverpackungen GmbH & Co. KG v. Biocorp, 248 F.3d 1341, 1353
(Fed. Cir. 2001) (“It is well established that clusory statements of counsel or a witness that a
patent is invalid do not raise a genuine issue ofJachfter all, it is not the task of the trial

court “to attempt to interpret confusing omgeal testimony to determine whether a case of
invalidity has been made out, particlyaait the summarjudgment stage.'Schumer308 F.3d

at 1316. Nonetheless, as Slattery’s analysisesfelprior art references is more detailed than his
analysis of the Medallion, Silhouette, and Thoampets, the Court will @rlook this evidentiary
shortcoming and consider Tuftco’s argument.
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Q:
A:

> 0 2 0 » Q »

It indexes over the looper thatliypick it up if you engage the needle.
Okay. What if the needle’s not engaged?

It's still being presented.

Isit stitched?

No. But it's presented.

So it's presented, but it never actually pierces the backing?

That's right. Yeah.

Unwanted stitches aren’t even tufted, are they?

No.

(Doc. 454-11, at 290-92.)

A court’s construction of a claim guides aipation analysis and defines the precise

scope of a limitation.Toro Co, 355 F.3d at 1319. The Court’s construction of “effective stitch

rate” requires that the needles actually insertydrns into the backing, hjst “present” them.

(Doc. 220, at 4.) Indeed, this requiremeniplied in the term “stitch” itself. I{.) Therefore,

Slattery’s report does not establish that@uodortec and Tufted Weaver machines use an

“effective stitch rate” athe Court has interpreteldat term in Claims 21 and 27. Because Tuftco

presents no other evidence upport of its argument, no reasor@hiry could find anticipation

of Claims 21 and 27 of the ‘989 teat. Accordingly, the Court WilERANT CMC summary

judgment that the Severed Claims are not invalid by anticipation.

iii. Obviousness

Next, CMC moves for summary judgment ofiddy, asserting that there is no genuine

issue of material fact andahthe Severed Claims are motalid for obviousness under 35

U.S.C. § 103.
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1. Standard

Under 35 U.S.C. § 103, a patent is invalittlife differences between the subject matter
sought to be patented and thepart are such that the sulbjecatter as a whole would have
been obvious at the time the intien was made to a person haviglinary skill in the art to
which said subject matter pertains.” “Tnvalidate a patent claim based on obviousness, a
challenger must demonstrate by clear and conwinevidence that a skilleattisan would have
been motivated to combine the teachings efghor art references to achieve the claimed
invention, and that the skilleattisan would have had a reasbleaexpectation of success in
doing so.” ActiveVide9 694 F.3d at 1327 (internal quotation marks omitted).

Obviousness under § 103 igjaestion of law based on determinations of underlying
facts. Id. The underlying factual determinans, often referred to as tké&¥ahamfactors,
include: 1) “the scope and contaf the prior art[;]” 2) differences between the prior art and the
claims at issue[;]” 3) “the levaf ordinary skill in the pertinent art[;]” and 4) relevant secondary
considerations, such as “commercial success, ldhgdeunsolved needs,ifare of others, etc.”
KSR Int'l Co. v. Teleflex, Inc550 U.S. 398, 406 (2007) (quotiGaham v. John Deere Co.
383 U.S. 1, 17-18 (1966)). All fo@rahamfactors bear weight on the obviousness analysis.
WBIP, LLC v. Kohler C9829 F.3d 1317, 1328 (Fed. Cir. 2016).

2. Analysis

CMC asserts that it is entitled to sumgnardgment on the Severed Claims because
Tuftco cannot prove obviousness by clear and camvg evidence based on the record. Tuftco
responds that: (1) secongaonsiderations of non-obviousness should prevent summary
judgment for CMC on all of the Severed Claimsg 2) Claims 21 and 27 of the ‘989 Patent are

invalid as obvious.
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a. All Severed Claims

Tuftco first argues that CM should be denied summgugdgment of validity on all
Severed Claims. (Doc. 452, at 35—-38.) HowgeVeaftco does not discuss the first th@@aham
factors of obviousnessld() Instead, Tuftco’s only explicargument in favor of obviousness of
all of the Severed Claims re§ exclusively on the fourtBrahamfactor—secondary
considerations. Id.) Secondary considerations of nobviousness involve objective indicia,
such as commercial success, long-felt need, ingdpshise, failure of others, unexpected results,
licensing, skepticism, and copyin@ransocean Offshore Deepwater Drilling, Inc. v. Maersk
Drilling USA, Inc, 699 F.3d 1340, 1349 (Fed. Cir. 2012).ft¢a argues that CMC should be
denied summary judgment because these sacprdnsiderations alone preclude a finding of
non-obviousness. Tuftco points to record evidehag over a period of the and a half years,
the total amount of ColorPoint and ColorTuft fabrics produced by a tamget manufacturer, a
customer of the parties, amountedess than .5% of its total carpet production. (Doc. 435, at
190-91.) Additionally, Tuftco cites evidence susfggy that two of CMC’s customers rarely
make ColorPoint fabrics with their ColorPoinaatines and have had some technical issues with
the machines. See, e.gid. at 188-89, 291.) Tuftco contends théacts establis@olorPoint is
not a commercial success and that there was nofédihgeed for the product, as contemplated in
the fourthGrahamfactor.

The Federal Circuit has made clear tlmdgjective considerations of non-obviousness
must be considered gverycase."WBIP, 829 F.3d at 1328 (emphasis in original). This
precedent, however, requires analysis obsdary considerations before holding a patent
invalid. See, e.g.TriMed, Inc. v. Stryker Corp608 F.3d 1333, 1343 (Fed. Cir. 2010). Tuftco

does not cite, and the Court isawvare of, any case law suggestihg inverse: that secondary
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considerations alone can defeat a mot@rsummary judgmerthat a patent igalid. Tuftco
simply does not argue that all tt@ahamfactors—properly weighed—etild result in a factual
finding supporting a legal ruling of obviousse Given that tie strength oéachof theGraham
factors must be weighed in eyarase and must be weightedrente to the final determination
of obviousness or non-obviousness,” the Couaddithat secondary considerations of non-
obviousness, alone, cannapgort a finding of obviousned$.WBIP, 829 F.3d at 132&ee also
Otsuka Pharm. Co. v. Sandoz, Ir§78 F.3d 1280, 1299 (Fed. Cir. 201@¢clining to consider
evidence of secondary considerations of non-obwviess after the court cdoded that the prior
art would not have provided owé ordinary skill with a ream or motivation to make the
claimed invention).

Although Tuftco does not cite its expent&port in opposing summary judgment (Doc.
432, at 35—-38; Doc. 452, at 35—-38), the Court ealisider it. With regard to obviousness,
Slattery’s report states in its entirety:

B. Prior Art Carpets, Industry Design Practices and Software, and Color
Placement Techniques Render The Asserted Claims Obvious.

47. In the carpet industry, the stitch rafeéhe carpet isaadily recognized as

a variable factor that can be usedlterahe weight and stitch density of tufted
fabrics. Shifting needlebars has beetognized as a tecluie to place yarns
from different needles in different longitudinal columns of stitches, and
particularly to place colors from differeneedles in the same row of stitches.
Shifting patterns such as 0, +1 or 0Q;#1, or 0,0,+1,+1,0,0,-1,-1 can all be used
to effectively place two different yasrfrom adjacent needles in the same
longitudinal row so that each yarn penetsathe backing in a group of two needle
bar reciprocations.

30 Moreover, the Court is not convinced oétstrength of Tuftco’s proffered secondary
considerations. The fact th@blorPoint-type fabrics, whircare often vividly patterned,
constitute a small percentage of customerstpction, or that customers rarely use ColorPoint
machines to make ColorPoint fabrics, seemssistent with the demand for more typical
carpeting in larger quantities throughout o#s and homes. CMC also provided its own
compelling evidence of secondary consitierss of non-obviousness, including commercial
success, copying, industry praise, long-feltthemd failure of others. (Doc. 454-9, at 143-54.)
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48. In a more complex situation, Smithaél Tufting Machine and Process of
Variable Stitch Rate Tufting, U.S. Patent No. 7,426,895, teaches the use of the
backing feed drive to maintain a relaiy uniform yarn tuft density. While

Smith was primarily directed at a thed of tufting involving changing the

backing feed rates throughout the courstufiing a patternit is also noted at

Col. 5, line 53:

The backing may be fed at a vait@bate when tufting rows of
high and low yarn bights so thattbacking is advanced in smaller
increments when rows of low pile height bights are tufted and the
backing is advanced at a relativgjreater distance when rows of
high pile bights of yarns are tuéte In this fashion the resulting
fabric maintains a somewhat uniform density of face yarns even
though high and low pile Iights are being tufted.
49.  Once precision yarn feed controlsaavailable, it became obvious to
persons of ordinary skill that ColorTegee or Axminster type patterns could be
manufactured on tufting machines witmsecontrolled yarn feed mechanisms
and backing feeds with high/low yareefds, and compensating for yarn tuft
density by adjusting the baick fabric feed rates.
(Doc. 292-2, at 16-17.) Slatyefails to consider th&rahamfactors relevant to an obviousness
inquiry. His report does not fullyonsider the scope and contentie Smith patent or any other
prior art, explain the differex@s between prior art and thevBeed Claims, expound the level of
ordinary skill in the tuftingndustry, or consider relevasecondary considerationSee KSR
550 U.S. at 406. The Federal Circuit has repd&ateated that conclusory statements that a
patent is invalid do not raise argene issue of material fact, evérihey mention alleged prior
art. See, e.gCreative Compound$51 F.3d at 1313oito, 381 F.3d at 1155 chumer308
F.3d at 1315-1@iotec Biologische Naturverpackumg&mbH & Co. KG v. Biocorp, Inc249

F.3d 1341, 1353 (Fed. Cir. 20G°1)In fact, “to accept confusing or generalized testimony as

31 While many of these Federal Circuit cases consider conclusory statements in connection with
an anticipation analysis, themsiderations for antigation and obviousnesseaso similar that

the same evidentiary considerations should appge Koitp381 F.3d at 1151-52 (using the

same analysis to consider whether sufficient evidence suppoetgdyts findings of

anticipation and obviousness).

50



evidence of invalidity is improper.Schumer308 F.3d at 1316. Because Slattery’s report fails
to articulate how alleged prior-agferences make the claims at issue obvious, it fails to create a
genuine issue ahaterial fact.

b. Claims 21 and 27 of the ‘989 Patent

Finally, with regard to Tuftco’s assertitimat Claims 21 and 27 of the ‘989 Patent are
obvious, its evidentiary basis is u@ar. Tuftco’s argument regarding these claims is tacked onto
its argument that Claims 21 and 27 are anticgha{®oc. 452, at 26 (“If for any reason these
claims are not deemed to be anticipated, Hreynonetheless obvious under Section 103 . ...").)
Tuftco cites the text of the statug&h U.S.C. § 103, and states the fGuahamfactors, but
offers no other argument. The Court will assume Tuftco is relying on the same evidence cited in
its anticipation argumenitge., Slattery’s invalidity report(Doc. 320, at 48-53.) As already
noted, Slattery’s report is insufficient to raisgemuine issue of materitct on the issue of
obviousness, and, as such, Tuftco’'s argumett@haims 21 and 27 of the ‘989 Patent are
obvious fails.

CMC has met its burden of demonstrating that entitled to summary judgment as a
matter of law on validity of the Severed Claimith respect to obviousness, and Tuftco has not
provided sufficient evidence of obviousnesptevent summary judgment. Accordingly, the
Court will GRANT summary judgment in favaf CMC that the SevedeClaims are not invalid
due to obviousness.

iv. Ineligibility Under § 101
Next, CMC moves for summary judgment tkizé Severed Claims are not invalid as

ineligible under 35 U.S.C. 8 101. Tuftco resgsihat the Severed Claims are invalid under 8
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101 because they attempt to patidwet abstract idea of high-stitecate tufting, rendering them
ineligible for patent protection.
1. Standard

Invalidity under 35 U.S.C. 8§ 101 is a question of ldwre Comiskey554 F.3d 967, 975
(Fed. Cir. 2009). A patent may be obtainedier 8 101 for “any new and useful process,
machine, manufacture, or comfas of matter, or any new and useful improvement thereof.”
35 U.S.C. 8§ 101. The Supreme Court and the iaé@arcuit, howeverhave long recognized §
101’s implicit exception that “[§ws of nature, naturahenomena, and abstract ideas are not
patentable.”Enfish, LLC v. Microsoft Corp822 F.3d 1327, 1334 (Fed. Cir. 2016) (quoting
Ass’n for Molecular Pathology v. Myriad Genetics, |33 S. Ct. 2107, 2116 (2013)). A two-
step inquiry resolves whether a patenhaigible under 8 101First the Court should
“determine whether the claims at issuedirected to a patent-ineligible conceptd. (quoting
Alice Corp. v. CLS Bank Inf’'lL34 S. Ct. 2347, 2355 (2014)). If the claims are directed toward
such a concept, the Court should then “consider the elements of each claim both individually and
‘as an ordered combination’ to determine whethe additional elementsansform the nature
of the claim’ into a pat&-eligible application.”ld. (quotingAlice, 134 S. Ct. at 2355).

As for the first inquiry, neither the Suprer@eurt nor the Federal Circuit has established
a definitive rule governing whether a claisdirected toward an “abstract idedd. Instead, a
court should compare the claims at issue witmwddiound to be directed to an abstract idea in
other casesld. For example, “fundamental econoraied conventional business practices are
often found to be abstract ideas . . Id” at 1335. A claim that merelgvolvesan abstract idea,
however, does not necessarily fail step one “bee@ssentially every routinely patent-eligible

claim involving physical products and actiansolvesa law of naturend/or natural
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phenomenon . . . .1d. (emphasis in original). RathergtiCourt should consider “whether the
claims . . . focus on a specific means or methadr are instead directed a result or effect
that itself is the abstract idea and meialyoke generic processes and machineicRO, Inc.
v. Bandai Namco Games Am., 837 F.3d 1299, 1314 (Fed. Cir. 2016). In other words,
“claims that amount to nothing significantly more thastruction to applyan abstract idea are
not patent eligible.”Ariosa Diagnostics, Inc. v. Sequenom, 889 F.3d 1282, 1285 (Fed. Cir.
2015) (emphasis in original).
2. Analysis

Tuftco argues that the Severed Claims atteampttent the abstratea of high-stitch
rate-tufting, rendering them ineligible for patgrotection under 801. (Doc. 452, at 29-35.)
According to Tuftco, CMC'’s patents claim thee&of carpets manufacturedth increased stitch
rates and use conventional tafimethods to accomplish an increased stitch rate. In support,
Tuftco relies heavily oi\lice Corp. v. CLS Bank Internationdl34 S. Ct. 2347 (2014). Kice,
the Supreme Court held that “the mere réigtaof a generic computer cannot transform a
patent-ineligible atract idea into a patent-eligible imt@n.” 134 S. Ct. at 2358. Similarly,
Tuftco argues, the use of a conventional mgftmachine to achieve higher stitch rates cannot
transform the abstract ide& higher stitch rates into a paterigéle invention. In other words,
attempting to claim the abstract idea of higkektrate tufting “whileadding the words ‘apply it
with a [conventional tufting machine]” 3ot sufficient for patent eligibility See id.

Tuftco’s position stretchealice’s holding too far. The Supreme Court’s holdingdirce
was directed at step two of tBel01 inquiry and, therefore, necedgarequires that the claim at
issue be directed at an abstract idea. Tu#ikes step one for granted and assumes that the

Claims are directed to the idea of high-rate lstitg, then focuses almost entirely on step two:
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whether the Claims contain an inventive concept sufficient to transform the idea of high-rate
stitching into an eligible claim. Tuftco deestsubstantial argument to discussing established
methods for achieving relatively higtitch rates, but never botheosestablish step one of the 8§
101 inquiry.

Before considering step two, the Court miust determine whether the focus of the
Severed Claims as a whole is directed to tkea iof high-rate stitchg. The Federal Circuit’s
decision inEnfish, LLC v. Microsoft Corp822 F.3d 1327 (Fed. Cir. 2016), is helpful to the
determination. IrEnfish the court considered whether patents claiming a logical model for a
computer database were directecn abstract idea. 8223 at 1335-38. The Federal Circuit
found that the claims were directto “a specific improvemetn the way computers operate,
embodied in the self-refemgal table,” not to thabstract idea of “orgaxing information using
tabular formats.”ld. at 1336—37. In other words, the claim&mfishwere patent-eligible
because they were not directed to just any fofstoring data, but ta specific way of storing
data. Additionally, the court empsdiaed that the claimed tables “function[ed] differently than
conventional database structuresd! at 1337.

Applying the Federal Circuit’s prciples here demonstratésat the Severed Claims are
not directed toward the abstradéa of high-stitch-rateufting. They do not claim the production
of all carpets with relatively high stitch rateisistead, they claim a spific way of achieving a
high stitch rate—a manner of stitching far mgaens per longitudinal incthan in conventional
tufting systems, then pulling yarns not wanted in the face of the pattern out of the backing or so
low they cannot be seen. This results in a falbhiere only the desireditsthes in the face of the
pattern can be seen and allows for greatengogcin creating patterndVloreover, like the

claimed tables ifenfish a tufting machine performing the\i@eed Claims “functions differently
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than conventional {ifting machines].”ld. Traditional technique®r achieving higher stitch

rates are not coupled with the technique of pgllow or completely removing yarns that are not
desired to be shown in the fackthe pattern, while maintainiren increased surface density.
Even if Tuftco correctly asserts thaetlaims use conventional tufting machiféit,has
presented no evidence to sugghst these tufting machines pamin purely conventional steps.
And, though the Claims unquestionably involve @aged stitch rates, “an invention is not
rendered ineligible for patent simplgd&ause it involves an abstract concepdlice, 134 S. Ct.

at 2354%

Because the Claims are not directed t@bstract idea under step one of the § 101
analysis, the Court does not néegroceed to step twdenfish 822 F.3d at 1349. Accordingly,
the Court Wil GRANT CMC summary judgment of eilglity under 35 U.S.C. § 101.

v. Lack of Enablement

In its response to CMC’s motion for summarggment, Tuftco argues that the Severed
Claims are invalid due to a lack of enablemdntreply, CMC argues that the Court should not
consider this argument because it is being raisethéofirst time in Tuftco’s response brief.

CMC notes that Tuftco did notis this defense in its resporieeCMC’s interrogatories (Doc.

32 CMC provides ample record evidence suggestiftmtumachines were modified in order to
achieve the claimed invéan. (Doc. 445, at 22.)

33 For these same reasons, Tuftco’s suggestionttbatlaims’ effective-stitch-rate calculation is
an unpatentable mathematical relationship falsnathematical formula is not itself patent-
eligible subject matterDiamond v. Diehr450 U.S. 175, 191 (1981). &aim that contains a
mathematical formula may be patent-eligiblewkwger, if the claim is directed to a specific
means or method instead of being diredctethe mathematical formula itsefhales Visionix

Inc. v. United States8850 F.3d 1343, 1348 (Fed. Cir. 2017). Bwwered Claims are not directed
to the mathematical formula of multiplying the nuenlof colors of yarn by the desired stitch rate
to determine an effective stitch rate; instead ¢hisulation is just one step in a patent-eligible
process of achieving a ColorPoint fabric.
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292-4, at 4-6), its invalidity contentionid.(at 32—91), its expert perts (Doc. 292-2; Doc. 292-
3, at 1-17), or its opening bfim support of its motion fosummary judgment (Doc. 450).

Many district courts refus® consider summary judgmearguments not made in a
party’s invalidity contentionsSee, e.gWCM Indus., Inc. v. IPS Cor@No. 2:13-cv-02019,
2015 WL 5821639, at *10 (W.D. Tenn. Oct. 5, 2016ho3e districts, howevgtypically have a
local patent rule requiring thdisclosure of invalidity coeintions be served on the opposing
party. See id(citing W.D. Tenn. Local Patent Rule 3.5(d)lhe Eastern District of Tennessee
has no such rule. Nonetheless, Tuftco hadkdigation under Federal Ruof Civil Procedure
26(e) to supplement both its expeeports and its inteogatory responses atimely manner if
they were incomplete or incorrect. Under RBiféc)(1) of the Federal Res of Civil Procedure,
a party who fails to supplememnder Rule 26(e) “is not allowed tse that information . . . to
supply evidence on a motion . . . unless the faikas substantially justified or is harmless.”
Moreover, the Sixth Circuit has recognized that a districtust’s ability to strike a document
under Rule 37(c)(1) due to failure comply with Rule 26(e) “does not require a showing of bad
faith by the offending party.’Emanuel v. Cty. of Wayn&52 F. App’x 417, 424 (6th Cir. 2016)
(citing Youn v. Track, In¢324 F.3d 409, 421 (6th Cir. 2003)).

Tuftco has not shown that its failure to comply with Rule 26(e) “was substantially
justified or is harmless.” While this mattieas been pending since October 2014, Tuftco’s
deadline to disclose expert testimonyiferinvalidity claims was August 19, 2016, and the
discovery period ended on October 10, 2016. (R228.) Despite these ddemxbs, Tuftco raised

its enablement argument for the first time in its response to CMC’s motion for summary

34 Because imposing a discovery sanction is naueto Federal Circuit jurisdiction, the Court
will apply Sixth Circuit law. See Seal-Flex, Inc. v. Athletic Track & Court Constr2 F.3d
836, 845 (Fed. Cir. 1999).
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judgment, filed on November 28, 2016. (Doc. 319.) And it has offered no justification for this
delay, either in its filings (Doc. 452, at 38—410)in response tthe Court’s in-person
guestioning (Doc. 474, at 40-43). Indeed, Tuft@riablement argument relies on deposition
testimony taken before the end of the discovenogeso it is difficult toimagine a justification
for the failure to supplementtarrogatory responses or invatidcontentions. Moreover,
Tuftco’s untimely argument is not harmless. CMad no notice that Tuftco would assert that
CMC'’s patents were invalid due to lack of enablement until after not only the close of the
discovery period but also the deadline for filohgpositive motions. écordingly, the Court will
not consider Tuftco’s argumentaihthe Asserted Patents are ingalue to a lack of enablement.

Even if the Court were to consider Tuftcaiggument, it would still fail. “Enablement is
a question of law . . . based onderlying factual inquiries.Cephalon, Inc. v. Watson Pharm.,
Inc., 707 F.3d 1330, 1336 (Fed. Cir. 2013). To ntleetenablement standard, a person of
ordinary skill in the art, having read the spiieation, must be able to practice the invention
without “undue experimentation.ld. Determining whether expenentation is undue involves
weighing factual considerations such as:

(1) the quantity of experimentatioecessary, (2) the amount of direction or

guidance presented, (3) the presencabsence of working examples, (4) the

nature of the invention, (5) the state df fhrior art, (6) the relative skill of those

in the art, (7) the predictability or unpretdibility of the art, and (8) the breadth of

the claims.
Id. (quotingln re Wands858 F.2d 731, 737 (Fed. Cir. 1988)). However, “a reasonable amount
of routine experimentation geired to practice a claimed invention does not violate the
enablement requirementld.; cf. White Consol. Indus., Inc. Vega Servo-Control, Inc713

F.2d 788, 791 (Fed. Cir. 1983) (finding experimeantatindue where an expeestified it would

take from eighteen months to two years tactice the invention)Moreover, “[b]Jecause we
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must presume a patent enabled, the challdmggns the burden, throught the litigation, of
proving lack of enablement byear and convincing evidenceCephalon 707 F.3d at 1337.

In support of its lack of enablement argumé&ruftco notes that some Severed Claims
require that tufts of yarn either be pulled lowmwemoved from the backing. For example, Claim
24 of the ‘989 Patent provides for “controlling feggliof the yarns . . . to pull such yarns low or
remove them from the selected stitch lamag.” (Doc. 292-1, at 50, col. 22:14-16.) CMC'’s
expert Steven Berger, however, testified that“tjoal” of ColorPoint is to pull unwanted or
unused yarns all the way out of the backing. (Doc. 320, at 56-57.) Wilton Hall, a named
inventor of the Asserted Patsnsimilarly testified that “[i]f you're trying to pull something
down really low, essentially, toot see it, it's basically pullgit out.” (Doc. 454-12, at 98.)
Charles Monroe, CMC’s CEO, testified that witle ColorPoint method, “[flor the most part,
you’re going to have to pull [the tufts] out thie backing or not leave them in the backing.”
(Doc. 320, at 43.) According to Tuftco, thispdsition testimony “revead] that pulling yarns
low is not a viable option when creating Colomi-type fabrics under éhAsserted Patents.”
(Doc. 452, at 39.)

Tuftco fails to raise a genuingsue of material fact conegeng enablement. First, much
of the testimony cited by Tuftco concerns ColorPoint, the commercial embodiment of the
Severed Claims. The Federal Circuit has “repd#atedrned” against confining claims to their
commercial embodiment$hillips v. AWH Corp.415 F.3d 1303, 1323 (Fed. Cir. 2005).
Moreover, the ‘505 Patent&pecification provides that:

for each color to be taken out or back-robbed and thus hidden in the finished

patterned article, the increased numbestid€hes per inch will provide sufficient

enhanced density between the high and low tufts of the finished patterned tufted

article to avoid a missing color or gaprmeshown or otherwise appearing in the
patterned article.

58



(Doc. 292-1, at 64, col. 3:8-13.) Thus, the speaifon clarifies that the goal of the Severed
Claims is to avoid a missing color or gap in thesihed patterned tufteatticle, not necessarily
to completely remove yarns from selected stitch locations. While avoiding a missing color or
gap in the finished pattern may involve scameount of experimentation, Tuftco does not
present any evidence—much less clear@myincing evidence—to show that the
experimentation is “undue.” As sucTuftco’s enablement argument fais.

3. Limiting “Invention” to ColorPoint Software

In the alternative to summajudgment of invalidity, Tufto moves for partial summary
judgment “limiting the ‘invention’ in the Assertdehtents to the ColorPoint software.” (Doc.
450, at 25—-27.) Tuftco argues that, because ttbiesik subsections and parts of the seventh
subsection of Claim 1 of the ‘70Batent claim preexisting technolotithe Court should enter
an order limiting the “invention” in the Assert@aitents to the portiast Claim 1 that is
“new’—the software that converts a “prescribedchtitate” into an “effective stitch rate.’ld()

Tuftco fails to demonstrate that it is entitl®d summary judgmentzirst, Tuftco does not
cite any legal authority for the propositioratithe Court may enter an order limiting the
“invention” in a patent or set of Ents to a certain claim elementd.( Doc. 474, at 86—88.)
Second, the Court has already nateat: 1) claims should not be separated into old and new
elements; and 2) a new combinat@frold components is patentabl8ee suprdart
[I(b)(ii)(2)(c). Indeed,‘inventions in most, if not all, stances rely upon building blocks long

since uncovered, and claimed discoveries almogeoéssity will be combinations of what, in

35 There is also evidence in thecord that consumers will fact pull yarns low in order to
practice the invention. For exampblonroe also testified that aftd[c]an be pulled all the way
out” or “[i]t can be extremely low, a little nudtt the bottom” so as not to occupy a stitch
location. (Doc. 320, at 38.)

36 Tuftco makes a similar argument in coni@twith its motion for summary judgment on
anticipation of Claim Df the ‘703 PatentSee suprdart 111(b)(ii)(3)(c).
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some sense, is already knowrK'SR 550 U.S. at 418-19. Accordingly, the Court WENY
Tuftco summary judgment limiting the “inventioni the Asserted Patents to the ColorPoint
software.

4. Infringement

Tuftco seeks summary judgment of non-ing@ment of all of the Severed Claims.
Additionally, Tuftco independently seeks suamnjudgment of non-infringement on Claims 1,
28, and 29 of the ‘703 Patent. CMC seeks sumiuagyment of infringement of the Machine
Claim (Claim 1 of the ‘703 Patent) and théddwing Method Claims: (1) Claims 8, 10, and 12
of the ‘505 Patent; (2) Claim 28 of the ‘703 Rdfand (3) Claims 21 and 27 of the ‘989 Patent.

i. Standard

Under 35 U.S.C. 8271(a), “whoever without authority makes, uses, offers to sell, or sells
any patented invention, withingHJnited States or imports into the United States any patented
invention during the term dhe patent therefor, infringes thetgrat.” An infringement analysis
involves two steps. “First, the court determities scope and meaning of the asserted patent
claims.” Innovention Toys, LLC v. MGA Entm't, In637 F.3d 1314, 1318 (Fed. Cir. 2011).
Better known as claim construction, thesfistep is a quetion of law. Id. at 1319. Next, the
court “compares the properly construed claimgh&allegedly infringing device to determine
whether all of the claim limitations are preseither literally or by a substantial equivalent.”
Id. at 1318-19. “[l|nfringement, wdther literal or under the dotte of equivalents, is a
question of fact.”Id. at 1319. Summarygdgment is proper “when neasonable jury could find
that every limitation recited in the properly comgd claim either is or is not found in the

accused device.1d. (internal quotation marks omitted).
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ii. Tuftco’s Motion for Summary Judgment of Non-Infringement

An accused infringer is entitled to summargigment if it shows “that the patentee failed
to put forth evidence to support a finding tedimitation of the asserted claim was met by the
structure in the accused devicedghnson v. IVAC Corp885 F.2d 1574, 1578 (Fed. Cir. 1989).

1. All Claims

Tuftco argues it is entitled to summauglgment of non-infringement on all Severed
Claims because the Accused Products do not convert a programmed desired stitch rate to
determine an effective stitch raite Tuftco’s argument requirghlat the Court reconsider its
claim-construction ruling refusing to limit the term “desired stitch Féte’a particular
numerical value entered into the control systeBeeDoc. 220, at 4-9.) In its ruling, the Court
construed the term to be defined as “the numbéufts of yarn per linear inch dictated by the
pattern design to be visible the face of the pattern.”ld() Tuftco requests reconsideration on
three bases: (1) “subsequently developedendd,” (2) “the prohibibn of patenting mental
processes,” and (3) “the proséon history of the Patents-lisgue.” (Doc. 450, at 35.)

A district court may reconsidan interlocutory order wheféhere is (1) an intervening
change of controlling law; (2)ew evidence available; or (3naed to correct clear error or
prevent manifest injustice.Louisville, Jefferson Cty. M® Gov'’t v. Hotels.com, L.P590 F.3d
381, 389 (6th Cir. 2009) (internal quotation omittesde also Flexsys Am. LP v. Kumho Tire

U.S.A., Inc. 726 F. Supp. 2d 778, 786—87 (N.D. Ohio 2Qb@nstruing a request to revisit a

37 A Tuftco user manual directs its user to “[e]ngeur stitches per inch. This is calculated by
multiplying the desired stitches per inch times ttumber of colors in the pattern.” (Doc. 454-4,
at 18.) In other words, with Tuftco’s produdtise user, not the machine, makes the “effective
stitch rate” calculation.

38 The parties agree that the terms “desirduidastitch rate,” “desired stitch rate,” and
“prescribed stitch rate” arelaynonymous. (Doc. 220, at 4.)
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claim-construction ruling as a motion for recii@sation under Sixth Circuit law and applying
the foregoing three factors). Further, “partt@snot use a motion foraensideration to raise
new legal arguments that could have be&edhbefore [the order] was issuedRbger Miller
Music, Inc. v. Sony/ATV Publ'g, LL@77 F.3d 383, 395 (6th Cir. 2007) (citation omitted).
Accordingly, the Court will notonsider Tuftco’s arguments pertaining to the prohibition of
patenting mental processes and prosecution fiiberause they: (1) are not contemplated by
the three situations in which asthict court may reconsider art@énlocutory order; and (2) were
raised for the first time in Tuftco’s motion for reconsiderateeeDoc. 174, at 11-14; Doc. 182,
at 4-6)3° The Court will, however, consider Taft's “subsequently developed evidence,”
which consists of a number of admissionslmmby CMC during the course of discovery.

Tuftco’s “new” evidence, being external the patent and prosecution history, is
extrinsic. See Phillips415 F.3d at 1317. Where the analysistinsic evidence alone resolves
ambiguity about a term, it is improper for the Qdorconsider evidenaautside the patent and
prosecution historyKara Tech., Inc. v. Stamps.com |e82 F.3d 1341, 1348 (Fed. Cir. 2009).
Because the Court relied on cld@amguage in construing the term “desired stitch rate” (Doc.
220, at 7), it is improper to reansider that ruling based on teeidence Tuftco now provides.
See id(“While helpful, extrinsic sources . cannot overcome more persuasive intrinsic

evidence.”);see also Chien-Lu Lin v. Twins Enter., |Iido. CV 01-07390, 2002 WL 34455514,

39 Moreover, given that prosecution history egents a discussion between the PTO and the
patent applicant, courts hat@und it “less useful for claimonstruction purposes” than other
intrinsic evidence Phillips, 415 F.3d at 1317 (citing multiple Federal Circuit cases finding
prosecution history less relevanth construing the term “desiretitch rate,” the Court focused
primarily on the language of the Claims, and adicwly, prosecution history is less compelling
here.
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at *15 n.48 (C.D. Cal. Nov. 12, 2002) (consideraugmissions in a party’s claim-construction
chart as extrinsic evidence argfusing to consider it wheaim terms were unambiguous).
Second, each piece of subsequently developed evidence Tuftco presents is an admission
based on the operation of CMC’s ColorPoint tigtmachine. For example, CMC admitted that
“ColorPoint machines determine and operate aftattive stitch rate.” (Doc. 292-4, at 29.) In
accordance with Federal Circuit peglent, the Court will not consie terms so as to confine the
Claims to their commercial embodiment—hetejorPoint tufting machinesPhillips, 415 F.3d
at 1323;Int’l Visual Corp. v.Crown Metal Mfg. Cq.991 F.2d 768, 771-72 (Fed. Cir. 1993).
Accordingly, admissions as to the operatioCoforPoint tufting machines are not compelling
enough evidence for the Court to reconsideclagm-construction ruling. The Court will
thereforeDENY Tuftco summary judgment of non-imfigement on all the Severed Claims.

2. Claims 1, 28, and 29 of the ‘703 Patent

Next, Tuftco seeks summary judgment on Claims 1, 28, and 29 of the ‘703 Patent,
arguing that its machines do not perform critical edeta of the ‘703 claims. Tuftco asserts that,
given the prosecution history of the ‘703 Patdmt, term “based on the gauge of the tufting
machine” should be construed as “equal to theggaf the tufting machine.” (Doc. 450, at 27—
34))

Tuftco’s argument fails for a number of reasoR&st and foremost, Tuftco does not cite
any evidence indicating that itsqatucts do not perform the elementghe ‘703 claims. In eight
pages of argument, Tuftco daast make one evidentiary citati to the Accused Productdd.]

As noted, to be entitled to summigudgment, Tuftco must shoWthat [CMC] failed to put forth

evidence to support a finding that a limitatiortlué asserted claim was met by the structure in
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the accused devicesJohnson885 F.2d at 1578. Without any mention of the “accused
devices,” Tuftco fails to medts burden on summary judgment.

Moreover, Tuftco’s reading of the proseautihistory is unconvincing. For example,
Tuftco notes that the PTO rejectasl indefinite a limitation thaead: “the tufts of yarns are
formed in the backing material at encreased effective process stitch fadsed upon a desired
stitch rateof the pattern tufted article multiplied liye number of different color yarns of the
pattern . ...” (Doc. 292-4, at 113 (emphadisred).) Tuftco argues the December 22, 2011
Office Action demonstrates thtite PTO believed that “baseg@on” was indefinite “relative
terminology.” However, the PTO’s issue witletbriginal claim language was not necessarily
the term “based upon,” but that “desired stitate’—and by extension fiective process stitch
rate”—was undefined anauald be interpreted amy stitch rate, subjecting the claim to
anticipation and indefiniteness concethgSeeid. at 113—-14.) Additionally, the PTO noted that
if the “number of different coloyarns of the pattern” was ortege effective process stitch rate
would be the same as the desired stitch rdte.a(114.)

The amended language in Claim 1 of the ‘703 Rgieovides that theffective stitch rate
“is determined by increasing a peceibed stitch rate of the patterned tufted article thhased
on the gauge of the tufting machimg a selected amount . . ..” (Doc. 292-1, at 67, col. 9:46-49
(emphasis added).) The amended claim langtiagéhe prescribed sthiqate to a numerical

value—i.e., the gauge of the tufting machine. Furthiedefines “prescribed stitch rate,” and by

40 The same PTO Office Action allowed Claims 8, 10, and 12 of the ‘505 Patent which provide
for an “increased effective stitch rate detaed by multiplying the number of colors being
formed in the patterned tuftediate by a desired fabric stitchteathat comprises a number of
stitches per inch desired for the patted tufted articles . . . ."SéeDoc. 292-4, at 112.) The

PTO noted that other claims in the applicatiomenaeing “interpreted &ferently” because they
were “method” and not “structure” claimsld(at 114.)
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extension “effective stitch rate.” Additionally, Claim 1 specifies that it forms patterned tufted
articles with multiple colorg,e., patterns “including different ¢éar yarns therein,” ensuring that
the prescribed stitch rate and effective stitch rate will not be equivaldntcq]. 9:17-18.)
Accordingly, the Court finds that the proseouthistory of the ‘703 Rant does not compel a
construction of “based upon the gauge of tHieny machine” as “equal to the gauge of the
tufting machine.”* The Court will, thereforeDENY Tuftco summary judgment of non-
infringement of Claims 128, and 29 of the ‘703 Patent.
iii. CMC’s Motion for Summary Judgment of Infringement

CMC moves for summary judgment of infringemen: (1) Claims, 10, and 12 of the
‘605 Patent; (2) Claims 1 and 28 of the “®&ent; and (3) Claims 21 and 27 of the ‘989
Patent’? A patentee may be grantedvsmary judgment of infringemeitit can show that it is
“more likely than not” that the accused producsseEsses all of the elements of the asserted
claim. Warner-Lambert Co. v. Teva Pharm. USA, |4d.8 F.3d 1326, 1341 (Fed. Cir. 2005)
(citing Liberty Lobby 477 U.S. at 252). Once a patentee has maderims facieshowing that
all claim limitations are met, the accused infringerst present more than a scintilla of evidence

to create a genuine issue of material fadt.

41 Additionally, the Federal @uit has found prosecution sy “less useful for claim
construction purposes” thanhet intrinsic evidencePhillips, 415 F.3d at 1317. The Court
considers more relevant intrinsic evidence, sagklaim language andetipatent specification,

in connection with CMC’s motion for summary judgnt of infringement on Claim 1 of the ‘703
Patent. See infraPart 111(d)(iii)(3).

42 CMC reserves the right to pursue infringemeinthe remaining Severed Claims—Claim 29 of
the ‘703 Patent and Claims 22, 24, 28d 30 of the ‘98®atent—at trial.
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1. Inspected Machines Representative of All Accused Products

Before the Court turns to the infringement analysis, it will consider CMC’s argument that
the Inspected Machines, inspected by its experest®erger in preparain of his expert report,
are representative of af the Accused Products. Tuftco does not respsedoc. 452) and
acknowledged at the summary judgment hearingtktigainspected Machines are “typical” of the
Accused Products (Doc. 474, at 80—&1Berger based his opinions on five machines either
sold or owned by Tuftco: three 1/10th gasgeyle-needle-bar machines, one 1/12th composite
gauge double-needle-bar machine with two steggj&/6th gauge needle bars, and one 1/10th
composite gauge machine with two stagger&thlgauge needle bars. (Doc. 454-9, at 60—61.)
Steve Martin, Tuftco’s Director of Marketingpnfirmed in depositiotestimony that all the
single-needle-bar Accused Produgperate in the same manrerd all the double-needle-bar
Accused Products operate in the same maniic. 441, at 117.) Accordingly, the Court finds
that the Inspected Machinase representative of the Asad Products. The Court will,
therefore, proceed with its analysis on iasis that all Accused Products are capable of
operating in the same manner as the Inspected MaclsaesSpansion, Inc. v. Int'|l Trade
Comm’n 629 F.3d 1331, 1350-51 (Fed. Cir. 2010x&uting administrative law judge’s
determination that an expert’s chosen modelewepresentative of all accused products where
the expert chose products that span a rahgalues and where respondents’ expert

acknowledged that theeused products were similar in structufi@)/o, Inc. v. EchoStar

43 Tuftco seemed to take issue with assumingtti@tnspected Machines are representative of
all Accused Products insofar as CMC requestSGbaurt to assume infringement by the third
parties that now own the Acsed Products. (Doc. 474, at 78 he Court understands CMC'’s
request to be limited to a finding that all Ased Products are capalofeoperating like the
Inspected Machines. The Court analyzes thindygafringement below with its discussion of
induced infringement in Part 111(d)(iii)(4)(b).
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Comm’ns Corp.516 F.3d 1290, 1308 (Fed. Cir. 2008) (“[T]here is nothing improper about an
expert testifying in detail aboutparticular device and then stagithat the same analysis applies
to other allegedly infringing devices that ogeraimilarly, without discussing each type of
device in detail.”).

2. Double-Needle-Bar Machines

Next, the Court turns to Tuftco’s doubheedle-bar-machine argument, which is
responsive to all claims at issue. Tuftcguas that the Severed Gra “require| ] that a
machine be capable of placing any color of yararig single pixel of th carpet.” (Doc. 452, at
16.) Because double-needle-bar machines aepable of placing each color of yarn in the
pattern into any stitch locatidfiaccording to Tuftco, the fifteen double-needle-bar Accused
Products are incapable of infringemenid. &t 15-17.) In support, Tieo cites: (1) Rule
30(b)(6) deposition testimony from Tuftco’s CEBeve Frost that Tuftco’s double-needle-bar
machines “can only do a two-pixel . . . not a single-pixel design” (Doc. 454-12, at 67—-69); (2)
deposition testimony from Wilton Hall, a named inverdf the Asserted Patents, that “it's not
feasible” and “doesn’t make sense” to usaphics machines to practice ColorPoldt at 105);
(3) deposition testimony from CMC employee Brizovelady that double-needle-bar machines
cannot make ColorPoint-type fabrics becausg ttannot achieve single-pixel resolution and,
therefore, “[yJou can’t get the same loaldoc. 320, at 27-33); ar(d) deposition testimony
from a customer representative that hisipany does not have any CMC double-needle-bar
machines that “run ColorPoint” or which areugzgped with the ColorPoint software (Doc. 435,

at 194-95). Tuftco appears to &guing that, because (1) eawedle bar of a double-needle

44 The Court construed the term “stitch location’tean “a location in which one or more tufts
of yarn can be presented into the backing baseithe pattern instructions.” (Doc. 220, at 21.)
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bar-machine cannot stitch in the same longitudioa as the other an@) the needles of each
bar are offsetife., spaced longitudinally in-between theedles of the othaeedle bar), a
double-needle-bar machine cannot produce a lipaern similar t@ pattern produced by a
single-needle-bar machemrunning ColorPoint. SJeeDoc. 454-11, at 133-35.)

Tuftco’s argument against infringement requires that each needle bar’s ability to place
each color of yarn iany stitch location be a limitation in the Severed Claiifse Playtex
Prods., Inc. v. Procter & Gamble Gal00 F.3d 901, 909 (Fed. Cir. 2005) (“For infringement to
be found, the court must determine tbag¢ry claim limitatioris found in the accused device.”
(emphasis added)). None of the claimsudmch CMC has moved for summary judgment of
infringement contains such a limitationhdugh Claim 27 of the ‘98BPatent provides for
multiple stitches “at selected stitch locatib(Boc. 292-1, at 50, col. 22:41-45), none of the
evidence provided by Tuftco refutes that theldetneedle-bar Accused Products make multiple
stitches at certain stitch locatiof?s.

Moreover, Tuftco’s argument improperly attpts to limit the Severed Claims to their
commercial embodiment, ColorPoint. In suppadrits proposition that the Severed Claims
require that a machine be capable of placingchyr of yarn in any single pixel of carpet,
Tuftco cites only testimony from CMC representasidiscussing ColorPoint. (Doc. 452, at 16.)
Tuftco cites no claim language whatsoever. Fadeircuit precedent clearly holds that “a court

may not predicate an infringement determination on a comparison of an accused product with a

4> Additionally, Tuftco’s CEO, Steve Frost, tifigtd that each needlear of the double-needle-
bar Accused Products, when threaded up with meltplors, does in fact stitch multiple colors
to each stitch location along that needle blargjitudinal row. (Doc. 454-11, at 136-38; Doc.
454-12, at 146.) Consistent with Frost’s testity, CMC'’s expert Steven Berger noted in his
report that, during the inspectiookthe double-needle-bémspected Machinesg]l colors in the
pattern were: (1) thread to both needle bars; and (2) preésdrio each stitch location. (Doc.
454-9, at 60—61.)
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patentee’s commercial embodimenthis claimed invention.”Spectrum Int’l, Inc. v. Sterilite

Corp, 164 F.3d 1372, 1381 (Fed. Cir. 1998). As such, the Court disagrees that double-needle-
bar machines are incapable of infringing the Severed CHirfite Court will now turn to

whether CMC is entitled to summary judgmentrdfingement on each Severed Claim on which

it moves.

3. Claim 1 of the ‘703 Patent (Machine Claim)

CMC first moves for summary judgment of imgement of Claim 1 of the ‘703 Patent.
In its summary judgment motion, CMC appearargue that all Accused Products infringe.
(Doc. 442, at 28-29, 31-32.) However, at the sumiuaiyement hearing, CW®l clarified that it
was not seeking summary judgment that the machine inspected at Lexmark (the “Lexmark
Machine”) infringes Claim $! (Doc. 474, at 25.) Accordinglthe Court will determine if

CMC is entitled to summary judgment tire remaining four Inspected Machines.

46 The Court has already found that the operatif one needle bar of a double-needle-bar
machine tufting the Medallion rug does not anticipate the Severed Clamessuprdart
I(b)(ii)(2)(a). “A century-oldaxiom of patent law holds thatproduct which would literally
infringe if later in time anticipates if earlierUpsher-Smith Labs., Inc. v. Pamlab, L.L.€12

F.3d 1319, 1322 (Fed. Cir. 2005) (internal quotationitted). The needle bars of the double-
needle-bar Accused Products, hoeewperate differently from the needle bars of the Medallion
rug’s double-needle-bar machine. For exampie double-needle-bar Acead Products utilize

an increased effective stitch rate contemplated by the Severed Claims whereas a needle bar
tufting the Medallion pattern does noCqmpareDoc. 454-9, at 90 (four-color sample made by
a 1/10th composite gauge Accused Product rdorgt-two stitcheper inch)with Doc. 454-11,

at 150 (four-color Medallion rug made by &&th composite gauge double-needle bar machine
run attwelve-point-eight stitchgser inch).

47 At the hearing, CMC asserted that “[i]f you study our summuatgment briefs very clearly,
CMC is not asserting that those Lexmark machinfsige Claim 1 of the ‘703 Patent, based on
the inspections that were condleat.” (Doc. 474, at 25.) Theourt has studied CMC'’s brief

very clearly and found no indittan that CMC was not assatgj that the Lexmark Machine
infringes Claim 1. But the Court will take CMC’s word for it and ignore the Lexmark Machine.
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CMC submits expert Steven Berger’s inffement report in suppoof its motion, which
conducts an element-by-element infringeneemlysis. (Doc. 454-9, at 60-61, 91-96.) Tuftco
disputes infringement of the ldsnitation of Claim 1, which reads:

wherein the control systeis linked to and controlthe backing feed rolls for

feeding the backing material such thattihfés of yarns are formed in the backing

material atan effective stitch rate thatis determined by increasing a

prescribed stitch rate of the patternel tufted article that is based on the

gauge of the tufting machine by a selected amousb as to form the patterned

articles with the selected tufts of yarnaving an appearance of being formed at

the desired stitch rate.

(Doc. 292-1, at 67, col. 9:43-51 (emphasis added).) First, Tuftco argues that, because the user
makes the effective-stitch-rate calculatrequired by Claim 1, the Accused Products do not
infringe. This argument requires that the Caarstrue Claim 1 to require that the effective-
stitch-rate calculation be fermed by the tufting machirf€. However, nothing in the claim
language indicates that this pamlar calculation must be performed internally by the machine.
See Kara Tech. Inc582 F.3d at 1348 (suggesting that a tebiould not read limitations into
claims that are not supported by the claim lagg)a Tuftco, moreover, does not provide any
intrinsic evidence suggesting thssa claim limitation or aniegal authority to support its
proposition that “[i]t is improper to have a mawsd claim unless the machine in question actually
performs some function . . ..” (Doc. 452, at 9yftco even failed to provide legal authority at
the summary judgment hearing when specifycaliked if it could “gre [the Court] any

precedent that says that the machine has to do biregythat has to be done in order for there to

be a machine claim[.]” (Doc. 474, at 83—-88.) Atclongly, the Court will not read Claim 1 to

48 The Court has already declined to recoasilsimilar argument made by Tuftco at the
Markmanhearing,.e., that the Claims require that the desired stitch rate be entered into the
tufting machine.See suprdart 111(d)(ii)(1).
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require that the tufting machine perform theeefive-stitch-rate calculation, and Tuftco’s first
argument in regard to Claim 1 fails.

Next, Tuftco argues that the Accused Proddotsiot infringe Claim 1 because Tuftco
does not instruct its customers that tesired or prescribed stitch ratees the number of tufts
to be visible in the face of the pattern—must ¢dfua gauge of the machine. Tuftco’s argument
requires that the Court constrine term “based on the gaugetloé tufting machine” to mean
“equal to the gauge of the tufting machif&.1n other words, Claim would require a carpet
tufted on a 1/10th gauge machine to have a desitet site of exactly ten. In support of this

construction, Tuftco cites deposition teginy from CMC'’s expert Steven Berger:

Q ... Do you have any reason to bedi¢irat [Claim 1], when it says, “based
on the gauge of the machine,” doesni&an “equal téthe gauge of the
machine”?

A No.

(Doc. 320, at 24.) Additionally, Tico notes that, unlike otheratins at issue, the modifier
“approximately” is not used, suggesting that the gnbed stitch rate is not approximate to the
gauge, but equal to it.

When construing patent terms, the words ofaim “are generallgiven their ordinary
and customary meaning . . .Mitronics Corp. v. Conceptronitnc., 90 F.3d 1576, 1582 (Fed.
Cir. 1996). But “the ordinaryral customary meaning of a claterm is the meaning that the
term would have to a person oflarary skill in the arin question at the timof the invention.”
Phillips, 415 F.3d at 1313. In determining the mearhglaim terms, all sources of evidence

are not equal. Intrinsic evidence—the patdaims, the specification, and the prosecution

49 Tuftco did not propose that the term “basedhengauge of the tufting machine” be construed
at theMarkmanhearing, and accordingly, the Court did mzlude the term in its construction
ruling. (SeeDocs. 169, 220.)
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history—is given preference ovextrinsic evidence—dictionariggeatises, and inventor and
expert testimony See idat 1315-18.

The claim language, read in the context ef$pecification, does not require that the
desired stitch rate be equal te thauge of the tufting machin&ee Kara Tech. Inc582 F.3d at
1347. For example, the ‘703 Patent’s specificatiotes that a “typical ddéred stitch rate” in a
conventional tufting system “generally has besatched to the gauge of the tufting machine,
i.e, for a tenth gauge tufting machine, the stitdie tgpically will be approximately ten stitches
perinch....” (Doc. 292-1, at 65, col. 5:22—2Byrther, with regard tthe present invention, it
states that “for a tenth gauge machine generafiyusing a desired stitch rate of approximately
ten stitches per inch,” the effective stitch rimiea three-color pattemwill be “approximately
thirty stitches per inch . .. ."Id., col. 5:35-42.) The aboveniguage from the specification
clarifies that the desidestitch rate, though “based on the gaof the tufting machine,” does not
have to be equal to the gauge of the machineapstoximate to it. When the intrinsic evidence
alone resolves ambiguity aboutlisputed claim term, as it doksere, it is improper to consider
extrinsic evidence, such as expert testimalaly.at 1348\Vitronics 90 F.3d at 1583.
Accordingly, Berger’s testimony does not ovare the claim language and specification.

Tuftco’s argument regarding the absencéhefmodifier “approxnately” is equally
unavailing. While the other Severed Claims ‘teggoroximately” to define how the gauge of a
tufting machine relates to the desired stitch,natme uses “approximatélfo modify the term
“based upon.” For example, Claim 12 of the ‘B30&ent provides: “wherein the tufting machine
is a 1/10th gauge tufting machine and the degdabdc stitch rate is approximately ten stitches
per inch.” (Doc. 292-1, at 17, col. 11:6-8.) Mdover, the ‘703 Patent&pecification makes

clear that Claim 1 covers a machine tufting carpetslesired stich rate” that is consistent with
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conventional tufting systems, wieeffor a tenth gauge tufting maale, [for example], the stitch
rate typically will be approximately ten stitches peeh . . . .” (Doc. 292-1, at 65, col. 5:24-26.)
The fact that Claim 1 claims something broattan an exact number dogot create a question
about the scope of Claim 1. A person of ordirell in the art at th time of the invention
would not construe “basl on” as “equal t0>?

Having construed Claim 1, the Court nawns to whether the Accused Products
infringe. Tuftco asserts that the evidencecclig CMC fails to prove #it the Accused Products
base the prescribed stitch rate on the gaugesahtichine. For example, Tuftco argues, one e-
mail between Tuftco’s Director of Marketing,eSe Martin, and one of its customers (Doc. 454-
4, at 12) does not even mention the gauge of aaghme, let alone instruct the customer to base
the prescribed stitch rate upon it. Althoughtéren “gauge” does not appear in the document,
Martin clearly bases his stitek-per-inch calculation on thewgge of the machine. Martin
informs the customer that the “[a]ctual, compresstédh rate is typically#X (4-colors), 5X (5-
colors): 4-colors means 40 [stitches per inch] (160/ 10-cm) & 5-colors means 50 [stiches per
inch] (200/ 10-cm).” (Doc. 454-4, at 12.) Martirsstch-rate calculatiotakes the number of
colors and multiplies them by teirge., the gauge. Tuftco provides no alternative explanation for
this calculation. And Martin confirms in gesition testimony reganay another customer e-
mail that “10-cm” refers to a 1/10th machine gaulyethe e-mail Martin stated: “Stitch rate is
programmed as about 40 [stitches per inch] (158 pem) so this 4-coloColortuft pattern has

a stitch rate aboutX normal.” (Doc. 454-1, at 1 (emphasisoinginal).) When deposed, Martin

%0 Though not re-asserted in its respons€MC’s summary judgment motion, in its own
summary judgment motion Tuftco also argues thased on” should beonstrued as “equal to,”
citing prosecution history of &1'703 Patent. (Doc. 450, at 21-28he Court rejected this
argument in Part 11(d)(ii)(2).
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confirmed that in this e-mail he was “talkiagout a four-color Coltuft pattern on a tenth-

gauge machine where your stitch rate is goinget@round forty stitches per inch.” (Doc. 454-
11, at 203—-04.) Again, Tuftco offers no other exyition for arriving at forty stitches per inch
other than multiplying the number of colors by gaige of the machine. And the same goes for
the other evidence cited by TuftcdSeeDoc. 454-1, at 1-2¢l. at 11; Doc. 454-2, at 1; Doc.
454-4, at 1jd. at 10.)

Finally, Tuftco argues that theccused Products’ prescribetitsh rate is not based on
the gauge, but is up to customer discretidoftco cites testimony from a number of its
employees indicating that the number of yarndisplay in the face of thcarpet is decided by
the customer. For example, Martin testified stéach rate is at “custoen discretion . . . they
can use whatever stitch rate they want to d@bdc. 454-12, at 115.) Tuib fails, however, to
cite any evidence demonstrating that its custometstiygtuse a prescribed stitch rate that is not
either equivalent to the gaugetbeé machine or based on it. dn e-mail from Martin to Steve
Frost, Tuftco’s CEO, Martin states:

The actual stitch rate is determined by# @f colors[,] b. Yarn size[.] Rule of

Thumb, as we know it, is the stitch rate is compressed in direct proportion with #

of colors, E.g. 4-color Colortuft=40 [stitchper inch], but this is [n]ot necessarily

true, since a larger or more ‘bloomingirn may require a [stitches per inch] of

maybe only 32 or 36 [stitches per inch].

(Doc. 454-2, at 1.) Again, Tuftco offers no atlegplanation for arrivingt forty stitches per
inch—then thirty-two or thirty-six for a larggarn size—other than rtiplying the number of
colors by a desired stitch rateaths based on the gauge of thachine. Though the prescribed
stitch rate will vary based on yarn size and eungr preference—just like with ColorPoint—this

variance does not negate th&atenship between the AccusBdoducts’ gauge and prescribed

stitch rates. Simply asserting that the desirigchstate of the Accused &utucts is not “based on
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the gauge of the tufting machine” as required ir€I1 is insufficient to raise a genuine issue
of material fact.

The Court now turns to whether CMC hmast its burden on summary judgment. As
already noted, CMC moves for surary judgment that four of the five Inspected Machines
infringe Claim 1—specifically, the machines insgetat: (1) Signature Hospitality Carpets; (2)
J&J Industries; (3) Shaw Industsieand (4) Tuftco. CMC submi&teven Berger’s expert report
in support, which conducts an element-bgreént analysis. (Doc. 454-9, at 60—61, 91-96.)
Again, Claim 1 requires that tliesired stitch rate be “based the gauge of the tufting
machine.” The Court has already concluded &hagrson of ordinary skill in the art at the time
of the invention would not construe “based @as™equal to” when viewing the claim language
in light of the ‘703 Patent’s specification. Acdngly, a machine will infringe Claim 1 if the
desired stitch rate of ¢hpattern it produces is approximatiehe gauge of the tufting machitle.
The Court will now compare the properly construed Claim 1 to the allegedly infringing Inspected
Machines to determine whether this claim limitation is preskmovention 637 F.3d at 1318—
19.

No reasonable jury could conclutleat the desired stitch rabvé patterns made by three of
the Inspected Machines was not based on the g#ubge machine. With respect to the 1/10th
gauge single-needle-bar machine inspected at SignaMC'’s expert Steven Berger noted that,
as required by Claim 1, the machine made a diargmattern at an efctive stitch rate of
seventy-two stitches per ineimd a desired stitch rate ofdive. (Doc. 454-9, at 60.) The

resulting pattern displayed a face densitabroximately twelve stitches per inchd.] With

1 n its claim-construction ruling, the Court dieeld to construe “approximately,” finding that
the term should take its ordiry meaning. (Doc. 220, at 14.)
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respect to the 1/10th gauge singkedle-bar machine inspected at Shaw, Berger noted that, as
required by Claim 1, the machine made a four-cpédtern at an effectivaitch rate of forty
stitches per inch and a desired stitch rate of teh.a{ 61.) The resulting pattern displayed a
face density of approximatetgn stitches per inchlid;) With respect to the 1/10th composite
gauge double-needle-bar machine inspected atd,uBerger noted that, as required by Claim 1,
the machine made a four-color pattern at an effectitch rate of thirty-six stitches per inch and
a desired stitch rate of approximately ninkl.)( The resulting pattern displayed a face density
of approximately nine stitches per inchd. Accordingly, CMC has met its burden with regard
to these three machines.

However, a genuine issue of teaal fact exists with regarid the machine inspected at
J&J (the “J&J Machine”). Berger noted thhe 1/12th composite gauge double-needle-bar J&J
Machine made a three-color pattatran effective stitch rate oenty-six stitches per inch and
a desired stitch rate of apprmately 8.66 stitches per inchld(at 60—61.) The resulting pattern
displayed a face density of appnawdtely 8.5 stitches per inchld(at 60.) Viewing this
evidence in the light most favorable to Tuftaagasonable jury could modude that a desired
stitch rate of approximately 8.66 stitches jpeh is not based on the J&J Machine’s 1/12th
gauge. This conclusion is consistent withridwege of “based on the gauge of the machine”
CMC provided at the summary judgment hearing. At the hearing, CMC clarified that it was not
moving for summary judgmentdhthe Lexmark Machine infiged Claim 1, because “[t]he
desired stitch rate . . . was,dik7 1/2 on a tenth-gauge machine, and we’re not claiming you can
go that far.” (Doc. 474, at 26.) #f desired stitch rataf 7.5 stitches per incis not “based on”

the gauge of a 1/10th gauge machine (a ptapoof 0.75), then CMC is not entitled to
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summary judgment that a 8.66 desired stittl imbased on the gauge of a 1/12th gauge
machine (a proportion of 0.72).

Accordingly, the Court wilGRANT summary judgment that the Inspected Machines at
Signature, Shaw, and Tuftco infrirdy€laim 1 of the ‘703 Patent, bDENY summary
judgment that the J&J Machine infringed Claire1.

4. Method Claims

Next, CMC moves for summary judgmentiofringement on six of the method claims—
Claims 8, 10, and 12 of the ‘505 Patent, Cl&inof the ‘703 Patent, and Claims 21 and 27 of
the ‘989 Patent—asserting theories of diia@ingement and induced infringement.

a. Direct Infringement

Direct infringement of method claims, likeachine claims, is governed by 35 U.S.C. §
271(a), which states “whoever without authority makesgs, offers to sell, or sells any patented
invention . . . infringes the pent.” Sale of an accus@doduct capable of performing the
method, however, is not suffemt to prove infringementLucent Techs., Inc. v. Gateway, Inc.
580 F.3d 1301, 1317 (Fed. Cir. 2009). Instead, thenpse must present evidence that the
alleged infringer, or someone under its controtfggened all of the steps of the claimed method.
Id. A finding of direct infringemet “can rest on as little ame instance of the claimed method
being performed during th@ertinent time period.ld.

i. Claims 8, 10, and 12 of the ‘505 Patent

CMC argues that the Accused Products perfevery element of Claim 8 of the ‘505

Patent, as well as dependent Claims 10 and 18ugport, CMC submits Steven Berger’s expert

report on infringement, which compares the claielement by element, to the operation of the

52 That Tuftco made and sold each of the AcduReducts listed appears to be undisputSee (
Doc. 457, at 1; Doc. 454-11, at 120-21.)
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Accused Products. AdditiongJICMC cites photographs ofrsples made by Tuftco on its
Colortuft/iTuft ¢, iTuft 5c,and iTuft 6¢c machines.SeeDoc. 454-3 (single-needle-bar samples);
Doc. 454-5, at 3—39 (double-needle-bar sampleSMC cites these samples as evidence of
direct infringement by Tuftco of all the metholhims for which it eeks summary judgment.
Tuftco does not dispute that it made these $esn@r maintain that they were produced in a
manner inconsistent with how the Accused Products were made to op&edBo¢. 452.)
Accordingly, if CMC meets its burden of praung evidence that the Accused Products operate
in a way that infringes the method claims, Tuficdable for direct infringement of the method
claims for producing these sample3ee Ricoh Co., Ltd. v. Quanta Comput.,I680 F.3d 1325,
1336 (Fed. Cir. 2008) (upholding district cogrtecision to grant summary judgment of non-
infringement where patentee did not presentenwe that alleged infringer tested any accused
products).

Tuftco does not dispute the first six limitations of Claim 8, but it does dispute that the
Accused Products perform the setrelimitation, which provides:

whereinthe feeding of the yarrie form the high and low fts tracks the shifting

of the needleso as to substantially maintainnd&ty of the tufts of yarns being

formed in the backing material in a ditea of the rows of tufts and location of

the high tufts of yarns at desired fimss across the backing to form the

patterned tufted articles.
(Doc. 292-1, at 16, col. 10:56-61 (emphasis adylesipecifically, Tufto asserts that CMC

failed to provide any evidence that the AccusemtiBcts feed the yarns anfashion that tracks

the shifting of the needl€8. To the contrary, Berger's repatiates that “[v]ideos of Tuftco’s

53 Additionally, Tuftco suggests thdiecause tracking appears tosbleey feature in the Severed
Claims, the fact that the term “track” is notlmded elsewhere in the ‘505 Patent “rais[es]
guestions as to the adequatal@dement and written descriptiofithe invention, or at least
indefiniteness.” (Doc. 452, at 10.) Because dufioes nothing to develop the theory in this
comment, the Court Widisregard it.
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single and double-needle-bar machines confir ttine yarn feed and shifting needle baosk
togetherto insert a higher number of yarns at elaciation . . . .” (Doc. 454-9, at 80 (emphasis
added)see alswideos attached to Doc. 292-3,28; 34, 36.) Thus, CMC has submitted
evidence indicating that the Accused Products je@eds in a fashion thatacks the shifting of
the needles, and Tuftco fails tas@a material question of fackee TechSearch, L.L.C. v. Intel
Corp., 286 F.3d 1360, 1375 (Fed. Cir. 2002) (fmgli‘wholly conclusory allegations”
insufficient to raise a genuine issuenedterial fact as to infringementgphnston v. IVAC Corp.
885 F.2d 1574, 1578 (Fed. Cir. 1989) (“General assestof fact issues, general denials, and
conclusory statements are insufficient to sdeukthe non-movant’s bued.” (internal quotation
mark omitted)). Accordingly, Tuftco has failed to raise a genuine issue of material fact.
However, the Court concludes that CMQ& entitled to summary judgment on the
double-needle-bar Accused Products. To fifdrigement, the Court “compares the properly
construed claims to the allegedly infringing/obe to determine whether all of the claim
limitations are present, either literally or by a substantial equivalémidvention 637 F.3d at
1318-19. Claim 8 the ‘505 Patent limits itselbtee needle bar: & shiftable needle bar” and
“shifting theneedle bar . . .%* (Doc. 292-1, at 16, col. 10:43, gdmphasis added).) While the
‘505 Patent’s specification refers, at times, to multiple needle §aes €.g.Doc. 292-1, at 12,
col. 2:9), Federal Circuit precedent is clear thatCourt should not import limitations from the
specifications into the claim¥ara Tech. InG.582 F.3d at 1348. Accordingly, double-needle-

bar machines do not literally infringe Claim 8.

54 The rest of the Severed Claims do not specifuraber of needle bars. For example, Claim 1
of the ‘703 Patent provides for “at least one neédie. . . .” (Doc. 292-1, at 67, col. 9:19.)

79



“A device that does not litally infringe a claim mayonetheless infringe under the
doctrine of equivalents if every element in the claim is literally or equivalently present in the
accused device.Sage Prods., Inc. v. Devon Indus., Jri26 F.3d 1420, 1423 (Fed. Cir. 1997).
“A claim element is equivalently present inacused device if only ‘insubstantial differences’
distinguish the missing claim element from theresponding aspects ofdlaccused device.ld.
(citation omitted). As an issue of fact, equivade should be reserved fine fact finder unless
no reasonable jury could find eqiuvalendd. Tuftco noted some of the differences between
single- and double-needle-bar machines in cotore with its argument that double-needle-bar
machines are incapable of infringing the Severed ClaiBe® suprdart 111(d)(iii)(2). For
example, Steve Frost testified in a Rule 3 pyleposition that doubleeedle bars are not
capable of tufting “a singlpixel of color in anyongitudinal line of tuftigy” and, therefore, are
incapable of the pinpoint accuracy of single-needle-bar machines. (Doc. 454-12, at 67—69.)
Viewing the evidence in a light most favorabléeliugftco, a reasonable jugould find that using
two needle bars is not substantially equivatenising one based upon these differences. As
such, the Court WilGRANT CMC summary judgment of infigement of Claim 8 of the ‘505
Patent by the single-needle-bar AccuseatiBcts of Claim 8 of the ‘505 Patent, IENY
summary judgment of infringement bdye double-needle-bar Accused Products.

Turning to Claims 10 and 12 of the ‘505t&at, which are depelent on Claim 8, CMC
also submits Berger’s report support of its motion for summary judgment of Claims 10 and 12.
Tuftco’s only response revolves around its argunasrib Claim 8, which the Court has rejected.
Because CMC bears the burden at trial, however, CMC must nmakeafacieshowing of
infringement to be entitled to summary judgmeWtarner-Lambert418 F.3d at 1341 (citing

Liberty Lobby 477 U.S. at 252}, & W, Inc. v. Shertech, Inc471 F.3d 1311, 1318 (Fed. Cir.
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2006). Berger's report conducts an element-leyreint infringement analysis on Claims 10 and
12. (Doc. 454-9, at 83-90.) The repaet(s] forth thedctual foundation for his infringement
opinion in sufficient detail for the court to be cantthat features of the accused product would
support a finding of infringement . . . Ihtellectual Sci.589 F.3d at 1183. Specifically, to show
that the Accused Products use yarn-feed cbtareither pull unwanted tufts very low or
completely out of the backinge., backrobbed, as required by Claim 10, Berger provided: (1)
testimony from Tuftco’s Director of Marketing,e8tn Martin, confirming that Tuftco machines
use yarn-feed control to backrobwemted tufts very low or out @dhe backing; (2) excerpts from
Tuftco’s user manuals that instruct users tieefUnsew” or “No Sew” rates for yarns that are
not supposed to appear in the face of thieepg and (3) photographs and videos from
inspections of the Inspected Mawds showing that colors natgposed to be shown in the face
of the carpet are backrobbed. (Doc. 454-83a#85.) Regarding Claim 12, which requires a
1/10th gauge tufting machine aadlesired stitch rate of apprmately ten stitches per inch,
Berger provided: (1) e-mails from Tuftco empeg instructing customers to use a desired stitch
rate (or “surface density”) of ten on a 1/10tluga machine; (2) photographs of Colortuft/iTuft ¢
samples made on a 1/10th gauge machine and hawvlegired stitch ratef approximately ten;
and (3) a summary of his inspen of a 1/10th gauge machine at Shaw Industries, where he
made a four-color pattern witin effective stitch rate dérty stitches per inch.Id. at 85-90.)
Given that Claims 10 and 12 are dependertiamm 8 of the ‘505 Patent, however, they
are also explicitly limited to one needle bar.eT®ourt has already deterraththat there exists a
genuine issue of matatifact as to whether double-needi@ machines infringe Claim 8.
Accordingly, the Court wilGRANT CMC summary judgment afifringement by the single-

needle-bar Accused Products on @Igil0 and 12 of the ‘505 Patent d&pENY summary
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judgment of infringement as to the double-rledshr Accused Products. Given that Claim 12
applies only to 1/10th gauge tufting machirtés, Court limits summary judgment on Claim 12
to the Accused Products that are &ngeedle-bar 1/10th gauge machipres.
ii. Claim 28 of the ‘703 Patent

Next, CMC moves for summary judgment tkta¢ Accused Products operate to infringe
Claim 28 of the ‘703 Patent and submits SteBerger’s expert report in support. Tuftco
responds only that, “[b]ecause Claim 28 of ‘#&3 [Patent] is dependent upon Claim 1,” CMC
should be denied summary judgment for the remstated in connection with Claim 1. (Doc.
452, at 15 n.3.) A dependent claim is one thahtam[s] a reference to a claim previously set
forth and then specifies] a further limitationtbe subject matter claimed.” 35 U.S.C. § 112(d).
Claim 28 does not contain a reference to Claiand, therefore, is hdependent on Claim 1.
Accordingly, Tuftco has failed to respond@»C’s motion for summary judgment as to Claim
28. Because CMC bears the burden at trial, however, it must npaikeaafacieshowing of
infringement. Warner-Lambert418 F.3d at 1341; & W, Inc, 471 F.3d at 1318. Berger’s
report conducts an element-by-element infringeinamalysis on Clair@8. (Doc. 454-9, at 96—
105.) Specifically, to prove the Accused Productsateewith “an increased effective stitch rate
that is at least two times a prescribed strale based upon a gauge of the tufting machine”
while “form[ing] the patterned &cle with an appearance ofdreased density,” as required by

Claim 28, Berger provides photographs and detaitsoinspections of the Inspected Machines.

°> To protect certain third-parinformation and because atiigy of those products is not
essential to the public’s undensting of this summary judgmeatder, the Court will not list
those machines hereSdeDoc. 381);see also Flexsys Am. LP v. Kumho Tire U.S.A., M.
5:05cv156, 2010 WL 2813423, at *3 (E.D. Ohio Ju$; 2010) (revising a summary judgment
ruling to make indirect refenees to proprietary informain where public’s interest in
information “is limited inasmuch as it is notaessary for an understandiof the Court’s ruling
on summary judgment”).
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For example, the Accused Product at Signatufé10th gauge machine, tufted a six-color
pattern at an effective stitchteaof seventy-two stitches percimand a desired stitch rate of
twelve. (d. at 98.) Additionally, Bergeprovides Tuftco user manudlgat instructustomers to
input an effective stitch rate based on the ddsstiéch rate, multipliedby the number of colors
in the pattern, as well @amples made by Tuftco that follow this metholdl. &t 104—05.)
Therefore, the Court firmdthat Berger’s reportseét[s] forth the factual foundation for his
infringement opinion in sufficierdetail for the court to be carh that features of the accused
product would support a finding offringement . . . .”Intellectual Sci.589 F.3d at 1183.

However, Claim 28 contemplates that the priesct or desired stitch rate be “based upon
a gauge of the tufting machineli connection with its analysef Claim 1 of the ‘703 Patent,
the Court has already noted thagrin exists a genuine issue of material fact with regard to the
Lexmark and J&J MachinesSee suprdart 111(d)(iii)(3). Specifcally, the 1/10th gauge single-
needle-bar Lexmark Machine tufted a pattern \&ittesired stitch rate of seven. (Doc. 454-9, at
60.) The 1/12th composite gauge double-needlgl&dmMachine tufted pattern with a desired
stitch rate of approximatel§.66 stitches per inchld() A reasonable jury could find that these
desired stitch rates are not “bdsupon a gauge of the tuftintgachine” as required by Claim 28.

Accordingly, the Court wilDENY summary judgment that the Lexmark and J&J
Machines operate to infringe &@in 28 of the ‘703 Patent, and WelRANT CMC summary
judgment that the Inspected Machines at Signa&imaw, and Tuftco operate to infringe Claim
28.

iii. Claims 21 and 27 of the ‘989 Patent
Next, CMC moves for summary judgment tkizé Accused Products operate to infringe

Claims 21 and 27 of the ‘989 Patent. Qttean its double-needlgar argument, semipraPart
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I1(d)(iii)(2), Tuftco does not repond. Still, CMC must makepgima facieshowing of
infringement to be entitled to summary judgmeWtarner-Lambert418 F.3d at 1341, & W,
Inc., 471 F.3d at 1318.

The Court finds that, based on element-by-element analysis submitted in Berger’s report
(Doc. 454-9, at 107-08, 111-12), CMC has establighscentitled to summary judgment that
the Accused Products infringe Claims 21 and 27 of the ‘989 P&a@esetintellectual S¢i589
F.3d at 1183. Specifically, to show the AccuBedducts control the yarn feed to retain a
desired yarn tuft in the face of the pattern, gsiired by Claim 21, and sthh multiple stitches at
selected stitch locations, as required by ClaimmB&fger provides: (1) an e-mail from Steve
Martin, Tuftco’s Director of Marketing, statingahone out of the fowolors in a pattern is
“tufted into the carpet face whilst the other colars hidden (burden) beneath the surface or may
be pulled all the way out of the primary bauki dependent upon the programmed yarn feed
rates” (Doc. 454-9, at 50); and (2) depositioniteshy from Martin confirming that this e-mail
accurately describes the Colotfiffuft c method (Doc. 454-11, @02-05). Berger also noted
that the videos of the Inspected Machines conthis fact. (Doc. 454-9, at 108.) The same e-
mail and deposition testimony from Martin shthvat, as required by Claims 21 and 27, the
effective stitch rate is determined by multiplgithe desired stitch rate by approximately the
number of colors: “To make érsurface density nearly 1/10thuge . . . , the stitch rate is
compressed in conjunctionitv the # of colors:E.g.4-color Colortuft[;] Thread-up A-B-C-D[;]
Shifting 4 over x 4 back(;] Stitch rate is programmed as about 40 [stitches per inch] ld. at’ (
50.) Additionally, the samples provided by Taaff made with both single- and double-needle

bar-machines, present this etige stitch rate formula. lqd. at 88—90.)Accordingly, the Court
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will GRANT CMC summary judgment affringement of Claims 21 and 27 of the Accused
Products.
b. Induced Infringement

Induced infringement is governed under 35 U.S.C. § 271(b), which provides that
“[w]hoever actively induces infringemeof a patent shall be liabés an infringer.” To prevall
on an inducement claim, “the patentee masirsdirect infringement, and that the alleged
infringer knowingly induced infringement andgsessed specific intetat encourage another's
infringement.” Toshiba Corp. v. Imation Corp681 F.3d 1358, 1363 (Fed. Cir. 2012) (internal
quotation marks omitted). Therefore, liability induced infringement may arise only where
there is direct infringment by a third partyld. at 1364;Limelight Networks, Inc. v. Akamai
Techs., Inc.134 S. Ct. 2111, 2117 (2014). “To satisfg thirect infringement requirement, the
patentee must either point to specific instarafedirect infringement or show that the accused
device necessarily infringes the patent in sultdshiba 681 F.3d at 1364. If an accused
product can be used in a non-infringing mantiex,product does not necessarily infringe the
method claim.ACCO Brands, Inc. v. ABA Locks Mfr. C601 F.3d 1307, 1313 (Fed. Cir.
2007).

CMC moves for summary judgment that Taafthas indirectly infringed the method
claims by inducing its customers to directljringe them. In support, CMC provides evidence
that: (1) “[tjhe Accused PBducts were specifically caglred to run the infringing
Colortuft/iTuft c method”; (2) “Tiftco actually developed ‘Colotftusoftware’ for its machines
to facilitate the process of using the infringimethod”; (3) “Tuftco trained customers regarding
how to run the infringing Colortuft/iTuft c nleod”; (4) “Tuftco created user’'s manuals that

provided detailed instructions for using the imfing Colortuft/iTuft c method”; and (5) “Tuftco
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sent numerous other documents to customessritheng how the infringing Colortuft/iTuft ¢
method works.” (Doc. 442, at 33.)

CMC fails to show there is no issue of matefaait as to whether the patent was directly
infringed by Tuftco’s customers. First, CMIDes not assert thateti\ccused Products cannot
be used in a non-infringing manner, precludinignding that the Accused Products necessarily
infringe. Id. Second, CMC does not “point to specifistances of direct infringement” by
customers.Toshibg 681 F.3d at 1364. Instead, CMC sitanly circumstantial evidence
indicating that Tuftco’s customeligely infringed. For example, although Tuftco’s user manuals
instructed its customers to use the Accuseddtsdn an infringing manner, those manuals do
not provide direct evidence thiéose customers did in fact use the Accused Products in an
infringing manner. As noted by CMC, infigement by third parties may be proved by
circumstantial evidence at triabee id.None of the cases cited by CMC, however, stands for
the proposition that summary judgmeniraduced infringement may be granted on
circumstantial evidence alon&ee idat 1366 (vacating summary judgnt of non-infringement
where the alleged infringer designed andrirded customers to use the products in an
infringing way);Lucent Techs580 F.3d at 1317-19 (finding thetbstantial evience supported
jury’s finding of direct infrngement where expert performgt@ps of the method claim on the
accused products and accused infringer desigmedhatructed customers to use the products in
an infringing way)Moleculon Res. Corp. v. CBS, In¢93 F.2d 1261, 1272 (Fed. Cir. 1986)
(upholding a trial court’s fiding of fact after a behdrial law that patentee had met its burden of
showing § 271(b) infringement with circumstiahevidence of extesive product sales and
distributed instructions teaching the methadyogated on other grounds by Egyptian Goddess,

Inc. v. Swisa, In¢543 F.3d 665 (Fed. Cir. 2008) (en bargrkervision, Inc. v. Qualcomm Inc.
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27 F. Supp. 3d 1266, 1279-80 (M.D. Fla. 2014) (denglleged infringer's argument that it is
entitled to judgment as a matter of law wdpatentee proved its case with representative
products)rev'd on other ground$21 F. App’x 1009 (Fed. Cir. 2015).

Moreover, Tuftco provides evidence that esig material question of fact as to
infringement of at least six of the Accused Products. A representative from a Tuftco customer
testified in a deposition that the company only useel of the seven machines it purchased from
Tuftco to make “Colortuft carpet.” (Doc. 435,H36.) Based on this evidence, a reasonably jury
could conclude that this customer neveedily infringed with the other six machines.
Accordingly, the Court WilDENY CMC summary judgment ohduced infringement of the
method claims.

5. Damages

Tuftco seeks summary judgment on the follogvdamages issues: (1) whether CMC is
entitled to lost profitselated to Tuftco’s double-needle-bar machine sales; (2) whether CMC is
entitled to damages for infringement of the ‘703cRarelated to foreigeales; (3) whether CMC
is entitled to damages for infringement of the “F8ent related to sales Tuftco made before the
‘703 Patent issued; and (4) whether CMC’s damages for induttedygment, if any, must be
restricted if CMC fails to establishrdct infringement for any given sale.

i. Lost Profits on Tuftco’s Double-Needle-Bar Machine Sales

First, Tuftco moves for sumany judgment that CMC is nemntitled to lost-profits
damages on the double-needle-bar Accused Pi®darguing that CM@annot establish the
requisite “but for” causatioto obtain lost profits. The availdiby of lost profitsis a question of
law. Siemens Med. Sols. USA, Inc. vn&&obain Ceramics & Plastics, In637 F.3d 1269,

1287 (Fed. Cir. 2011). “To recoviast profits a patentee mustawv that ‘but for’ infringement
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it reasonably would have made the additional profits enjoyed by the infringlectdo Chem.,
Inc. v. Lextron, In¢.318 F.3d 1119, 1122 (Fed. Cir. 2003). There are multiple methods by
which a patentee may show “but for” causatitth. One of which is th@anduitmethod,
whereby “the patent owner must prove (1) a desifar the patented prodt) (2) an absence of
acceptable noninfringing substitutes, (3) thenafacturing and marketing capability to exploit
the demand, and (4) the amount of profé fatent owner would have mad&iemens637
F.3d at 1287 (internal quotation marks omittege also Panduit Corp. v. Stahlin Bros. Fibre
Works, Inc.575 F.2d 1152, 1156 (6th Cir. 1978). A showing uritBerduitestablishes a
patentee’prima faciecase of “but for” causatiorRite-Hite Corp. v. Kelley Cp56 F.3d 1538,
1545 (Fed. Cir. 1995). “The burden then shiftthinfringer to show that the inference is
unreasonable for some or all of the lost saldg.”

CMC makes grima faciecase of “but for” causation iits expert report of David A.
Kennedy. (Doc. 435, at 44—66.) With regard to the Restduitfactor, “demand for the
patented product” contemplatest only products covered by thesarted patent, balso similar
products that are in direct competitioAresidio Components, Inc. v. Am. Tech. Ceramics Corp.
702 F.3d 1351, 1360 (Fed. Cir. 2012). Additionallydasand for the patented and infringing
products are interchangeable, “evidence of s#léise infringing product may suffice to show
Panduits first factor.” BIC Leisure Prods., Inc. v. Windsurfing Int’l, Ind. F.3d 1214, 1218
(Fed. Cir. 1993). The Court has already deteeah that the singleand double-needle-bar
Accused Products infringe Claims 21 and 27 ef'8#89 Patent and that at least some Accused
Products infringe Claims 1 and 28 of the ‘703 Pat&#e suprdarts I11(d)(iii)(3),

HI(d)(iii)(4)(ii)— (iii). Accordingly, those Accused Produetse covered by the Asserted Patents.

As for Claims 8, 10, and 12 of the ‘505 RateCMC has submitted evidence that the double-
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needle-bar Accused Products are sufficientlyilsir to the single-nedetbar Accused Products
to be in direct competitionPresidig 702 F.3d at 1360. For example, Jeff Smith, a Tuftco
employee, testified that doubteedle-bar Accused Products tise same “Colortuft technique”
as the single-needle-bar Accused Productac(B54-12, at 124.) As such, demand under the
first Panduitfactor includes demand for double-nkeedar machines. Kennedy outlines the
sales of not only ColorPoint machines, but als®infringing Accused Products in his report
(Doc. 435, at 45-50), satisfyirige first factor undelPanduit

The secondPanduitfactor requires demonstrating absence of acceptable noninfringing
substitutes. “[I]f purchasers are motivated tochase because of pariiar features available
only from the patented productgaucts without such features-vem if otherwise competing in
the marketplace—would not be acceptable noninfringing substitus¢aridard Havens Prods.,
Inc. v. Gencor Indus., Inc953 F.2d 1360, 1373 (Fed. Cir. 1991). Kennedy’s report outlines the
differences between the infringing Accused Products and non-infringing alternative substitute
products, namely Tuftco’s Colortron and Colorteachines. (Doc. 435, at 60—63.) Specifically,
Kennedy provides evidence that: (1) Colortron nraehare more expensive to operate and are
typically limited to making “higrend/price oriental style rugsd similar specialty tufted
fabrics” (d. at 61); (2) Colortec machines are onlyabale of tufting cutile carpets, cannot
create patterns with single-pixel preoisj and have gauge limitations, unlike the Accused
Productsi@d. at 62); and (3) Tuftco has had moress in selling the Accused Products than
the Colortron and Colortec machingés @t 60-61, 63). As suc&MC has provided sufficient
evidence of a lack of accible noninfringing substitutes.

The third factor requires a show of manufacturing and maging capability to exploit

demand. Kennedy provides a detailed analys@@MC’s production levs, facilities, and
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manufacturing processes duritig infringement period.ld. at 52—60.) Based on this analysis,
he concludes that CMC had the capability tadpicee and sell enough tufting machines to replace
Tuftco’s sales of the Accused Productkl.)( Tuftco does not dispute CMC'’s production
capabilities. Instead, Tuftco argues that CMC fails the ®anaduitfactor because CMC did not
offer any double-needle-bar machines that pradttbe ColorPoint method during the relevant
time period. (Doc. 450, at 39-42; Doc. 453, at 748.3upport, Tuftceites a May 2015 e-mail
from a customer claiming he contacted CiviG@he hopes of converting his company’s double-
needle-bar machine to ColorPoint, “and tregiswer was they would not do Color Point on a
graphics or stagger type neebr at this time or in the nefuture.” (Doc. 435, at 170.)
According to Tuftco, because CMC did nowvadhe capability to exploit demand for double-
needle-bar machines, CMC is not entitledost-profit damages on the double-needle-bar
Accused Products. Tuftco relies primarily orotivederal Circuit casesrfds proposition that a
patentee cannot obtain lost-pt® damages on a producistnot selling itself:Poly-America,
L.P. v. GSE Lining Technology, In833 F.3d 1303 (Fed. Cir. 2004), antchsler v. Macke
International Trade, In¢.486 F.3d 1286 (Fed. Cir. 2007).

Tuftco mischaracterizes #eral Circuit precedent?oly-AmericaandWechsler
recognized the general rule that “if the patemeeot selling a produchy definition there can
be no lost profits.”"Wechsler 486 F.3d at 1293oly-America 383 F.3d at 131Kkee alsdRite-
Hite, 56 F.3d at 1548. However, where a patentes gglbwn patented products, this rule does
not apply. Rite-Hite 56 F.3d at 1548 (finding that the genetde did not apply because “Rite-
Hite did sell its own patented products”). Roly-Americathe patent owner attempted to claim
lost profits of products sold by its sisterporation and licensee. 383 F.3d at 1310-11. The

court concluded that lost profits were unavaildi#eause the patent owner itself did not sell any
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patented products—all sales were made dgigter corporatiorg separate entityld. Similarly,

in Wechslerit was undisputed that the patentee didpmotuce or sell any pduct until after the
period of infringement ended. 486 F.3d at 1298ftco does not dispute that CMC sold single-
needle-bar machines during tleéevant infringement period. Accordingly, because CMC sold
its own patented productBply-AmericaandWechslerare inapposite.

Moreover, Tuftco mischaracterizes the tfanduitfactor. CMC is not required to
show it can meet demand for the allegedlyimgfing product; instead, CMC must establish its
capability to exploit demand for the patented prod&éemens637 F.3d at 1287. Moreover, the
Court has already noted that “demand for themqad product” contemplates not only products
covered by the asserted patgmtut also similar producis direct competition.Presidig 702
F.3d at 1360. In other words, demand urfemduitis not confined to one specific product. In
connection with its aalysis of the firsPanduitfactor, the Court hasralady concluded that the
double-needle-bar Accused Produsither: (1) infringe th&evered Claims; or (2) are
sufficiently similar to the patented producte in direct competition. In any case, CMC
presents evidence that it did in fact offer GBloint double-needle-bar machines for sale during
the relevant time period. For example, one/NM@16 invoice to a customer from CMC itemizes
a double-needle-bar tufting machine—a 1/12tmgosite gauge with two 1/6th gauge needle
bars—“with ColorPoint capability (Doc. 435, at 5.) Accordgly, the Court finds that CMC
has satisfied the thirdanduitfactor.

Finally, under the fourth fact, CMC must establish the aomt of profit it would have
made but for the infringing producT.uftco does not dispute the fouanduitfactor in its
summary judgment motion.SéeDoc. 450, at 39-42.) In his expeeport, Kennedy calculates

CMC'’s lost profits based on the number and amobiiuftco’s infringing sales, compared with
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CMC'’s reported profitabilityevels. (Doc. 435, at 63—66Accordingly, CMC has provided
evidence of lost profits sufficient to satisfy the fouPdinduitfactor.

For the foregoing reasons, CMC lesdablished arima faciecase of “but for”
causatiort® Rite-Hite 56 F.3d at 1545. The actual amount of CMC'’s lost-profit damages is a
guestion of fact which will be reseed for the jury at trial Minco, Inc. v. Combustion Eng’g,
Inc., 95 F.3d 1109, 1118 (Fed. Cir. 1996). The Court will, there@EY Tuftco summary
judgment limiting CMC'’s lost-profits damages on the double-needle-bar Accused Products.

ii. Foreign Sales

Next, Tuftco moves for sumamny judgment excluding dargas from Tuftco’s foreign
sales of Accused Products in the event CM@&narded damages for infringement of the ‘703
Patent. Under 35 U.S.C. 8§ 2@)(“whoever without authoritynakesuses, offers to sell, or sells
any patented invention within thénited States . . . infringesdtpatent.” (Emphasis added).
Assuming the jury finds that the Accused Produdisnge, Tuftco’s activities in the United
Statesj.e., making the Accused Products, woblel sufficient to support a finding of
infringement and consequently an award of damages.

Tuftco argues that a recent Federal Circuit cBegjer Integrations, Inc. v. Fairchild
Semiconductor International, Inccompels a different result. 711 F.3d 1348 (Fed. Cir. 2013).

In Power Integrationsthe Federal Circuit regted a patentee’s argument that they were entitled

56 Moreover, CMC may also establish “but f@dusation by the “two-supplier market” test.
Micro Chem, 318 F.3d at 1122. Under this test, CMCstrdemonstrate: “1) the relevant
market contains only two suppliers, 2) its omanufacturing and marketing capability to make
the sales that were divertedtb® infringer, and 3) the amount rfofit it would have made from
these diverted salesld. at 1124. CMC presented evidertbat the carpet-tufting-machine
market is a two-supplier market. For examplerk Gallagher, Tuftco’s expert, noted that
CMC'’s market share of the “tiihg machine manufacturing industrig’ estimated at 65%, while
Tuftco’s market share is estated at 30%, for a combinedabof 95%. (Doc. 441, at 64.)
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to compensation for the accused infringer’s iigmesales, based on the presumption against
extraterritorial reach of U.S. patent lavd. at 1370-72.Power Integrationshowever, is
distinguishable from the case at hand. Thetieaccused infringer’s actions within the United
States included, at most, “direct sales or offersell infringing parten the United States, the
manufacturing of infringing paris the United States and offes sale from the United States
that result in actual sales abroad . . PGwer Integrations589 F. Supp. 2d 505, 509 (D. Del.
2008),vacated on other groundg11 F.3d 1348 (Fed. Cir. 2013). téf trial, the district court
found that the jury had “clearlgdopted” the measure of dages provided by the patentee’s
damages expert, who admitted on cross-examination “that he did not quantify an amount of
damages based on any offer for sale by [the all@gfeinger] in the United States.” 711 F.3d at
1372. Accordingly, the district court determirtedt the jury’s damages award was based not on
the accused infringer's domestic activities,, the offers for sale, but instead on their worldwide
sales, and granted remittituid. at 1370-71.

On appeal, the patentee argued that iti@sseeable” that the accused infringer’'s
activities in the United States would cause themae to lose foreigmarket sales and that,
therefore, it was entitled to “fulompensation” for those damagéd. at 1370. The Federal
Circuit rejected this argumentd. at 1372.The court noted that U.S. patent laws “do not
provide compensation for a defendarfibreign exploitation of a ganted invention, which is not
infringement at all,” and that “[e]ven in@ict infringement, which can encompass conduct
occurring elsewhere, requires underlying dita@tingement in tle United States.’ld. at 1371
(internal citation omitted). Accordingly, tliower Integrationgourt agreed with the district
court’s determination that a damagegard based on non-infringing activitye(, foreign sales)

is contrary to law.ld. at 1372. The obvious impation is that, if thd>ower Integrations
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damages award had been based on the accused infringer’s domestic activities, such as its
manufacture or offers for saile the United States, it woulthve been upheld. And, here,
assuming the jury finds infringement of the '7@&tent and awards damages, Tuftco’s domestic
manufacture of the Accused Products would tirte infringement under § 271(a), even if
Tuftco ultimately sold those prodiscoutside the United States.

Federal Circuit precedéebefore and aftelPower Integrationsupports this conclusion.
For example, the Federal CircuitRailroad Dynamics, Inc. v. A. Stuki Gapproved a damages
award that included royalties for foreigriesaof accused products. 727 F.2d 1506, 1519 (Fed.
Cir. 1984). The court reasonedttijw]hen [the accused infringemade the [accused products]
in this country, it infringed [thelaim at issue]. Whether th@$accused products] where sold in
the U.S. or elsewhere is therefore irrelevant . .Id.; see also Goulds’ Mfg. Co. v. CowjriP5
U.S. 253, 254-58 (1881) (calculating lost profitgidude infringing produts sold in Canada
but manufactured in the United Statd3pwagiac Mfg. Co. v. Minn. Moline Plow C@35 U.S.
641, 650 (1915) (distinguishingoulds’on the basis that “while [the accused products] were
made in the United States, theyres@ot made by the defendant®B)ypwn v. Duchesné0 U.S.
183, 196 (1856) (“If [the accused product soldest] hrad been manufactured on [a ship’s] deck
while she was lying in the port of Boston [the defendant] would undoubtedly have trespassed
upon the rights of the plaintiff, and would haween justly answerable for the profit and
advantage he thereby obtained.”).

In WesternGeco L.L.C. v. ION Geophysical Cpdecided aftePower Integrationsthe
Federal Circuit noted that Suprer@ourt case law suggests “thabfs for foreign sales of the
patented items themselves are recoverable Wieeitems in question were manufactured in the

United States and sold to foreign buyerdhsy U.S. manufacturer.” 791 F.3d 1340, 1352 (Fed.
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Cir. 2015) (citingGoulds) 105 U.S. at 254)owagiac 235 U.S. at 642—-4%uchesne60 U.S.
at 196),vacated on other ground$36 S. Ct. 2486 (2018J. Next, inCarnegie Mellon
University v. Marvell Technology Group, Ltthe Federal Circuit comered a damages award
that rested in part on foreign sales of semductor chips that were manufactured, sold, and
used abroad. 807 F.3d 1283, 1305 (Fed. Cir. 2015). The court noted that in enacting § 271(a),
Congress intended to reach “makingusingor selling in the United States importing into the
United States, even if one or moretlodse activities also occur abroadd. at 1306. It then
concluded that “[w]here a physical producb&ing employed to measure damages for the
infringing use of patented methqds . territoriality is satisfié when and only when any one of
those domestic actions for that uratd, sale) is proved to be preseewen if others of the listed
activities for that unit€.g, making, using) take place abroadd. Accordingly, the Federal
Circuit “[saw] no extratgitoriality bar to includng with the royalty basthose chips which were
imported into the United States for use in thetéthStates” and affirmed the judgment insofar
as it rested on imported chipkl. at 1308. It went on to noteatthe jury was properly “told
that it ‘may consider’ any sales that resulted fitbim [domestic] infringing use in order to value
that use,” but that the instruction lacked a regfuent that the jury “find a domestic location of
sale as to those chips not made or usedr imported into, the United Statedd. at 1310.
ThoughCarnegieconcerned method claims, the principleo applies to machine claims.
With § 271(a), Congress intended to reach “makingsingor selling in the United States . . . .”
Id. at 1306. Case law does not suppcetphoposition that Tuftco must ma&edsell the

Accused Products in the Uniteda&is to be liable for infringement damages. Accordingly, the

5" TheWesternGecaourt, however, found that precedent inapplicable to the facts therein. 791
F.3d at 1352.
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Court will DENY Tuftco summary judgment excludingrdages for infringement of the ‘703
Patent related to foreignlsa from any damages award.
iii. Pre-lssuance Damages

Next, Tuftco moves for sumany judgment excluding dargas for sales that occurred
prior to the issuance of thé03 Patent in the event CMC is awarded damages. Generally, a
patent does not have retroaetieffect, and damages are avagatly for infringement “during
the term of the patent.” 35 U.S.C. § 271(&)nder 35 U.S.C. § 154, however, a patentee may
recover reasonable royalties from anyone wifianiges the patent “beginning on the date of
publication of the application for such patent .”. § 154(d)(1). This provisional right only
applies when “the invention as claimed in the phi® substantially identical to the invention as
claimed in the published patengmdication.” § 154(d)(2). Wther the patent and published
application are substantially identical is a quastf law and requires a comparison of the scope
of the claims in light of the issued clalanguage, prosecution history, and prior dwitram
Corp. v. NEC Corp.163 F.3d 1342, 1346-47 (Fed. Cir. 1998). “[I]n determining whether
substantive changes have been made, we must discern whetwopéef the claims are
identical, not merely whether different words are usdd.’at 1346. Where an amendment
narrows a claim in order to distinguishqorart, the change is substantive. at 1348;Bloom
Eng’g Co. v. N. Am. Mfg. Col29 F.3d 1247, 1251 (Fed. Cir. 1997).

Considering Claim 1 of the ‘703 Patent in light of the prosecution history, the Court finds

that the application language was amendedstingjuish the patented machine from priorPart.

8 Though Tuftco requests a limitation on damages dftaged infringement of the ‘703 Patent,”
it fails to provide any argument relatedib@ prosecution history of Claims 28 and 2SedDoc.
450, at 29-34, 44.) As such, the Court will limitatsalysis and conclusions to Claim 1 of the
‘703 Patent.

96



The claim language in ¢hMarch 2012 applicatiéh(“the ‘703 Application”) provided that tufts
of yarn are formed in the backing matefta an increased effective stitch rafiethe prescribed
stitch rate of the patterned tufted article muiigh by a number of different color yarns of the
pattern to maintain a density of the patteraddtles.” (Doc. 292, at 165 (emphasis in
original).) The PTO Office Action noted that:

The use of the term “of” between effectisttch rate and the prescribed stitch rate

renders the claim indefinite bause it is unclear if theffective stitch rate “is a

portion of” or “equivalent” to the pregbed stitch rate multiplied by the number

of colored yarns.

(Id.) Because the effective-stitch-rate calcwlatin Claim 1 of the ‘703 Application was
indefinite, it “contain[ed] no frther limiting structure.” Ifd. at 167.) The PTO concluded that
the Burgess et al. Patent (UFatent 5,566,630) (the “Burgesgdtd”) in combination with
another reference rendered Claim 1 of the ‘ZPBlication obvious, because the Burgess Patent
“discloses all the structure as claimed” disdconsidered fully capable of providing” the
effective stitch rate as writtenld( at 167—-68.)

Comparatively, Claim 1 of the ‘703 Patenbyides that the effective stitch rate “is
determined by increasing a prescribed stitch rate of the patterned tufted article that is based on
the gauge of the tufting machine by a seleet@dunt . . . .” (Doc. 292-1, at 67, col. 9:46-49
(emphasis added).) The amended language sriekiective stitch rate” equivalent to the
prescribed stitch rate multiplied by the number of yarns, narrows the claim, and distinguishes the

Burgess Patent. Accordingly, the inventasiclaimed in the ‘703 Application is not

substantially identical to tha@vention as claimed in the ‘7@atent, and CMC does not retain

9 At the summary judgment agng on July 14, 2017, the parti@greed that the relevant
application to pre-issuance damages on Claimtheof703 Patent is the application filed in
March 2012. (Doc. 474, at 74-78.)
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provisional rights asing out of Claim 1. The Court wilbRANT Tuftco summary judgment
that pre-issuance damages on Claim 1 ef 783 Patent are noécoverable.

The Court notes, however, that Tuftco hasprowvided any argument as to pre-issuance
damages of the other Severed Claims, and, therefore, summary judgment is limited to the extent
pre-issuance damages arise from Claim 1 of the ‘703 P&ewetinnovention Toys, LLC v. MGA
Entm’t, Inc, 611 F. App’x 693, 700 (Fed. Cir. 201%gcated on other ground$36 S. Ct. 2483
(2016).

iv. Damages for Induced Infringement

Next, Tuftco seeks summary judgment limiting CMC’s damages for induced
infringement, if any, to Accused Products ¥arich CMC can establish direct infringement by
the customer. The grounds for Tuftco’s motionwarelear. To the extent that Tuftco seeks to
restrict a summary judgment grant of damages Court has already determined that summary
judgment of induced infringement should be denikdhis is the case, Tuftco’s motion will be
DENIED AS MOOT . If, however, Tuftco seeks to limit CMC’s damages related to machines
for which CMC has proven a direlationship between a saledaan infringing act, the Federal
Circuit has repeatedly held that a patentee migyorecircumstantial eviehce at trial to prove
inducement.See, e.g.Toshiba 681 F.3d at 1364;ucent Techs580 F.3d at 1317-19ge also
Chiuminatta Concrete Conceptag. v. Cardinal Indus., Inc1 F. App’x 879, 884 (Fed. Cir.
2001) (noting that the patentsenot “required to demonsiie a one-to-one correspondence
between units sold and directly infringing cuseosl). Tuftco also argues that, because the
Accused Products are capablesobstantial non-infringing uses, @Ms not entitled to a finding
of indirect infringement. The ca<ited by Tuftco, however, statesdictathat it agrees with

district courts who have conaed that even if an accused aevis capable of substantial non-
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infringing use, liability may be established un8e271(b) if “active steps are taken to encourage
direct infringement.”Dynacore Holdings Corp. v. U.S. Philips Cqrp63 F.3d 1263, 1276 n.6
(Fed. Cir. 2004). Here, CMC gvides evidence that: (1) Tuftt@ined customers how to use
the infringing Colortuft/iTuft c methodsée, e.g.Doc. 454-11, at 148); and (2) Tuftco’s user
manuals instructed customers how te tiee infringing Colortuft/iTuft c methodée, e.g.Doc.
454-4, at 18). As such, the Court BIENY Tuftco’s motion for summary judgment to the
extent it seeks to limit CMC’s damages for induced infringement at trial.

6. Inequitable Conduct

CMC moves for summary judgment on Tuftcaffirmative defense and counterclaim
that the Asserted Patents are unenforceable duedaitable conductA successful claim of
inequitable conduct “renders thetiem patent unenforceableTherasense, Inc. v. Becton,
Dickinson & Co, 649 F.3d 1276, 1288 (Fed. Cir. 2011). To prevail, an accused infringer must
prove by clear and convincing evidence that thtergaapplicant: (1) “misrepresented or omitted
material information” (2) “with the sific intent to deceive the PTOId. at 1287. Given the
consequences of a low burden to prove inefletaonduct, among them “increased adjudication
cost and complexity, reduced likelihood of settlement, burdemds; strained PTO resources,
increased PTO backlog, and impaired patent qyatitg Federal Circuit has recently raised the
burden for both prongdd. at 1290. Materiality is gendhaestablished by “but-for
materiality”—in other words, “the court mudétermine whether the PTO would have allowed
the claim if it had been awaoé the undisclosed referenceld. at 1291. As for intent, the
Federal Circuit has stressed that negligenaen gross negligence is not sufficield. at
1290. Instead, an accused infringer must “pioyelear and convincing evidence that the

applicant knew of the referendeew that it was material, dmade a deliberate decision to
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withhold it.” 1d. Though intent may be inferred from airastantial evidencéto meet the clear

and convincing evidence standathe specific intent to desg must be the single most

reasonable inference able to be drawn from the evidemde(internal quotation marks

omitted). “[W]hen there are multiple reasonable inferences that may be drawn, intent to deceive
cannot be found.d. at 1290-91.

Tuftco alleges that the Asserted Patemesunenforceable due to CMC'’s inequitable
conduct in three respects. First, Tuftco asseM€ diverted the PTO’stegention from two prior
art references—U.S. Patent Nos. 6,244,208&502,521 (together “Morgante 203/521"), and
U.S. Patent No. 7,426,895 (“Smith 895”")—by burying them among a large number of references.
(Doc. 128, at 10-14.) Second, Tuftco asserts CM@aperly failed to disclose U.S. Patent No.
5,392,723 (“Kaju 723") and the operation of miaels covered by Kaju 723, specifically
Colortec tufting machines.Id.) Finally, Tuftco argues—for the first time in its response to
CMC’s motion for summary judgment—that CMC’sdiosure of a “longputdated version of a
NedGraphics manual” establishesqo#able conduct. (Doc. 452, at 41.)

Tuftco’s first argument that CMC delibeedyt buried the Morgante 203/521 and Smith
895 references fails. It is well established tf@ln applicant cannot be guilty of inequitable
conduct if the reference was dt&o the examiner . . . .Fiskars, Inc. v. Hunt Mfg. Cp221 F.3d
1318, 1327 (Fed. Cir. 2000). CMC cited both refiees during prosecution (Doc. 29-1, at 6-7)
and, accordingly, cannot be guiltyiaequitable conduct on this basis.

Tuftco’s argument regarding Kaju 723 failsveall. Tuftco presents evidence that: (1)
CMC did not disclose Kaju 723; (2) that dssure of Kaju 723 wamaterial given the
similarities between the patents; and (3) thatafritbe named inventord the Asserted Patents

worked at Cobble, the company that obtainedkhju 723 Patent, and therefore knew or should
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have known about the referenq®oc. 452, at 41.) Even viewirnbis evidence in the light most
favorable to Tuftco, it has failed to presergasl and convincing evidea to allow a reasonable
jury to conclude that the Asserted Rageinventors intended to deceive the PPQA specific
intent to deceive by CMC is not “the single most reasonable inference” to be drawn from the fact
that CMC knew of Kaju 723 and did not discloseTiherasensg649 F.3d at 1290. Itis just as
likely, if not more so, that CMC chose amit Kaju 723 because CMC believed it was not
relevant. Therefore, a jury maot find intent to deceiveld.; see alsdptium Corp. v. Emcore
Corp.,, 603 F.3d 1313, 1321 (Fed. Cir. 2010) (noting thhttent to deceive can not be inferred
solely from the fact that information was no$dbsed; there must laefactual basis for finding
of deceptive intent” (internal quotation marks omitted)). Allowing Tuftco to present its
inequitable-conduct claim to the jury wouldproperly shift the burden to CMC to assert a
credible explanation for itsondisclosure of Kaju 7235ee Optium603 F.3d at 1322.

For the same reasons, Tuftco’s argumeith vegard to the older version of the
NedGraphics manual fails. Setting aside the probleith Tuftco raising this argument for the
first time in its summary judgment responseftda asserts only thédfbly intentionally
submitting an older version of the NedGragghmanual to the PTO, CMC avoided any
possibility that the PTO would rezé that the capabilgs of newer versions of that software
would have rendered the ColorRbiinvention’ unpatentable.{Doc. 452, at 41.) Citing its 35
U.S.C. § 101 argument, Tuftco appearsdseat that, but-for CMG nondisclosure, the PTO
would have realized that the Astszl Patents attempt to patéime abstract idea of high-rate

stitching. (d.) First, given that the Court hesgjected Tuftco’s 8§ 101 argument, segpraPart

0 Moreover, given that the PTi@jected Tuftco’s petition fanter partiesreview, which was
based in part on Kaju 723, the Court questiwwhsther Tuftco can prouwhat, but-for CMC’s
nondisclosure of Kaju 723, the PTO wdulot have issued the Patents.
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l11(b)(iv), Tuftco’s ability to establish that &@PTO would not have issued the Patents if it had
been aware of the updated manuals is questiendidbreover, Tuftco produces no evidence of
intent, and, as the Court alreaalyted, the fact finder may not imfmtent “solely from the fact
that information was not disclosed . . .Optium 603 F.3d at 1321. Accordingly, the Court will
GRANT CMC summary judgment on Tuftsoinequitable-conduct claim.

7. State-Law Claims

Next, CMC moves for summary judgmemnt Tuftco’s affirmative defense and
counterclaims of tortious intkerence, unfair competition, and anftrade practices. Tuftco’s
claims for tortious interference, unfair coetipion, and unfair trade practices arise under
Tennessee law. The Federal Circuit has rezeghihowever, that “federal patent law preempts
state-law tort liability for a patentholderg®od faith conduct in communications asserting
infringement of its patent and wang about potential litigation. Globetrotter Software, Inc. v.
Elan Comput. Grp., Inc362 F.3d 1367, 1374 (Fed. Cir. 2004). As such, Tuftco’s state-law
claims can survive preemption only if they dsased on a showing of ‘bad faith’ action in
asserting infringement,” even if bad faithist an element of the state-law tort claild. A
patentee will act in bad faith only if its clairase “objectively baseless, either because those
patents were obviously invalat plainly not infringed.”Id. at 1375, 1377.

Tuftco asserts that it will be significantbrejudiced if CMC is allowed to raise the
defense of federal preemption for the firstdim its summary judgment motion. (Doc. 452, at
45.) CMC, however, raised the defense multiple times before its summary judgment motion,
including in various motions to dismiss (Dd®, at 14-15; Doc. 29, at 18-19; Doc. 33, at 18—
19) and in its affirmative defeas to Tuftco’s counterclaims (Doc. 129, at 8). Accordingly, there

is no good reason to preclude CMC from nmgvior summary judgment on this defense.
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Next, Tuftco argues that whether CMC threat&one or more of Tuftco’s customers in
order to interfere with Tuftco’s sales is angae issue of material fact precluding summary
judgment. (Doc. 452, at 42—44.) In support, Goftites deposition testimony from Steve Frost
regarding an e-mail from a representative frona#&\Carpet Mills, Inc., a former customer of
Tuftco. (Doc. 454-12, at 77-79.) Ftasstified that thétlas representative stated “he was very
fearful of being involved in litigation if hpurchased a machine from Tuftco” after having a
conversation about “the CM@atent on ColorPoint.”1d. at 78.) Though Frost’s deposition
testimony could establish that CM@s indeed “asserting infringemteof its patent and warning
about potential litigatioi,it fails to create an mie of material facs to whether CMC was
communicating in bad faithSee Globetrotter362 F.3d at 1374. Moreover, Tuftco points to
nothing to indicate that CMC’s alied infringement allegations weeso unreasonable as to be
objectively baseless. And, for the same reasiom£ourt will grant CMC summary judgment of
validity and will deny Tuftco summary judgmesftnon-infringement, any argument that CMC'’s
claims are objectively baseless is susp&ae idat 1375. Accordingly, the Court WiBRANT
CMC summary judgment on Tuftcottaims for tortious integrence, unfair competition, and
unfair trade practices.

8. Patent Misuse

Finally, CMC moves for summaijudgment on Tuftco’s patent-misuse claim. Patent
misuse, an equitable defense to patent infringgniiars a patentee froeveraging its patent in
a manner that has anti-competitive effects—in other words “[upiight power to impose
overbroad conditions . . . that are ‘nathin the reach of th monopoly granted by the
Government.” Princo Corp. v. Int'l Trade Comm;r616 F.3d 1318, 1331 (Fed. Cir. 2010)

(quotingZenith Radio Corp. v. Hazeltine Research,,I885 U.S. 100, 136-38 (1969)). The
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doctrine typically encompasses practices suale@siring purchase of ampatented product as

a licensing condition or demanding roydiges after a patent has expirdd. at 1327. Where

the patentee claims rights thaé aeasonably within the patentgt, however, a patent-misuse
claim fails. 1d. at 1328. Moreover, though a judicially creéidefense, Congress chose to cabin
the defense in enacting 35 U.S.C. 8§ 271(d).at 1329-30. Section 271(djovides that “[n]o
patent owner otherwise entitledreief for infringement or contioutory infringement of a patent
shall be denied relief or deemed guilty of nsisu . . by reason of his having . . . sought to
enforce his patent rights aigst infringement . . . .”

Here, CMC'’s conduct falls squarely withiis tights under its patents. Even if CMC
“threatened litigation” as Tuftco claims, CMC hae 8tatutory right to seek to enforce its patent
rights against infringemenSee8 271(d). As already noted, Tadthas failed to raise a genuine
issue of material fact as to whettkis action was done in bad faitBee suprdart 111(g).
Accordingly, the Court wilGRANT CMC summary judgment on Tefi’'s patent misuse claim.
V. CONCLUSION

For the foregoing reasons, the Court he®BNIES Tuftco’s motion to strike and for
sanctions (Doc. 317) aGRANTS IN PART andDENIES IN PART the parties’ summary
judgment motions (Docs. 289, 450). Specificallyftco’s motion for summary judgment (Doc.
450) isGRANTED IN PART andDENIED IN PART as follows:

1. Summary judgment that tf&evered Claims are invalfdr indefiniteness under 35

U.S.C. 8112, 1 6, BENIED;
2. Summary judgment that alie Severed Claims are invalid as anticipatddBESIIED;
3. Summary judgment that Chai12 of the ‘505 Patent is invalid as anticipated is

DENIED;
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Summary judgment that Chail of the ‘703 Patent is invalid as anticipated is
DENIED;

Summary judgment limiting therfivention” in the AsserteRatents to the ColorPoint
software iIDENIED;

Summary judgment thatuftco has not infringedry of the Severed Claims is
DENIED;

Summary judgment thdtuftco has not infringed @ims 1, 28, and 29 of the ‘703
Patent IDENIED;

Summary judgment th&MC is not entitled to logprofits damages on sales of
double-needle-bar Accused ProductBIENIED;

Summary judgment th&MC is not entitled to damagéor foreign sales resulting

from infringement of the ‘703 Patent¥ENIED;

10. Summary judgment th&MC is not entitled to pressuance damages on Claim 1 of

the ‘703 Patent iISRANTED; and

11. Summary judgment limiting damagfs induced infringement IBENIED.

CMC’s motion for summary judgment (Doc. 289Y3RANTED IN PART andDENIED IN

PART as follows:

1.

Summary judgment that ttg&evered Claims are not irfdete under 35 U.S.C. § 112,

1 6, iISGRANTED;

. Summary judgment that ttg&evered Claims are not irfdete under 35 U.S.C. § 112,

1 2, iIsGRANTED:;
Summary judgment that tif&evered Claims are notvalid as anticipated is

GRANTED:;
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4. Summary judgment that ti&evered Claims are not invalid due to obviousness is
GRANTED;

5. Summary judgment that ttf&evered Claims are eligible under 35 U.S.C. § 101 is
GRANTED;

6. With respect to Claims 8, 10, and 12 of the ‘505 Patent, summary judgment that the
single-needle-bar Accused Prothidirectly infringe iSSRANTED, and summary
judgment that the double-needle-Barcused Products infringe BENIED ;

7. With respect to Claims 21 and 27 of the ‘989 Patent, summary judgment that the
Accused Products directly infringeGRANTED;

8. With respect to Claims 1 and 28 of ti@3 Patent, summary judgment that the
Accused Products, except the Lexmank d&J Machines, directly infringe is
GRANTED;

9. Summary judgment thdtuftco induced infringemerdf Claims 8, 10, and 12 of the
‘505 Patent; Claims 21 and 27 of the ‘98%dp& and Claim 28 of the 703 Patent is
DENIED;

10. Summary judgment on Tuftcoaffirmative defense and counterclaim of inequitable
conduct iISGRANTED;

11. Summary judgment on Tuftcoaffirmative defenses and counterclaims of tortious
interference, unfair capetition, and unfaitrade practices ISRANTED ; and

12. Summary judgment on Tuftcoadfirmative defense and counterclaim of patent

misuse IGRANTED.
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SO ORDERED.

/s/Travis R. McDonough

TRAVIS R. MCDONOUGH
UNITED STATES DISTRICT JUDGE
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