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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TENNESSEE
AT KNOXVILLE

INVISIBLE FENCE, INC.,

No. 3:09%v-25
(Phillips)

Plaintiff,
V.

FIDO’S FENCES, INC.,

—_— e e T

Defendant

MEMORANDUM AND ORDER

Introduction
This matter comes before the Court concerning Plaintiff's Motion for Summary
Judgment [Doc. 59For the reasonshat will follow, the Plaintiffs Motion for Summary

Judgment [Doc. 59s DENIED.

. Statement of the Facts

For the purposes of the present Motion, the following facts are taken from the
Defendant’'sResponse in Opposition to the DefendaMstion for Summary ddgment[Doc.
63], and all disputed facts are construed in the Defendante

Fido’s Ferces, Inc. ard/or its owner, William Coden, havébeenengaged in the sale,
installation,and service of pet contairment productsin the Long Island, New York, areaand
surroundingareassince at least 1989. CoderAff., 3. A typical outdoor pet contairment

productis afencelesdoundary using aoncealedvire around theperimeterof a homewhich is
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detectedby a collar on a pet, designedto keep a pet within the boundaries othe
property withoutthe use of ghysicalbarrier. 1d. Simlar concealedndoor pet contairment

systensare soldas well. Id.

A. Fido's Fences relationship with Canine Fence

On or about June 30, 198Blr. Codenenteredinto aDistributor DealerAgreanentwith
a nonpartyin this case,The CanineFenceCompany (hereinafte*CFC’). CodenAff., 4. On
Decanber1, 1996, the Code@+C agreenentwasreplacedwith an ageanent between Fido’s
Fencesand Canine Fence. Id. CFCis andwas the exclusivedistributor ofpet contairment
systens soldby Invisible Fence,Inc. (herenafter “Invisible Fence”)andits predecesss in the
New Englandarea,partsof New York, and parts of New Jersey,with the auhority to grant
dealershipsto third paties. CodenAff., 5. As a result of the Dealer Agreament, Fido’s
Fencesbecane adealerfor CFC, selling and installing Invisible Fence products in Lweng
Island, New York rarket. Id.

Fido's Fencesand CFC had a profitable and long-standingelationshipin which Fido’s
Fencessold and installed millions of dollars of InvisibleFenceproduct. CoderAff., 6. In
fact, in 2007, Fido'sFencessold approximately 800 invisible fence systens resultingin a
revenuestreamof over $400,00@0 CFC. Id. Further,in 2007, Fido'sFencesvasone ofthe
largestdealersof Invisible Fencepet contairment systens in the country. Id. As aresult of
these and other narket measures,CFC, in or about December2007, nommated Fido’s
Fencesto be “2007 SuperDealer of the Year” in a pogram establishedby Invisible

Fence.ld.



Fido’s Fencesand CFC establited an acceptedset of businesgpracticesbult up over
the 18 year relatisship. Coden Aff., 7. These practices included Fido’'s Fencesn@atef
orders,CFCs acceptane of ordersand extensionof credit to Fido’s Fencesfor such orders,
shiprent of productsto Fido's Fencessaleandinstallationof productsby Fido’s Fences, and
Fido's Fencessubsequent payent to CFC on aregular basis. Id. Historicaly, Fido’s
Fenceswas provided atime frame of seveal monthsto make payments ororders,and it
regularly submitted multiple partial paynents eachmonth as it collectedamounts dudrom
its custaners. Id. During all but thefinal months of the 18 y& relationship,CFC did not
complain of Fido’s Fenceanethod of payment.

While the 2007 Paynent Terms providedthat “[o]rders which would result in an
account balancén excessof the ApprovedCredit Limit will not be shipped until paynt
has been arranged,”no provision in either the 2007 Pgment Terms or 1996 Dealer
Agreament allowed for CFC to refuse to make new salesto Fido’s Fencesif it remained
under thecredit limit. NeverthelessdespiteFido’s Fences$75,000credit limit, CFC sentan
emal to Fido’'s Fencesn Januaryl4, 2008,notifying Fido’s Fenceshat its accountbalance
was $48,375.26pf which $37,699.45vas allegedlypastdue,and advising Fido'sFenceghat
its accountwas being placedon hold preveting Fido’'s Fences from obtaining further
product untilits accountwas brought current. Codeif., 19, Ex. E.

After a checkdatedJanuarylO (i.e., prior to CFCs Januaryl4 enail) in the anount
of $7,173.75 wagreditedto Fido's Fencesaccount onJanuaryl5, CFC senta letter to
Fido's Fences on January 17, 2008, stding that the Dealer Agreanent would be

terminatedif the accountbalancewas not paid in full within a nerefive days. Coderiff.,
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110, Ex.E and F. The Defendant allegethat such temination and withholding of product
was in direct violation of the Dealer Agreanent and 2007 Payment Temms. In support of its
position, the Defendant further alleges thag total accountbalancewas lessthan half of
Fido's Fences$75,000 credit limit, Fido's Fenceshad paid CFC over $30,0000ver the
previousfifteen days, and Fido’sFencesdid over $400,000in business wh CFC annually.
[Doc. 63 at 5].

Although anotherpartial payrment in the amount of $9,476.34vas credited to
Fido’'s Fencesaccountby CFC on Januaryl8, 2008,which made the total pastdue balance
approxinately $21,000 and the oldest unpaid invoé just twentytwo days over-due,
Fido’'s Fenceavas unableto make full payment immedately. CodenAff., 12. Citing the
pastdue balanceCFC continuedto withhold productfrom Fido’s Fencesresultingin a loss
of sales as well as Fido’s Fencesbeing unableto replace custaner equipnent under
warranty. CoderAff.,, 13. At the same time, on Janwary 14, 2008, Fido’sFencesaccount
on CFCs extranetordering systemwas blocked, mventing Fido’s Fencesfrom entering
ordersor submitting warranty claims. ld. Accessto the extranetwas never restored. Id.
Additionally, on or aboutJanuary22, 2008,Fido’s Fenceswas permanently removed from
the CFC websiteas an authorizeddealerin the Long Island areaand all potential cgtamers
in the Long Islandareavisiting the CFC websitewere insteadprovidedwith CFCs contact
information. 1d., Ex. K. It is the Defendant’s position that these actions constituted a
termination ofthe Dealer Agrement as ofJanuary 22, 2008, five days after the January 17

letter. Id.



The Defendant further alleges th@FC had in recent years taken similar actions
againstmany other dealersin an appanet attenpt to take over territories where third party
dealersunder contractwith CFC hadestablishedtrongsales,suchas Fido’s Fences’salesin
the Long Islandarea. Coden Aff.,{14. The Defendant argues thavidenceof this intention
can be seen ithe nmarket report attachedas Exhibit G to the Coden Affidavit. As shownin
Table 7 of thereport, CFCs independent dealesserved,basedon population, approxiately
99% of CFCs territory in 1992with CFC servicingthe remaining 1% directly. 1d. However,
by 2008, independerdealers hadeenreducedto servingonly 14% of the territory while
CFC obtained 86% othe marketby, allegedly,taking over the independedgalers’territories
and their customers. Id. Similarly, it is the Defendant’s position th&@FCs actionsin
terminating the Dealer Agreenent in Januay 2008 were an attempt to take over thelLong
Island areafor itself. = CodenAff., {15. In this regard,CFC broached thesubjectof a
buyout of Fido’'sFencesin a phonecall with Mr. Codenon January18, 2008 (i.e., thelay
following CFCs letter providing notification oftemmination of the Deakr Agreement). Id., &
CodenAff.,, Ex. E. During thosediscussions, theCFC representativeindicated that Fido’s

Fenceswould not be ablgo sell pet contaiment systens in the future dueto the pending

temination of the Dealer Agreament, so a sale of the business appeared to be Fido’s Fences

only option. Coden Aff., 15. Hamver,the Defendant asserts that it was clideat CFC had
no intention to offer Mr. Coden fair market value for the business and the buyout talks
quickly ceased.Id.

In view of the above, Fido’'s Fences filed suit aga@®s€C on February 13, 200&ido’s

FencesInc. v. The CanineFence Company, Case No. 2:08<v-754, (E.D.N.Y.), seeking
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among otherthings to force CFC to conply with the tems of theDealer Agreament and
provide product and/oto find CFC in breachof the Agreeament. On or aboutMay 16,
2008, CFC provided formal notice to Fido’'s Fences that the Dealer Agreanent was
terminated. CoderAff., 116. In order to fill custaner orders, Fido’s Fencespurchased
approxinmately 165 pet containnent systens manufacturedoy a third party (at a cost of about
$70,000) from March, 2008, through thealleged May 16, 2008, temination to meet
custaner demand. Id. CFC assertedhat thesesalesbreachedhe Dealer Agreement, which
required Fido’s Fencesto exclusively sell Invisible Fence pet contairment products..

On or about July 11, 2008CFC filed a Motion for Preliminary Injunction seeking
to enjoin Fido’'sFencedrom usingall of Fido’s Fencegselephone numbers. Codaif., 17.
In swport of the motion,CFC submtted a declarationfrom the CEO of Radio Systms
Inc., which owns Invisible Fence,Inc., to supportCFCs claim that Fido’s Fencesuse of
the telephone numbe was cawsing consurar confusion dueto Fido’s Fences alleged
continued use ofthe Invisible Fence trademarks after the temination of the Dealer
Agreament. Id. All such usesceasedby at least Septenber 2008 and Fido’s Fenceshas

not usedthe tem “invisible,” alone or with any other term, in anyaterial since thatrie. Id.

B. Fido's Fences dispatwith Invisible Fence

In a seriesof three letters mailed beéween May 2008 and August 2008, Invisible
Fence accusedrido’s Fencesof willful infringement of Invisible Fence’s alleged marks.
Coden Aff., 118, Ex. I. On December 2, 2008, Fido’sFencesfiled Petitionsto Cancel

Invisible Fence’sU.S. Tradenark Registrationdor the Invisible Fence Invisible, and Invisible
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Fercing markswith the Traderark Trial and Appeal Board(“T TAB”) of the U.S. Patentand
TrademarkOffice. Fido’s Fence’sPetitionclaimedthat theregisteredmarks are generic and
not entiled to trademark proted¢ion and, therefore, the regstrations must becanceled.
Invisible Fencethen sued Fido’s Fenceson January 22, 2009, despite théact that all
allegedly infringing actvity had ceasedmonthsearlier. Pursuanto its standardpractice,the
TTAB suspended theancellation proceedingpending thefinal adjudication ofthis lawsuit.
TheTTAB proceeding remains suspended.

The litigation between Fido’s Fencesand CFC was settled on March 4, 2010,
resultingin a dismssal of all claims and counterclans with prejudice. CoderAff., {19.
Each partygrantedthe otherafull release. Fido's Fencesis no longerin any relationshipwith
CFC, andFido’s Fenceshasnot sold InvisibleFencebrand productsinceJanuary,2008. Id.
However, CFC agreedthat Fido’s Fencescould continueto sell, andit still sells, third party

pet contaiment systens. I1d.

1. Summary Judgment Analysis

1. The Standard

Summary judgment is proper where no genuine issue of material fatd eri$ the
moving party is entitled to judgment as a matter of lB@d. R. Civ. P. 56(c).The moving party
bears the initial burden of productidrCelotex Corp. v. Catrett477 U.S. 317, 323 (1986).
“After the moving party has met its burden, the burden shifts to the nonmoving party, who must

present some ‘specific facts showing that there is a genuine asmialf”” Jakubowski v. Christ



Hosp., Inc, 627 F.3d 195, 200 (6th Cir. 2010 (quotilgderson v. Liberty Lobby, Inet77 U.S.
242, 248 (1986)).

In evaluating a motion for summary judgment, the court must construe all relesona
inference in favor of the nonmoving partydamilton v. Starcom Mediavest Grp., In622 F.3d
623, 627 (6th Cir. 2008) (citinglatsushita Elec. Indus. Co. v. Zenith Radio Co#a5 U.S. 574,
587 (1986)). The central issue is “whether the evidence presents aentftisagreement to
require submission to a jury or whether it is so-siged that one party must prevail as a matter
of law. Anderson 477 U.S. at 25b2. “[I]f the nonmoving party fails to make a sufficient
showing on an essential element of the casie mespect to which the nonmovant has the burden,
the moving party is entitled to summary judgment as a matter of Rairier v. Cacioppo429
Fed. App’x 491, 495 (6th Cir. 2011) (quotifidnompson v. Ash&50 F.3d 399, 405 (6th Cir.
2001)).

Here, as th Plaintiff filed the Motion for Summary Judgment, the Court will construe all
reasonabldactual inferences in favor of th®efendant furthermore, thePlaintiff will need to
prove that there are no genuine issues of material fact and th&tlaimiff is entitled to
judgment as a matter of lavd.

The Plaintiff moves that the Court grant summary judgment on Couhtarld VII of
the Complaint and on the counterclaim asserted by Fido’'s Fences, Inc. CGolindsek a
declaration from the Court thabsous trademarks are valid, and Count VII alleges breach of
contract. [Doc. 1]. The Defendant’s counterclaim moves that the @ssué adeclaratory
judgment findingthat the Plaintiff has no valid, protectable trademark rights in the terms

“invisible fence,” “invisible fencing,” and “invisible.”
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The Defendantargues, in rebuttal, that the facial contractual prohibition against
challenginglinvisible Fence’smarks is unenforceable sintevisible Fence materially breached
said contract prior to Fido Fergechallenge Next, theDefendant argues that the doctrine of
licensee estoppel is similarly inapplicable because the Plantifirks have become generic
or synonymous with the genre of electronic pet containment as a whole. In summeary, t
Plaintiffs Motion presents two distinct questions for the Court to resolve: 1jhehé&ido
Fences is contractually barred from challenging the validity and enfortgadsilinvisible
Fence’'strademarks; and, 2) whether Fido Fenceggsitably estoppd from challenging the

validity of Invisible Fencerademarks.

A. Contractual Prohibition
The dealership agreement reads, in relevant part:

Dealer acknowledges the validity of the Proprietary Marks and agrees that
it shall not do anything to infringe upoharm or contest the rights of the
Company or Manufacturer in the Proprietary Marks owned by
Manufacturer or Company, respectively, or in any other mark or name
which incorporates the name “Invisible Fencing.Upon termination of

this Agreementfor whatewr cauwse, the pemission for the use of the
Proprietary Marks and nanes as aforesaicand any interestof Dealer
therein shall ceaseforthwith, and Dealer will not use or claim the
right to use any such Proprietary Marks or colorable imitations thereof.
Dealer shall take such action and sign such documents as are
reasonably required by Company or Manufacturer to evidence the fact
that Dealer has ceased all use of and interest in such property.

[Doc. 60 at 11]. It is the Plaintiff's position that the aforementioned language “cetjus
establises] that IFI is entitled to summary judgment as a matter of l&dv."at 12. Indeed, the
contract is a facial prohibition against attacks on the underlying marks. HoweyBefendant

argues that theontractual prohibition is unenforcealsimceCFC breached the agreement prior



to the trademark challenge. The Plaintiffj@es that the Defendant is precludiexn raising this
argumentby an allegedly adverse decision in the Eastern District of New Yorkdiagathis
very matter. More specifically, a prior suit in the Eastern District of Nevk Yforolving Fido
Fences andCFC was dismissed with prejudice via a joint stipulation of dismissal filed by the
parties. [Doc. 68 Exh. J]lt is the Plaintiff's position that this dismissal bars the Defendant from

reasserting its breach argument in this matter; the Plaintiff isretor

I Claim Preclusion
The doctrine of preclusioms intended to promote judicial efficiency and the finality of
judgments by requiring that all related claims be brought together ertéakf(claim preclusion)
and by prohibiting any party from litigaggnan issue that has been fully litigated previously
(issue preclusion)n the prior suitFido’s Fenceslleged breach of contract, unfair competition,
deceptive acts and practices, and tortious interference with business retationg other

claims.See Amended ComplainFido’s Fences, Inc. v The Canine EenCompanyE.D.N.Y.,

No. 2: 08cv-754. Invisible Fenceargues that the dismissal Bido’s Fencedreach of contract
claim necessarily decided, adversely to Fido’s Fenitesissue ofCFC’s breah of contract
However, issue preclusion, also known as collateral estoppel, "attaches ohln'[av] issue of
fact or law is actually litigated and determined by a valid and final judgmeut, tlae
determination is essential to the judgmemrizona v.California, 530 U.S. 392, 414, 120 S.Ct.
2304, 147 L.Ed.2d 374 (2000) (quoting Restatement (Second) of Judgments § 27 &ce8a));

Pool Water Products v. Olin Corp258 F.3d 1024, 1031 (9th Cir.20015ee also Allen v.

! The Plaintiff adds that, “Moreover, as it admitted in its response brief, Fido’s Fences granted CFC a ‘full release’
from its claims pertaining to the Dealer Agreement.” [Doc. 68 at 2]. The release is discussed in more depth infra at
note *2.
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McCurry, 449 U.S. 90, 945, 101S.Ct. 411, 66 L.Ed.2d 308 (1980) (explaining that collateral
estoppel has no application when "the party against whom the earlier decisiomtéexiatigenot
have a “full and fair opportunity' to litigate that issue").

It appears to the Coutttat here was no actual litigation of any issue related to the breach
of contract claim. A voluntary dismissal of a claim prior to any adjudication arftuwtitany
stipulated findings of fact does not actually litigate any isSe= Lawlor v. National Screen
Serv. Corp.,349 U.S. 322, 327, 75 S.Ct. 865, 99 L.Ed. 1122 (1955) (holding that judgment
dismissing previous suit unaccompanied by findings did not bind the parties on any issue
Pelletier v. Zweifel921 F.2d 1465, 1501 (11th Cir.1991) ("The preclusiVece of a dismissal
with prejudice, an unlitigated matter, ... is examined under the requiremenisifopcéclusion.
Since such a judgment is not accompanied by findings, it does not, however, collasaly
the plaintiff from raising issues thatight have been litigated if the case had proceeded to
trial."); Engelhardt v. Bell & Howell Co327 F.2d 30, 36 n. 1 (8th Cir.1964) (explaining that
"[h]ere, as inLawlor, collateral estoppel is not applicable [to the voluntary dismissal with
prejudice] as the case was never tried and hence no findings of fact were made whactiethe p
are precluded from challenging'9f. Arizona,530 U.S. at 414, 120 S.Ct. 2304(explaining that
consent judgments "ordinarily occasion no issue preclusion ... unlessedis.. that the parties
intend their agreement to have such an effect"); Restatement (Second) oédisdga7 cmt. e
(1982) ("In the case of a judgment entered by confession, consent, or default, none of the issues

is actually litigated."). Thus, issypreclusion cannot attecto Fido’s Fencesoluntary dismissal

% Claim preclusion, or res judicata, bars "successive litigation of the very same claim" following a final adjudication

on the merits involving the same parties or their privies. New Hampshire v. Maine, 532 U.S. 742, 748, 121 S.Ct.

1808, 149 L.Ed.2d 968 (2001); accord Parklane Hosiery Co. v. Shore, 439 U.S. 322, 326 n. 5, 99 S.Ct. 645, 58 L.Ed.2d
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of its breach of contractlaim unless “it is clear...that the parties intend[ed] their agreement to
have such an effect®ld. And, there is no evidence on the record that would supportauch
assumptior.

Since the breach of contract claim is not precluded, the Court cannot grant summary
judgment as there is at least one material fact that requires further litigatiorly,nevimether
CFC breached its agreement with Fido’s Fences. Of coutsgher or not a party is in breach is
a question of law; however, the factual scenarios that precipitated braddhgaruth or falsity
of those allegations, are questions of fact best decidedrsr af fact. Accordingly, the Court
finds the recat is insufficiently developed to support summary judgmenhanbasis.

B. Estoppel

The Plaintiff argues that even if there were a breach, the Defendant should bedestoppe

from attacking the Plaintiff's trademarks pursuant to the doctrine of liceesteppel.The

doctrine or theory of licensee estoppel provides that a licensee should be, in mangy case

552 (1979) ("Under the doctrine of res judicata, a judgment on the merits in a prior suit bars a second suit
involving the same parties or their privies based on the same cause of action."); First Pacific Bancorp v. Helfer, 224
F.3d 1117, 1128 (9th Cir.2000); Goddard v. Security Title Ins. & Guarantee Co., 14 Cal.2d 47, 92 P.2d 804, 806
(1939).

® The Plaintiff asserts that “...as it is admitted in its Response brief, Fido’s Fences granted CFC a ‘full release’ from
its claims pertaining to the Dealer Agreement. [Doc. 68 at 2]. However, the Plaintiff does not cite to the release
itself; rather, the Plaintiff cites the Defendant’s brief wherein the Defendant mentioned a release, but again, did
not cite to any document on the record. The Court cannot find this elusive release and so is unable to examine its
contents or scope. The absence of this release is discussed more fully by the Plaintiff in its memorandum in
Support of the Plaintiff’'s Motion for Partial Summary Judgment. [Doc. 83].

* The dismissal of alternative claims in a pending suit does not adjudicate the entire cause of action, see 18 Charles
Alan Wright, Arthur R. Miller & Edward H. Cooper, Federal Practice & Procedure § 4407 (1981) (explaining that
cause of action refers to "all rights of the plaintiff to remedies against the defendant with respect to all or any part
of the transaction... out of which the action arose") (quoting Restatement (Second) of Judgments § 24 (1981)), and
therefore "[a] plaintiff who sets forth alternative remedies in separate counts in his complaint may abandon or
dismiss one count without prejudice to his right to proceed on the other." Steele v. Litton Indus., 260 Cal.App.2d
157, 68 Cal.Rptr. 680, 690 (1968). "The dismissal of... alternative remedies[does] not constitute a dismissal of
plaintiff's entire cause of action." /d.
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“estopped from claiming any rights against the licensor which are sratent with the terms of
the license.’'Westco Group, Inc. v. K.B & Associates;., 128 F.Supp.2d 1082, 1091 (N.D.Ohio
2001). For instance, after obtaining the benefit of a trademark license but breachiegnthe
thereof, a licensee should not be able to “benefit from its own malfeasance” derighab] a
licensor's ownershipfa trademark.” Id at 108@9; see alsdBig Boy Restaurants v. Cadillac
Coffee Co0.,238 F.Supp.2d 866, 834 (E.D.Mich.2002).The Supreme Court of the United
States has done away with licensee estoppel in the patent cbbigsthe doctrine remains part
of trademark jurisprudenceéear, Inc. v. Adkins395 U.S. 653, 674 (1969ut seeBeer Nuts,
Inc. v. KingNut Ca, 477 F.2d 326, 328-29 (6th Cir. 1973) (distinguishiegu).

The Plaintiff argues that this is an appropriate case for the application of thealoft
licensee estoppel because the Defendant was a licensee of the Plaintif€studkproperty yet
now contests the legitimacy of the Plaintiff's marks. The Rfamrgues,

...[T]he Court should applthe doctrine of licensee estoppelto bar
Fido's Fences from challenging the IFI Marks. The equities weigh
heavilyin IFI's favor. Fido’'s FencesandMr. Codenenjoyedthe benefits
of beingan IFI dealer for overnwentytwo years until it failed to meet
its paynent obligations under theDealer Agrement. Only after
numerous warningfo satisfy its overduebalance did CFC placeFido’'s
Fences’account on hold. Fido’'sdhces’answerwasto sueCFCin an
attempt to force CFC to provideit with more product tht it apparetly

could not @y for.

[Doc. 60 at 16].

> In Lear, the Supreme Court held that, “Even in the more typical cases, not involving conscious wrongdoing, the
licensor's equities are far from compelling. A patent, in the last analysis, simply represents a legal conclusion
reached by the Patent Office. Moreover, the legal conclusion is predicated on factors as to which reasonable men
can differ widely. Yet the Patent Office is often obliged to reach its decision in an ex parte proceeding, without the
aid of the arguments which could be advanced by parties interested in proving patent invalidity. Consequently, it
does not seem to us to be unfair to require a patentee to defend the Patent Office's judgment when his licensee
places the question in issue, especially since the licensor's case is buttressed by the presumption of validity which
attaches to his patent. Thus, although licensee estoppel may be consistent with the letter of contractual doctrine,
we cannot say that it is compelled by the spirit of contract law, which seeks to balance the claims of promisor and
promisee in accord with the requirements of good faith.” Lear, Inc. v. Adkins, 395 U.S. 653, 670 (1969)
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While the Plaintiff's version of the facts of this case may prove to beaatecuat this
stage of the proceeding, the rec@dnsufficientto make adetermination that is, essentially, a
question of equity more than law.

Particularly instructiven the Court’s consideration of this matiera casehat arose in
the Middle District of Tennesse&ebab Gyros, Inc. v. Riyagwhich isrelied heavily upon by
the Defendants. IKebab,the court wrote that,

Here, the doctrine of licensee estoppel should not operate as an absolute
bar to the assertion of the specific defenses in this case. Indeed, as
discussed below, the defendant's main argumsdhat the mark at issue is
not protectiblesic] because it is generic, or, failing that, because it is at
most “merely descriptive” without a secondary meaning. As discussed
herein, this is a credible argument|eatst as to the latter point.
Kebab Gyros, Inc. v. Riya2D09 WL 5170194 at*6-7 (M.D.Tenn.,2009} this stage, the
Court finds that the instant matter falls within #w®pe of considerations ponderedibab’

Additionally, though the Plaintiff characterizes the Defendant’s tradeciailenge as
“biting the hand that feeds them,” licensee estoppahrelated tdoyalty, or even forethought
rather, licensee estoppeldssigned to estop “double @ipg;” or, those who benefit from the
both themarket rewards of exclusivity while, at the same time, positioning themselveapo r
the rewards ofa defeated markSuch a scenario would unfairly reward the licensee at the
expense of the licensor’s exclusivitght, which is the only market right the licensor possesses.

After alicensing greemenhas beerierminated as it was here, licensee estoppel das

very narrow applicability.See,Martha Graham School and Dance Foundation, Inc. v. Martha

® This Court has previously held that “licensee estoppel is an equitable doctrine, and a court remains free to
consider the particular circumstances of the case, including the nature of the licensee's claim and the terms of the
license.” Pride Publishing Group Inc. v. Edwards, 2008 WL 2201516, 4 (E.D.Tenn.) (E.D.Tenn.,2008).

’ The Defendant alleges that the Plaintiff’'s marks are generic, or merely descriptive.
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Graham Center of Contemporary Dance, Int53 F. Supp. 2d 512, 523 (S.D. N.Y. 2001),
judgment aff'd, 43 Fed. Appx. 408 (2d Cir. 2002) (after the licensor invoked its right to terminat
the license "it relinquished its right to enjoy, or seek to enforce, theitsérafa necontest
clause in the license.fzarri Publication Associates Inc. v. Dabdnc., 10 U.S.P.Q.2d 1694,
1697, 1988 WL 252401 (T.T.A.B. 1988) (“[A] licensee is estopped to challenge the licensor's
rights in the licensed mark during the time that the license is in force.”); EstBieoof. Bic
Corp., 18 U.S.P.Q.2d 1382, 1991 WL 325858 (T.T.A.B. 1991) (licensee is estopped from
challenging the validity of the agreement on the basis of a lack of quality cbasedl on facts
that occurred during the time frame of the license); Arleen Freeman ienBlafssociation of
Realtors, 64 U.S.P.Q.2d 1700, 2002 WL 1359330 (T.T.A.B. 2002) (“Attacking the validity of
the very marks she was licensed to use is the type of conduct which the doctrin@saelice
estoppel is intended to prevent.”)The case for estoppel is strongest when the lezEss
challenge rests on its own conduct under the license, such as an assertiornrsiipvisased on
the licensee's use of the mark during the term of the license or a claranofomment based on
inadequate supervision of the licensee by the licensmrmer licensees should not ordinarily
be estopped from challenging the ownership or validity of the licensor's mark onsteeoba
facts arising after the termination of the licendeéstatement (Third) of Unfair Competition §
33 (1995).

At this time, he Court finds that the Plaintiff has failed to show that the Defendant is
engaging in the types of activities intended toeb®ppedy the common law equity doctrine

Accordingly, the Court finds that the doctrine of licensee estoppel should not apply.
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VII. Conclusion
For the reasons stated herein, the Plaintiff's Motion for Summary Judgmentg@jas

DENIED.

IT ISSO ORDERED.

ENTER:

s/ Thomas W. Phillips
United States District Judge
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