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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TENNESSEE
AT KNOXVILLE

ANTICANCER, INC.,

)
)
Plaintiff, )
)
2 ) No.: 3:11-CV-457
) (VARLAN/SHIRLEY)
BERTHOLD TECHNOLOGIES, U.S.A,, LLCet al, )

)

Defendants. )

MEMORANDUM OPINION

This civil matter is before the Cduon defendants’ Miwon for Summary
Judgment of Noninfringement [Doc. 35],which defendants move the Court to dismiss
plaintiff's claims of patent infringementPlaintiff submitted a response [Doc. 37], to
which defendants submitted gphe [Doc. 38]. The Court l®considered the pending
motion, the responsive pleadings, and supporgixigibits in light of the relevant case
law. For the reasons discussed hereiflerdants’ motion [Doc35] will be granted,
plaintiff’'s claims against defendants will besaiissed, and this case will be closed.

l. Facts

The dispute in this action arises fromaipliff's method patets in procedures
which enable medical researchers to track dnowth and spreadf cancerous cells in
animals by using tumor cells which contdloorescent proteins [Doc. 1 § 4]. The

fluorescent proteins glow so that researshmay track the growth in real time using
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fluorescence imaging, which allows reseamsnhto learn what effect a given drug or
treatment has on the examined tumor cédisy 6].

The first of the two patents at issue in this case pertaining to the use of fluorescent
proteins is U.S. Patent N6,649,159 B2 (the ‘159 patgnivhich claims “methods for
whole-body external optical imaging of rge expression and methods for evaluating a
candidate protocol or drug fdreating diseases or disorders using a fluorophore . . .”
[Doc. 1-1, Ex. B at 2]. The ‘159 patewts issued on Noweber 18, 2003.

The second patent at issue is U.S. Pdient6,759,038 B2 (the ‘038 patent). The
‘038 patent claims the pcedure for following “the progression of metastasis of a
primary tumor, which method comprises renmgyfresh organ tissues from a vertebrate
subject which has been modified to contaimor cells that express [fluorescence] and
observing the excised tissues foe presence of fluorescence”.[Doc. 1-1, Ex. A at 2].
The ‘038 patent was issd on July 6, 2004d.]. Plaintiff licenses the use of both patents
to commercial users, includingharmaceutical companieas well as non-commercial
users, including educationastitutions [Doc. 1 § 18].

Defendants design, manufacture, and isedlging systems for use by researchers
and other medical scientss including the NightOWLLB 981 NC 100 (the
“NightOWL”") and the NightOWL IILB 983 (the “NightOWL 1I”) [Id. 1 20]. Both of
these imaging systems, whenedswith the appropriate fét settings, are capable of
utilizing the methods covered Itge ‘159 and ‘038 patents in order to capture images of

fluorescent proteiniIfl. § 21]. In or around Noweber 2002, defedants sold a
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NightOWL system and various accessories for the device to Indiamarkity School of
Medicine [Doc. 36-3 a#l]. The shipment included dtér for the use of fluorescent
protein imaging Id.]. Defendants later sold a Nigd#VL system to the Massachusetts
Institute of Technology (“MIT”) in August 2003, whichsal included filter accessories
for the use of fluorescent protein imagirig.[at 7]. In betweerthe sale of the two
systems, defendants published a miankgebrochure in June 2003 entitledtra Sensitive
Whole Sample Imaginjg] NightOWL LB 981(the “Whole Sample Imaginigrochure”),
which highlighted the capabilities ofeéiNightOWL [Doc. 36 at 4].

In or around 2009 and again in or aro@®.0, researchers #ite Koch Institute
for Integrative Cancer Research at MIT uselightOWL device to practice the methods
claimed by the ‘038 patent without a licerfsem plaintiff [Doc. 37-1 | 6]. Plaintiff
discovered the unlicensed uses based oraat tevo articles published by researchers at
the Koch Institute, detailing the activitiesurrounding use othe NightOWL and

plaintiff's patented methoddd. (citing Hai Jiang, et al., The Combined Status of ATM

and p53 Link Tumor Developmemwith Therapeutic Respons23 Genes and Develop.

1895 (June 2009) (the “Jiangiale”); Kun Xie, et al.,_Erro-prone Translesion Synthesis

Mediates Acquired Chemoresiste, 107 Proceedings of thiat'| Acads. of Sci. 20792

(Nov. 2010) (the “Xie article]) Plaintiff also allegedthat researchers at Indiana
University similarly infringed the ‘038 paté using the NightOWL sold to them by

defendants [Doc. 36 at 5].



Plaintiff filed suit against defendants the Southern District of California on
November 12, 2010, allegingrdct infringement and inddct infringement of both the
159 and ‘038 patents, speciflaalleging that defendantaduced individuals at Indiana
University and MIT to infringeplaintiff's patent using & NightOWL [Doc. 1 11 41-43].
Upon defendants’ motion, the eawas transferred to thisoGrt on September 19, 2011.

Il. Standard of Review

Summary judgment under Rule 56 oktkederal Rules of Civil Procedure is
proper “if the movant shows that there isgenuine dispute as to any material fact and
the movant is entitled to judgent as a matter of law.” Fed. R. Civ. P. 56(a). The
moving party bears the burdef establishing that no geime issues of material fact
exist. Celotex Corp. v. Catretd77 U.S. 317, 330 n.2 (198&\toore v. Phillip Morris
Cos, 8 F.3d 335, 339 (6th Cir. 29). All facts and all infergces to be drawn therefrom
must be viewed in the light mofvorable to the non-moving partyMatsushita Elec.
Indus. Co. v. Zenith Radio Corpt75 U.S. 574, 587 (198@purchett v. Kiefer301 F.3d
937, 942 (6th Cir. 2002). “Once the movingtgaresents evidenaufficient to support
a motion under Rule 58)e non-moving party is not entitl¢o a trial merely on the basis
of allegations.” Curtis Through Curtis vUniversal Match Corp., In¢.778 F. Supp.
1421, 1423 (E.D. Tenn. 1991) (citir@ptrett 477 U.S. at 317). To establish a genuine
issue as to the existence of a particulam&nt, the non-moving party must point to
evidence in the recd upon which a reasonable finder fatt could find in its favor.
Anderson v. Liberty Lobby, In&t77 U.S. 242, 248 (1986)[he genuine issue must also
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be material; that is, it mugtvolve facts that might affe¢he outcome of the suit under
the governing law.d.

The Court’s function at the point of summgudgment is linited to determining
whether sufficient evidence fidbeen presented to makiee issue of fact a proper
guestion for the factfinderAnderson 477 U.S. at 250. Th€ourt does not weigh the
evidence or determine thiruth of the matter.Id. at 249. Nor does the Court search the
record “to establish that it is bereft afgenuine issue of material fact3treet v. J.C.
Bradford & Co, 886 F.2d 1472, 1479-86th Cir. 1989). Thus'the inquiry performed
is the threshold inquiry of dermining whether there is a&ed for a trial—whether, in
other words, there are any genuine factualesgbat properly can be resolved only by a
finder of fact because they may reasonably be resolvethvior of either party.”
Anderson477 U.S. at 250.

[ll.  Analysis

A. The ‘159 Patent

Plaintiff alleges that defendants directhfringed the ‘159 patent by discussing
use of the NightOWL for monitoring gene egpsion and by using an image of a mouse
imaged for “report gene expression” in hole Sample Imagirtgochure [Doc. 37-3 at
23]} In support of their motion for summajydgment, defendants argue that plaintiff

cannot show that defendants pire@d all of the steps of theethod claimed by the ‘159

Although plaintiff alleges both direct and inditénfringement of the ‘159 patent against
defendant in its complaint [Doc. 1], defendantsentbiat in response toterrogatories plaintiff
has clarified it is only pursuing action for direct infringement dhe ‘159 patent [Doc. 36 at 3
(citing Doc. 36-1 at 5)].
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patent. Defendants further argue that tharketing brochure plaiiffs rely upon as
evidence of infringement was raked for public distribution ar to the issance of the
‘159 patent. Defendants also contenattibhe marketing brochure was created in
Germany, and that all activitgescribed in the brochure alsmwok place in Germany, so
that no there can be no infringemént.
35 U.S.C. § 271(a) provides that:

Except as otherwise provided this title, whoever without

authority makes, uses, offers sell, or sells any patented

invention, within the United Sta$ or imports into the United

States any patented inventidaring the term of the patent

therefor, infringes the patent.
Under section 271(a), “the concept ofs&l of a patented method or process is
fundamentally different from the use af patented system or deviceNTP, Inc. v.
Research in Motion, Ltd418 F.3d 1282, 131(Fed. Cir. 2005). “Amethod or process
consists of one or more operative steps, arabrdingly ‘[i]t is well established that a
patent for a method or process is not infeidgunless all steps or stages of the claimed
process are utilized.”ld. (quoting Roberts Dairy Co. v. United States30 F.2d 1342,
1354 (Ct. Cl. 1976))see also EMI Group N. Apinc. v. Intel. Corp.157 F.3d 887, 896
(Fed. Cir. 1998) (“For infringemerdf a process invention, all of the steps of the process
must be performed, either as al@d or by an equivalent step.”).

In addition to the requirement that alegs to the method must be performed, all

steps to the method must be perfodmdien the patent is in foraeg. after the patent has

*The Court notes that plaintiff did not offargument regarding the ‘159 patent in its
response brief [Doc. 37].
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iIssued, for an act ahfringement to occur.See Monsanto Co. v. Syngenta Seeds, Inc.
503 F.3d 1352, 1360 (Fed.rCR007) (noting that “infringment of a multi-step method
claim cannot lie by the performance of a singépsifter issuance of the patent when the
initial steps were performegrior to issuance”)see, e.g. Mycogen Plant Sci. Go.
Monsanto Cq.252 F.3d 1306, 1318 (Fed. Cir. 20(hpting that § 271(g) of statute
“requires that the patent be issued and mecdaat the time that the process is practiced
and the product is made®)acated on other groundsS35 U.S. 1109 (2002).

Plaintiff's sole claim of patent infrirgment of the ‘159 patent stems from the
Whole Sample Imagingrochure. That brochure discusaese of the Night OWL for the
type of imaging gene exmsion claimed by the ‘159 pate[Doc. 36-2 at 9]. The
brochure also displays images thapidegene expression in living mic&d]]. Plaintiff
alleges that defendants hadfétiow the methods covered liie ‘159 patent in order to
produce the brochure.

In support of its motiondefendants submitted the affivit of Bernd Hutter, an
employee in defendants’ Marketing & ProdiMainagement, Bioanalytical Instruments
division [Doc. 36-2 { 1]. Mr. Hutter testified that tiéhole Sample Imaginigrochure
was released for public distribution on oroab June 20, 2003 aritiat the all of the
activity described in and coaaoted to the brocha occurred prior tdune 20, 2003Id.

19 3-4]. Mr. Hutter further stad that the date of the bfuare can be observed by the

“notation in the bottom right corner of the page” in vertical text which appears on the last



page of the brochure: 06200@1.[ 3]2 Plaintiff has not offered any evidence to rebut
Mr. Hutter's testimony that th&/hole Sample Imagingrochure was produced prior to
the November 18, 2008suance of the ‘159 patent. aiitiff has not created a genuine
issue of material fact as to whether detamd performed all ahe steps under the ‘159
patent after the ‘159 patent had issuéa.cordingly, defendantare entitled to summary
judgment on plaintiff’s claim of gant infringement of the ‘159 pateht.

B. The ‘038 Patent

In its response to defendants’ motion [D8¢], plaintiff claims that researchers at
the Koch Institute for Integteve Cancer Research at Mfaracticed the methods of the
‘038 patent without a licese and thereby committed patenfringement in 2009 and
again in 2010 when they ed the NightOWL to produce the Jiang and Xie articles.
Plaintiff argues that defendants inddcehis direct infringement by producing a
marketing brochure [Doc. 37-6, Ex. E] andwoPoint presentation [Doc. 37-6, Ex. F],
both of which give instruons on how to use a NightOWL Il camera to conduct
fluorescence imaging. Plaintiff contendlsat defendants sent these documents to
researchers at MIT in order to encourageassist the researchers’ infringement. In
support of this argument, plaintiff sulisx that “it is standard procedure for

instrumentation manufacturers such as [de#mts] to supply prospective and existing

3Later brochures produced by defendants simiiadjcate the date afreation in vertical
text on the last pag&geDoc. 1-1 at 63, 73, 87].

“Because the Court finds that defendants did not engage in any potentially infringing
activity after issuance of the ‘159 patente tiCourt need not address defendants’ other
arguments.
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customers with informatiombout scientific applications for their productd$d.[at 8].
Defendants contend that plaintiff has proed no evidence that defendants sent the
documents in question MIT or any other institution, anals a result, has not presented a
genuine issue of material faas to whether defendantscenraged MIT researchers to
infringe the ‘038 patent.

35 U.S.C. § 271(b) states: “[w]hoever aetiy induces infringement of a patent
shall be liable as an infringer.” The Sepre Court has held thatduced infringement
under 8§ 271(b) “requirdsnowledge that the induced actmetitute patent infringement.”
Global-Tech Appliancednc. v. SEB S.A131 S. Ct. 20602068 (2011). Idight of the
Supreme Court’s ruling islobal-Tech the Sixth Circuit set forth four requirements a
plaintiff must satisfy to eshdish a claim for inducementfmingement: (1) specific acts of
direct infringement by a third-party; (2) tlhiefendant took active steps that induced the
third-party’s infringement; (3) the defendamtended the third-party to take the
infringing acts; and (4) the tendant knew owvillfully disregarded the risk that those
actions by the third-party wouldonstitute direct infringement. Static Control
Components, Inc. Lexmark Int’l, Inc.697 F.3d 387, 415 (6th Cir. 201Xee also
Akamai Techs., Inc. v. Limelight Networkss., 692 F.3d 1301, 1308 (Fed. Cir. 2012)
(en banc) (“[ljnducement requires thdhe alleged infringer knowingly induced
infringement and possessed specific intémt encourage another’'s infringement.”)

(quotingDSU Med. Corp. v. IMS Cal71 F.3d 1293, 115 (Fed. Cir. 2006) (en banc)).



In this case, assumingrguendothat the MIT reseahers infringed the ‘038
patent, plaintiff must also present igence showing that defendants knowingly
encouraged the researchers toimge the ‘038 patent as reged by the test set forth in
Static Control Defendants sold the NightOWL and shipped all accompanying
instructions and applications to MIT in 20@8ior to the issuancef the ‘038 patent and
prior to plaintiff informing defadants of the existence ofeth038 patent in 2006 [Doc.
37 at 4]. Any of defedants’ activities in regard to the sale of the NightOWL prior to
2006, then, cannot serve as evidence of inducing infringemeeatuse defendants did not
know about the038 patent. See Static Contrpl697 F.3d at 415 (noting that plaintiff
must show defendant kweor willfully disregarded the sk that others would infringe
patent). The only two actions that plaintiffelies upon as proof of inducement by
defendants are the publication of the braeh[Doc. 37-6, Ex. E] and the PowerPoint
presentation [Doc. 37-6, EK], both of which discusthe NightOWL Il, a newer model
of the device owned by MIT.

Plaintiff submits that “it is standard gmedure for instrumentation manufacturers”
such as defendants to send information tweru and past custongeabout applications
for their products [Doc. 37 at 8]. Thigeneral statement about the practices of
instrumentation manufacturers cannot satiglgintiff's burden of creating a genuine
issue of material fact as to whether thesse actually sent by defendants to the MIT
researchers who subsequently produced fimng and Xie articles. Conclusory
allegations and unsubstantidt@ssertions are not evidence and are not adequate to
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oppose a motion for summary judgmeMiller v. Aladdin-Temp-Rite, LLC72 F. App'X
378, 380 (6th Cir. 2003) (citingujan v. Nat'l Wildlife Fed’n 497 U.S. 871888 (1990));
see also Roopchan ADT Sec. Sys., Inc7/81 F. Supp. 2d 63650 (E.D. Tenn. 2011)
(noting conclusory allegations in plaiffis response to motion for summary judgment
did not raise a genuine issue for trial)Plaintiff has not presented evidence that
defendants have a procedwvbereby they periodically sermlt marketing materials to
past customers or that defendants hatistory of sending magking materials to
academic institutions such aMlIT. Rather, plaintiff infers that because some
manufacturers send such information, deferglaeht the materials in question here and
that information enabled the MIT research&rsinfringe thepatent. This assertion,
without any other evidence that defendas@st MIT researcherséhmarketing materials
intending that they be usédl commit patent infringement, does not demonstrate the type
of “specific facts showing a geine issue for trialhecessary to defeat a well-supported
motion for summary judgment under IBb6. Fed. R. Civ. P. 56(eMatsushita 475
U.S. at 586.

Defendants have submitted evidence rebgtplaintiff's claim that the brochure
and presentation were usedn@ringe the ‘038 patent in shomg that there is no genuine
dispute as to any materiadt. In reply to plaintiff'ssesponse, defendants submitted an
affidavit from Rhonda Mullins (“Mullins”), the president of defendant Berthold
Technologies, U.S.A [Doc. 38].Mullins testified that thédPowerPoint presentation in
guestion was created by defendant BertA@dhnologies GMBH & Co., KG (“Berthold
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Germany”) and is used in employee salgaining in Germany, noting that the
presentation was not sent to MIIA[Y 2]. Mullins further testiéd that the brochure in
guestion was also created by BertholdriGany for the NightOWL Il and that the
brochure was not provided to MITd[ 1 3].

As plaintiff has not presented evidence simgathat MIT receivedhe brochure or
PowerPoint from defendants, and defendante® hpmesented evidence that they did not
send either of the materials to MIT, the Gozwncludes that there is no genuine issue of
material fact as to whether defendants getlithe MIT researchers to infringe the ‘038
patent. Accordingly, the @ot will grant defendants’ main for summary judgment of
non-infringement as to the ‘038 patént.

lll.  Conclusion

For the reasons stated, defants’ motion [Doc. 35] will beGRANTED,
plaintiff's claims against defendants will bBISMISSED, and this case will be
CLOSED.

ORDERACCORDINGLY.

d Thomas A. Varlan
CHIEFUNITED STATESDISTRICT JUDGE

> While plaintiff initially alleged that dendants also induced researchers at the
University of Indiana to commit patent infriegient, the Court notes that plaintiff does not
address this claim in response to defendantstion for summary judgnmt. Nonetheless, the
Court applies the same analysis and reaches the same conclusion that there is no genuine issue of
material fact for which a jury could rule in plaintiff's favor.
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