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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TENNESSEE
AT KNOXVILLE

HOUSE OF BRYANT PUBLICATIONS, LLC, )

Plaintiff, ;
V. ; No.: 3:14-CV-93-TAV-HBG
CITY OF LAKE CITY, TENNESSEE-¢t al, ;

Defendants. : )

MEMORANDUM OPINION AND ORDER

This civil action is before the Cduron plaintiff's Motion for Preliminary
Injunction [Doc. 3]. Plaintiff House of Brya Publications, LLC (“House of Bryant”)
moves the Court to enjoin fdmdant City of Lake CityTennessee (“Lake City”) from
changing its name to “Rocky Top,” enjoigimll defendants frorpursuing or supporting
efforts pertaining to the city’s namehange to “Rocky Top,” and prohibiting
development of plans for an amusement markther development trading on the name
“Rocky Top” until such time that the Court gndetermine the rights of the parties and
whether Lake City should be permanerglyjoined from changing its name to “Rocky
Top.”

Lake City filed a response the motion for injunctive relief [Doc. 19], as did
defendants Rocky Top Tennessee Marke and Manufacturing Co. (“Rocky Top

Marketing”), Tim Isbel, Mark Smith, Michael Mely, and Brad Corié(collectively, the

“developer defendants”) [Do@3]. Plaintiff filed replies [Docs. 25, 26], both of which
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included a document identifieas the “DEPOSITION OEARL ‘BUDDY’ WARREN"
[Docs. 25-1, 26-2]. All defendants, includi@arl Warren, who did not file a response to
the motion for injunctive relieffiled motions to strike plaiiffs’ reply briefs due to the
inclusion of the documenidentified as the “DEPQO$ION OF CARL ‘BUDDY’
WARREN” [Docs. 29, 32, 33], anglaintiff filed a response tthe earliest filed of those
motions [Doc. 30].

The Court held a hearing on the motifam preliminary injunction on May 5,
2014, during which it also heard argument conicgy the motions to strike [Doc. 34].
As the Court announced during that hearimgpok the motions under advisement for
further consideration. After much consigegon of the filings, the arguments advanced
orally by the parties, and the law, theou®€t hereby denies plaintiff's request for
injunctive relief and denies the motions to strike as moot.

l. Background

On March 10, 2014, plaiiff commenced this suitor declaratory judgment
establishing likelihood of conkion and/or trademark infrieghent, false designation or
false description, unfair competition, passing off, false advertising, declaratory judgment
establishing likelihood of dilutio, dilution, willful and/orexceptional conduct, unlawful
taking, deceptive trade practices, coammlaw trademark infringement, Tennessee
dilution and injury to business reputatioriyil conspiracy, and other claims not yet
discovered arising from allegedly infrimg activities undertaken by the named

defendants, as well asher unknown defendants not yet named [Doc. 1].



Plaintiff owns the copyright registtion to the song “Rocky Top” (the
“Copyrighted Song”) and has licensed theng to many artists and organizations,
including the University offennessee and Dolly Parton, @amg others [Doc. 3-1 pp. 1-
2]. It is also one of the state songs of Tennedseat 2]. In October 2013, plaintiff
registered the federal tradark for the phrase “Rocky Togbr nine different categories
of goods and services (tH&arks”), including, for example, metal license plates,
decorative magnets, lapel pins, bumper stickensking glasses, and items of clothing
[SeeDoc. 3-4]. Plaintiff assestthat Rocky Top is a “worlthmous phrase that popularly
conjures notions of the Copyrighted Soogyned by [plaintiff] and of the goods and
services protected by the Marks” [Doc. 3-13). It further asserts that due to the
licensing agreements with tHéniversity of Tennessee and its status as a state song,
along with other artists’ use of the Copyrigd Song, th&€opyrighted Song “invokes
ideas of the state of Terssee and the University of imessee and other entities with
which House of Bryant shares beneficial relationshipd:].[ Plaintiff claims “Rocky
Top” is a “highly distinctive mark and is palar in Tennessee, the American South, and
throughout the world” Ifl.]. It further claims that # licensing agreement with the
University of Tennessee lends the Martks nationwide populdy and recognition,
independent of the Copyrighted Somdy ]

Lake City is approximately 2@niles from Knoxville, Tennessee, and the
University of Tennessee. In November 2008ke City’s city council voted to change

the city’'s name to “Rocky Top” due toht influence of members of the board of



directors of [Rocky Top Marketing], who prased lavish development, investment, and
construction if the city were to rename itselftl.[at 3]. Those developments include
spending an estimated $147.428lion to construct, in far phases, a 3-D interactive
theater, a train ride, a laser-tag areaal,500-seat theatea, Rocky Top Sweets &
Candies Emporium, various merchandising tfaloy, toys, booksetc.), a river-pirate
themed restaurant, a water park, a traipotlea loading dock and shopping center, a
functioning train called the R&g Top Express that will tral to the University of
Tennessee during football season, a hotel andu hall, a Rocky Top sports arena, an
office and administrative building, and an amusement pdrk [

The name change was presented &éoTthnnessee General Assembly and Senate,
and both approvedseeDoc. 19]. At the hearing, the pi&s informed tke Court that the
governor has signed the bill aotizing the name change, thieaving only &city council
vote to effectuate the name chanigk]]

Plaintiff asserts that one of the peoplgporting the name change is Tim Isbel,
the Anderson County official peesenting Lake City, who also is a principal of Rocky
Top Marketing [Doc. 3-1 p. 4]. He hasdmequoted as saying “[s]uccess comes in a
name—the name of Rocky Topld[]. Brad Coriell is andter principal of Rocky Top
Marketing and has asserted that part @& teason the city should change its name is
because “[tjhe magic of that nansegoing to bring [tourists] in”Ifl.]. And in a meeting

with plaintiff, during which plaintiff encouraged defendts to proceed with the



development plans, albeit with a differentmegg defendants “admitted that no other name
would work for the purposes abke City and the Developerdd| at 4-5].

Because plaintiff believes defendant® anfringing upon tb Marks, plaintiff
moves the Court to enjoin Lakeity from changingts name [Doc. 3]. While plaintiff
recognized at the hearing that an injumctiagainst only LakeCity would serve its
interests, it also seeks tojein the other defendants from continuing efforts in support of
the name change and to enjoin the developrokplans for an amusement park or other
development trading on the name “Rocky Ta’]|
I. Analysis

Rule 65 of the Federal Ras of Civil Procedure permits party to seek injunctive
relief if he believes he will suffer irreparali@rm or injury duringhe pendency of the
action. Fed. R. Civ. P. 65. A prelimigainjunction is “an extraordinary remedy never
awarded as of right. Winter v. Natural Res. Def. Coundi55 U.S. 7, 24 (2008).

In determining whether tgrant a plaintiff’'s request fanjunctive relief, the Court
must consider four factors: (1) whether thevant would suffer irreparable harm without
the injunction; (2) whether issuance of tingunction would caussubstantial harm to
others; (3) whether the public interest wouldseeved by the issuaea of the injunction;
and (4) whether the movant has demonsttaa strong likelihood of success on the
merits. Overstreet v. Lexington-katte Urban Cnty. Gov't305 F.3d 566, 573 (6th Cir.
2002) (citation omitted)Tumblebus, Inc. v. Cranme899 F.3d 754, 760 (6th Cir. 2005)

(citation omitted). The factors are to be bakshand are “not pregaisites that must be



met.” Certified Restoration Dry Cleaningetwork, L.L.C. v. Tenke Corp11 F.3d 535,
542 (6th Cir. 2007) (citatioand internal quotation marks omitted). A stronger showing
of likelihood of success on the merits igjueged if the other factors militate against
granting relief, but a lesser shimg of likelihood of succesen the merits is required
when the other factors support granting reli®erformance Unlimited, Inc. v. Questar
Publ’rs, Inc, 52 F.3d 1373, 1385-86th Cir. 1995) (citations omitted).

A. Strong Likelihood of Success on the Merits

Plaintiff moves for an injunction on éhmerits of what it categorizes as its
“trademark causes of action”—which inde declaratory judgment establishing
likelihood of trademark infringment, trademark infringement, false designation, unfair
competition, passing off, and false adventjs[Doc. 3-1 p. 9 r2]—submitting that the
same analysis of “likelihood of confusioapplies to all of these causes of actitwh p. 9
n.3]. Alternatively, plaintiff moves on the mis of its dilution claim [Doc. 3-1 p. 20].
Before turning to the merits of theseaiohs, however, the Court must address the
justiciability of the dispute.

The Court pauses, though, to addressnpfis argument that its claims against
Lake City and the developatefendants should be anadyl collectively, seemingly
asserting a “trademark conspiracy.” It subntlitst Lake City is amng on the basis of a
proposal from the developer defendangsimitting that the developer defendants’
proposal is essential to theomomic growth of the city. While the Court has little doubt

that the city would not be changing its namighout the developers’ proposal, and that



the developers would not be pursuing thaains without the citychanging its name,
absent authority from the pldifi supporting a collective angdis, the Court declines to
analyze the claims againstetidefendants collectively gimethe general rule that the
liability of each defendant ogroup of déendants must be analyzed separateBee
Phillips v. Roane Cnty., Tenrb34 F.3d 531, 542 (6th Cir. 200&ee also Ahmed v.
Holder, No. 1:13-CV-00271, 2013VL 4544436, at *3 (N.D Ohio Aug. 27, 2013)
(analyzing each group of defendsuseparately in the context of an APA claim). Hence,
the Court examines the likebbd of success of the tradark causes of action and the
dilution claim, as well as the gticiability of those claims, fitswith respect to Lake City,
and then the developer defendants.
1. Standingand Ripeness

Both Lake City and the developer defants argue that plaintiff lacks standing
and that its claims are not ripe for review.

Article Il standing is a threshdlquestion in every federal cas@é/arth v. Seldin
422 U.S. 490, 498 (1975Wuliger v. Mfrs. Life Ins. Cpo567 F.3d 787, 793 (6th Cir.
2009). It “enforces th Constitution’s case-or-controversy requirementarth, 422
U.S. at 498. “The burden of establishistignding is on the party seeking federal court
action.” Rosen v. Tenn. Comm’r of Fin. & Admi&88 F.3d 918, 927 (6th Cir. 2002)
(citation omitted).

To establish Article Il standing, a plaintiff must demonstrate:

(1) it has suffered an jury in fact thatis (a) concrete and
particularized and (b) actual or imminent, not conjectural or

7



hypothetical; (2) the mry is fairly traceable to the challenged

action of the defendant; and (3) it is likely, as opposed to merely

speculative, that the jury will be redressedly a favorable decision.
Wuliger, 567 F.3d at 793 (quotingm. Civil Liberties Uniorof Ohio, Inc. v. Taft385
F.3d 641, 645 (6th Cir. 2004 The inquiry “focuses orthe party seeking to get his
complaint before a federal court and not on the issues hewishhave adjudicated.”
Valley Forge Christian College v. Americadsited for Separation of Church & States,
Inc., 454 U.S. 464, 484 (1982) (quotiRtast v. Cohen392 U.S. 83, 99 (1968)).

“A second doctrine that ‘cluster[apout Article III' is ripeness.”Nat’l Rifle Ass’'n
of Am. v. Magaw132 F.3d 272, 280 (6tkir. 1997) (alterationn original) (quoting
Vander Jagt v. O'Nei]l699 F.3d 1166, 1178—(9.C. Cir. 1982) (Bork,)., concurring)).
“The [ripeness] doctrine is designed farevent the courts, through premature
adjudication, from entangling themselves in abstract disagreemelmsdmnia Inc. v.
City of Memphis, Tenn278 F. App’x 609, 62 (6th Cir. 2008) (citgons and internal
guotation marks omitted). More specifically:

In determining whether a claim rge for review, courts consider
three factors: (1) the likelihood théite harm alleged by the plaintiffs
will ever come to pass; (2) whethidxe factual record is sufficiently
developed to produce a fair adjudioa of the merits of the parties’
respective claims; and (8)e hardship to the parties if judicial relief
is denied at this stage in the proceedings.

Id. (citations, alterations, and internal quatatimarks omitted). “Ripness requires that

the injury in fact be certainly impending” driseparates those matters that are premature

! Given the parties’ argumentthe Court limits its analysis to Article Ill standing and
does not address prudential standing.
8



because the injury speculative and may never occur frtémose that are appropriate for
the court’'s review.” Magaw 132 F.3d at 280 (citatiorsnd internal quotation marks
omitted). In other words, “[r]ipness becomes an isswhen a case is @mored in future
events that may not occur asticipated, or at all.’ld. at 284.
Notably, “[tlhere is unquestiongbl some overlap between ripeness and
standing[,]” and “[w]hen the injury alleged is not actual but merely threatened, standing
and ripeness become mat#ficult to distinguish.” Airline Prof'ls Ass’n of Int’l Bhd. of
Teamsters, Local Union No. 22, AFL-CIO v. Airborne, In¢.332 F.3d 983, 988 (6th
Cir. 2003). Therefore:
Although standing and ripeness are considered separate issues, in
practice they involve overlappingnquiries. If no injury has
occurred, the plaintiff could be dewi standing or the case could be
dismissed as not ripe. The question whether an alleged injury is
sufficient to meet the constitanal “case or controversy”
requirement is at the heart of both doctrines.

Kardules v. City of Columbu85 F.3d 1335, 134@th Cir. 1996).

a. Lake City

Lake City submits that plaintiff has not sustained an injury as a result of the city’s
attempt to change its name to “Rocky Tdj#cause the formal approval process for the
name change is not complete. Moreover, L&ky contends that even if its name is
changed, such a change would increase gibiMy and recognition oplaintiff's Marks,
thereby increasing, rather thamuring, the Marks’ value. Lake City thus argues that

plaintiff has not shown that it has suffere@¢ancrete injury-in-faceind therefore lacks

standing.



Plaintiff responds that, as the ownertbe Marks, it has standing because the
value of the Marks will be reduced if Lakgity changes its name to “Rocky Top.”
Plaintiff further argues thathe name change is immimmeabsent Court intervention
because the state legislature and governee baproved the changend thus, Lake City
will be free to change its name once its aguncil—which voted irfavor of the name
change in November 2013—approves the changkus, plaintiff submits that it is in
immediate danger of injury. As for Laket¥s argument that the name change will
increase the value of the Marks, plaintiff @masizes that trademarks protect reputation
and allow their owners to deteime their reputation and fate.

Regarding plaintiff's Article Il standig as to Lake City, while Lake City’s
assertion that plaintiff has yet to sustainigary may be true, thisrgument ignores that
standing may be established ggmonstrating that plaifitiwill suffer an imminent, as
opposed to conjectural or hyphetical, injury. Given thathe approval of Lake City’s
city council—which appearsery likely given its November 2013 vote—is all that
remains before Lake City can enact the psmgul change,nd plaintiff's argument that
the name change will injure its interest tile Marks, the Court finds that plaintiff's
alleged injury is likely imminent, satisfyinthe first factor for Article 1l standing.
Moreover, the injunithat will allegedly result from the name change is fairly traceable to
the challenged action of Lakg&ty—its proposed name chgg&—and it is likely that this
injury would be redressed layfavorable decision because such a decision would prevent

Lake City from changing its name. Therefotiege Court finds that plaintiff likely has
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Article 11l standing to bringts trademark infringement and dilution claims against Lake
City.

On the issue of ripeness, Lake City moWwledges Sixth Circuit precedent that a
claim is ripe when it is “highly probadsl that the allegedhjury will occur, Casden v.
Burns 306 F. App’x 966, 972 (6th Cir. 2009), largues that the probability of the name
change is “far from evident h&' because approval is subject to the discretion of Lake
City's city council [Doc. 19 p8]. Further, Lake City contends that plaintiff has not
shown that hardship will sallt from allowing the name-chge process to proceed and
thus generate debate withiime city council, sugesting that if the name change occurs
and ultimately causes harm tapitiff, the issue will be ripe and can be addressed at that
time.

In response, plaintiff submits that nooé the factors for consideration in the
ripeness inquiry militate in Lake City’s favorTo this end, theleged harm is almost
certain to occur, the factuala@rd is sufficiently developeid produce a fair adjudication
of the merits of plaintiff's claims, and if judali relief is denied athis stage, then the
harm to plaintiff will be substantial, whilthe harm to Lake Citywill be minimal.
Plaintiff notes that the ripeness doctrine aitmgrevent court intervention in “abstract
disagreements,” which it argues this is mminsidering (1) the recent approval by the
Tennessee legislature and the governor, (2)abethat Lake City’ity council voted in
favor of the name change in November 204nd (3) the overlap between the members

of the city council and the individuals involvavith the proposed delopment. In the
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event relief is denied at this stage,aiptiff submits thatthe hardship will be
“insurmountable” [Doc. 25 p. 7].

Concerning the first ripeness factor, as L&key points out, cous “pay particular
attention to the likelihood that the harm ghel by plaintiffs willever come to pass.”
United Steelworkers of Am., ¢al 2116 v. Cyclops Corp860 F.2d 189, 194 (6th Cir.
1988). Here, though Lake City’s proposedme change is, at least formally, not a
certainty, as plaintiff notes,elsause (1) the city council ptieusly voted in favor of the
change, (2) Lake City’s citgouncil contains individuals inWed in the development of
this project, and (3) the proposed develepmwill presumably generate tourism and
revenue for the city, & council will almost certainly vetto effectuate the change if
plaintiff's motion for a prelimiary injunction is denied. Thug is highly probable that
Lake City’s city council will approve the na change, at which point Lake City would
be free to change its name. This is onehef primary harms aliged by plaintiff, and
given the substantial likelihood that it wiiccur, the first factor weighs in favor of
ripeness.

As for the second factor, the factual net@appears sufficiently developed on the
issue of Lake City's proposathme change. More specd#ily, the issue is whether the
name change will infringe upon the rights affed to plaintiff byits Marks, and the
parties have fully briefed and argued this issue.

Finally, concerning the hardship the parties will suffer if judicial relief is denied at

this stage, plaintiff convincingly argues thiae hardship it would $ter in terms of any
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possible trademark infringement or dilutioncaaing as a result of Lake City’'s name
change outweighs Lake City’s interest in allowing its cibyincil to debate and vote on
the issue.

In sum, the Court finds that plaintiffteademark infringement and dilution claims
against Lake City are likely ripe for review.

b. Developer Defendants

The developer defendants contend thatnpifhilacks Article Il standing and that
its claims are not ripe for review, submittingthhere is no case or controversy present
because: (1) the proped development is merely thaa proposal, which is to be
completed over a period of yeaifsat all; and (2) plaintiff cannot point to a single item in
the proposal that would infringe upon its Mark As noted, the standing and ripeness
inquiries overlap when the allegyénjury is threateed, rather than actual, because “[t]he
guestion whether an allegedjury is sufficient to meethe constitutional ‘case or
controversy’ requirement is #te heart of both doctrinesKardules 95 F.3d at 1343.

Plaintiff argues that the alleged harm imast certain to occur, the factual record
is sufficiently developetb produce a fair adjudication tfe merits of plaintiff's claims,
and plaintiff will face severe hastip if the Court dclines to grant relfeat this stage.
As a result of what plairffi characterized at the hearirag the chief harm that would
result from Lake City’'s name change—thattlse ability of third parties to utilize the
“fair use” defense—pilaintiff's arguments mirrits arguments concerning its standing to

bring its trademark infringemernd dilution claims against Lake City, and why those
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claims are ripe for review. To this endaipkiff submits that ifLake City changes its
name to “Rocky Top,” thiphrase will become geographigadescriptive in nature,
allowing for a fair use defense based upon the argument that use of the phrase merely
identifies, geographically, theigm of the goods or servicas which the phrase is used.
In other words, plaintiff contends, Lake C#yame change will open the floodgates to
defendants or third parties producing goeasl services featuring the phrase “Rocky
Top” with impunity.
Plaintiff's fair-use-defense argumen$ based upon the following statutory

language:

conclusive evidence of ¢hright to use the registered mark shall be

subject to proof of infringement... and shall be subject to the

following defenses or dects[,] . . . [t]hat the use of the name, term,

or device charged to be an infringem is a use, otherwise than as a

mark, of the party’s individual nama his own business, or of the

individual name of anyone in privityith such party, or of a term or

device which is descriptive of andadsfairly and in good faith only

to describe the goods eervices of such partgr their geographic

origin.
15 U.S.C. § 1115(b)(4) (emphasis added). “tmithe fair use doctrine, the holder of a
trademarkcannot prevent others from using the wotldat forms the trademark in its
primary or descriptivesense.” Hensley Mfg. v. ProPride, Inc579 F.3d 603, 612 (6th
Cir. 2009) (citations and internguotation marks omitted) rfgohasis in original). “Fair
use permits others to use a protected ntarldescribe aspects of their own goods,

provided the use is in goddith and not as a mark.Id. (quotingCar—Freshner Corp. v.

S.C. Johnson & Son, IncZ0 F.3d 267, 27 (2d Cir. 1995)) (alteration omitted). “Such
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description of geographical origin must,wever, be made in a purely descriptive and
non-trademark sense.”Schafer Co. v. Innco Mgmt. Coyp7/97 F. Supp. 477, 481
(E.D.N.C. 1992)aff'd, 995 F.2d 1064 (4th Cir. 1993).

Regarding whether plaintiff has standingbiing its claims against the developer
defendants, the first question is whethee #illeged injury-in-fact resulting from the
conduct of the developer defendants is caecead particularized, as well as actual or
imminent. Plaintiff makes two arguments s why the Court stuld answer this
guestion in the affirmative: (1 Lake City is permitted tehange its name, the developer
defendants will go forward witplans to develop various attractions, goods, and services
featuring the phrase “Rocky Tdpwvhich will infringe upon plaintiff's Marks; and (2) if
Lake City is permitted to change its narties developer defendants and third parties will
be free to produce “Rocky Top” goods andvszes with impunity based on the “fair use”
defense.

The developer defendants reply that gdiffirhas failed to produce evidence of
such plans on their part, submitting thaeithdevelopment plans are unrelated to
plaintiffs Marks, and the Court finds pfdiff has not put forth evidence that the
developer defendants are likelygmduce infringing productsSeeDoc. 3-7]. As for the
timetable for this development, it is unknowm what extent, if at all, the developer
defendants have secured the millions oflads in funding required for their purported
plans. Therefore, though Wweow that “[c]Jorn won’'t grow at all on Rocky Top,” it is yet

to be determined whether ambitious, wide-ranging devgdment will [Doc. 43-1 p 9].
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Given that the content of, and timetable fine developer defendants’ plans is unclear,
any injury to plaintiff's Marls resulting from the conduct tie developer defendants is
appropriately described as conjectural or higptical, not actual or imminent. Moreover,
given that the nature of any such infringemenequally conjectural, plaintiff has not
suffered a concrete or particularized injatythe hands of the developer defendants, nor
can the Court say that suah injury is imminent.

Even assuming plaintiff is correct anlde developer defendants intend to sell
goods or services featuring the phrase Wodop,” whether plaintiff suffers a legal
injury from such conduct W depend upon whether the st@iption of geographical
origin is made in good faith and in a plyr descriptive, non-trademark senddensley
Mfg., 579 F.3d at 612. Therefmrwhether plaintiff would gter injury from such usage
Is conjectural at this poir@nd cannot be determined the present record.

Moreover, the fact that plaintiff emphasizibat third parties could use this “fair
use” defense against plaintiff's attempted ecément of its trademark rights indicates
that plaintiff's alleged injury may not be fhirtraceable to the actions of the developer
defendants. Thus, the second factor requioedstanding militates against plaintiff, as
well.

Consequently, the Court does not find thatrong likelihood exists that plaintiff
has Article 11l standing as to tlteeveloper defendasat this time.

Given the overlapping nature of tls¢anding and ripeness inquiries under the

circumstances, much of the fgang analysis regarding pidiff's standing as to the
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developer defendants is applote on the issue of ripeness. In light of the present
uncertainty as to the developgefendants’ plans and thegpresentations that they do
not plan to market products that infringe gaintiff's Marks, as well as the uncertainty
as to whether unknown forned post-name-change usage wbuabnstitute “fair use,” the
Court does not find it likely that plaiff faces a “certainly impending” injury Magaw
132 F.3d at 280. Insteathe question of whether the\ad#oper defendants will cause
injury to plaintiff's trademark-protected interests nsore appropriately described as
“speculative.” Id. Therefore, the first factor othe issue of ripeness weighs against
plaintiff.

Additionally, given that the nature arionetable of the developer defendants’
plans, along with the likelihoaottat they come to fruition, isncertain, the factual record
is insufficiently developed t@roduce a fair adjudication of the merits of plaintiff's
claims at this time. Becaus$any ultimate trademark dispuwill turn in large measure
on the actual, precise appearance of thgeadlly infringinglabel[,] . . . [u]ntil an entity
actually uses, imitates, or copies Plaintiffreark, Plaintiff cannot advance a cause of
action based on its trademark rightsSbciedad Anonima Vina Santa Rita v. U.S. Dep't
of Treasury 193 F. Supp. 2d 6, 25 (D.D.C. 2001). But, as an illustration of where the
ripeness line is drawn, where “[the defendlawaits only a favorable judicial decision
before proceeding with its clépridentified merchandising effts[,] . . . the issue [i]s
ripe for determination.”Hormel Foods Cp. v. Jim Henson Prods., Inc/3 F.3d 497,

508 (2d Cir. 1996).
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Here, the factual record is insufficientlyeveloped in terms of the allegedly
infringing conduct planned by eéhdeveloper defendants. It cannot be said on the current
record that the developer defendants héslearly identified merchandising efforts”
prepared for implementationid. In fact, not only would y inquiry as to whether the
developer defendants’ alleged plans or fetwonduct will infrnge upon or dilute
plaintiffs Marks be entirely hypothetical, th@esent factual recordoes not allow the
Court to determine whether the developer deémts could properly invoke the “fair use”
defense with which plaintiff is concerned’hus, the Court finds #t the second factor
also indicates that plaintiff's claims agdirtbe developer defendnare not ripe for
review.

Finally, regarding any hardship the parte suffer if judicial relief is denied at
this stage of the proceedings, the Court dirtdat neither party will suffer significant
hardship and thathe benefits of declining to rulepon plaintiff's claims against the
developer defendants at thime vastly outweigh any resulty hardship to the parties.
To this end, the conduct of the develogefendants—considereseparately from Lake
City’s conduct—is not imminentljikely to injure plaintiff if the Court declines to grant
relief today. And if, in the future, the condwd the developer defendants causes, or is
imminently likely to cause, jary or hardship to platiff, then plaintiff can seek
appropriate relief. Athat point, the factual record witle more developed on the issues
of trademark infringement andlation, as well as any assed defenses, such as “fair

use,” which will allow the Court to render ding based upon facts and not speculation.
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Succinctly, plaintiff's claims against trgeveloper defendantseanot likely ripe
for review because theare “anchored in fute events that may hoccur as anticipated,
or at all.” Id. at 284. Therefore, the Court does fiod that a strong likelihood exists
that plaintiff's claims against the deloper defendants are ripe for review.

2. Trademark Causes of Actionand Dilution Claim Against Lake
City: “Use In Commerce”?

While plaintiff urges the Court tossue a preliminary injunction because the
likelihood of confusion shouldbe presumed given the deflants’ indications of the
intent behind renaming thaty, this argument cannot beonsidered until examining
whether Lake City is commeaily using “Rocky Top.” See Calabrese, Racek &
Markos, Inc. v. RacelNo. 5:12-cv-02891-S12013 WL 3893978at *3 (N.D. Ohio July
26, 2013) (noting that “a prerequisite liability under 8 125(a)(1)(A) [is that]
defendants must ‘use in comroe’ the protected trade name”). Lake City argues that it
Is not using “Rocky Top” in commerce; other words, it is not using “Rocky Top” in
connection with the sale, offeg for sale, distribution, or advertising of any goods or
services, and it asserts tlitatoes not plan on doing so.

Plaintiff has urged that commercial usdisader than merely use by a business or
person, and that Lake City is trading plaintiffs Marks by spporting the developer

defendants’ plans in the hofieat the plans will spur growtéind increase tax revenue for

> Because the Court finds that it is not likehat plaintiff has standing to bring its
trademark causes of action and dilution clairaiast the developer defdants, and because the
Court finds it not likely thathtose claims are ripe for adjudiica, the Court does not address the
merits of the claims with respt to the developer defendants.
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Lake City. In addition, platiff submits that Lake City(1l) has admitted that it is
changing its name at the behest, and forlkibeefit, of a private corporation, and (2)
would not have gone to the effort of worg with the governor and several political
entities if it was not going to derive alsstantial benefit from the name change.

“The Trademark Act of 1946 (“Lanham By prohibits uses of trademarks, trade
names, and trade dress that are likely toea@osfusion about the source of a product or
service.” Bosley Med. Inst., Inc. v. Kremet03 F.3d 672, 676 {® Cir. 2005) (citing 15
U.S.C. 88 1114, 1125(a)). &gpfically, 15 U.S.C. § 1114rovides that anperson who
“use[s] in commerceany reproduction, counterfeit, @y, or colorable imitation of a
registered mark in connectianith the sale, offering for salelistribution, or advertising
of any goods or services on or in connattwith which such wesis likely to cause
confusion, or to cause mistake, or to deeéivan be held liabléor infringement. 15
U.S.C. § 1114(1)(a) (emphasis added).

Congress later provided a remedy for tidn of a famous mark by enacting the
Federal Trademark Dilution Act (“FTDA”). Sgifically, “the owner of a famous mark”
may obtain “an injunction against another pearsvho, at any time after the owner’s mark
has become famous, commences use of a mark or tradeimamemerce . . .” 15
U.S.C. § 1125(c)(1) (emphasis addéd)s with infringement claims, dilution claims are

“subject to a commerdiaise requirement.”"Kremer, 403 F.3d at 676. The commercial

® “Dilution law, unlike traditional trademarlnfringement law . .. is not based on a
likelihood of confusion standard, banly exists to protect the gsigoroperty rights a holder has
in maintaining the integrity andistinctiveness of his mark.AutoZone, Inc. v. Tandy Cor@73
F.3d 786, 801 (6th Cir. 2004) (quotiKgllogg Co. v. Toucan Golf, Inc337 F.3d 616, 628 (6th
Cir. 2003)).
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use requirement of the FTDA fsirtually synonymous with the ‘inconnection with the
sale, offering for sale, distribution, or adveirig of goods and sepes’ requirement” of
the Lanham Act.Huthwaite, Inc. v. SunressAssisted Living, Inc261 F. Supp. 2d 502,
517 (E.D. Va. 2003).

Hence, for both the trademark causesaifon and the dilution claim, the Court
must initially examine whethdrake City is engaged in oamerce. The focus is on the
“use in connection with the sale of goods clauderemer, 403 F.3d at 677 (stating that
“the district court should have determined . whether [the defendant’s] use was “in
connection with a sale ofogds or services” ratherah a “use in commerce”§ee also
Prestonettes, Inc. v. Cqt264 U.S. 359, 368 (1924) (“&kkade-mark only gives the right
to prohibit the use oit so far as to protect the owrse good will against the sale of
another’s product as his.”). Use of a traddomast “in connection wth the sale . . . or
advertising of any goods or services,’ . . ousside the jurisdiction of the Lanham Act . .
.. and correspondingly the FTDATaubman Co. v. Webfea®19 F.3d 770, 775 (6th
Cir. 2003) (first alteration in original)But see Browne v. McCai612 F. Supp. 2d 1125,
1132 (C.D. Cal. 2009) (noting scope of “in commerce” is broad). Put another way, the
issue here is whether Lake City’s use ofotRy Top” as the name of its city is “in
connection with a sale goods or services.Kremer, 403 F.3d at 677. If not, then Lake
City’s proposed use of “Rocky Top” is n@ommercial” and not violative of the Lanham

Act or the FTDA. See id.(“The question before us, thebpils down to whether [the

defendant’s] use of [the pl#iff's registered trademarkds his domain name was ‘in
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connection with a sale goods or services.’ If it was ndhen [the defendant’s] use was
‘noncommercial’ and did notiolate the Lanham Act.”).

Plaintiff suggests that its Marks are typicdlitems one would find in a gift shop,
but there is nothing in the record to supggbe notion that Lake City intends on selling
any “Rocky Top” items. Insteadhe only informatia before the Court is that the city
intends on renaming itself “Rocky Top.” @&ie is no indication that the city will be
operating a theme park involving the useé®Rbcky Top,” nor thait will sell any goods
at any such theme park. Indeed, plaintdhceded this much at the hearing. The Court
thus finds that it is unlikely that plaintiff's trademark causes of action and its dilution
claim will succeed because i unlikely that Lake Cityis using “Rocky Top” in
commerce.

Yet, the parties have made it clear to tlen€that this is a novel situation. While
the Court cannot say whether this is thetfinme in history that a city has changed its
name and been accused of trademark infriveyg, there is, by everyone’s account, little
case law directly on pointThe Court has endeavored égamine this novel situation
under existing case law, and undeat case law, the Court further finds it is unlikely that
Lake City is using “Rocky Top” in commerceRarticularly, several federal courts have
held that mere incorporation @t enough to satisfy the $a in commerce” requirement.
Racek 2013 WL 3893978, at3-5 (finding that defendants’ use of plaintiff's trade name
in the incorporation of a new company, vaith more, was insufficid to establish the

“use in commerce” requiremen$tanislaus Custodial Depuyheriffs’ Ass’'n v. Deputy
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Sheriff's Ass’n of Stanislaus CntiNo. CV F 09-1988 LJO SM%010 WL 84381, at *7
(E.D. Cal. Mar. 10, 2010) (filingrticles of incorporation witkame name that had been
used previously by platiff not a use in commercelEnea Embedded Tech., Inc. v. Eneas
Corp., No. 08-CV-1595-PHX-GMS2009 WL 648891at *4—7 (D. Ariz. Mar. 11, 2009)
(finding defendants did not use plaintiffs’ mdidn or in connecbn with any goods or
services” where defendants registered tess names and used plaintiffs’ mark in
correspondence with plaintithy offering to consent to name change in exchange for
exclusive use of registered names in Ana and by demanding gohtiffs cease from
using those namesfNA Fin. Corp. v. Brown922 F. Supp. 567 (M.D. Fla. 1996)
(finding no “use in commee’ where defendant did natise plaintiffs name in
connection with services}ertz Corp. v. KnickerbockeR06 F. Supp. 305 (S.D.N.Y.
1962) (finding no Lanham Act protection wkedefendant incorporated company that
included mark of plaintiff and the articlesf incorporation set forth business plans
mirroring those of plaintiff). @ngruently, other federal courts have held that the mere
registration of an internet domain name is not commercial 8se. Kremer403 F.3d at
676—80 (dissatisfied custom® use of mark as domain ma for website critical of
plaintiff not commercial useBird v. Parsos, 289 F.3d 865, 8796 Cir. 2002) (noting
that “[clommercial use occurs where thdeged diluter uses ‘the trademark as a
trademark, capitalizing on itsalemark status,” and findingathposting domain name on
internet auction site insufficiéno establish commercial us¢jQM, Ltd. v. Hatfield 71

F. Supp. 2d 500, 507 (D. Md999) (collecting cases). hlis, while the city may very
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well be changing its name to generate groald tax revenue, it is not likely that Lake
City is engaging in commerd®y simply renaming itself “Rocky Top.” Instead, “Rocky
Top, Tennessee” would merely be “home swkeine” to the residents of the city
currently known as “bke City, Tennessee” [Doc. 43-1 p. 9].

Accordingly, for this reason, the Codimds that plaintiff's trademark causes of
action and federal dilution claim against Lakiey@re not likely to saceed on the merits.
That, however, does not end the inquiry, lbseain its reply, plaintiff raises the
likelihood of success on the meritsitsf state-law dilution claim.

It is well settled that a movant cannot raise new issues for the first time in
a reply brief because consideration of sisdues “deprives the nanoving party of its
opportunity to address the new argumen@nbper v. Shelby CntyNo. 07-2283-STA-
cgc, 2010 WL 3211677, at %3 14 (W.D. Tenn. Aug. 10, 20) (collecting Sixth Circuit
and district court cases sdussing this principlesee also Scottsdale Ins. Co. v.
Flowers 513 F.3d 546, 553 {6 Cir. 2008) (noting that a pgrtvaives an issue raised for
the first time in a reply briebr motion for reconsideration)Further, the Local Rules of
this District provide that “reply briefs aret necessary and are metjuired by Court. A
reply brief shall . . . directly reply to thmints and authorities contained in the answering

brief.” E.D. Tenn. L.R. 7.1(c). Accordingly, as a matter of litigation fairness and
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procedure, and because the mattas not addressed at the hegyrthe Court declines to
address this argument at this tifne.

To conclude, the Court finds that plafhhas not demonstratealstrong likelihood
of success on the merits of itmdemark causes of actiowr its federal dilution claim
because (1) it is not likely that plaintiff éia&tanding to bring these claims against the
developer defendants nor that the claimaigf the developer defendants are ripe, and
(2) Lake City is not likely usg “Rocky Top” in commerce.

B. Irreparable Injury

Plaintiff argues that if Lak€ity is permitted to changés name, plaintiff will be
irreparably injured because:)(its Marks will be infringed pon and diluted; (2) it will
lose the ability to exclude otrefrom its Marks as a result tfe “fair use” defense; and
(3) its customers will be confused. Moxer, plaintiff submits the injury will be
irreparable in the sense that its damages, such as those resulting from the impairment of
the intangible value of plaintiff's M&s, will be difficult to prove.

Conversely, Lake City contends thttere is no danger of irreparable harm
because plaintiff is also seeking damagescwtvill be available tacompensate plaintiff
for any injury the Court determas plaintiff has suffered. To this end, the Sixth Circuit
has stated that “[a] plaintiffs harm frorthe denial of a piteninary injunction is

irreparable if it is not fully comgnsable by monetary damage®©terstreet 305 F.3d at

* Like the FTDA, under the Tennessee statateplaintiff may obain “an injunction
against another persorcemmercialuseof a mark or trade name . . . .” Tenn. Code Ann. § 47-
25-513. Federal courts “interchangeablyalgipe[] the Tennessee and federal antidilution
statutes.” AutoZone 373 F.3d at 802. Thus, even if tBeurt were to consider the matter, it
would find that the commercial @sequirement is not met for pases of the state-law claim.
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578. Plaintiff responds that the alleged injures are, by law, irreparable, and that in
demanding monetary damages, il is merely seeking all fons of relief for what will

be a sweeping injury. The developer defemslauccinctly argue that plaintiff has not
shown that it will be irreparaplharmed by their plans.

It is true that “courts generally seeim be somewhat morkenient in finding
[irreparable] harm in trademark casthan in other areas of the law/ersar, Inc. v.
Vertac Chem. Corp573 F. Supp. 844, 846 (W.D. e 1983), and “irreparable injury
ordinarily follows when a likelihood of coan$ion or possible risk to reputation appears
from infringement or unfair competitionCircuit City Stores, Inc. v. CarMax, Incl65
F.3d 1047, 1056 (6th Cir. 1999) (citations and internal quotation marks omitted).
Similarly, to the extent that plaintiff is ity to succeed on the merits of the federal
dilution claim, “dilution is itself an injy which cannot be recompensed by money
damages,Deere & Co. v. MTD Prods., Ina860 F. Supp. 113, 122 (S.D.N.Y. 1994), and
therefore “irreparable harm is generally presumed in cases of . . . dilUgbh,illy &

Co. v. Natural Answers, In233 F.3d 456, 469 (7th Cir. 2000).

On the other hand, if the plaintiff do@®t demonstrate a strong likelihood of
success on the merits, the plaintd not entitled to a presystion of irreparable harm.
Fallat v. Cryomed, LLCNo. 08-14875, 2009VL 1514311, at *1(E.D. Mich. May 29,
2009) (finding that “because Plaintiff did not establish a strong likelihood of success on
the merits of his claims as they relatedthe CryoPac Units, he is not entitled to a

presumption of irreparable harm”). So, the pres of irreparable ha is closely related
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to the plaintiff's likelihood of success on theni® And of course, if the plaintiff will
not suffer harm as a result of the challengedduct, then the possiity of irreparable
harm is necessarily foreclosedAm. Civil Liberties Union ofOhio Found., Inc. v.
Ashbrook No. 1:01-CV-0556, 2002/L 1558823, at *2 (N.DOhio June 14, 2002).

More importantly, to justify the extraordinary rdlighat is a preliminary
injunction, “the moving partymust show that irreparable harm is ‘both certain and
immediate, rather than speculative or theoreticalntech Casting, LLC v. ZF Steering
Sys., LLC 931 F. Supp. 2d 809, 81&.D. Mich. 2013) (quotingMich. Coal. of
Radioactive Material Ugs, Inc. v. Griepentrog945 F.2d 150, 154 {6 Cir. 1991)). As
the Supreme Court explained: “Issuirgg preliminary injunction based only on a
possibility of irreparable harm is inconsistewith our charactéation of injunctive
relief as an extraordary remedy that may only be awarded upon a clear showing that the
plaintiff is entitled to such relief.'Winter, 555 U.S. at 22.

In light of the Court’s finding thaplaintiff has not demonstrated a strong
likelihood of success on the meritsits claims against Lake City, the Court finds that
plaintiff will not suffer certain and immedlie irreparable harm absent preliminary
injunctive relief against Lake City. More epfically, because the Court finds it is not
likely that Lake City wouldbe engaging in commerce simply by renaming itself “Rocky
Top,” it is not likely that plaintiff will suffe harm under the Lanha#ct or FTDA if its

motion is denied. With infigement or dilution harm unlikely, the Court consequently
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finds that plaintiff has not made a sufficieshowing that it will be irreparably harmed
unless the Court grants itsotion as to Lake City.

Further, as previously noted, any harmptaintiff resulting from the conduct of
the developer defendants is, at this pospeculative or conjégral given that the
developer defendants’ plans amecertain and in light of therepresentations to the Court
that their plans will nbinfringe upon or dute plaintiff's Marks. Given that the
likelihood of plaintiff sufferingany harm as a result of the developer defendants’ conduct
IS speculative and uncertain,tivar than certain and immede, the Court finds that
plaintiff has not made the requisite showmwigirreparable harm absent injunctive relief
against the developer defendants.

C. Harm to Others

Plaintiff asserts that third parties will bémerather than suffieharm, in the event
the Court issues the requested injunctiddpecifically, the injunction will protect the
interests of plaintiff's licenses, including the University dfennessee. Failing to issue
the injunction, it further asserts, could makenore difficult for plantiff to enforce its
intellectual property rights against otheotential infringers amh cause plaintiff's
licensees, and other potehtibcensees, to question theecessity of their license
arrangements.

Lake City counters thassuing the injunctiomwill cause harm to Lake City and its
residents because development of the theme ipa&sential to theiability of the city,

which is in economic distress. Plaintiflaghs that the injunadin would not cause the
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loss of any current jobs or activities currentblging undertaken on balf of the city’s
residents; it will merely sugmd plans for the name charayed future development.

Considering the parties’ guments, on balance, the Court finds this factor neither
favors nor disfavors the requesieginction. Given the Coud’analysis of the “fair use”
defense, the Court is not convinced thatyieg the injunction wold cause plaintiff's
licensees harm. Yet, it finds that issuingiganction would not case much harm to the
residents of Lake City because, if the lawsuit is unsuccessful, the injunction would
merely delay the development plans.

D. Public Interest

Plaintiff argues that there are two pubhterests that might be served by granting
the injunction. First is the public’s interastguarding the rights guaranteed by federal
trademark protection. Pldiff submits it has owned the copyright on the Copyrighted
Song for decades and licensed that songddJthiversity of Tennessee. The use of the
Copyrighted Song by &hUniversity enabled plaintiff toegister federal trademarks on
the term “Rocky Top.” Plaintiff asserts itdiapent decades investing in its Copyrighted
Song and Marks and following the rulesjuired for federal registration.

Second is the public intese“from being misled as tthe source or origin of the
goods or services they are buying” beeatl§jrademark infringement, by its nature,
adversely affects the public interest the ‘free flow' of truthful commercial
information,” citing Big Boy Restaurants v. Cadillac Coffee C238 F. Supp. 2d 866,

873 (E.D. Mich. 2002), anGougeon Brothers, Inc. v. Hendrick®8 F. Supp. 811, 818
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(E.D. Mich. 1988). Plaintiff arges that defendants have madeseoret that they want to
use “Rocky Top” because of the fame anodwill associated with that name. Thus, it
concludes, the injunan will prevent the puiz from being misled into thinking that the
city is associated with tH&®ocky Top” brand or the Urersity of Tennessee.

Lake City admits that there is a pigbinterest in preenting confusion and
deception in the marketplace and protectingadedmark holder’s propgrinterest in the
mark, but it argues it has natiémtion of utilizing ag of plaintiff's trademarked goods in
the marketplace. It also argues that thetebs minimal confusion if it changes its name
because of the many businesses in Tenndlsatalso use the name “Rocky Top.”

The Court agrees that there is a public interest in protecting tradem@#des.
Hanley-Wood LLC v. Hanley Wood LL@83 F. Supp. 2d 147, 151 (D.D.C. 2011)
(concluding that the plaintiff was entitled géopermanent injunction because the public
interest favored “protecting against furtheolation of federal cpyright and trademark
laws”); Country Inns & Suites by Cabn, Inc. v. Two HO. P’shjiNo. 01-cv-1214, 2001
WL 1587903, at *4 (D. Minn. Nv. 19, 2001) (“Federal traderk law is premised on the
concept that protecting intellectual propeatyd preventing consumer deception is in the
public interest.”). Yet, the Court's analysregarding the likdhood of success of
plaintiff's trademark claims ugygests that an injunction st needed to protect this
public interest at this time. The Court alagrees that there is a public interest in
preventing confusion amtkeception in the marketplace,tlgiven the Court’s finding that

the claims against the developer defendantsairékely ripe and that the claims against
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Lake City are not likely to saiceed because Lake Ciynot likely using “Rocky Top” in
commerce, an injunction needtnesue at this stage of thmoceedings to protect this
public interest. This factor thus weighgainst granting the requested injunction.

In sum, after balancing the factors thlaé Court must consider in examining a
motion for injunctive relief, the Court findthat the factors do not militate toward
granting such extraordinary relief. lillvtherefore, deny plaintiff’'s motion.

[lI.  Motion to Strike

Lake City and the deeloper defendants filed motionsdstrike plaintiff's replies to
their responses to the motion faeliminary injunction, asserting that plaintiff: (1) took a
party deposition without notification an@2) improperly references inadmissible
settlement negotiations [Docs. 29, 33]. f&wlant Carl Warren sb filed a motion to
strike, asserting that he had sustained a sehead injury in armautomobile accident in
September 2013 and that his meynis still affected [Doc. 32].

Given the Court’s analysif the motion for preliminary injunction set forth in this
memorandum opinion and order, the Court fitlts it need not rule on the motions to
strike because neither the documemtitied “DEPOSITIONOF CARL ‘BUDDY’
WARREN” nor the reference to tslement discussions factored into the Court’s analysis.
To the extent the partiegek a ruling on whetherdldocument entitled “DEPOSITION
OF CARL ‘BUDDY" WARREN?" is actually adeposition or, as platiff contends, a
witness statement, the Courtdenying the motionas moot and without prejudice so that

the parties have leave to address #isee at a later point in this litigation.
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IV.  Conclusion

For the reasons explaindgerein, plaintiff's Motion for Preliminary Injunction
[Doc. 3] is herebyDENIED, and Defendant City of Lak€ity’s Motion to Strike
Plaintiff's Reply to City ofLake City’s Response to Mion for Preliminary Injunction
[Doc. 29], Defendant CaMVarren’s Motion to Strike Platiff's Reply to City of Lake
City’'s Response to Motiorior Preliminary Injunction [@c. 32], and the developer
defendants’ Motion to Strike [Doc. 33] are her&yNIED as moot

IT IS SO ORDERED.

d Thomas A. Varlan
CHIEFUNITED STATESDISTRICT JUDGE
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