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UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF TENNESSEE
AT KNOXVILLE
PLATE, LLC and CHRISTOPHER PLATE
Plaintiffs,
No. 3:18€V-265-CLC-HBG
ELITE TACTICAL SYSTEMS, LLC

JIM HANSEN, GEORGE LOVEDAY, llI,

)
)
)
)
)
)
)
;
and GEORGH.OVEDAY, IV, )
)
)

Defendants.

MEMORANDUM AND ORDER

This case is before the undersigned pursuant to 28 U.S.C. 8§ 636, the Rules of this Court,
and Standing Order 13-02.

Now before the Courtis Plaintiffs Motion to Compel [Doc. 130]. Defendants
subsequently filed a response in opposition [Doc. 133], to which Plaintiffs fikgalyain support
of their motion to compel [Doc. 139]. Ultimately, for the reasons set forth below, if$aint
Motion to Compel [Doc. 130] will b6RANTED IN PART AND DENIED IN PART .
l. BACKGROUND

This patent infringement and breach of contract suit revolves around U.S. Patent
Application No. 14/979,051 (the'051 Application”), which matured into U.S. Patent No.
9,618,286 (the‘286 Patent), as well as the remainder of the “Plate Patent Famif§ee[Doc.
130 at §. On or about July 29, 2016, Plaintiff Christopher Plate (“Plate”) and Defendant Jim
Hansen (“Hansen”)executed a nodisclosure agreement (the “Plate NDA”), intendied
Defendant Elite Tactical Systems, LLC (*ETS”) to evaluate Plaintiff Plat€’ Elpatent pending

magazine loader prototype products for potential business opportunities. On August 8, 2016, Plate
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sent a copy of th®51 Application, as well as physicpiototypes and videos of the prototypes in
action to ETS. The parties communicated about what differentiated Plaipéffding patents
from two prior art referencesPublished Patent Application No. 2003/0046854 (“Urchek”) and
No. 2014/0033592 (“Fioructi—in September of 2016. While Plaintiffs notethat Defendant
GeorgelLoveday IV (“Loveday V") responded that Plaganalysis was “promising,” [Doc. 130
at 4], Defendants detail that Plate also stateds[ghyones guess if [the patent application] will
get granted.” [Doc. 133 at 3ee[Doc. 18-16].

Next, a phone call was held on or about October 4, 2016 between Plate, Hansen, and
Loveday IV. Plaintiff alleges that Loveday IV stated that he agreedRidtieés analysis of the
prior art, but that ETS could not shdwetherideas on the magazine loaders until a mutuat non
disclosure agreement was executed (the “ETS Mutual NDA”). Defendants deny stensalof
this conversation excefr the execution of th&ETS Mutual NDA. The ETS Mutual NDA was
then executed on October 6, 2019.

Defendants claim that Loveday IV exchanged email messages witls pat®ent counsel,
Attorney Ken Hoffmeister (“Hoffmeister”), about a provisional patent appdicafor an
ammuniton magazine on October 31, 2016 and November 1, 2016, with the subject line:
“0011.00090US DRAFT Provisional Patent Application for Review.” [Doc. 133 at 4].
Hoffmeister then filegbrovisional patent application No. 62/415,787, titled “Ribless DoulalekSt

Ammunition Magazine,” on November 1, 2016d.].

! Plaintiffs state that on or about September 9, 2016, Defendant George Loveday, IV
(“Loveday IV”), emailed Plate about what differentiated jemding patent applications from the
prior art references, to which Plate responded via email on or about September 17, 2016 with
additional analysis. [Doc. 130 at 4]. Defendants state that “[t]he partieswuoated about the
references on several osgans, including September 16, 17, and 26, 2016.” [Doc. 133 at 3].
2
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Plaintiffs claim that on or about December 22, 2@ fmeister filed a provisional patent
application No. 62/438,451 (“thel51 Provisional Application”), entitled “Firearm Magazine
Loader,” whichlists Defendants Loveday IV and Loveday IIl as the only inventors. [Doc. 130 at
9]; seglDoc. 1303]. Additionally, Hoffmeister filed Patent Application No. 15/851,687 (@3&
Application”), entitled “Firearm Magazine Loader,” on December 21, 201ichwdtaims priority
to the'451 Provisional Application. Id.]; see[Doc. 13064]. Lastly, Plaintiffs note that thé87
Application was issued as United States Patent No. 10,317,154 {$dePatent”), entitled
“Firearm magazine loader,” on June 11, 2018.];[see[Doc. 1305].

However,Plaintiffs allegethat no further substantive communications with Defendants
took placeafter receiving the executed ETS Mutual NEédPlatesubsequentlgaw a video on
an ETS social media pagiemonstrating a magazine loading device on or about December 23,
2016. Plaintiffs then served a cease and desist letter on ETS on or about January 10, 201y, accusi
it of breaching the Plate NDA. Hoffmeister responded on behalf of ETS on January 2,7, 201
stating, in relevant part:

About August 2016, your client provided ETS with a copy of a pending patent

application (“the Plate Application”) and a rough prototype. Subsequently, your

client also shared prior art in the form of U.S. Published Patentioatiph

2014/0033592 (“Fiorucci”) and expressed concern with Fiorucci. Investigation of

Fiorucci led to discovery U.S. Published Patent Application Number 2003/0046854

(“Urchek”). We trust that you can readily obtain copies of these referent¢es)lbu

gladly provide them if requested. Upon review, Fiorucci and Urchek appear to

anticipate or render obvious the subject matter of the Plate Application.
[Doc. 1304 at2].

Defendants then claim that tH@51 Application was allowed on its original claims on
January 12, 2017, Plaintiffs filed a request for continued examination on February 3, 2017, and

“simultaneously amended the claims, arguing the amended claims were paterdgallecbek

and Fiorucci.” [Doc. 133 at 4].
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Plaintiffs filed the instant lawsuit on June 26, 2018, asserting claims of fraudulent
inducement, breach of contract of the Plate NDA, and patent infringenteg[Doc. 1]2
Subsequently, Plaintiffs moved for a preliminary injunction on July 2, 2018. [Doc. 11]. In
response to Plaintiffsmotion for a preliminary injunction, Defendants filed a response, which
includedthe declaration of Loveday IV in suppditte “Loveday Declaration”)[Docs. 18, 18L].

At issue inthe Loveday Declargtn is his statement that:

On or about October 10, 2016, | met with EF $atent counsel to discuss the prior

art references. After further review and consultation with patent couinselained

concerned the Plate design could not obtain meaningful patent protection due to the

prior art. | was also concerned any patents that might issue would later be found to

be invalid.

[Doc. 18-1 at 1 34]. Additionally, Plaintiffs point to Loveday IV’s declaration that on Aufys

2016, he participated in a telephone conversation with Plate and Hansen, “[a]t the {iphatehe

had only shown us videos of early prototypes and a patent application that had not issued,” and
Loveday IV “had not yet received ETSpatent counsa [Hoffmeistets] analysis and evaluatio

of those materials.” Il. at § 22].

ETS served its initial privilege log on January 28, 2019. [Doc-2]3®laintiffs challenge
Entry Number 10, which “indicates that Mr. Loveday IV sent Mr. Hoffmeistemaail' requesting
legal advice about patent issue related to Plate matter, witachments; Number 15, which
“indicates that Mr. Loveday IV and Mr. Hoffmeister exchanged emails regpiigigal advice
sought and received about patent issue related to Plate matteniber 12, which “indicates that

Mr. Loveday IV emailed . . . Hoffmeister, on September 17, 20&fuesting legal advice about

patent issue related to Plate mattesind Number 1, which “indicates that also on September 17,

2 ETS answered PlaintiffAmended Complaint, stating several counterclaims that “Plate
had sued despite its knowledge of the invalidity problems gained from the Hoffrheiséer thus
justifying an award of attorney fees” on September 17, 2019. [Doc. 133saef)oc. 111].

4
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2016, Mr. Loveday IV sent a text message and picture to Mr. Hareskatting legal advice begn
sought about patent issue related to Plate Matter.” [Doc. 130 at 7 (quoting Dd?)].£30-

Plaintiffs then served their First Set of Interrogatories and Second Setqok&gor
Production on May 31, 2019. In a letter accompanying Document Rebjloes?3 and
Interrogatory No. 13, Plaintiffscounsel asserted that these requests are discoverable because
Defendant Loveday 1V “implicitly waived the attornelient privilege through his statements in
Paragraph 34 of his July 20th, 2018 Declaration.” [Doc.-1BGt 2]. Plaintiffs counsel
maintained that as the Declaration was submitted as an exhibit to Deféndaptsse to the
motion for a preliminary injunction, Defendants “relied upon Mr. Lovéslaynsultation with
patent counsel to support Reidants’arguments regarding the effect of the alleged prior art on
the validity of Plates patents.” If. at 3]. Defendant ETServed its objections and response to
these discovery requests on July 1, 2019 [Doc-8l3and between July 17, 2019 and July 30,
2019, counsel exchanged a series of emails regardingdbjegtions and response to Document
Request No. 73 [Doc. 138}k

The Court held a concurreltarkmanhearing withPlate LLC v. RCTenn, LLQNo. 3:18
cv-306, a case proceeding in the Middle District of Tennessee on June 10,S¢¥DBoc. 84].
Plaintiffs filed the instant Motion to Compel on January 3, 2020. [Doc. 130]. However, on May
26, 2020, the Court continued upcoming claim construction deadlines akthtkmanhearing

for Defendant ETSnewly issued154 Patent, as well as stayed the case pending the resolution of

3 Defendants note that ETS served a first supplemental privilege log on August 28, 2019
which “added information describing the subject matter of the provisional apmhigdéntified
in Entry 14,” noting that the “document logged in Entryndas not a regmsive document, because
it related to an ammunition magazine, not a loader.” [Doc. 133 s¢€Doc. 1334].
5
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Plaintiffs reissue applications for th&55 Patent. [Doc. 159]. The Court then entered an
Amended Scheduling Order [Doc. 170] on July 16, 2020.
I. POSITIONS OF THE PARTIES

Plaintiffs seek [Doc130 for the Court to order Defendants producethe responsive
documentgo their Second Request for Production No. 73, to provide written answers responsive
to Interrogatory No. 17, and to compel testimony fromfidefster due to the waiver of attorney
client privilege andhe work product doctrineAdditionally, Plaintiffsmovefor the Court to find
that the attorneyclient privilege and the work produgrotectionhave been waived between
Hoffmeister and Defend#regardingpotential business with Plaintiffs and the prosecution of the
‘154 Patenfrom July 29, 2016 to January 27, 2017.

Plaintiffs assert thaDefendants waived the attornelyent privilege and work product
protection by relying on Hoffmeister conclusory statements regarding his analysis of the effect
that Urchek and Fiorucci have on Plaintiffmatents by incorporating Paragraph 34 of Loveday
IV's Declaration into its Response [Doc. 18] to Plaintiffi@tion for a preliminary injunction, as
well asthrough Defendantsissertions in their counterclaims and affirmative defenses. Plaintiffs
maintain that although Defendants have not specifically pled the “advice of counsaii’ as
affirmative defense, théyhavesignificantly and regularlinjectedthe advice of their legal counsel
into the substantive merits of this lawsuit.” [Doc. 130 at 20]. Moreover, Plaiagfert that
Defendants waived the attornelyent privilege through their January 27, 2017 response to
Plaintiffs cease and desisttier (the “Hoffmeister Letter”) which included Hoffmeistés “legal
conclusion thatFiorucci and Urchek appear to anticipate or render obvious the subject matter of
the Plate [Patent] Applicatiari. [Id. at 23]. Additionally, Plaintiffs maintain thathey have set
forth a prima facishowing of Defendant$raud on théJnited States Patent and Trademark Office

6
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(“PTO”) by omitting Plaintiffs as a joint inventor for thid54 Patent, thus satisfying the
requirements to invoke the crime-fraud exception to attoctiept privilege.

Plaintiffs claim that the work product doctrine does not protect Hoffmessamalysis of
prior art references Urcheck and Fiorucci in September and October of 201i§atieri had not
been considered by either party at tinse. However, Plaintiffs state that should privilege under
the work product doctrine be deemed to apply, it should be waived in regard to any work product
completed by Hoffmeister that was addressing the same subject matter edgssding attorney
client privilege.

Lastly, Plaintiffs certify that they have “in good faith conferred or attemptedini@icwith
Defendants in failing to make disclosure or discovery in an effort to obtain it withodtaction.”

[I1d. at 3]. Plaintiffs state that thgyrovided Defendants with “notice and supporting rationale” for
why their discovery requests included requests for otherwise privileged docuraedts,
Defendants did not respond to their May 31, 2019 letter or “support their privilege objections wit
any support for why communications or work product privilege applidd.]. [

Defendants respondoc. 133]thatthey have not expressly, nor impliedly, waived the
attorneyclient privilege or work product immunityirst, Defendants maintain that the asserti
of the crime fraud exception is frivolous and not applicable in the present casenafsRtannot
demonstrate a specific intent to deceive. Additionally, Defendants assehetteaivis no waiver
of the attorneyclient privilege or work productnmunity aghe HoffmeistelLetter “disclosedo
substance of his communications with ETS” and “did not disclose to Plate any findings, ioonclus
or analysis.” [d. at 14]. Next, Defendantdaim that the Hoffmeistet etter, the Loveday

Declaration, and ETS answer and counterclaimiisl not impliedly waive attorneglient privilege
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or workproduct immunity as Defendants maintain that they have not invoked an-afrcicensel
defense.

Plaintiffs reply[Doc. 139]that Defendants ignore the importance of conception to establish
that Plate was a joint inventor of tHEb4 Patent, and thus the criftaud exception is applicable.
Additionally, Plaintiffs allege that Hoffmeister “did not only offer his legal dosion, but
provided the underlying reasons for the conclusion, to wit, that Fiorucci and U¥chek
specifically—appear to anticipate or render obvious the subject matter of the Plate J[Patent
Application.” [Id. at 7].

1. STANDARD

Federal Rule of Civil Procedure 26(b)(1) provides as follows:

Unless otherwise limited by court order, the scopdisfoveryis as follows:

Parties may obtaidiscoveryregarding any nonprivileged matter that is relevant to

any partys claim or defense argtoportionalto the needs of the asconsidering

the importance of the issues at stake in the action, the amount in controversy, the

parties relative access to relevant informatiothe parties resources, the

importance of theliscoveryin resolving the issues, and whether the burden

expense of the proposed discovemgpweighs its likely benefit.

Fed. R. Civ. P. 26(b)(1). Courts have explained that the “scogisaniveryunder the Federal
Rules of Civil Procedure is traditionally quite broadferedith v. United Collection Bureau, Inc.
319 F.R.D. 240, 242 (N.D. Ohio 2017) (quotingwis v. ACB Bus. Serv., In@35 F.3d 389, 402
(6th Cir. 1998)). Further, the proponent ofraotionto compeldiscoverybears the initial burden
of demonstrating relevanc&eeGruenbaum v. Werner Entersnc., 270 F.R.D. 298, 302 (S.D.
Ohio 2010);Anderson v. Dillard’s, In¢.251 F.R.D. 307, 309-10 (W.D. Tenn. 2008).

Additionally, pursuant to Federal Rule of Civil Procedure 37(a)(1), a party may move for
an order compelling disclosure or discovery. “The motion must include a certificatiotineha

movant has in good faith conferred or attempted to confer with the person or party failingto ma

8
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disclosure of discovery in an effort to obtain it without court action.” Fed. R. Civ. P(B7(a)
“The scope of discovery is, of course, within the broad discretion of the trial courbrder
denying further discovery will be grounds for reversal only if it was an abuse of disgesulting

in substantial prejudice.Pearce v. Chrysler Grp., LLC Pension PJ&i5 F. Appx 342, 350 (6th
Cir. 2015) (quotind-ewis v. ACB Bus. Servs., Int35 F.3d 389, 402 (6th Cir. 1998)).

Next, “[t]he attorneyclient privilege protects the confidentiality of communications
between attorney and client made for the purpose of obtaining legal adOiceCommunique
Lab., Inc. v. Citrix Sys., IncNo. 0600253, 2015 WL 13649574, at *2 (N.D. Ohio Apr. 17, 2015)
(quotingGenentech, Inc. v. United States |T®22 F.3d 1409, 1415 (Fed. Cir. 1998pge
alsoRoss v. City of Memphid23 F.3d 596, 600 (6th Cir. 2005) (“The attoruéignt privilege
protects from disclosure confidential communications betweel@mvyer and his client in matters
that relate to the legal interests of society and the client.”) (quistirgg Grand Jury Subpoena
886 F.2d 135, 137 (6th Cir. 1989))While the attornexclient privilege is narrowly construed to
avoid overly restricting discovery, its scope is determined in light of its purgosecrease full
and frank communication between an attorney and his ¢li@ein Design Grp. Ltd. v. Scholastic,
Inc., 327 F.R.D. 155, 159 (E.D. Mich. 2018). The privilege “protects only those communications
necessary to obtain legal advicéii re Columbia/HCA Healthcare Corp. Billing Practices Litig.
293 F.3d 289, 294 (6th Cir. 2002))astly, “[t]he burden of establishing that the attorcbgnt
privilege is applicable to particular communications rests with the partytingsie privilegé.
Zen Design Grp. Ltd327 F.R.D. at 159 (citingnited States v. Kru@79 F. Appx 473, 478 (6th
Cir. 2010); Fed. R. Civ. P. 26(b)(5)).

The work product doctrine “is distinct from and broader than the attorney client
privilege.” In re Columbia/HCA Healthcare Corp. Billing Practices Litig93 F.3d 289, 304 (6th

9
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Cir. 2002). Work product protectiorextends beyond confidential communications between the
attorney and client to “any document prepared in anticipation of litigation by or for the
attorney.” Id. The doctrine is codified in Federal Rule of Civil Procedure 26(b)(3MAjch
states in pertinent part that a party may not ordinarily diseesave for a showing of “undue
hardship”—documents or tangible things that are prepared in anticipation of litigatidoy.ar.

for another party or its representative.” Fed. R. Civ. P. 26(b)(3)(A).

“While the attorneyclient privilege protects only confidential communications, thekwo
product doctrine generally protects from disclosure documents prepared byaordtiorney in
anticipation of litigation.” Redl Airport Auth. of Louisville v. LFG, LLC460 F.3d 697, 713 (6th
Cir. 2006) (citingln re Antitrust Grand Jury805 F.2d 155, 163 (6th Cir. 1986 owever,‘there
is no compelling reason for differentiatimguiverof work product fromwaiverof attorney
client privilege.” In re Columbia 293 F.3cat 306.

With respect to discovery issueederalCircuitlaw applies when deciding whether
particular written or other materials are discoverable patantcase, if those materials relate to
an issue osubstantivepatentiaw.” In re MSTG, Inc.675 F.3d 1337, 1341 (Fed. Cir. 2012)
(quotingAdvanced Cardiovascular Sys., Inc. v. Medtronic,,I865 F.3d 1294, 1307 (Fed. Cir.
2001)) seeProCom Heating, Inc. v. GHP Grp., Ind&No. 1:13CV-163-GNS, 2016 WL 3659137,
at *3 (W.D. Ky. May 11, 2016)“Whether and to what extent a party waivesatt@ney-
clientprivilege by asserting the defense of reliance upon the advice of counsel is an issue
of substantivepatentaw, thus this Court looks to precedent from MRBeeleralCircuit for
guidancé’) (citing In re EchoStar Commic Corp, 448 F.3d 1294, 1298 (Fed. Cir. 20Q®&)t see
01 Communique Lab., Inc. v. Citrix Sys., JiNo. 1:06CV-253, 2016 WL 111443, at ¥.3(N.D.
Ohio Jan. 10, 201Q) As is evident from the magistrate judg®rder and the partielriefing on

10
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Communiques objections, there is little federal circuit precedent with respect to implied waiver
of attorneyelient privilege?).

However, Plaintiffs also claim that Defendants have waived the attohieey privilege
and work product protectiaimrough voluntary didosure—to which both parties cite applicable
Sixth Circuit law. See, e.gCequent Performance Prod., Inc. v. Hopkins Mfg. Gd¥p. 13CV-
15293, 2017 WL 2264784, at *A.4 (E.D. Mich. May 24, 2017)“While this is a patent
infringement action, the Federal Circtatpplies the law of theegionalcircuit, here the [Sixth]
Circuit, with respect to questions of attorrdient privilege and waiver of attorneyjient
privilege.”) (quoting Fort James Corpyv. Solo Cup C9.412 F.3d 1340, 1346 (Fed. Cir.
2005));see alsdn re Regents of University of Californid01 F.3d 1386, 1390 n.2 (Fed. Cir. 1996)
(applying Seventh Circuit law to attornejient privilege issue and noting that
“[flor proceduramattersthat are not unique foatentissues, [the Federal Circuit] appl[ies] the
perceived law of theegionalcircuit”).

V. ANALYSIS
A. Attorney-Client Privilege
1. Voluntary Disclosure to Third Parties

Plaintiffs first claim that Defendants hawived attorneyclient privilege “by sending the
January 27, 2017 respongbe Hoffmeister Letterjo Plates demand letter because the letter
included Mr. Hoffmeistés legal conclusion thdfFiorucci and Urchek appear to anticipate or
render obvious thsubject matter of the Plate [Patent] ApplicatibriDoc. 130 at 23]see[Doc.
1304].

“As a general rule, theattorneyclientprivilege is waived byoluntary disclosure of
private communications by an individual or corporation to third paftids re Columbia/HCA

11
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Healthcare Corp. Billing Practices Litig293 F.3d 289, 3)(6th Cir. 2002)quotingln re Grand

Jury Proceedings October 12, 1998 F.3d 251, 254 (6th Cir. 1996kee alsaNew Phoenix
Sunrise Corp. v. C.I.R408 F. Appx 908, 918(6th Cir. 2010) (“Both the attorneglient privilege

and workproduct protection are waived by voluntary disclosure of private communications to
third parties.).

In In re Grand Jury Proceedingghe Sixth Circuit addressed the waiver of attorolesnt
privilege when the owner and president of a laboratolyntarily disclosed the substance of their
attorneys advice regarding their marketipanto government agents investigating the laboratory
for “improperly inducing nursing homes to givehtisiness and seeking reimbursement from
Medicare for tests performed by nursing home persénné® F.3d at 253. The Sixth Circuit
differentiated from past cases, finding that “tdvenerandpresident of the laboratory did discuss
the substance of theattorneys advice,” as they told investigators that “the attorney approved
someparts of the plan and recommended they discontinue other parts,” the disclosed ioformati
“revealed their attornéyg legal conclusions and facts on which those conclusioreshased,” and
the “president and owner revealed both the legal conclusion and the reasoning behind the
conclusion.” Id. at 254.

Here, while the Hoffmeistet etter included the legal conclusidhat the prior art
references “appear to anticipate @nder obvious the subject matter of the Plate [Patent
Application” [Doc. 1301], it did not discuss “the reasoning behind the conclusiémre Grand
Jury Proceedings78 F.3d at 254 The Court disagrees with Plaintiffcontentions that
“Hoffmeister dd not only offer his legal conclusion but provided the underlying reasons for the
conclusion, to wit, that Fiorucci and Urchekspecifically—appear to anticipate or render obvious
the subject matter of the Plate [Patent] Application.” [Doc. 139 at 7].

12
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In a patent infringement case, the Southern District of Ohio addressed where the defendant
intentionally disclosed abridged copies of patent opinion letters to variedsfendants, the
codefendantscustomers, and the plaintifSeeProcter & Gamble Co. v. Team Techs., Jrido.
1:12-CV-552, 2013 WL 3778740, at *1 (S.D. Ohio July 18, 20IBheProcter & GambleCourt
found that “Defendants disclosed the abridged opinions to assuage their customzsms, and,
in so doing, waived the privilege as to all related communicatiolts.at *3. Similarly, in V.
Mane Fils S.A. v. Int Flavors and Fragrances, Incthe defendant disclosed several opinion
letters from counsel concerning the alleged invalidity of patents owned by théftiambtential
investors. No. 0&2304, 2008 WL 619207 at *1 (D.N.J. March 4, 2008). Vh#&ane FilsCourt
found that the defendant had waived alti@rneyclient privilege by disclosing the opinion letters
to its potential customers and to the plaingiffounsel as “the privilege cannot be used as both a
sword and a shieldld. at*4.

Ultimately, the Hoffmeister Letter did not disclose a “significant part” of igilpged
communication between Defendants and their coursek Grand Jury Proceeding38 F.3d at
254. Other than stating the brodebal conclusion, the Hoffmeister Letter did not specifically
analyzethe Fiorucciand Urchekpatents or include any specific analysis. Additionally, the
disclosure in this letter did not includiee reasoning behindoffmeistefs opinion provided to
Defendants or reveal any further communications with Defendants. Unkkedter & Gamble
where “the fourpage abridged opinions reveal couhseletailed legal analysis, opinions, and
facts” Hoffmeister merely responded to a cease and desist letter on behalf of Defamndistiated
that the prior art references appear to render obvious thecsuoigtter of Plaintiffspatents.See
2013 WL 3778740, at *2. Defendants did not disclose the substance of their patent sounsel
opinion, rather they responded to a cease and desist letter regarding Plaguiigs and their

13
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business relationship.Additionally, Defendants did not disclose a patent opinion letter for
commercial purposes.

Accordingly, the Court finds that Defendants did not waive attodtient privilege or
work product protectionthrough the Hoffmeister Letter, as they did not voluntarily disclose the
substance of attornegtient communications.

2. Implied Waiver—Advice of Counsel

Plaintiffs assert thatDefendants reliance on the advice of their patent counsel,
Hoffmeister, constitutes a waiver of the attorodignt privilege and work product protection,
limited to his analysis of Plaintiffshen pending patent in the view tbfe prior art references.
Plaintiffs allegethat Defendants have relied on Hoffmeiseiconclusory statements regarding
his analysis of the effect Urchek and Fiorucci have on the Blasgent Family” by incorporating
Paragraph 34 of the Loveday Declaration into their Response to thenMoti Preliminary
Injunction, their allegations in thassertedcounterclaims, as well as Defendarasfirmative
defenses. [Doc. 130 at 20]. Plaintiffs acknowledge that Defendants did not sihgcifisart an
advice of counsel defense buaintain tkat they have “significantly and regularly injected the
advice of their legal counsel into the substantive merits of this lawstat]. [

Defendants respond that they have not impliedly waived attalieyt privilege or work
product immunity, as “ETS ds not affirmatively asserted an advafecounsel defense and
because none of the documents reveals’ Ep8&cific reliance on Mr. Hoffmeister advice as a
basis of an asserted claim or defense.” [Doc. 133 at 15].

The attorneyclient privilege “may implicitly be waived when the defendant asserts a claim
that in fairness requires examination of protected communicati®wss v. City of Memphig23
F.3d 596, 68 (6th Cir. 2005)(internal citation omitted)see also In re Lott424 F.3d 446, 454
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(6th Cir. 2005) (“[L]itigants cannot hide behind the privilege if they are relying upon pridilege
communications to make their case.”). Additionally, fjatty may impliedlywaive theattorney
clientprivilege when, for instance, it uses the advice to establish a défeBsge01 Communique
Lab., Inc. v. Citrix Sys., IncNo. 1:06CV-00253, 2015 WL 13649574, at *3 (N.D. Ohio Apr. 17,
2015) (quotingn re EchoStar Commc’n Corpd48 F.3d 1294, 1298 (Fed. Cir. 2006)

In EchoStay the Federal Circuit detailed tHfb]nce a party announces that it will rely on
advice of counsel, for example, in response to an assertion of willful infringementtotime\at
client privilege is waived.448 F.3d at 1299. “The widely applied standard for determining the
scope of a waiver @ttorneyclient privilege is that the waiver applies to all other communications
relating to the same subject mattetd. (quotingFort James Corp. v. Solo Cup Cé12 F.3d
1340, 1349 (FedCir. 2005)). Similarly, the Federal Circurecognizedthat when a party defends
its actions by disclosing an attorrelyfent communication, it waives the attorpgient privilege
as to all such communications regarding the same subject matteat’1301.

If Defendants had asserted an advice of counsel defense, they “would attempt to show,
through evidence of legal advice on which it relied, that it acted in good faith and did not act
willfully.”  Action Ink, Inc. v. Anheusd@usch, Inc.No. CV 12141, 2012 WL 12991010, at *2
(E.D. La. Nov. 9, 2012). Assertion of an advice of counsel defense would exjipsendants]
to ‘what has become known as Qaantumdilemmarthe choice between asserting an advice of
counsel defense to a claim wil[l]ful [trademark] infringement and the resulting waiver of the
attorneyclient privilege[,] and not asserting the defense and risking a finding oftifabil 1d. at
*2 (quotingBrown v. Toscano630 F. Supp. 2d 1342349(S.D. Fla. 2008) (internal quotation
marks and citation omitted)$ee Quantum Corp. v. Tandon Cor@40 F.2d 642, 6434 (Fed.

Cir. 1991)).
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In the seminal case 8honePoulenc Rorer, Inc. v. Home Indem. Gabeit decided before
EchoStay the Third Circuit noted that the doctrine of imepl waiver has been applied where a
party “assert[s] claims or defenses that put his or her att@raglyice in issue in the litigation.”
32 F.3d 851, 8633( Cir. 1994) (although not involving a patent claim). Moreovem fRhone-
Pouleng the Third Circuit, in finding no waiver of privilege, noted that casesHéarn ‘appear
to rest on a conclusion that the information sought is relevant and should in fairnessolsedlisc
[but] [r]elevance is not the standard for determining whether or not evidence shoutddmtepr
from disclosure as privileged, and that remains the case even if one might comelfategs to be
disclosed are vitahighly probative, directly relevant or even go to the heart of the TssQé.
Communique Lab., Ine. Citrix Sys., Ing.No. 1:06CV-00253, 2015 WL 13649574, at *7 (N.D.
Ohio Apr. 17, 2015)YquotingRhone-Poulenc32 F.3d at 864 and discussiHgarn v. Rhay68
F.R.D. 574 (E.D. Wash. 1975)).

Plaintiffs main argumentis that Defendants havempliedly waived attorneylient
privilege and workproduct protection by incorporating the Loveday Declaration into their
Response to the Motion for a Preliminary InjunctioAs detailedabove Paragraph 34 of the
Loveday Declaration states that he met with Hoffmeister to “discuss theapri@ferences” and
that “[a]fter further review and consultation with patent counsel, | remaineccet that the
Plate design could not obtain meaningful patent protection due to the prior art.” [Bbat 1B
34]. Defendants note, however, that in their Response, they only cited to this paragraphrin suppo
of the statement that “Plate initiated contact with ETS on June 3, 2016, in amapizmpt to
forge some kind of business relationship regarding a pistol magazine it was working on.” [Doc.
18 at 1]. The Court agrees that Defendants have not relied upon the advice of Hoffmersler i
to make its claims or defenses, as well as that they have not based their argutherResponse
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on Hoffmeisters alvice. Further, althougibefendants claimed that Platesunlikely to succeed
on the merits of its patent infringement claim because the patents avessievalid, theydid
not citeto Hoffmeistets analysis of the applicable patents and @rbrderences in supporiSee
[Doc. 18 at 14]. Similarly, the Court does not find thatHuéfmeisterLetter, in response the
cease and desist letter, places the advice of counsel at issue sufficientaati@iveyclient
privilege.

Plaintiffs also point to Defendantallegation in their counterclaims that Hoffmeister
“wrote counsel for Plate on or about January 27, 2017, explaining why the [applicable] Patent[s]
were invalid,” andattachedhe HoffmeistelLetter. [Doc. 130 at 20kee[Doc. 111 at 1 34, 66].
Additionally, Plaintiffs note that Defendahtaffirmative defenses for invalidity incorporate the
allegations sefiorth in these counterclaims. [Doc. 130 at 2@jg[Doc. 111 at p. 20-21].

However, Plaintifé largely donot expand upon these allegations. Again, the Court notes
that Defendants have not asserted an advice of counsel affirmative d&SersévicCamick on
Evidence, § 93 (6th ed. 2006) (“[T]he problem of defining when such an issue has been interjected
is an extremely difficult one. The cases are generally agreed that filing odoefa lawsuit does
not waive the privilege.”)ited inHenry v.Quicken Loans, Inc263 F.R.D. 458, 466 (E.D. Mich.
2008) Moreover, Defendantsarguments regarding the validity of the applicable patents do not
place their state at mind at issue, such that they relied upon the Hoffrhetsézrand the advice
of cownsel. Defendants also do not rely upon communications with Hoffmeister as a basis for their
defense or asserted counterclainfs®e Rhon€oulenc Rorer, Inc. v. Home Indem. C82 F.3d
851, 863 (3dCir. 1994) (“Thus, in a patent suit, where iafringer is alleged to have acted
willfully, the advice of the infringés lawyer may be relevant to the question of whether the
infringer acted with a willful state of minddowever, the advice of the infringsrcounsel is not
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placed in issue, and tipgivilege is not waived, unless the infringer seeks to limit its liability by
describing that advice and by asserting that he relied on that dfvice.

Additionally, Defendants cite to the Hoffmeister Letter “as evidence EiniHfs’]
knowledge after meiving it,” [Doc. 133 at 21], as Defendants claim that Plaintiffs filed its
infringement suit after it “had knowledge of those invalidity bases [set forth in thenkister
Letter], and should have recognized their applicability to the claims ob4ffePatent prior to
filing the Amended Complaint.” [Doc. 111 at | 126ee, e.g.Sprint Commas Co., L.P. v.
Comcast Cable Comires, LLG No. 132684JWL, 2015 WL 11121848, at *1 (D. Kan. Apr. 16,
2015) (finding, in patent infringement case, that defatidacommunications with counsekre
not “inextricably merged with” the elements of their equitable estoppel affiendefense and
rejecting plaintiffs “underlying contention that pleading a claim or defense that has
‘reasonablenessr ‘reliance as anecessary element places #uviceof counsel at issu€’).

Plaintiffs citeZen Design Grp. Ltd. v. Scholastic, In827 F.R.D. 155 (E.D. Mich. 2018)
andHenry v. Quicken Loans, In@263 F.R.D. 458 (E.D. Mich. 2008) as examples where “courts
have applied limited privilege waivers based on the insertion of privileged informato the
merits of the case.” [Doc. 130 at 21]. However, as opposed to the present ZaseDiesign
Group the defendant in a patent infringement suit had “indicated its intention to rely on an opinion
of counsel as a defense to willfulness.” 327 F.R.D. at 158. Thus, the Eastern Districhigbii
was not reviewing whether the defendant had impliedwad the attorneglient privilege but
rather considered the extent of the waiveswghprivilege to trial counselld. at 162.

In Henry, a Fair Labor Standards Act case, ttefendantassertedgood faith as an
affirmative defense and that it relied the advice of counsel in determining that certain employees
were not required to be paid overtime. 263 F.R.D. at 468. However, in support of their motion
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for summary judgment, the defendant relied upon deposition testimonyfrorporate designee
stating that he believed that bemplied with applicable laws and regulations based on his review
on the regulations and “ongoing consultation with the Conigdegal and HR departmentdd.

at 462. Thekastern District of Michigan held thatvhen a party asserts a defense of good faith
or reasonableness, and affirmatively offers testimony that the party consuhlietieui attorney

as factual support for the defense, and when cosrasa¥ice in some way supports the deferidant
good faith belief, the defendant has put his coussadvice'at issué and thereby waives the
attorney client privilege on the narrow subject matter of those communicatiddsat 469.
Specifically, theHenryCourtfound that “[b]y accompanying the motion with the Carroll affidavit
that stated that the decision to classify the mortgage bankers as exempt was orag@nig
consultation with counsel and arguing in the motion @aitkeris attorneys confirmed Carradl’
understanding of the regulations, Quicken has affirmatively asserted advice ofl ezuasmsis
for its good faith 1d. at 470.

However, in the present case, Defenddmavenot “relied (even in small part) quivileged
communications to make its case” or placed the advice of counsel atldsated 70. Defendants
did not cite to Paragraph 34 of Loveday Declaration to defend against Plaahiiiss of willful
infringement. Rather, Defendants correctlgintain that this section of thevedayDeclaration
was cited to demonstrate their business relationship with Plaintiffetahe. Similarly, inHenry;
the magistrate judge found thidte defendant did not waive the attorreljent privilege in its
arswers to interrogatories or pleading of an affirmative defense of good faith “beceaitiser
made attorney client communications a factual basis of [the defésjddetense.” Id. at 466.
Here, Defendast have not relied uponHoffmeistetrs opinion regarding invalidity or
unenforceability ofPlaintiffs patents at issue to rebut the willful infringement allegations.

19

Case 3:18-cv-00265-CLC-HBG Document 176 Filed 09/01/20 Page 19 of 34 PagelD #:
4838



Additionally, Defendants have not affirmatively placed the opinion or advice of its catisaie
at this time either as aténse for its conduatr as a bas for its counterclaims.

While Defendantsreview of the applicable patents with Hoffmeister and the contents of
the Hoffmeister Letter may be relevant, the contents of these communications ataced at
issue in D&ndants’response to Plaintiffgreliminary injunction, counterclaims, or affirmative
defenses. See01 Communique Lab., Inc. v. Citrix Sys., Jmdo. 1:06CV-00253, 2015 WL
13649574, at *7 (N.D. Ohio Apr. 17, 2015) (“While the legal advice Citrix vecewith respect
to the Tridia patents may be relevant, Citrix is not relying on that advice to show tAaidie
license is evidence of what a reasonable royalty for the technology aniskisecase would be.”).
Here, merely claiming that paterasissue are invalid does not automatically conbefendants
argumentsinto an advice of counsel defense abéfendants affirmative defenses and
counterclaims do not require reliance on the advice of counsel.

Ultimately, Defendants have not “interjected the advice of counsel as an essential element
of a claim in this case.RhonePoulenc Rorer, Inc. v. Home Indem. (22 F.3d 851, 864 (3d Cir
1994). Defendants have not asserted an advice of counsel ddiasse their counterclaims or
affirmative defenses on confidential communications, or placed Hoffrisidégal opinion at
issue at this timeSee, e.gAction Ink, Inc. v. Anheus@usch, Ing.No. CV 12141, 2012 WL
12991010, at *2 (E.D. La. Nov. 9, 2012) (finding “no basis on the current record to conclude that
[the] defendant has waived the attorodignt privilege by asserting an advice of counsel defense”
in trademark infringement case as the defendant did not assert an advice of coumsgivaff
defense or “affirmatively injeft] the defense into this action by responding to plaistiff
interrogatories or by noting in its opposition to a prior motion to compel that it conducted a
trademark search and became aware . . . of plaméffeged rgistration of the phrase” at issye)
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see alsd-uji Photo Film Co. v. BenymNo. 081927, 2008 WL 5084572, at *5 (D.N.J. Dec. 1,
2008) (n patent infringement case, finding defendatdstimony that “the first thing we did was
to contact the attorneys that the company relied upon and get their opinion as to exactlg what w
should do and how we should go forward . does not constitute taking an affirmative step to
place the substance of the advice of counsel in igsaftd sub nom.In re Benun 328F. App’ X
659 (Fed. Cir. 2009).

“Given the importance of the attornelient privilege and the magnitude of a defentiant
decision to assert an advice of counsel defense in a patent case, the court decleres wainer
of privileg€' in this case, athe Court‘sees no benefit in holding [the defendant] to a defense it
does not intend to assert at trialPotts v. 8Box LLG No. 3:09CV-35, 2010 WL 4683884, at *2
(D. Conn. Nov. 10, 201Qrddressing corporate officerambiguous statements about dldgice
of counsel)quotingNitinol Med. Techs., Inc. v. AGA Med. Corp35 F. Supp. 2d 212, 215 (D.
Mass. 2000)). Lastly, Defendants are not “disclosing favorable communications waikingss
the privilege as to less favorable onedti re Seagate Technology, LL@97 F.3d 1360, 1372
(Fed. Cir. 2007). Therefore, the Court does not find that Defendants have impliedly waived the
attorneyclient privilege or work product protection with respect to Hoffmeisteetter, the
citation to Paragraph 34 of the Loveday Affidavit in its Response to Pldintifision for a
preliminary injunction, or its counterclaims and affirmative defenses.

B. Crime-Fraud Exception

Plaintiffs assert that they have set forth prima facie evidence supportinghntduiitalbe
conduct claim, which therefore satisfies the crima@id exception to attornesfient privilege.
Plaintiffs maintain that the correspondence between the parties estallahbsy first “provided
Defendants with the contents of [their] then pending patent applications, descriptions, and
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explanations of the inventions . . . and prototypes that physically embodied the scope of the
invention in the patent application.” [Doc. 130 at 25]. Then, Plaintiffs allegeh@&rivilege

Log demonstrates that Defendants provided this information to Hoffmeister “foridns
completion of the first draft of th&51 Provisional Application.” Ifl.]. Lastly, Plaintiffs assert

that the'451 Provisional Application, the ET$54 Patent, the ASFM GLK/9 XX PROTOT¥P

7.4, the'633 Patent, the699 Patent, the220 Patent, and tH&47 Patent “each contain the same,
fundamental pivoting angle 05§)126°.” d.].

Therefore, Plaintiffs claim that Plageconception of this angle, “which was incorporated
into ‘rounds position chambefeatured in claim 1 of the ETS54 Patent . . . necessitates [his]
inclusion as a joininventor of the ETS154 Patent.” Ig.]. As such, Plaintiffs maintain that
Defendats Loveday Il and Loveday IV “intentionally misrepresented to the PTO that they wer
the only inventors of thel51 Provisional Application,” and the cripfiaud exception to attorney
client privilege is applicable.ld. at 26].

Defendants respond that they did not commit fraud on the PTO by not identifying Plate as
an inventor. First, Defendants claim that Plaintiffs cannot establish fraudgoiitad@e conduct
because ETS and Hoffmeist&lid not misrepresent any material information on, or omit any
material informationrom,” either thé 451 Provisional Application filed on December 22, 2016,
to which thée 154 Patent claims priority or thé87 Application filed on December 21, 2017, which
matured into th&l54 Patent. Defendants assert that4b& Provisional Application “is irrelevant
to Platés claims of inequitable conduct regarding inventorship,” as ETS aptéte a “new
application claiming priority to the earlier Provisional Application,” and “[b]y openeof law, it
thereby abandoned the unconverted Provisional Application.” [Doc. 133 at 9]. Defendants note
that ETS did not provide a declaration of inventorship with 484 Provisional Application, and
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the PTO did not examine it for patentabilitijus “the Provisional Application could not have
influenced . . . any of the PTO’s decisionld.].

Next, Defendants allege thlay the time Hoffmeister had filed the npnovisional ‘687
Application on December 21, 2017, “the patent application Plate disclosed to ETS had already
issued eight months earlier as t@86 Patentbut only after Plate had amended the claims and
specifications,” and “Mr. Hoffmeister duly identified tt#86 patent (and the other Plate patents
that had issued) as prior art in the Newovisional Application.” Id. at 10]. Therefore,
Defendants assert that “[b]Jecause tB86 patent was prior art, the information in it did not
contribute the conception of the invention described in the Non-Provisional Applicatid.” [

Lastly, Defendants allege that Plaintiffs have not identified any evidence in sapiheit
claim that ETS and Hoffmeister intended to deceive the USPTO. Defendtatisaid{offmeiste
“disclosed precisely what Plate alleges Mr. Plate invented, including any anglesetlisin his
patents.” [d. at 11]. Additionally, Defendants claim that ti&4 Patent does not incorporate any
limitations as to the specific angles of tlhends positioning chamber, as “nowhere in the claims
of the ‘154 Patent arany specific angles recited much less 126°.” Il. at 11]. Defendants
maintain that “[a]ll of the claims of thd.54 [P]atent require either &ontal positioner. . . or a
specificaly configured ‘positioning chamber’ not disclosed or claimed by Plate.].

Plaintiffs reply that Defendants ignore the concept of conception, as under 35 U.S.C. § 116,
“[wlhen an invention is made by two or more persons jointly, they shall applthéopatent
jointly.” [Doc. 139 at 5]. Therefore, Plaintiffs claim that “[b]Jecause dl@as a joint inventor,
ETS was required to include him on the fyovisional patent application,” and thus “[t]he status
of Platés patents as prior art on the filidgte—which ETS focuses erare immaterial.” Iid.].
Plaintiffs note that Plate provided Defendants with a detailed analysis on $epteim 2016 as
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to why his then pending patents differed from Urchek and Fiorucci, which Loveday IV redponde
was “promisng;” Plate executed the ETS Mutual NDA on October 6, 2016; and Loveday IV
declared that on November 5, 2016, “his first CAD file related to the ETS loader design was
created.” [d.].

Under the crimdraud exception, the attornejient privilege does not extend to
communications between lawyer and client “in furtherance of future illegal cghduthat are
“made for the purpose of getting advice for the commission of a fraud or ctimiégd States v.

Zolin, 491 U.S. 554556, 562—-63 (1989%eelnfo-Hold, Inc. v. Trusonic, IngNo. 1:06CV-543,

2008 WL 2949399, at *6 (S.D. Ohio July 30, 2008) (“Whether a patent holder engaged
in inequitable condudiefore the Patent Office, and whether such conduct is sufficient to abrogate
any attorneyclient privilege, are questions that concern substantive patent law and, thus, are
governed by Federal Circuit law.”)

In In re Spalding Sports Worldwide, Inthe Federal Circuit ruled that withoatprima
facie showingof fraud on théPTQ, there was no basis for applying the crifreid exception to
attorneyclient privilege. 203 F.3d 800, 808 (Fed. Cir. 20007 party must establisWalker
Procesdraud, also known as common law fraud, to successfully pierce the attremtly
privilege under therimefraud exceptiori. Unigene Labs., Inc. v. Apotex, In655 F.3d 1352,

1358 (Fed. Cir. 201X¥iting Walker Process Equip., Inc. v. Food Mach. & Chem. C@§2 U.S.
172,177 (1965)). Inigene the Federal Circuit explained tHd] finding of common law fraud

in the patent conteximust be based on independent and clear evidence of deceptive intent together
with a clear showing of relianc¢é. Unigene655 F.3d at 135&9 (quotingin re Spalding 203

F.3dat 803). “Such independent and clearidgence must establishpaima faciecase of fraud,

which is‘generally held not to existinless the accusing party can shold) a representation of
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material fact, (2) the falsity of that representation, (3) the intent to deceiakleast, a state of
mind so reckless as to the consequences that it is held to the equivalent of ireter{s¢4) a
justifiable reliance upon the misrepresentation by the party deceived which indocés dit
thereon, and (5) injury to the party deceived as a result of his reliance on the
misrepresentatiorf. Unigene,655 F.3d at 1359 (quotidg re Spalding203 F.3d at 807).

“A finding of inequitable condughay also prove the crime or fraud exception to the
attorneyclient privilege? Therasense, Inc. v. Bect@ickinson & Co, 649 F.3d 1276, 1289 (Fed.
Cir. 2011) (internal citations omitted)yut see In re Spaldin@03 F.3d at 807 (“[Ijnequitable
conduct is not by itself common law fraud.”). “To prevail on a claim of inequitable cgritie
accused infringemust prove that the patentee acted with the specific intent to deceive the PTO.
Therasense649 F.3d at 1290 (internal citation omitted). Ultimately, “the accused infringer must
prove by clear and convincing evidence that the applicant knew of tihenefe knew that it was
material, and made a deliberate decision to withhdldld. The Federal Circuiexplained that
the specific intent to deceive must be “the single most reasonable inferentel@bbrawn from
the evidence,” and the misrepresentation or omission must have beeior*botaterial to
patentability. Id. at 1296-91. This “tighten[ed] the standards for finding both intent and
materiality” to prevail on a defense of inequitable condimttat 1290%

Here, the Court notes that neither party citemi@ogousase law where a cowhalyzed

the crimefraud exception in the contexf a dispute overoint ownership. Plaintiffs cite to

4In Therasensg'the Federal Circuit recognized an exception to the need to proverbut
materiality in cases dfffirmative egregious misnduct.” Avnet, Inc. v. Motio, IngcNo. 12 C
2100, 2015 WL 5474435, at *5 (N.D. Ill. Sept. 16, 2015) (declining “to apply the affirmative
egregious misconduct analysis Terasenso this crimefraud matter”) (quotingrherasense
649 F.3d at 1292). However, the Court will decline to address this issue as it was not raised by
the parties.
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Therasenseo claim that Defendants “acted with the specific intent to deceive the PT@” on
“central issue [material to patentability} whether the named inventors were the sole inventors.”
[Doc. 139at 6]°> However, Plaintiffs incorrectlguotedTherasenséor the second half of their
argument, as the Federal Circuit did not address inventomshiferasense In PerSeptive
Biosystems, Inc. v. Pharmacia Biotech, ltite Federal Circuit affirmed the district cdartinding

of inequitable conduct, as several specific “falsehoods, misrepresentattbogmissions were all
directed towards a central isstvhether the named inventors were the sole inventarsl that
this issue (inventorship) was material.” 225 F.3d 1315, 1322 (Fed. Cir. 2000).

In consideringthe partiesargumentsthe Court heeds thieederal Circuits admonition
that piercing theattorneyelient privilege is an “extreme remedyJhigene Labs. v. Apotex,
Inc., 655 F.3d 1352, 1359 (Fe@ir. 2011), which trial courts should not order without “careful
consideration” due to “the fundamental values sought to be preserved by the atli@mey
privilege,” Quantum Corp. v. Tandon Cor®40 F.2d 642, 643—-44 (Fedir. 1991).

Plaintiffs do not dispute Defendahtsgument that the286 Patent was prior art to 87
Application or Defendantslllegations that the claims involved in tHé&4 Patent either require a
frontal positioner or a positioning chamber not disclosed by Plate. Moreover, the papligs dis
the potential incorporation of the alleged 126° in‘tti®} Patent.Thereforethe Courts review
of the application of the criesfraud exception revolves aroutite partiesarguments on thel51
Provisional Application.

“35 U.S.C. § 116(a) provides the standard for joint inventorship:”

When an invention is made by two or more pergomsly, they
shallapplyfor patentointly and each make the required oath, except as otherwise

® The Court notes that the Federal Circuit statébhierasensthat “[tJo prevail on a claim
of inequitable conduct, the accused infringer must prove thaiatiemtee acted with the specific
intent to deceive the PTO.” 649 F.3d at 1290.
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provided in this title. Inventors may apglyr apatentointly even though (1) they

did not physically workogether or at the same time, (2) each did not make the

same type or amount of contribution, or (3) each did not make a contribution to the

subject matter of every claim of tpatent.
Dana-FarberCancerlnst.,Inc.v.OnoPharm.Co. 964 F.3d 1365, 137@ed. Cir. 2020). “Tde
a joint inventor, one must:”

(1) contribute in some significant manner to the conception or reduction to practice

of the invention, (2) make a contribution to the claimed invention that is not

insignificant in quality, when that contribution is measured against the dimension

of the full invention, and (3) do more than merely explain to the real inventors well

known concepts and/or the current state of the art.

Id. at 1371 (quoting?annu v. lolab Corp.155 F.3d 1344, 1351 (Fed. Cir. 1998)Conception is

the touchstone of the joint inventorship inqui®gwall v. Walters21 F.3d 411, 415 (Fed. Cir.
1994), and conception is complete when an idea is definite and permanent enough that one of skill
in the art could understand thesention,Burroughs WellcomgCo. v. Barr Labs., In¢, 40 F.3d

[1223], 1228 [Fed. Cir. 1994].Dana-Farber Cancer Inst964 F.3d at 1372.

However, the Court finds that Plaintiffs have faileddemonstratéhe PTOs justifiable
reliance orDefendarits alleged misrepresentations regarding inventorshgDefendants state,
ETS opted to file a “new application claiming priority to the earlié45[l] Provisional
Application,” and “[b]y operation of law, it thereby abandoned the unconvertedsi®mal
Application.” [Doc. 133 at 9].

“In its Manual of Patent Examining Procedure, the PTO describes a provisiosal pat
applicationas a quick[ | and inexpensive] filing that serves as a placeholder with the PTO and
that grants the applicafthe benefit of priority for an inventiori. United States v. Camick96
F.3d 1206, 1218 (10th Cir. 2018juotingU.S. Patent & Trademark OfficManual of Patent
Examining Procedurg 201.04 (9th ed.2014) [hereinafter MPEP] available at

http:/Avww.uspto.gov/web/offices/pac/mpep/mpep—0200.mHe als®@5 U.S.C. § 111(b)
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(describing the requirements of a provisional patent applicatiotmCamick the Tenth Circuit
described the process behind a provisional patent application, stating:
If the applicant takes no action within one year of filing the provisional application,
the application will be deemed abandoned and “shall not be subject to re¥bval.”
U.S.C. 8 111(b)(5). The applicant méwpwever, take additional action during that
one-year period to either convert a provisional patent application into a
nonprovisional applicatior87 C.F.R. 8 1.53(c)(3), or to incorporate a provisional
application into a subsequently filed nonprovisional application by reference, 35
U.S.C. 8 119(e)(1). Therefore, the information contained in a provisional
application will only become relevant to a PTO decision if the applicant takes
additional action on the application within one year of filing.
796 F.3d at 121819. “Notably, a provisional patent application does not require an oath or
declaration by the applicant ahdill not be examined for patentability. I1d. (quotingMPEP §
201.09; see alsoMartin v. United States99 Fed. Cl. 627, 6333 (Fed. CI.2011)
(“Provisionalapplicationsaarenotexaming on their merits.”)
Therefore,as the‘451 Provisional Applicationwas not examined for patentabilitihe
Court finds thatPlaintiffs cannot establish justifiable relianbg the PTOfor the alleged
misrepresentations regarding inventorshgee Star Sci., Inc. v. R.J. Reynolds Tobaccp53343.
F.3d 1357, 1367 n.7 (Fed. Cir. 2008) (“While we do not hold that inaccurate statements made in
provisional applications cannot evidence an intent to deceive, we note that provisiaoatiappl
are not examined and that the alleged misrepresentation here was correctedgxaonination
of the nonprovisional applications. As such, we hold that this statement is not clear and
convincing ewdence of deceptive intefit. “Unless and until an applicant takes the additional
steps necessary to convert or incorporate the provisional patent application into a nonptovisiona
application, any statements contained in the provisional applicatiomatilbe reviewed by the
PTO. As a result, those statements are incapable of influencing a PTO decision anceéwecther

immaterial” Camick 796 F.3d at 1219 (finding false statements made by defendant in provisional
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patent application could not support convictions for wire fraud or making a false estatenthe
PTO).

While Plaintiffs point taheclose proximityin time betweerthe partiescommunications
and the filing of the 451 Provisional Application, andentify specific communications at issue,
the Court finds that they cannot establish justifiable reliance on behalf of thedg@afing the
issue of inventorshipAlthough Plaintiffs claim that thelgave set forth prima facie evidence of
their inequitable conduct claim, and “the Federal Circuit notétherasensg¢hat establishing
inequitable conducimay also prove the crime or fraud exception to the attechemt privilege,
the case it citedspalding was careful to observe thatequitable conduds not byitself common
law fraud,” and that commoiaw fraud is what is required for piercing the privileg®ilwaukee
Elec. Tool Corp. v. Chervon N. Am. Indo. 14CV-12894JPS, 2017 WL 2312905, at *2 n.4 (E.D.
Wis. May 26, 2017) (quoting herasensdnc. v. Becton,Dickinson& Co., 649 F.3d 1276, 1289
(Fed. Cir. 2011)In re Spalding Sports Worldwide, In€03 F.3d 800, 808 (Fed. Cir. 20R0)

Further, ‘as ageneral matter, the materiality required to establish inequitable conduct is
butfor materiality” Therasense649 F.3d at 129Xkee, e.g.In re Method of Processing Ethanol
Byproducts & Related Subsystem858) Patent Litig. No. 1:10ML-02181+JM, 2014 WL
2938183, at *5 (S.D. Ind. June 30, 20{4)herasensannounced new and tougher standards to
govern the inequitable conduct defense, which now requires proof by clear and convincing
evidence of a specific intent by the patentee to deceive thedd@iProof of ‘butfor’ materiality
(or reliance by the PTO in allowing a claim) in nearly all circumstaf)césenall Mfg. Co. v. H.E.
Williams, Inc, No. 09C-1284,2012 WL 4434370, *5 (N.D. lll. 2012) (citingherasenseand
noting that the Federal Circuiegards the crim&audexception as an extreme remedy, and
holding that proponent failed to provide “clear evidence of deceptive intent together oldtér
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showing of reliance”) TheCourt finds that Plaintiffs have not set forth clear evidence atae
intent, and as previously detaildelaintiffs fail to cite to any applicable case law applying the
crimeffraud exception based upon a dispute overjombership See Therasensé49 F.3d at
129091 (“[T]he specific intent to deceive must be #®irgle most reasonable inference to be
drawn from the evidence” and “the evidence mussuiécient to require finding of deceitful
intent in the light of all the circumstanceldence, when there are multiple reasonable inferences
that may bedrawn, intent to deceive cannot be found.”) (internal citations and quotation marks
omitted).

Additionally, “[b]ecause the evidence on these issues is sharply disputed, the court cannot
conclude that the crime-frakception applies.’See Milwaukee Eled ool Corp. v. Chervon N.
Am. Inc, No. 14CV-12894JPS, 2017 WL 2312905, at *3 (E.D. Wis. May 26, 2Q1Put simply,
while Meyer may have stated his case strongly to the Patent Office, there igigsuévidence
to conclude that he actually misrepretsel facts or intended to deceive the patent exaniijers.
see, e.gBerry Plastics Corp. v. Intertape Polymer Cqndo. 3:16CV-76-RLY-WGH, 2014 WL
840952, at *2 (S.D. Ind. Mar. 3, 201dinding the although “facts concerning fraud are strongly
contested[s]imply put, the Magistrate finds Intertdgeexplanations plausible enough to avoid
the harsh remedy imposed by the crifreaid exceptiof). As such, the Court will not apply the
crime-fraud exception to the attorney-client privilege or work product protection.

C. Work Product Protection

Plaintiffs claim that the work product doctrine does not protect Hoffmessamalysis of
prior art references Urcheck and Fiorucchimgust,Septemberand October of 2016, as litigation
had not been considered by either party at this time. Additionally, Plaintiffststatehould
privilege under the work product doctrine be deemed to apply, it should be waived in regard to

30

Case 3:18-cv-00265-CLC-HBG Document 176 Filed 09/01/20 Page 30 of 34 PagelD #:
4849



any work product completdaly Hoffmeister that was addressing the same subject matter at issue
regarding attorneglient privilege.

Pursuant to FedR. Civ. P. 26(b)(3)(B), work product includes materials reflecting “mental
impressions, conclusions, opinions, or legal theories mdirtys attorney or other representative
concerning the litigation.™ To determine whether a document has been prepareadticipation
of litigation,” and is thus protected work product, we ask two questions: (1) whether that document
was preparetbecause dfa partys subjective anticipation of litigation, as contrasted with ordinary
business purpose; and (2) whether that subjective anticipation was objaetasonablé. In re
Professionals Direct Ins. Cab78 F.3d 432, 439 (6th Cir. 200@)ternal citations omitted)

Ultimately, the Court agrees with Plaintiffs that the work product doctrine dogsatett
Hoffmeistets analysis of prior art references Urchek and Fioriciugust throughOctober of
2016—to the extent thathese doements arenot protected by the attorn&jient privilege—as
any such documents were not prepared in anticipation of litightidhis clear that documents
prepared in the ordinary course of business, or pursuant to public requirements unrelated to
litigation, or for other nonlitigation purposes, are not covered by the work product privilege.
United States v. Roxwortf957 F.3d 590, 593 (6th Cir. 2006). During September and October of
2016, the parties were engaged in discussions about potential business arrangementsjfésxd Pla
had not yet sent their cease and desist let&milarly, in an analogous patent infringement

context,other district courthiavefound patent prosecution documents to not be protected by the

®The party asserting wofiroduct protection has the burden of establishing that protection.
See In re Powerhouse Licensing, L1481 F.3d 467, 473 (6th Cir. 2006). Based upon the Gourt
review of Defendantdilings, theyfailed tospecifically respondo this argumentSee Biegas v.
Quickway Carriers, In¢.573 F.3d 365, 381 (6th Cir. 2009) (finding district court did not abuse its
discretion in finding that document was not protected by the ypm#uct privilege, as
“Quickway's response to the Est& motion to compel, however, was unaccompanied by any
form of proof showing that Daileg’statement was created in anticipation of litigation”).
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work product dctrine. Seelnfo-Hold, Inc. v. Trusonic, In¢.No. 1:06CV-543, 2008 WL
2949399, at *4 (S.D. Ohio July 30, 2008) (“However, other federal courts have concluded that an
attorneys thought processes with respect to the preparatiopateatapplication are too distant
in time to be considered as having been madauritictipation”of litigation.”) (collecting cases)
MPT, Inc. v. Marathon Labels, IndNo. 1:04€V-2357, 2006 WL 314435, at *3 (N.D. Ohio Feb.
9, 2006) (“MPT has not presented any evidence that the prosecution documents weeel prepa
with a primary concern to litigation rather than the onggatgntprosecution. Accordingly, all
documents in the prosecution privilege log that are being withheld solely as work prucht ¢te
produced.”) Therefore, the Court finds that the work product doctrine does not protect documents
prepared in August through October of 2016, as they were not prepared in anticipation of litigation.

Plaintiffs state in theirMotion to Compel [Doc. 130] that they are seeking documents
responsive to Request No. 73 to Plainti8econd Request for Production and responsive answers
to Interrogatory No. 17. However, Defendaalgectedto these discovery requests on the basis
of attorney client privilege and work product f@ction. Moreover, the Court notes that no entry
on Defendants’ Rvilege Log is listed as being withheld solely due to work product privilege.

Next, Plaintiffs claim that Defendants have put Hoffmeistanalysis at issue in this case,
and that “under Federal Circuit law while the work productridl counsélis protected despite
the assertion of an advice of opinion counsel defense, the same protection does not extend to the
work product of the opinion counsel.” [Doc. 130 at 2#herefore, Plaintiffs also clainmat the
work product related to Hoffmeisteranalysis set forth in the January 27, 2017 responseisetter
all discoverable.However, as detailed above, the Court finds that Defendants did not voluntarily

disclose or waive work product protectio®eeln re Columbia/HCA Healthcare Corp. Billing

32

Case 3:18-cv-00265-CLC-HBG Document 176 Filed 09/01/20 Page 32 of 34 PagelD #:
4851



Practices Litig, 293 F.3d 289, 3® (6th Cir. 2002)(“[T]here is no compelling reason for
differentiatingwaiver of work product fronwaiver of atorney<lient privilege.”).

Therefore, the Court only finds that the work product protection doctrine does not apply to
the production of documentslated to Hoffmeistés analysis of prior art in view of Plasethen
pending patents in September and October 2016.

D. Meet and Confer Requirement

Lastly, the Court has reviewed the parti@guments regarding Plaintiffalleged failure
to comply with the meeandconfer requirements before this Court. Fed. R. Civ. P. 37(a)(1)
requires that motions to compel “include a certification that the movant has in gbozbfeierred
or attempted to confer with the person or party failing to make disclosure or discoveryfortan ef
to obtain it without court action.” The godadith certification pursuant to Rule 37(a)(1) is not an
“empty formality,” and parties are required to engage in meaningful attempetsoloe discovery
disputes prior to filing such motionBrady v. LTD Parts, IngNo. 2:080058, 2009 WL 2224172,
at *1 (M.D. Tenn. July 222009) (quotingRoss v. Citifinancial, Inc203 F.R.D. 239, 240 (S.D.
Miss. 2001)).

While the parties disagree about Plaintiffgilure to confer about several of the topics
resulting inthe motion to compel, the Court finds that the overwhelming substance of the disputes
at issue were discussed by the parties in an effort to obtain the discovery withoubhrement
of the Court. Additionally, Defendants do not maintain that Plaintiffs failed to corfardiag
the work product privilege and the documents they claim were not prepared in anticipation of

litigation.
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V. CONCLUSION

Accordingly, for the reasons explained abdintiffs Motion to CompeResponses to
Plaintiffs Discovery and Orders Regarding WaiyBoc. 13Q is GRANTED IN PART and
DENIED IN PART . Defendants ar®IRECTED to produce any documents solely withheld
under the work product doctrimelated to Hoffmeistés analysis of prior art in view of Plase
then pending patents in September and October 2016.

IT IS SO ORDERED.

ENTER:

{oprce A Fon

United States Magistrate Judge
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