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UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF TENNESSEE
NASHVILLE DIVISION

MUSIC CITY METALS CO., INC. , )
)
Plaintiff, )
)
V. ) Case No. 3:1tv-766
) Judge Aleta A. Trauger
JINGCHANG CAI etal. )
)
Defendants. )
MEMORANDUM

Before the courtis a request by Music City MetalSo., Inc. (*MCM”) to convert the
following temporary restraining order§TROS') into preliminary injunctions: the Modified
Temporary Restraining Order agairS$henzhen Hai Pai International Warehousing Services
Ltd., HiPacking Inc., Hyco International Trading Company L.P., Jolyn ChwgangGuan, Jia
Ning Lui, Bloom International,Inc., Feng Bai, andsuangzhou Hongshuo Trading Co., Ltd.
(“Hyco Defendanty (Docket No. 81); the Modified Temporary Restraining Order against
Oceanside BBQ Parts Factory Inc., @al Sandhu, and Sukhwinder BediO¢eanside
Defendant®) (Docket No. 93); and the Temporary Restraining Order agdunsiferng Pai
A/K/A Lucas Pai {Lucas Pdi), Debbie Pai, Hsu Hsin Yang, Hui Feng Yang, Broilchef
Enterprise, Inc., Dragon Right Ltd., D&A Gourmet Co., Ltd., Lucas Innovation, Irritis{B
Virgin Islands), Lucas Innovation, Inc. (Taiwan), Luca&@Co., Ltd., Grill Town Enterprises,
Inc., Bbqgtek Enterprise, Inc., Suntech Parts & Services, Inc. (Canada), Suntsch Bervices,

Inc. (U.S.) and KueMin Yeh, A/K/A Denny Yeh(“Lucas Pai Defendarits(Docket N&. 9 &
137). For the reasonset forthherein, MCMs request will be granted in part and denied in part.

The abovereferencedTROs will be liftedand the court will entea ConsolidatedPreliminary
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Injunction governing the actions oértaindefendants at issue in this Memorandu@olvered
Defendants).

|. BACKGROUND AND PROCEDURAL HISTORY 1

MCM is a Nashvillebased selleof replacement parts for gas grilBecause MCM is not
the manufacturer of the grills with which its parts are ustedpnductsits own researchto
identify parts that are likely to neaéplacingin popular grill modelsand designseplacement
parts that will meet those needdCM’s business is not limitedolely to replicating grill
manufacturersoriginal parts For example, some MCM replacement parts are designmédfill
that pars designatecpurposein multiple different grill modelsand, therefore, may include a
combination of features appropriate to each relevant meelgl, screw holes in multiple
different gaces depending on where the part will be affixed for each grill mdiieM has
presented testimonial evidence establishing that the research and develpmoess through
which MCM designs its replacement parts is tiraad resourcéntensive, requiringViCM to
continuously investigate manufacturegyills to determine the specifications of the needed
replacement parts and develop parts that will meet those needs.

Once MCM has developed a grill part that it wishes to make available for salegitsassi
that part a unique model number. MCM maintains that its system of model numbers is well
known throughout the industry and identified, in the minds ofréfhevant buyingoublic, with
MCM itself. MCM compiles and publishes a product catatlogt include orginal photographs
and/or illustrations of the parts alongside MCM produainbers andfitment data identifying

the models of grill with whiclthe particular pad can be usedMICM’s catalog is available both

1 The court heldearings related to the possible issuance of a preliminary injunatthisimatter on June
2, 2077 (regarding the Hyco Defendantsjune 22, 204 (regarding the Oceanside Defendantm)d
October 18,2017 (regarding the Lucas Pai DefendanBgcausea formal transcript was ordered and
entered onto the docket only with regard to the June Z, Be@aringDocket Nos. 63 & 90), the court has
relied on its notes and recollections with regard to the other hearings.
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in print form and as an electronic databaselenavailable to licensed MCM distributoMCM

has obtained three federal copyright registrations for versions of itsgat&eDocket Nos1-

4, -6, -8.)MCM has also obtained federal trademark registrations for the marks MCM and
MUSIC CITY METALS (“MCM Marks’), each for use with “distributorship services in the field
of gas grill parts; namely, valves, control knobs, heat indicators, ignitor comporethendles,
accessories, rotisserie housings, regulators, hoses, grill plumbing, ngasragrill posts,
warming racks, gaslight parts and supplies, hot plates, burners and venturis, coolsingngr
rock grates/heat platé¢Docket Nos. 1-2, -3.)

MCM does not claim any rights to patent protectionitodesigns and, thereforeas no
legal righ to prevent its competitors from producing and selkirgilar, or even identical, parts.
Accordingly, MCM is forced to turn to other potential advantages to maintain itketma
position, namely: (1) theccumulated goodwill and reputation from its many years in the
industry and (2) its ability to effectively match consumers with the parts they neied), tools
like its part numbering system and the associated compiled fitmentviiaM claims to have
dealt, at least in recent years, with persistentrtsffoy competitors to trade improperly on
MCM’s work andgoodwill in order to further their own sales in the gas grill replacement parts
market, in particular througb-commerceplatforms. In order to combat this allegedly unlawful
marketing by its competitors, MCM has initiated and received injunctive ieli@fnumber of
actions in this court.

On April 27, 2017, MCM filedits Verified Complaintin this casepnaming over sixty
defendants(Docket No. 1) Although the Complaint frequently discusses the defendants in the
aggregate, MCM has not adduced any evidence to suggest that the numerous defengarits a

of any unitary enterprise or conspiracy. To the contrary, the esedenrrently presented



suggests that this case involves numerous distinct clusters of affiliated aetfe who may be in
competition with each other just as surely as they are in competition with MCM.

Counts 1, Il, and lllof the Complainplead, respeactely, trademark infringement, unfair
competition, and counterfeiting under the Lanham a@gainst all defendantdd( 1 283—-300.)
Count IV pleads a claim under Tennessee law of unfair compegigjaimst all defendantgd.

11 301-03) Count Vis a breach of contraciaim againstfour of the Lucas Pai Defendants
arising out of a December 2, 2014 settlement agreendnt{ 304-08.) Count VI pleads a
claim for copyright infringemerdgainst all defendantdd. 1309-17.) Counts VIl and Vlliare
claims under the civil provisions of tHeacketeer Influenced and Corrupt Organizations Act
(“RICQO") against all defendantfid. 1 318-32.) Count IX pleads a claim for false advertising
under the Lanham Adcgainst select defendants, related to those defendslietpedly improper
use of the phras&~DA Approved” (Id. 11 333-41.) Count X is a claim under the Tennessee
Consumer Protection Act against the same defendants arising out bFiAe Approved
allegations(Id. 11342-46.YOn May 5, 2017, the court issued an Order grardifO as to all
defendants, ordering the defendants to show cause as to why MCM is not entitled to a
preliminary injunction, and setting a hearing on the preliminary injunction. (Doaked.N

The original hearing da was eventually superseded by a number of sepdedés
reflecting the different statuses and concerns of the various groups of aesembacourt held
a hearing regarding potential preliminary injunction with regard to the Hyco Defendants on
June 2, 2017. The court reserved ruling on that matter and left the TRO in effect, with
modifications. (Docket Nos. 58, 81.) Qne 22, 2017 the court held a hearing regarding
potertial preliminary injunction againsthe Oceanside Defendants. Followingattinearing,

MCM and the Oceanside Defendants submijti@ad the court approved modified TRO



reserving judgment on theossibility of a preliminary injunctian(Docket Nos. 9493.) On
October 18, 2017, the court held a hearing regardipgtential preliminary injunction against
the Lucas Pai Defendants, after which the court extended the TRO. (Docket N01328 The
court ordered supplemental briefing regarding the preliminary injunction rtefqolesthe Hyco
and Lucas Pai Defendantshich the parties provided. (Docket Nos. 142, 158, 159, 176.)

. LEGAL STANDARD

The Sixth Circuit has held that the district court must balance four factors when
considering a motion fopreliminary injunctionunder Federal Rule of Civil Procedure: §b)
whether the movant has a strong likelihood of success on the ;n2yitwhether the movant
would suffer irreparable injury without the injunctig@) whether the issuance of the injuont
would cause substantial harm to othensd @) whether the public interest would be served by
the issuance of the injunctio@ity of Pontiac Retired Emps. Assv. Schimmel751 F.3d 427,

430 (6th Cir. 2014) (citingPACCAR Inc. v. TeleScan TechHd.C, 319 F.3d 243, 249 (6th Cir.
2003)).

[lIl. CONCLUSIONS OF LAW REGARDING THE BASIS OF MCM 'S CLAIMS

MCM has asserted an array of intellectual property rights relaiésisale and marketing
of grill replacement parts. Because MCM’s likelihood of success againstdadiviefendants
will depend on the scope of the rights asserted, the court will first consider V@Meral
theories of liability and then turn to its consideration of the various named defendants.

A. Likelihood of Success RegardindlCM 's Rights Under Copyright Law

MCM first asserts that the defendants have violated its copyrights, ticuter with

regard to its compiled fitment dataCopyright owners have the exclusive rights to reproduce

2 Although MCM has alleged that some defendants have used’®MCdpyrightprotected photos and
illustrations in their listings, itaddressed those allegations minimally, if at all, in its supplemental
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and distribute copyrighted work47 U.S.C. 8106. “The United States Constitution requires
that” for a work to qualify for copyright protectiofithe work[must] be *original.” Tomaydo-
Tomahhdo, LLC v. Vozarg29 F. Appx 658, 660 (6th Cir. 2015kiting U.S. Const. art. I, § 8,
cl. 8; Feist Publns, Inc. v. Rural Tel. Serv. Ca199 U.S. 340, 346 (1991)). Pursuant to that
originality requirement, a simple fact about the world cannot, in and of itselfobeciad from
dissemination merely because that fact was included in a material subjeqiyt@itio Id.
Nevertheless;[w] hile facts cannot be copyrightechmpilationsof facts generally can Beld.
(citing Feist Publns, 499 U.S. at 344) (emphasis addédowever, the copyright protection
extends only to the original aspect of the compifgtiad does not protect the underlying
unoriginal elements.Id. (citing Feist Publ'ns 499 U.S. at 348).

MCM'’s copyrightregisteredcatalogs convey a number of facts that are not subject to
copyright protectior-for example, that the parts exist; that thegk a certain way and consist
of certain materials; and that they are available for sale from M&iMilarly, each individual
piece of fitment data o0 inherentlyfactual to be entitled to copyright protection in its own
right. That a particular part, if placed in a certain gwil] perform a certain functiors simply a
physical fact that no party has a right to prevent another from repeating wpyeiglot law.
This court, moreover, has already held that, under the law of the Sixth Circuit,othgctpr
numbering system that MCM uses in the catalogs is not, in and of itself, entitegyoght

protection. (Docket Nol24 at 18) As the Sixth Circuit held iATC Distribution Group, Inc. v.

Whatever It Takes Transmissions & Parts, Jllacsystem thainethodicallyassigns numbers to

briefing. Moreover, none of the arguments regarding irreparable harm that MCM has advansdalypl
apply to alleged infringement of photos and illustrations, becagseaims that MCM has alleged all
stem from alleged competitive advantages attributable to the defendants’ M&Md marks, product
numbers, and fitment data. Accordingly, the court will not address MECMimsrelated to copyrights in
illustrations or photos and will grant no preliminary injunctive reliéfhwegard to those allegations
against the Hyco, Lucas Pai, or Oceanside Defendants
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new products as they become available is not, in isolation, sufficientlyvereaxpressivdor
the numbers to warrant protection under federal copyright law. 402 F.3d 700, 709 (6th Cir. 2005)
MCM’s copyridit claims, however, are not based solely on the deferdasés of
product numbers alone or theepeating of individual pieces of fitment data. Rather, MCM
claims copyright protection in theompilation and coordination of fitment data, product
descriptons, and product numberss embodied by the MCM catalogsTo copyright a
compilation, the statute imposes three requireméitscollection and assembly of pegisting
material, facts or data; (2) the selection, coordination or arrangement efitfaesials; and (3)
the creation, by virtue of the particular selection, coordination or arramgeaiean‘original’
work of authorship? SemTorg, Inc. v. K Mart Corp. 936 F.2d 851, 854 (6th Cir. 1991)
(quoting Feist 499 U.S. at 357 “Not every selection, coordination, or arrangement will pass
mustef and entitle its creator to copyright protectiéeist 499 U.S.at 358 Nevertheless, the
originality requirementfor obtaining at least some level of protecti@n“not particularly
stringent’; the Supreme Court has explained thihé vast majority of compilations will pass this
test as long ashey“display some minimal level of creativityld. at 358-59.With that in mind,
the court has little trouble concluding that MCM s likelysiacceed in establishing that it is
entitled to some level of protection with regard to its compilation and coordination of product
details, product descriptions, product numbering, and fitment @st@presented in its catalogs
While the bar for estdishing some protection in a compilation is lowpwever,
establishing actual infringement by a party that has not copiéd ocampilation in its entiretis
more difficult. “[C]opyright is not a tool by which a compilation author may keep others from

using the facts or data he or she has collettlt. at 359 Accordingly, “the copyright in a

3 Moreover, MCM'’s registrations of its catalogs constitute “primagfasidence of the validity of [its]
copyright[s].” 17 U.S.C. § 410 (c).



factual compilation is thifi.ld. at 349.The rights holder has no authority to prevent any third
party from relaying—or even from outright copyirgthe underlying facts, as long #w third

party refrains front copying of constituent elements of the work that are oridindl.at 361

(citing Harper & Row Publishers, Inc. v. Nation Enser4d71 U.S. 539, 548 (1985Elements of

a compilation that are original may incluthee authors “chooding] which facts to includein

what order to place them, and how to arrange the collected data so that they may be used
effectively by readers.Id. at 338.

Theexamples of the defendants’ allegedly infringing condimntified by MCM involve
discrete listings of particular grill replacement parts, not taage replication of MCRKs
lengthy compilationss found in its catal@yThe court, accordingly, cannot conclude that MCM
is likely to prevail on any copyright infringement claims based on the gemaent of
information in the catalogs as a whole. MCM has suggested that particular defenuadtipse
listings, taken in the aggregate, could be viewed as the cumulative equivalentyofgcop
considerablgortions of the catalog. It has not, however, identified any examples of cages whe
a court has accepted suchlaim, and, insofar as such a theoryisen viable, it would require a
substantial factual record of listings that, taken together, would not nemeley information
from the catalogs but mirror its arrangement. MCM, llasreforenot demonstrad a likelihood
of success ora theorythat would equate defendants’ cumulative listings with lasape
copying of its catalogs

Nor has MCM identified any particular aspect of the arrangement of thenfitdata
itself, as conveyed by the defendanb&t would qualify as creative. To thentrary, the listings
that MCM has offered as examples of infringement mostly present simple,-ofétiet lists of

grill models with which each relevant part would work. There is nothing creative abouh&ow



information is presented, nor has MCM itléad anythingrelevantlycreative about the way that
the same informatiowas presented when MCM first compiled it. MCNasinstead repeatedly
retreatedto reminding the court of all the labor it has put into its product development and
marketing processes. That type“sfveat of the brotvargument, however, has been expressly
rejected as a basis for copyrigtrotection by the Supreme CouReist Publns, 499 U.S. at
359-60.

MCM acknowledges that facts themselves are natled to copyright protectigrbut it
hasarguedthat the only consequence of that rule is that the defendants would be free tbhaelay
same fitment information-#and only ifF—the defendants independently discovered that fitment
informationthemselves, through their own independent research and development prbeess.
Supreme Court, however, has expressly disclaimed anyrsighexplaining thafacts—even
those in a copyrighprotected compilation-are“free for the takingand “may be. . .restated or
reshuffled by second comeeyen if the author was the first to discover the fadigist 499
U.S. at 349quotingJane C. Ginsburd;reation and Commercial Value: Copyright Protection
of Works of Information90 Colum. L. Rev. 1865, 1868 (1990)he consequence of the premise
that“[n]o author may copyright facts or ideas’that factslike ideas, “ae free to the worldand
“can be appropriated by another with impusiitytromback v. New Line Cinenz84 F.3d 283,
296 (6th Cir. 2004)quotingFeist 499 U.S. at 350Taylor v. MetroGoldwynMayer Studios
115 F. Supp. 156, 157 (S.DCal. 1953)). Copying of facts from a copyrighprotected
compilationis wholly lawful as long as one does not cdfilyose aspects of the werkermed
‘expressiol—that display the stamp of the aatts originality” 1d. (quotingFeist 499 U.S. at

350).



Based on the evidence currently presented, MCM has not shown a likelihood of success
in establishing that the portions of its fitment data used by the deferespesifically, the brief,
partspecific listsof compatible grill models-include any creative expression that would be
entitled to copyright protectiorSpecifically, insofarasthe defendantsdentified listings and
advertisementsnclude fitment data that can also be found in M€ catalogs or MCR&
database, it is not clear how the defendaptssentations afhat data incorporate any creative
elements of either the catalogs or any database. The defendants strgiyl Iinodels, grouped
by manufacturer, with which a part Wivork. MCM has not identified what, about such a list,
represents the use of a protectable elenTdrdre is nothing creative about grouping models by
manufacturer; that is simply arranging the information in the most naturally irtkdliprm,
akin to listing entries in a phone book alphabetieallyhich the Supreme Couniasheld s not
entitled to copyright protectiorsee Feist499 U.Sat 363 (‘{T] here is nothing remotely creative
about arranging names alphabetically in a white pages dirédtddgr has MCM identified
anything creative and protectable about the particular order in which the mediseal within
each manufacturer grouping/ith regard to the fitment daté is apparent that the defendants
listings simply recitefactual information ints most natural, simple, and straightforward form.
Because no creative elements were copied, it does not matter whether the defgacersted
the fitment data themselves or whether they are simply restating informatioputiisshed by
MCM. The court, accordingly, concludes that MCM is unlikely to succeed on its copyright
claims related to fitment data.

B. Likelihood of Success RegardindlCM ’s Trademark Rights

Under the LanhamAct, trademark infringement occurs whéany person . . without the

consent of the registrdfjt use[s] in commerce any reproduction, counterfeit, copy, or colorable
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imitation of a registered mark in connection with the sale, offering for sa&jbdtion, or
advertising of any goods or services on or in connection with which such use isdikelyse
confusion, or to cause mistake, or to decéidh U.S.C. § 111@4). The Sixth Circuit has
developed an eigHtactor test to evaluate, based on the circumstances of each case, whether
confusion is likelyFrisch's Rest., Inc. v. Elby Big Boy of Steubenville, In670 F.2d 642, 648
(6th Cir.1982).

It is undisputed that MCM has protectable trademark rights in the MCM and MUSIC
CITY METALS marks, and MCM has, indeed, identified a number of listings thatitigts to
particular defendants and in whi¢tMCM” appears.As MCM concedes, howevesimply
mentioninganother comparng brand nameeven in a commercial settindpes not necessarily
amount to trademark infringemeM1CM’s own business modeln fact,is dependent on its
ability to use the company and product names of grill manufacturers in ordetdio purchasers
with the parts they needhe Lanham Act poses no obstacle to such, @eng as care is taken
to avoid causing confusiowith regard ® how the various entities’ names are being used
“[T]rademark infringement and false designation of origin laws do not"apphe party using
another entitys name is using that narhi@ a‘non-trademarkway.” Interactive Prod. Corp. v.
a2z Mobile Office Sols., Inc326 F.3d 687, 695 (6th Cir. 200@)ting New Kids on the Block v.
News AmPubl'g, Inc, 971 F.2d 302, 307 (9th Cir. 1992)). A ntrademark use of a company
or product name is a use that “does not identify the sourftbejfproduct being sold.ld. The
guestion of whether a particular use of a product or company name constitlitadesmark
use’. . . focuses onwhether a consumer is likely to notice [the plaifgiffrademark] . . and
then think that the [defendaatproduct] may be produced by the same compahydklawn

Jockey Club, Inc. v. Ky. Downs, LL&87 F. Appx 429, 432 (6th Cir. 201 {guotinginteractive
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Prods, 326 F.3d at 696). If the court determines that the defendant’s use of the plaintiffs nam
is a nontrademark use, there is no need to proceed to thefeigbt likelihoodof-confusion
inquiry. Id.

For example, irDaklawn Jockey Club, Inc. v. Kentucky Downs, Ltle defendant had
developed a software platform that used anonymized data of historical horserasesble
contemporary gambling. After a bet was placed via the platform, the dettils i@ice, including
the name of the track on which it was run, would beakkvia a computegeneratedvideo”
replay. The owner of the trademark rights in several relevant track naméshe software
developer for trademark infringement, but the Sixth Circuit held that the meraydisf the
track names in the defendansEtware was a netrademark usebecause the manner in which
the names were presented“would not confuse consumers into believing the videos were
provided by” the trademark ownéd. at 433.

By the same principle, when MCM, a company that clearly maitsst as providing
replacement parts for other compahigslls, uses those companigsroduct hames to explain
which grills its products fit, there is no trademark infringement, as lonthesames are
presented in a way that would not confuse the consumer regarding the provenance of the
replacement parts. The same rule applies when it is MCM whose parts ayedpaiced. After
all, there is no rule against replacing a grill part more than once. A consugtgrpurchase a
grill, later replace one athe grills parts with an MCM part, and thelater still, replace the
MCM part with an equivalent sold by one of MCM’s competitors. daVICM is well within its
rights to note that one of its parts can replace a particulainpagrill manufacturedyoNexgrill
or Charmglow, another manufacturer is free to note that its part caneepfaarticular part that

was bought throughMCM. Indeed, counsel for MCM has admitted, before the court, that a
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defendant identifying its part as comparable to a pafttic MCM part is*clearly allowed under
the law” (Docket No. 90 (Tr. of Hearing, 6/2/17) at 20.)

The TROs currently in place broadly prohibit the use of MEMarks in the defendants
e-commerce listings.H.g, Docket No. 81 at-2.) Upon review, the court concludes that MCM
has not established a likelihood of success with regard to so broad an interptés rights.
Although MCM has established a likelihood of success with regard to particuiagdist
discussed in more detail below, that tise MCM markin a manner thateasonablycould be
read as suggesting the prodscorigins, MCM has no right to forbid its competitors from
engaging in the same type of atvademark, functionalitydentifying usesn which MCM itself
engagedreely. The court, accordingly, finds a likelihood of success only with regard to the
narrower class of impermissible uses defined below.

The TROs also include, in their definition of MC&8/protected trademarks, its full range
of product numbersE.g., Docket No. 81 at 2.) Thaspect of the TRQss well, was overbroad
because MCM has not established a likelihood of success with regard to whetheivideal
product numbers themselves are entitled to trademark protelttisrmxiomatic thatin order to
seek the protections of trademark law, one must have a protectable tradeeeafkvo Pesos,
Inc. v. Taco Cabana, Inc505 U.S. 763767—68 (1992)In order to be a valid, protectable
trademark, a mark must be capableighaling the origin of a good or servida order to signal
the origin of a good or servicghe mark“must be distinctivé. Papa Ads, LLC v. Gatehouse
Media, Inc, 485 F. Appx 53, 55 (6th Cir. 2012)citing Abercrombie & Fitch Stores, Inc. v. Am.
Eagle Ouitfitters, Inc, 28 F.3d 619, 635 (6th Cir. 2002)). As the Supreme Court has noted,
“[m]arks are often classified in categories of generally increasstipativeness; following the

classic formulation set out by Judge Friendly, they may be (1) gerigyidescriptive; (3)
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suggestive; (4) arbitrary; or (5) fancifulTwo Pesos505 U.S. at 768 (citind\bercrombie &
Fitch Co. v. Hunting World, Inc537 F.2d 4, 9 (2nd Cif.976)). The latter three categories are
considered inherently distinctive and anetitled to protectiorwithout showing any additional
“acquired distinctivenessarising out of the relevant mask realworld use Id. Descriptive
marks althoughnot inherently distinctivemay be registered if they have acquireteconday
meaning in commerceld. at 769. Secondary meaning occurs whéitecan be determined that
the attitude of the consuming public toward the mark denotes a single thing camning $ingle
source. BurkeParsonsBowlby Corp. v. Appalachian Log Homes, Jr&71 F.2d 590, 596 (6th
Cir. 1989) (internal quotation marks and citation omitted). Thus, a descriptive markguazd
secondary meaning when it Hdsecom]e] distintive of the applicans goods. Champions Golf
Club, Inc. v. The Champions Golf Club, In€8 F.3d 1111, 1117 (6th CiL.996) (quoting
Induct-OMatic Corp. v. Inductotherm Corp.747 F.2d 358, 362 (6th Cid984) (internal
guotation marks and citation omitted)).

The Sixth Circuit addressed the applicatiorthed distinctivenessequirement to prodi
numbers inits unpublished decision iienneco Automotive Operating Co. v. Kingdom Auto
Parts 410 F. Appx 841, 847 (6th Cir. 2010)The Tennecocourt affirmed a holding that a
manufacturés product numbers were descriptive and, therefore, could only be entitled to
trademark protection if they had acquired distinctivenessin its briefing, MCM does not
argue thatTennecowas wrongly decidedut, instead,arguesthat its product numbersatie
acquired secondary meaning because tlaeg known to MCNs distributors and consumers as
identifiers of the source of thogmrts” (Docket No. 5 at 14.) MCM, however, has not provided
evidence sufficient for the court to conclude thBEM can estab$ih acquireddistinctiveness as

to any of itsspecific,individual product numberslet aloneall of the over one thousanmfoduct
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numbers at issue her@t most, MCM has identified instances where a few customers became
confused about the maker of certain parts they ordered. Those examples, withoaremwt,
enough to establish secondary meaning with the buying public as a whole. Moreover, the
exampleswould, at most, establish secondary meaning as to those particular numbers, not the
hundreds of numbers to which MCM claims it has trademark rig@&M’s likelihood of
success regarding trademark infringement, therefore, extends only to its MCM @StCM

CITY METALS marks, not its product numbers.

C. Likelihood of Success RegardindlCM ’s Rights Underthe Law of Unfair Competition

Law

Finally, MCM argues that, if all other sources of its rights fail, it still has @ngtr
likelihood of success with regatd its state and federainfair competition claims. MCM argues
that the law of unfair competition exists, in part, to capture unique situatioeghigs that fall
outside of the purview of the ordinary tools for safeguarding compétitieslectual poperty
but that still implicate core issues of fairness in competifidre cases that MCM has cited for
this theory, however, fall short of establishing a strong likelihood of success on ttse Wikile
unfair competitionlaw does prohibita broader range of deceptive behavior in commerce than
trademark infringemerdlone,it is still the case that, in most mattétkelihood of confusion is
the essence of an unfair competition clafmwynn Oil Co. v. Am. Way Serv. Cqorp43 F.2d

595, 604 (6th Cir1991).Therefore, the issues that impose limitationgt@ scope of MCNk

4 Indeed, MCM’s own descriptions of its unfair competition claims makar dleat it is relying on the
same general theory of consumer confusion underlying its trademark infigngelaims. SeeDocket

No. 1 19 292 (“The Defendants’ use of MCM'’s trademarks, MCM'’s copyrightslsyMCM's unique
model numbers, and other deceptive content in connection with Defendamdissents and sales of
grill parts are intended to deceive amers into purchasing the Defendants’ products under the
misguided belief that Defendants are affiliated with MCM, which lisefd), 302 (“The Defendants have
acted with intent to deceive the public as to the source infgbheds and services, and thebfic has, in
fact, been confused or deceived as to the true source of the Defendants’ sexitles aghts and
authority of their organizations.”).
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likely successregarding trademark infringemenspecifically, (1) the defendantslegitimate
grounds for engaging in nagrademark use of MCN marks and?2) the fact that MCMs
product numbersrguablyrefer only tothe parts, not the partsource—alsdikely stand in the
way of MCM’s recovery under an unfair competition theofjae modern cases that MCM has
cited in support of its theory offer, at best, broad general formulatibtise law that might
implicate this case but do not go very far toward resolving it, particulatty negard to the
Lanham Act and Tennessee lathe only sources of lavactually at issue See, e.g. Nat'l
Basketball As® v. Motorola, Inc. 105 F.3d 841850 (2d Cir. 1997)“[S]tate law should have
the flexibility to afford a remedy (under traditional principles of equégpinst a consistent
pattern of unauthorized appropriation by a competitor of the facts’ (quoting H.R. No. 94
1476 at 132, reprinted in 1976 U.S.C.C.A.N. at §y.48dvance Watch Co. v. Kemper Nat. Ins.
Co, 99 F.3d 795, 802 (6th Cir. 199@)iscussing misappropriation of advertising ideas or style
of doing businessin the context of that term’s use in an insurance pplidys. Golf Ass v. St.
Andrews Sys., Datilax, Inc, 749 F.2d 1028, 1035 (3d Cir. 1984#liscussing application of
unfair competition law'to a variety of situations in which the courts have sensed that one party
was dealing‘unfairly’ with another, but wich were not covered by the three established
statutory systems protecting intellectual property: copyright, patedtirademark/deception as
to origin’); A & M Records, Inc. v. M.V.C. Distrib. Corb74 F.2d 312, 314 (6th Cir. 1978)
(rejecting argument that the Copyright Act wholly preempts law of unfaipetitton based on
misappropriation of facts).

“At the preliminary injunction stagéa plaintiff must show more than a mere possibility
of succes$ Ne. Ohio Coal. for Homeless Husted 696 F.3d 580, 591 (6th Cir. 201@juoting

Certified Restoration Dry Cleaning Network, L.L.C. v. Tenke C&fl F.3d 535, 543 (6th Cir.
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2007). While MCM has established some possibility that it will ultimately prevail on an unfair
competitionclaim, it has not, the court concludes, produced sufficient evideriegal authority

to establish the sufficient likelihood of success necessary to support a maejirmjunction.

With regard to the particular defendants here, MCM has produced radnatydful of examples

of listings using product numberdor which MCM has not establishatistinctiveness-and
fitment data—which is wholly factual and unprotectable by copyright. Insofar as stdezleral

law prohibits some aspect of the defendabtssness practices, the court lacks a sufficient
record on which to draw such a conclusion or to identify the particular practice that should be
enjoined.

V. FINDINGS OF FACT REGARDING INDIVIDUAL DEFENDANTS

With the above principles in mind, the court wibw turn to whether and to what extent
MCM has presented evidence of activities, by each of the individual defendamist agach it
seeks a preliminary injunction, that run afoul of the rights pursuant to which MCM has
established a likelihood of su@seas a legal matter.

A. Hyco Defendants

As an initial matter, te Hyco Defendants argue, in their supplemental brietimaf,
MCM has identified no examples tying thealleged infringing activities tdia Ning Liu or
Bloom International, Inc.despite having been ordered, by the court, to provide specific
examples of infringing activity with regard to the defenda(iismcket No. 176 at 7, 1X%ee
Docket No. 168 at 1.) MCM has offered no evidence to refute the Hyco Defénulasiteon in
that regardThe court accordingly finds no likelihood of success with regard to those panges.

court construes the Hyco Defendants as conceding, by implication, that theingnp&iople and
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entities identified as Hyco Defendants are, or at least historicallydesre involved, in at least
some regard, with the activities attributed to them.

MCM has identified some Hyco listings in whi¢éMCM” or “Mcm” appearsn the
listing title. (Docket No 1-62 at 7, 17,71.) Those listings, however, use MCM’s name in a
manne suggestive of notrademark useFor example, one listing uses the heatldyco
Universal BBQ Gas Grill Heat Platefelain Steel Heat Shield for Mcm, Costco Kirland, Glen
Canyon, Jemair, Nexgrill, Sterling Forge, Lowes, hy91231, NGCHPz&€k)” (Id. at 7.)The
obvious and natural reading of such a header is that the listing involves a part made laypéy
that“Mcm” is merely includedn a list of manufacturers for whose parts Hygcpart can be used
as a substitut?MCM, howevertakes issue with two aspects of Higase of Mcm” in thatand
comparableadvertisements(1) the fact that‘Mcm” was included in the titlerather than the
body of the advertisement or elsewheand (2) the fact that MCM was listed among grill
manufactirers, when MCM is not, in fact, a grill manufacturer, but rather mereigraufacturer
of parts.

Insofaras MCM is arguing that any use ‘G1ICM” in the title of an Amazon listings
inherently a trademark use, the court seeautbority or basis for sitica blackandwhite rule,
particularly considering that the titles at isswere are, themselves, often quite lengthy and
plainly include a great deal of descriptive content about the function of the produgrsbklrif
“MCM” or “Mcm” is merely includedn a long list of several entities whose products are
appropriate for use with the part, the listing no more suggests that MCM madettheipgr
sold than it suggests that those other companiesighile placement is certainly a factor that
can be condered with regard tavhethera use is infringing, a facially nemnademark use does

not automatically become a trademark use simply because it appears in s ligtengCM’s
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likelihood of success, therefore, depends on the specific content afetbedants’use of
‘Mcm.”

MCM is correct thatncluding it on a list of grill manufacturers ¢®nfusing—although it
is less clear whethéhat confusion is of the typgbat matters under trademark law. A listing that
merely leads a consumer to mistakdndyieve that MCM manufactures grisbut that does not
lead the consumer to believe that the product being sold is an MCM praahagt run afoul of
some body of law, but it is not clear to the court that the allegation at issue is ordenfairia
infringement Moreover, the court does not see what harm, if any, MCM would suffer from
customersbeing led to incorrectly believe that MCM manufactures grills. Because Mai
produced evidence only of Hyco listings that 6SCM” in a nontrademark sense, the wo
will not grant a preliminary imjnction against the Hyco Defendsrand will vacate the TRO
currently in force.

B. Lucas Pai Defendant®

As with the Hyco Defendants, there is some dispute over whether all of the paaties
MCM has identified are actually involved in the allegedly infringing listings th&@vMhas
attributed to the Lucas Pai DefendaWsCM hasproducedAmazon records linking Jui Tegn
Pai a/k/a Lucas Pai, KuMin Yeh a/k/a Denny Yeh, Hsu Hsin Yang, Hui Feng YaB8QTek
Enterprises, Inc., and Suntech Parts and Services, Inc. (Cand@dak accounts associated with

an Amazon seller operating under the name Heavy Duty BB PHeavy Duty BBQ),

5 Although Count V is a claim for breach of contract agagestainLucas Pai Defendantand MCM
discussed that claim, among others, at the preliminary injunction hearinogedeto the Lucas Pai
Defendants, MCMhas not,in either its initial brief or its later supplemental briefirget forth any
argument that it is entitled to preliminaryjunctive relief arising out of breach of contra@ocket Nos.
5 & 142.) Accordingly, the court will consider only MCM'’s right to preliminaryieé with regard to
copyright infringement, trademark infringement, and unfair competition.
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pursuant to the Amazon ID #&1084MJ7BC50BF(Docket No. 1451 at 2.¥ Lucas Pai has
admitted that he is an officer of Grill Town Enterprises, Inc., #wad he organized BBQTek
Enterprises, Inc.while Denny Yeh has admitted that he is the owner of Suntech Parts and
Services, Inc. (CanadalDocket No. 85 62, 58, 61.) The Lucas Pai Defendants have not
identified a plausible basis for disputing that MCM will be likely to show that thadeep are,
atleast historically, responsihla whole or part, for listings under the Heavy Duty BBQ name.

MCM, however, hasot identifiedevidence tying several Lucas Pai Defendafitamely
Debbie Pai, Dragon Right Ltd., D&A Gourmet Co., Ltd., Lucas Innovation,(Brtish Virgin
Islands), Lucas Innovation, Inc. (Taiwamh)cas Bbqg Co., Ltd.and Suntech Parts & Services,
Inc. (U.S.}—to anyinfringing activity. The court, accordingly, finds no likelihood of success
with regard to thosdefendants and will focus only on the Lucas Pai Defendants linked to Heavy
Duty.

MCM hasidentified at least onkisting, apparently bydeavy Duty, that plainly violates
the trademark rights that, the court has concluded, MCM is likelydcesd in establishing its
right to assertSpecifically, MCM has identified a listing, printed on July 6, 20%dth a title
includingthe MCM mark in a manner that, the court finds, would be perceived by a reasonable
consumer as indicating the parsource. (Docket No.-83 at 20.)Another listing identified as

coming from Suntech Parts & Services has similar issues. (Docket®&afl236.) Unlike the

6 During the preliminary injunction hearing related to the Lucas Pai Defendawgs, defendants initially
objected to MCM'’s proffered Amazon records as not authenticatedwkimdi@ recess, however, counsel
for the Lucas Pai Defendants agreed that the documents, irchiirAmazon bank account/credit card
records, were authentic, andetdata was admitted as an exhibjfee alsoDocket No. 158 at 5
(conceding that the data relied on by MCM is “Amazon data”).)

"The Lucas Pai Defendants suggest that this examplevas/ainly bbqGrillParts, an entity associated
with the Oceanside Defendanihe listing, though, only states that it is “[s]hipped from and sold by
bbqgGrillParts.” (Docket No.-63 at 20.) “Heavy Duty Parts Factory” is listed more prominently, above
the ttle, aswhat the court construes to be the primary venegponsible for the advertisemehdl.)
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Hyco listings discussed above, there is nothing about the context of these lisseg$'MCM”
that would suggest that the defendaare making a permissible, nsademark use of MCN
mark.

The Lucas Pai Defendants respond to MEMxamples by arguing that the information
that MCM has provided is potentially stale and lasksficient contextto support a final
determination of liaility. In particular, thehistoricalbank account and credit card information
on file with Amazondoes not necessarily establish ongoing involvement with the allegedly
infringing sellers, nor does it offer much detail in terms of what the individutEpaespective
roles were. The listings themselves, moreover, do not necessarilyerggmegoing infringing
activities, because they are merely historical snapshots of what wastietethavailable.

MCM, however,is not required to establish evedgtail of its claimsunassailablyin
order to be entitled to a preliminary injunctidit. this stage, it is seekingierelyto establish a
stronglikelihood of success. The parties agree that at least some of the Lucas dtalabef
have been involved irhé sale of grill parts comparable to MG3yland MCM has provided
historical evidence thatalthough not as current or as welplained as it could beties some,
though not all, of the Luca Pai Defendants to listings pieinly run afoul of rights that M@
has shown that it is likely to establish. The court finds that, as to the specdas Pai
Defendants on which MCM has adduced evidence, MCM has shown the netikehopd of
success to support a preliminary injunctidrihe other factorsupport doing so.

C. Oceanside Defendants

Sukhwinder Bedi admits that he is th@le owner and operator of Oceanside BBQ Parts
Factory, Inc. (“Oceanside”) and that the compassiisgrill replacement parts under the names

“bbqGrillParts” and “grillpartszone” on Amazon. (Docket No-B§Y 7, 10, 14) Oceanside also
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sells products through its own websites and eBay. (Docket Na&. ¥ 16, 18.Bedi denies,
however, that Balde®andhuis an “active agent[] of Oceansideld( 21.) At their hearing,
however,counsel for the Oceanside Defendants conceded that Sandhud®tisé least one
Oceanside Amazon accouft.

At the hearing devoted to the Oceanside Defendants, MCM introduced documents that
MCM purported tahave received from Amazon in prior litigatishowing historical salesnder
the bbqGrillParts and grillpartszone names. Although the docgnukat not reveal what,
exactly, the consumer would have seen when accessing the particular listiAgsazan,they
did includewhat appeadto be truncated versions of tlides associated with thistings. The
bbgGrillParts listings included a nuerof titles that used “MCM” in a manner that, the court
concludes, wouldikely give rise to a likelihood of confusion with regard to whetlner part
being sold was an MCM part. Specifically, the listings do not include “MCM” asopartiist of
grill or part manufacturers. Rather, they include “MCM” before such a list, nextptodct
number. For example, a sale of June 12, 2016, has towiftg apparently truncated title:

C, Genesis 1008500, Spirit 700 Gas Grill Models, Set

52932 MCM - Centro, Charbroil, Front Avenue, Fiesta, Kenmore, Kirkland,
Kmart, Master Chef, and

The nature of the document that MCM has produced leaves some question regarding how
“MCM” would have been displayed to Amazon users with regard to this lisfing.record,
however, includes other exhibitsatidepict the endiser display of Amazon listings, and the
court is able to draw reasonable inferences regardan the title of each listingvould likely

display for Amazon users.

8 Counsel also conceded that there was “no harm” in including Sandhu in any injunciish thgaother
Oceanside Defendants.
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In response, the Oceanside Defendants presetiilecparporting to documerthousands
of Oceansids Amazon listings, with the full listing titledor the preceding yeafhe court’s
review ofa sampling othose listings did not reveal any infringing uses of the MCM or MUSIC
CITY METALS marks. However, the court finds that the Oceanside Defendeawvts not
conclusively refuted the evidence of ties to historical infringing listipgesented by MCM,
including oneplainly infringinglisting, discussed above, that appears to have been created by the
Lucas Pai defendants hilatinvolved a product sold, ultimately, by Oceanside.

Some of the confusion regarding the parties’ respective roles in various Amamys list
appears to arise from Amazorpsactice oflinking and coordinating different vendors’ listings
for comparable products. While the court heard some general explanation of thiedraot
the parties’ counsel, ncnowledgeable witness has yet been presented that could give the court a
full and detailed explanation ofAmazon’s policies in this regard. At this stage time
proceedings, however, the court concludes that MCM has shown a sufficient likelihood of
succes with regard to its trademark infringement claims against OceaB&dg and Sandhu.

V. FINDINGS OF FACT & CONCLUSIONS OF LAW REGARDING ISSUANCE AND
SCOPEOF PRELIMINARY INJUNCTION

As a preliminary matter, the court notes that MCM has shown no likelihood ofssumte
the merits against the following defendarmebbie PgiDragon Right Ltd. D&A Gourmet Co,
Ltd.; Lucas Innovation, Inc. (British Virgin Islandsllucas Innovation, lo. (Taiwan) Lucas
Bbg Co., Ltd, Suntech Parts & Services, Inc. (U;SShenzhen Hai Pai International
Warehousing Services LtddiPacking Inc, Hyco International Trading Company L.P.; Jolyn
Liu; ChugangGuan Jia Ning Luj Bloom International, Inc.;Feng Bai; and Guangzhou
Hongshuo Trading Co., Ltdlhe court, therefore, will grant no preliminary injunction against

those parties. The court will refer to the remainingcdss Pai Defendantand Oceanside
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Defendants, against whom MCM has demonstrateslificient likelihood of success, as the
“Covered Defendants.

The court must now consider whether MCM would suffer irreparable injury without the
injunction, whether the issuance of the injunction would cause substantial harm to others, and
whether the publignterest would be served by the issuance of the injuncBag.of Pontiac
Retired Emps. A8s, 751 F.3d at 430. With regard to the alleged trademark violations, the risk of
irreparable injury to MCM is clear. If members of the public are led to belmigtakenly, that
the Covered Defendantparts are MCM parts, then MC#reputation and goodwillill hinge
on the quality of parts outside its contrdhe risk of trademarkelated harm to MCM is also a
risk of harm to the public, because the publicdfiés from clarity with regard to which company
made which replacement part.

The question of the burden on the Covered Defendants depends on the scope of the
preliminary injunction under consideration. If MCM were rgeal the full relief it seeks, the
resultant preliminary injunction would, indeed, place a significant burden on the Covered
Defendants. For example, it is difficult to see how an entity can sucdgssflilreplacement
grill parts if it cannot accurately state which grills its parts will Aitbar on the use of fitment
data first compiled by MCM would, therefore, amount to a significant blow to the &bver
Defendants businesses. Similarly, absolute bars on the use of MGibdel numbers or the
name“MCM” would prevent the Covered Defendants from engaging in marketing that, even
MCM concedes, is wholly lawful and appropriafebroad preliminary injunction would also
likely harm the public, which stands to benefit from competition and choice in rilhe g

replacement part industry.
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A narrow injunction that merely forbids inappropriate uses of the MCM and MUSIC
CITY METALS marks however, would pose significantly less of a risk of harm to either the
defendants or the publithe court sees little basis for expecting much meaningful harm to arise
from a requirement that the Covered Defendants restrict their use OfM@K” and “Music
City Metals names to noitrademark uses. The Covered Defendamisreoverappear tchave
already altered their listings toroply with the broad TROs, so the necessary additional kabor
comply with a narrower preliminary injunctiamould likely be minimal.

Some of the Covered Defendants raised concerns about howpaiydecommerce
portals, such as Amazon, might reacttie existence of any injunctive relief ataih particular,
that Amazon might exclude sellers broaldased on evenraarrow injunctior—but theevidence
in the record regarding how Amazon is likely to treat a preliminary injunctiacténl only at
the ug of specific trademarks is limiteBedi has alleged that Amazon withheld payment owed
to Oceanside as a response to the court’s earlier, BROwhether any such risk would arise
from the type of narrow prohibition that the court is inclined to imposmatear (Docket No.
67-19 24.The court, moreover, is hesitant to deotherwise appropriate relief based solely on
speculation regarding how Amazon, a third party, might react. The court, actgrdiiiggrant
MCM a narrowly crafted preliminary injunction that explains that it is not intetdeuohibit
the Covered Defendants from engaging in the ongoing sale of grill replacears on any
platform, as long as the Covered Defendants refrain from the conduct spgqiffofiibited in
the injunctia. The details of the relief granted will be set forth in the accompanying order.

CONCLUSION

For the foregoing reasonthe court will vacate all TROs currently pending against the

Hyco, Lucas Pai, and Oceanside Defendants and will enter a preliminangtojuagainst
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certain Lucas Pai and OceansiDefendantsenjoining the improper use of the MCM and
MUSIC CITY METALS trademarks.
An appropriate order will enter.

ENTER this 38 day of April 2018.

dge g —

ALETA A. TRAUGER
United States District Judge

26



