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IN THE UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF TENNESSEE
NASHVILLE DIVISION

NINA RAWLS )
)
V. ) No. 3:18-0417
) Judge Holmes
PARADISE ARTISTS, INC. and )
THE ORCHARD ENTERPRISES, INC. )

MEMORANDUM OPINION AND ORDER

Currently pending before the Court is Defendants’ motion to dismiss (Docket Entr
("DE”) 83), to which Plaintiff has filed a respongBE 86) Defendants have also filed a reply to
Plaintiff's response(DE 88) Also pendingis Plaintiff's related motion requesting that the Court
take judicial notice of a copyright registration (DE 87), to which Defendhat® filed a
response.E 89) This action is before thidlagistrate Judgéor all further proceedings pursuant
to the consent of the parties and referral of the District Judge in accordance wits28 U
8 636(c). DE 97)

For the reasons that follow, Defendants’ motion to dismiss (DE 8GRANTED IN
PART and Plaintiff's motion for judicial notice (DE 87) BENIED ASMOOT. As a result, this

action is DISMISSED WITHOUT PREJUDICE.

|. STATEMENT OF THE CASE
Plaintiff Nina Rawls (“Plaintiff” or “Ms. Rawls”) is the widow of recordingtiat Lou

Rawls (“Mr. Rawls”)! Plaintiff, as the sole trustee of the Lou and Nina Rawls Trust (“Trust”),

! These facts ardrawnfrom Plaintiff's third amended complaintDE 78) For reasons
delineated in the Court's previous order, the title “third amended complaint’tusllsica
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has asserted multiple claims against Defendants Paradise Artists, Inad{$Bafrtists”) and
The Orchard Enterprises NY, Inc. (“*Orchard”) (collectively referred to asefix&nty for the
unauthorized use of threeorks (1) Seasons 4 Uan album recorded by Mr. Rawls in 1998;
(2) Rawls Sings Sinatraan album recorded by Mr. Rawls in 2003; and (3) a collection of
photographs taken by photographer Bonnie Schiffman in 2003 inecobom with theRawls
Sings Sinatralbum (“the 2003 photographs

The Seasons 4 Wlbum was released by Rawls and Brokaw Records (“Rawls and
Brokaw”), a company cowned by Mr. Rawls and his manager. Counsel for Plaintiff obtained
copyright registratio for the Seasons 4 lbum in Plaintiff's name on July 24, 2018, almost
three months after the instant lawsuit was commenced, the certificate of whttdcised to the
third amended complain(DE 78 at 1719.¥ Later, on November 5, 2018, counsel féaiftiff
registered the copyright f@easons 4 lth the name of the Trust.

Mr. Rawls registred the copyrightor the Rawls Sings Sinatralbum in 2003. Counsel
for Plaintiff obtained copyright registration for this album in the name of the Tonst
Novemberl, 2018, approximately six months after the commencement of the instant lawsuit.

Copyright registration for the 2003 photographs was completed and issued to Mr. Rawls

on June 10, 2004.

misnomer.(DE 77 at 1, n.).However, because the operative pleading is labafethe “third
amendd complaint” 6eeDE 78)and the parties continue to reference the document as such, the
Court will similarly do so.

2 Plaintiff alleges in the third amended complaint that Mr. Rdwatgained a copyright
registration inthe [Seasons 4 albuni’ in 1998 (DE 78 at 1 9), but admits in her response that
the copyright was not registered uratfter commencement ofi¢ instant lawsuit(DE 86 at 6)

As noted by Defendants, Plaintiff's allegations have been less than consisteighthut the
course of this ligation.



The agreement governing the Trust (“Trust agreement”) was executed by Mr. Rdwls a
Plaintiff on March 10, 2005. That same day, Mr. Rawls and Plaintiff executed a “@rdnt
Assignment” that assigned all of their “separate and community property” to tise® Tihe
Trust agreement contains an intellectual propertytsighovision that states in relevant part:

[T]he Trustors hereby declare that they hereby transfer to the Trust all of the

Trustors’ right, title and interest in and to either Trustor's name, sobyigpiee,

signature, photograph, actual or simulated likeness, image and other personal

identification, any and all trademarks, trade names, trade dress, service marks and

other personal identifiers, all applications and registrations thereof and all
goodwill symbolized thereby, all rights of publicity, all copyrights, copyright
registrations and rights to renew, extend, cause reversion of or to terminate any
grant of such copyright, and all rights arising under or out of any of the
foregoing][.]

On May 31, 2005, Paradise Artists entered into a “Music Serviageefgent” with
Orchard to distribute sound recordings to various digital musical platformsuadur® this
agreement, th&easons 4 Wlbum was distributed to 96 digital platforms whiRawls Sings
Sinatrawas distributed to 95 digital platforms.

On January 5, 2006, one day before his death, Mr. Rawls executed his Last Will and
Testament, whicldirectedin relevant part that “all of the rest, residue and remainder of my
estate”is bequeathed to “the then acting Trustee or Trustees” of the “T@ustlanuary 9, 2006,
Plaintiff executed a “Notice of Acceptance of Trusteeship” that memorialized hes atathe
successor sole trustee of the Trust.

In February of 2018, Plaintiff discovered that ®@asons 4 @&ndRawls Sings Sinatra

albums were available on numerous digital musical platforms, including iTuné&patity. The

3 A copy of this agreement &tached to the third amended complaiDE 78 at 2€22.)

4 A copy of the will is also attached to the third amended compl@&t.78 at 3247.)
3



Rawls Sings Sinatraloum was advertised using one of the 2003 photographs. Paradise Artists
and Orchard were responsible for distribution of these albums t@tioeis digital platforms.

Plaintiff asserts four claims against Paradise Artists: (1) copyright iefriegt for
unauthorized licensing of both albums to Orchard for digital distribution; (2) copyright
infringement for unauthorized use of the 2003 photographs; (3) violation of section 43(a) of the
Lanham Act, 15 U.S.C. 8§ 1125(a)(1)(A), for unauthorized use of Mr. Rawls’ mag@nnection
with the unauthorized licensing of both albums; and (4) violation of Tennessghtsofi
publicity, Tenn. Code Ann§8 47-25-1103, for unauthorized use of Mr. Rawls’ name and
photographs in connection with the unauthorized licensing of both albums.

Plaintiff asserts five claims against Orchard: (1) copyright infringemenirfauthorized
digital distribution of Seasons4 U; (2) copyright infringement for unauthorized digital
distribution ofRawls Sings Sinatrg3) copyright infringement for unauthorized use of the 2003
photographs; (4) violation of section 43(a) of the Lanham Act, 15 U.S.C. § 1125(a)(1)(A), for
unauthoized use of Mr. Rawls’ name in connection with the unauthorized distribution of both
albums; and (5) violation of Tennessee’s right of publicity, Tenn. Code Ann:28-4703, for
unauthorized distribution of both albums.

Based on these claims, Plains#eks preliminary and permanent injunctions prohibiting
Defendants from further infringement of Plaintiff's intellectual propeigits, actual damages
pursuant to 17 U.S.C. 8§ 504(b), or, alternatively, statutory damages pursuant to 17 U.S.C.
8 504(c), as well as costs and attorney’s fees pursuant to 17 U.S.C. § 505.

Defendants seek dismissal on various grounds, including under Rule 12(b)(1) for lack of
standing and Rule 12(b)(6) for failure to state a claim. Plaintiff opposes Defsha®tion to

dismiss



I[I. STANDARD OF REVIEW

A. Dismissal for Lack of Subject Matter Jurisdiction

A motion that alleges lack of standingder Rule 12(b)(1)s properly characterized as a
motion seeking dismissal for lack of subject matter jurisdictitwsp Auth. ofMetro. Gov't of
Nashvillev. Momenta Pharminc., 353 F. Supp. 3d 678, 687 (M.D. Tenn. 2018)Such a
motion can attack the claim of jurisdiction on its face, or, alternatively, attadiadhel basis
for jurisdiction DLX, Inc. v. Kentucky 381 F.3d 511, 516 (6th Cir. 2004) motion representing
a facial attackchallenges only‘the sufficiencyof the pleadingsand is treated akin to a
Rule12(b)(6) motion, thugequiring the court to accept as true all allegations made by the
plaintiff. Glob. Tech.,Inc. v. Yubei (XinXiangPower SteeringSys.Co., 807 F.3d 806, 810 (6th
Cir. 2015) (nternalcitation omitted.
B. Dismissal for Failureto Statea Claim

To survive a motion to dismiss under Rule 12(b)(6),at@plaint need only contaiia
short and plain statement of the claim showing that the pleader is entitled to @aaigr
Corp. v. OutokumpuQyj, 673 F.3d 430, 444 (6th Cir. 201@uoting Fed. R. Civ. P. 8(a)(2)
When reviewing a motion to dismiss pursuant to Fed. R. Civ. P. 12(b)(6)otlre must
“construe the complaint in the lighiost favorableéo the plaintif[] [and] accept all welpleaded
factual allegations as trpg Matthew N. Fulton, D.D.S., P.C. v. Enclarity, In807 F.3d 948,
95152 (6th Cir. 2018)quotingHill v. Snyder 878 F.3d 193, 203 (6th Cir. 20).7)

Matters outsideof the pleadings aregenerdly not considered when ruling on a
Rule 12(b)(6) motion to dismis®kondigo,L.L.C. v. Twp. of Richmond641 F.3d 673, 680 (6th
Cir. 2011) (citation omitted)However, the courtmay consider “exhibits attached [to the

complaint], public records, items appearing in the record of the case and exh#zkedtto



defendants motion to dismiss so long as they are referred to in the complaint and @& toen
the claims contained theng’ without converting themotion to dismiss into a motion for
summary judgmentd. at 68081 (citingBassettv. Natl CollegiateAthleticAssn, 528 F.3d 426,
430 (6th Cir. 2008))

While generally prohibited from considering matters outside the pleadingsng oria
motion to dismiss, thecourt may consider materials that areé‘appropriate for the taking
of judicial notice’ under Rule 201 of thé~ederal Rule of Evidencén re Unumprovident Corp.
Sec.Litig., 396 F. Supp. 2d 858, 875 (E.D. Te@@05) (citing Boveev. Coopers & Lybrand
C.P.A.,272 F.3d 356, 3661 (6th Cir.2001). Rule 201 permits the Court to take judicial notice
of facts that arénot subject to reasonable disputeecause they amegther (1)“generally known
within the trial ourt’s territorial jurisdictiori or (2) “can be accurately and readily determined
by sources whose accuracy cannot reasonably be questionedR.Aedd. 201(b). The Court
may take such action on its own, but “must take judicial ndtiagarty requestit and the court
is supplied with the necessary informatioRed.R. Evid. 201¢).

1. ANALYSIS

Because standing represent$haeshold questionin any federal casé&m. TelecomCo.

v. Republic of Lebanqrb01 F.3d 534, 537 (6th Cir. 200The Courtmust initially determine
whether Plaintiff has standing to stée Copyright Act provides that tikegal or beneficial”

owner of an exclusive right is entitled to “institute an action for iafringementof that
particular right committed whel he or she is the owner of i€7 U.S.C. § 501(b). To have
standing under this provision, the party bringing suit “must have some ownership rights over at
least part of the exclusive right for which he wishes to’st¥arner/ChappelMusic, Inc. v. Blue

Moon Ventures No. 3:10cv-1160, 2011 WL 662691, at *3 (M.D. Tenn. Feb. 14, 2011)



Plaintiff, as the party invoking federal jurisdiction, bears the burden dblesstag standing.
Lorenv. Blue Cross& Blue Shield oMich., 505 F.3d 598, 607 (6th Cir. 200(€)ting Lujan v.
Defendersof Wildlife, 504 U.S. 555, 5611992).

Defendantxontendthat Plaintiff has failed to allege sufficient facts to estaldtsimding
Defendantsrguethat Plaintiff cannot proceed with any claims related tdRhels Sings Sinatra
album since the associated copyright was not registered to the Trust until Nover2b&s,1,
several months after thaitial complaint was filed.As noted by Plaintiff, however, section
411(a) does not require that the party bringing the infringement claim be thensiwvidual or
entity that registered the woreeHuthwaite,Inc. v. SunriseAssistedLiving, Inc., 261 F. Supp.
2d 502, 5089 (E.D. Va. 2003)"[T] he plaintiff in court obviously need not be the same party
who initially registered the subject work.(internal citation omitted)See alsorangv. Hwang
799 F. Supp. 499, 5634 (E.D. Pa. 1992 There is no requiremeninder L7 U.S.C. § 411(d)
that the only person who may bring an action is the person who applies for the copyright
registration. The law merely provides that there must be registration of thegtopclaim,
pursuant to the Copyright Act, before an action may beutesti”). Defendants cite no authority
to the contrary. Because Plaintiff alleges fRatvls Sings Sinatraas registered in 2003 and the
rights thereof were later transferred to her, she has standing to sue for copfniigement.

The same reasoningpplies to the 2003 photographs. The third amended complaint
alleges that these photographs were registered on June 10, 2004 and subsequently became the

property of the Trust in March of 200%laintiff was not required to register the photographs in

> The 2003 photographs are the subject of Plaintiff’'s motion for judicial nosiee (
DE 87), which, for the reasons outlined in this memorandum opinion, is denied as moot. For
purposes of the instant motion to dismiss, however, the Court assumes registvas
completed on June 10, 2004.



the rame of the Trust prior to commencing the instant lawshéreforeshe has standing to
pursue claims for copyright infringement as to those works. For these reasdasddnts’
standing arguments as to these two works fail.

Defendantglo not clearly delineatehether they seek to dismiss Plaintiffs infringement
claims related to thé&easons 4 Wlbum for lack of standing or failure to state a claim.
References to that work are interspersed throughout Defendants’ argtoneigmissalbn both
these groundsTo the extent that Defendants assert Plaintiff's lackstahding to pursue
infringement claims as to th8easons 4 Walbum that argument appears to be based on
Plaintiff's failure to demonstrateéhat she obtained copyright registration feasons 4 Un
1998. Defendants argue thhecause Plaintiff provides only registration numbersSeasons 4
U that were issued after the commencement of this action, her complaint fadspdy avith
17U.S.C. § 411(a)’s requirement that “preregistration or registration” ofdpgright be made
prior to bringing any lawsuit for infringement of the copyrigitithough (perhapsiramed as a
standing questigncompliance with section 411 is not a jurisdictional requiremeReed
Elsevier, Inc.v. Muchnick 559 U.S. 154, 1667 (2010) (concluding that the copyright
registration requirement of section 411(a) is a pleading requiremené jurisdictional one®
The properanalysis is whether Plaintiff has adequately stated a diainmelief, specifically
whether the pleadingaifficiently demonstratprefiling compliance with section 4(d).

Plaintiff acknowledges the Supreme Court’s recent decisiéoumth EstatePub.Benefit
Corp. v. Wall-Street.comlLC, which holdsthat registrationfor purposes ol7 U.S.C. § 411(a)

has been madénot when an application for registration is filed, but when the Register has

® Nothing in the Supreme Court’s decision in feurth Estatecase discussed in more
detail belowchangedts earlier decision ilReed Esevierthat section 411 compliance is not a
jurisdictional prerequisite



registered a copyright after examining a properly filed application.” U.S.
_,139S.Ct. 881, 892, 20%. Ed. 2d 147 (2019)Plaintiff concedes that she did not obtain
copyright registration oSeasons 4 Wntil after commencement of the lawsbiit notes that
numerous courts have held that submission of an amended complaintegitgration is
completed alleviates angleadingdeficiencies. Howevereach of the cases cited by Plaintiff
predates th&ourth Estatedecision, which, contrary to Plaintiffs argument otherwise, impacts
the Court’s analysis given thatimerousases decidedfter Fourth Estateholdthat an amended
complaint cannot fix the defect caused by a claimant’s failure to obtain capyeigktation
prior to filing suit. See, e.g.JAB “Planner 5D” v. Facebook,Inc., No. 19¢cv-03132WHO,
2019 WL 6219223, at *7 (N.D. Cal. Nov. 21, 20197 plaintiff cannot cure its failure to meet
the preconditions set forth in 17 U.S.C. § 411(a) by amendipgiitding complaint); Xclusive
Lee,Inc. v. Hadid No. 19CV-520PKCCLP, 2019 WL 3281013, at *4 (E.D.N.Y. July 18, 2019)
(declining to grant claimant leave to amend complaint involving copyright that had not yet been
registered)jzmo,Inc. v. Roadster)nc., No. 18CV-06092NC, 2019 WL 2359228, at *2 (N.D.
Cal. June 4, 2019denying Plaintiff's attempt to amend complaiatcureits failure to register
copyright before suinfg’ Mai Larsen Designsv. Want2Scrapl.LC, No. SA17-CV-1084ESC,
2019 WL 2343019, at *6 (W.D. Tex. June 3, 20({9o adopt[plaintiff's] reasoning the Court
would have to hold thd&tourth Estateallows a plaintiff to file a lawsuit before copyright
registrations have been awarded and to amend the pleadings after registrationeasl adtdong

as the effective date (i.e., the date of application) predates the filing of thet.laWesu Court

" Like Plaintiff in this matter, the claimant izmo cited the court’s decision igito v.
SteeplechasEilms, Inc., 267 F. Supp. 2d 1022 (N.D. Cal. 200®) argue that the filing of an
amended complaint after regiigtion was complete satisfiedction 411(a), which prompted the
Izmo court to question whetheZito “remains good law in light of the Supreme Court’'s”
Fourth Estatedecisionlzmqg 2019 WL 2359228, at *2 (N.D. Cal. June2819).



cannot square this argument with the holdindgraidirth Estate”); Malibu Media, LLC v. Dog,

No. 18CV-10956 (JMF), 2019 WL 1454317, at *2 (S.D.N.Y. Apr. 2, 2019Plaintiff's
argument would make a meaningless formality ouEafrth Estatés requirement that an
application be approved prior to filing suit. Were it correct, a plaintiff couddsfilit at any time,
notwithstanding Section 411(a)’s precondition, and simply update the complaint when
registration finally occurred)’Indeed, he Court agrees with the reasoning of these decisions and
finds that Plaintiff's postcomplaint registration oSeasons 4 Wails to comply with17 U.S.C.

§ 411(a).

What must the Court then do upon finding that dnlg of the three works at issuethis
lawsuit satisfy section 41(a)’s registratiorrequirementdn Fourth Estate the Supreme Court
concludedthat the registration requirement isakin to an administrative exhaustidriFourth
Estate 139 S. Ct. at 88%See also Reed Elsevisypraat 16566 (comparing section 411(a) to
“Title VII's requirement that sexliscrimination claimants timely file a discrimination charge
with the EEOC”). In other areas of law, failure to exhaust adminstragmedies generally
results in dismissal without prejudicgee, e.gBell v. Konteh 450 F.3d 651, 654 (6th Cir. 2006)
(holding that claims brought under Prison Litigation Reform Act that did not meenisthative
exhaustion requirement should be dismissed without prejudieejencraftv. UNUM Life Ins.

Co. of Am, 212 F.3d 341, 344 (6th Cir. 2000) (dismissal without prejudice appropriate when
dismissing an ERISA action solely for failure to exhaust administrative reshetileomasv.
Grinder & Haizlip Const, 547 F. Supp. 2d 825, 829 (W.D. Tenn. 2007) (“Dismissal without
prejudice is generally the appropriate remedy for a Title VII claim filesmaturely before
administrativeeemedies arexhausted)’ (internal citation omitted). This isonsistentwith the

postFourth Estatecasesfrom other districtscited above, all of which except one resulted in

10



dismissal without prejudice of copyright infringement claims brought before remgstnats
completec?

The body of law that has emerged in the wadf Fourth Estatestrongly suggests that
allowing theclaims related tdSeasons 4 Wo proceed despite successful registration of the
associated copyright following commencement of this actiauyld “undermine the objectives
animating” theFourth Estateholding.lzmqg 2019 WL 2359228, at *2 Although there is some
appeal to dismissing only th8easons 4 Wlaims and allowing the remaining infringement
claims to proceedhe Court does not find &nable outcome inismissal ofthe Seasongl U
claims without prejudiceand not of the claims for the other two warkeeid. (“The fact that
[plaintiff] properly ‘commenced’ this lawsuit as someof its copyrights does not excuse its

failure to comply with § 411(a) as to its otl@pyrights?) (emphasis in originaly.

8 The court inXclusiveLee,Inc. v. Hadid did notexplicitly dismiss the subject plaintiff's
copyright claims with prejudice, but instead “declined to grant Plaintiff leavanmend the
complaint to allege registration should its copyright apyilie be approved in the future.” 2019
WL 3281013, at *4. This is distinct from the instant matter, in which Plaintiffiexed
registration after filing her initial complaint but before filing the first amendeahptaint.
Further, the court irXclusiveLee appeared to contemplate that the plaintiff in that case might
file a new action after being formally granted a registered copyiigiht.8

® The Court acknowledgeits statements in a previous, Rdispositive order on
Plaintiffs motion b amend suggesting that the interests of judicial economy would be best
served by simply allowing Plaintiff to amend her complaint to comply with section 411(a)
following successful registration of tieeasons 4 opyright. (DE 77 at 79). As a purely
prectical outcome, that may well still be supportable. However, in this instance sat lea
practicalities yield to the law. And ig notclearthatall the holdingsrelied upon in resolution of
the motion to amend remain good lat/Jeast as they pertain to the registration requiregraeuait
particularly considering the substantial body of law that has developed follGwunth Estate
(and following resolution of the motion to amenByrther, and more importantly, in ruling on
the motion to amend, the Court expressly noted that it was not deciding Defeadgumsent
that Plaintiffs amendment was futile because of continuing defects in copyegistration.
(Id. at 6.) To have resolved that issue would have required an analysis under Rule 1R({5¢€6).
v. Hartford Underwriters Ins. Cp203 F.3d 417, 421 (6th Cir. 2000) (“[A] proposed amendment
is futile only if it could not withstand a Rule 12(b)(6) motiordismiss.”) The Court declined to
undertake that analysis for the reasons stated in the oter/{ at 67.) Thus,there was no

11



The Court recognizes the procedural quandary implicated by this ré€xutitight
dismissal of the third amended complaint without prejudice will likelsult in a newly filed
lawsuit, which will then requirethe parties to retrace their stepsalmost two year®nly to
arrive at essentially the same place. The idea of such procedural hoop jumpimdy aeffends
the Court’s sense of judicial econontyowever, a partial dismissal of only the infringement
claims related t&easons 4 Uhight alsoresult inPlaintiff simply refiing an action based solely
on infringement related t&easons 4 Uat which point there would be two federal lawsuits
involving the same parties and the same underlying set of &attsno savings of judicial or
other resourcethere eitherOn balance, dismissal afl Plaintiff's infringement claimswvithout
prejudicerepresents the best measuresblution

For all these reasons, the Court therefgpés for compliance withFourth Estate and
because Plaintiff initiated this action without satisfying 17 U.$Cl11(a)as to all subject
works, concludeshe actioncannot proceedismissalof the third amended complaintithout
prejudiceis the appropriat®utcome.SeeHallstrom v. Tillamook Cty, 493 U.S. 20, 311989)
(“[1In the long run, experience teaches that strict adherence to the procedural egsirem
specified by the legislature is the best guarantee of evenhanded administrét®taw”). See
also Blue BookServs.,Inc. v. Farm Journal, Inc., No. 18cv-07155, 2020 WL 419405, at *6
(N.D. lll. Jan. 27, 2020)‘This Court will not disregard the procedural requirements specified by

the legislature; failure to comply with £11(a) requires dismissal of this case, albeit without

prejudicg.]”).

decision on the issues raised in the instant motion to disNosgthe Court has fully considered
whether the third amended complaint can survive dismissal under Rule 12(b)(6) and concludes
that under controlling and applicable law it cannot

12



V. CONCLUSION
For the foregoing reasons, Defendants’ motion to dismiss (DE 83) is GRBNN
PART andthe instant action is DISMISSED WITHOUT PREJUDIEE.

It is SO ORDERED.

“Y DS

BAXBARA D. HOHNMIES \
Onited Stags Magistrate Judge

10 Because this action is dismissed basadPlaintiff's failure to comply with prefiling
registration requirement of section 411, the Court need not address the remaining agument
Defendants’ motion.
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