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IN THE UNITED STATES DISTRICT COURTFOR THE
MIDDLE DISTRICT OF TENNESSEE
NASHVILLE DIVISION

PEARSON EDUCATION, INC. and
MCGRAW-HILL GLOBAL EDUCATION
HOLDINGS, LLC.

Plaintiffs, NO. 3:18:zv-00438
JUDGE RICHARDSON
V.

C&N LOGISTICS, INC., RUSSEL
TODD WHITE, and SHAWN
CHADWELL

Defendants.
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MEMORANDUM OPINION

Before theCourt is Plaintiffs Pearson Education, In¢:Pearson”)and McGrawHill
Global Education Holdings, LLC'MHE”) Motion to Dismiss Defendant€ounterclaims (Doc.
No. 26)! Defendants have responded in opposition (Doc. Nos. 34 288) Plaintiffs have replied

(Doc. No. 37). As explained below, the motion is granted.

! The Court notes that Plaintiffs filed a Supplemental Memorandum in Support of its Mwtion t
Dismiss. (Doc. No. 33.) In their supplemental memorandeiaintiffs merely state that théiled

an amended @mplaint (Doc. No25), and Defendants C&NLogisticsand Russell ToddWhite
answered thamended complaint and filed the same counterclaims against Plaintiffs. Plaintiffs
request that the Court consider their Motion to Dismiss and Memorandum in Support (Doc. Nos.
26, 27) to be their response to Defendamdiled counterclaims. Given that the counterclaims
have not substantively changed, the Court grants Plaintiffs’ request. The Court ngbes sbat
Defendant Shawn Chadwell did not file an answer and counterclaims to Faiatifénded
complaint until November 16, 2018. Defendant Chadwell's counterclaims do not appear to be
substantively different from his original counterclaims. Accordingly, @aurt construes
Plaintiffs’ motion as applying to Defendant Chadwell's new counterclaims.

2 In Defendant Chadwell’'s opposition to Plaintiffs’ motion, he states that “it woulchapiheat he

has not received the documents the parties reference. (DA5 b2.) According to the filings

in this case, the documents essential to addressing the pending-rtbe@mendedcomplaint,
Plaintiffs’ motion and memorandum in support, Plaintiffs’ supplemental memorandum intsuppor
and Defendants C&N and White’pposition to Plaintiffs’ motioa-were served on Defendant
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FACTUAL BACKGROUND

Plaintiffs bringthisactionagainst Defendants C&N Logistics, Inc. (“C&N”), Russell Todd
White, and Shawn Chadwell for copyright and trademark infringement. (Doc. NoP&n}iffs
are leading education publishers, who develop, market, and sell textbddk$.2.) Plaintiffs
claim they are the owners or exclusive licensees of the copyrights and tradératigqgpear on
the textbooks at issueld( 1 1819.)

Defendants have filed counterclaims against Plaintiffs. (Doc. M8s.31.f The
counterclaims allegihe following. C&N is in the logistics and freight transportation busiraass
actsonly as a logistics, transportation, and facilitation company connecting buikrsuppliers
(Doc. N0.4311 9, 18; Doc. No. 31MfB, 18) MBS Textbook Exchange, Inc. (“MBS”) veholesale
textbook distributor, is one of C&N’clients (Doc. N0.431 10; Doc. No. 31 1 10.) On April 10,
2017, MBS placed an order for the importation and delivery of 767 copies of fourteeardiffer
textbooks, including one published by MHE and thirteen published by Pearson. (Dd& fNo.

12; Doc. No. 31 1 12.XC&N confirmed MBS'’s order wit Aika and visually checked the books

Chadwell by email per an agreement between the part{f€geDoc. No. 25 at 13; Doc. No. 26 at
3; Doc. No. 27 at 19; Doc. No. 33 at 3; Doc. No. 34 at Hayvever, given Defendant Chadwell’s
claim, the Court previously held that it would not be fair to require Defendant Chadwell to “jus
do [his] best” and respond to the Plaintiffs’ motion to dismiss his counterclaims witheut
relevant documentgDoc. No. 35 at 2; Doc. No. 39 af) IThe Courttherefore, directed the Clerk
of Court to immediately serve Defendant Chadwell all documents filed in slee @acept those
filed by Defendant Chadwell. (Doc. No. 39 aR) The Court stated that Defendant Chadwell
may file a supplemental memorandimopposition to Plaintiffs’ motion by October 17, 2018.
(Id. at 2.) That deadline has now passed, and Defendant Chadwell has failed soififgemental
memorandum. Accordingly, the Court addresses the arguments from his originatiopgDsic.

No. 35) herein.

3 Defendant Chadwell’'s counterclaims make almost the same allegations asdDefe@&N
Logistics and Russell Todd White's counterclairiibe Court also notes that the paragraph
citations herein for Document Numbers 31 and 43 refer to the counterclaims ahd answer
contained in the same document.



prior to distribution to MBS taletermine their authenticity.(Doc. No.43 § 13; Doc. No. 31 |
13.) C&N determined that the books showed no signs of tampering, illegitimacy, or coiinterfe
(Doc. No. 43 1 13; Doc. No. 31 1 13.)

MBS informed C&N that the shipment had been held due to its size and an issue with the
textbooks’ publishers. (Doc. Né31 15; Doc. No. 31 1 15.) Plaintiffs then caused the textbooks
that had been delivered to MBS to be seizgbc. No.43 § 16; Doc. No. 31 1 16.)

On December 15, 201DefendantVhite, C&N’s owner and presideireceived an-enail
from Matthew Oppenheim, an attorney who claimed to represent Plaintiffs, wieighdaC&N
distributed a pallet of counterfeit textbooks to MBS and demanded C&N to promlalia, the
identity of the book’s suppliers. (Doc. M8 17; Doc. No. 31 { 1 Doc. No. 25 T 1) Defendant
White replied around January 11, 2018 to confirm that the books were authentic and originated
from Plaintiffs (Doc. N0.431 18; Doc. No. 31 1 18.) On January 15, 2018, Oppenheim responded
to DefendantWhite’s email and asserted that the allegedly imfing textbooks sold by C&N to
MBS werecounterfeit and again demanded the book supplier’s identity. (Doc. No. 43 { 20; Doc.
No. 31 T 20.)On that same dat®efendaniWWhite contacted Aika regarding the issard Aika
authorizedDefendantWhite to provide Oppenheim with its contact information. (Doc. 48]

21; Doc. No. 31 § 21.) On January 16, 2M8fendantWhite sem Oppenheim an-enail with
Aika’s identity and contact information. (Doc. No. 43 1 22; Doc. No. 31 § 22.)
Based on tese allegations, Defendants allege the following counterclaims: (1) Degjarato

Judgment of Noninfringement of Plaintiffs’ Marks; (2) Declaratory Judgmenbaoirifringement

4 The Court here refers to Aika without any prior introduction to, or context for understaheing
role of, Aika because this is, oddly, exactly what Defendants did in Paragraph 13rof the
counterclaims.The counterclaims do not provide any information regardiikp’s businesor

other characteristics beyond stating that Aika is locatédmman, Jordan. (Doc. No. 22-4 at 2.)
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of Plaintiffs’ Copyrights; (3) Intentional Interference with Contraeind (4) Inéntional
Interference with Business Relationship. (Doc. 811 2747; Doc. No. 31 19 30-50Plaintiffs
now move to dismiss all of these counterclaims.
LEGAL STANDARD
For purposes of a motion to dismiss, the Court must takbeafctual allegégonsin the

complaint or in this case the counterclairas true. SeeAshcroft v. Igbal, 556 U.S. 662, 678

(2009). To survive a motion to dismiss, a complaint must contain sufficient factual matter,
accepted as true, to state a claim to relief that is plausible on its lthcéA claim has facial
plausibility when the plaintiff pleads factual content that allows the court Yo tthe& reasonable
inference that the defendant isbli@ for the misconduct allegedd. Threadbare recitals of the
elements of @ause of action, supported by mere conclusory statements, do not ddffigéhen

there are welpleaded factual allegations, a court should assume their veracity and themraeter
whether they plausibly give asto an entitlement to reliefld. at 6/9. A legal conclusion,
including one couched as a factual allegation, need not be accepted as true on @ mistiasg,

nor are mere recitations of the elements of a cause of action suffidiexit678;Fritz v. Charter

Township of Comstock, 592 F.3d 718, 722 (6th Cir. 20MYreover, factual allegations that are

merely consistentvith the defendant’s liability do not satisfy the claimant’s burden, as mere
consistency does not establish plausibility of entitlement to relief even if ibdgppe possibility
of relief. Igbal, 556 U.S. at 678.

In determining whether a complaint is sufficient under the standardigbaf and its

predecessor and complementary c&sl Atlantic Corp. v. Twombly, 550 U.S. 544 (2007), it

may be appropriat@t‘begin [the] analysis by identifying the allegations in the complaint that are

not entitled to the assumption of truthgbal, 556 U.S. at 680ldentifying and setting aside such



allegations is crucial because they simply do not count toward theiffigoal of showing
plausibility of entitlement to relief. As suggested above, such allegations include “bare
assertions,” formulaic recitation of the elements, and “conclusory” or “lléfations. Id. at
681. The question is whether the remainfagtual allegations plausibly suggest an entitlement to
relief. Id. If not, the pleading fails to meet the standard of Rule 8 and thus must be dismissed
pursuant to Rule 12(b)(6)d. at 683.

DISCUSSION

A. First and SecondCounterclaims, for Declaratory Judgment

1. Whether Defendants’ Claims are Redundant of Plaintiffs’ Claimsor Otherwise
Fail to State a Claim Upon Which Relief Can Be Granted

Plaintiffs move to dismiss thiarst andSecond @Gunterclaims against them because they
areredundant, mirreimages of their claimer otherwise fail to state a claim upon which relief
can be granted“A court should dismiss a redundant counterchainen it is clear . . acomplete
identity of factual and legal issues betweendbeplaint andhecounterclain{existy.” Emma,

Inc. v. Microstrategy, Inc., No.-31-0926, 2012 WL 90405, at *1 (M.D. Tenn. Jan. 11, 20469

e.g, Malibu Media, LLC v. Ricupero, 705 F. App’x 402, 408 (6th Cir. 2017) (affirming district

court’'s dismissal of declaratory judgment counterclaim for-infnmgement of plaintiff's
copyright where the resolution of plaintiff's infringement claim would rertlercounterclaim

moot) Mawdsley v.Kirkland's, Inc, No. 313-0462, 2013 WL 5754947, at *2 (M.D. Tenn. Oct.

23, 2013) (dismissing defendant’s counterclaim seeking a declaratory judgment for non
infringement because it was the mirror image of the plaintiff’'s claim for cogyingingement)
Emma 2012 WL 90405, at *{dismissingdefendant’s counterclaim for declaratory judgment that
defendant is not infringing plaintiff's mark becaubke adjudication of plaintiff's claims would

render it moot



The noninfringement claims inDefendants’ First Counterclaim are redundawff
Plaintiffs trademark infringement claimsDefendants claim they are “entitled to a declaration
that its use of Plaintiffs’ Marks does not and will not infringe Plaintiffs’ Maskotherwise violate
state or federal atutory or common law.” (Doc. Nd3 131; Doc. No. 3X34.) This is a mirror
image of Plaintiffs’ third and fourth claims in tle@nended @mplaint, in which Plaintiffsassert
Defendants have infringed Plaintifisiarks under the Lanham AcBpecifically,Plaintiffs allege
that without their authorization, “Defendants are marketing, offering fa, sadd selling in
commerce counterfeits of Plaintiffs’ Books bearing unauthorized reproductioRsaiotiffs’
Marks.” (Doc. No. 29]47.) Defendnts counterclaim allegejust the opposite(SeeDoc. No.

43 128; Doc. No. 311 31)(“Defendantsdo notmarket, offer for sale, or sell in commerce any
goods bearing unauthorized reproductions of Plaintiffs’ MarKerf)phasis added). In addition,
Plaintiffs allege thaDefendants"uses of Plaintiffs marks have causediare likely to continue
to cause confusion, mistake, and/or deception as to the source or origin of Defegoiaais’
(Doc. No. 291 48.) Defendantsgain alleg just theopposite—that their use dfPlaintiffs’ Marks

does not anavill not cause confusion or mistake or deceive the public in violation of the Lanham

Act.” (Doc. No.43 130; Doc. No. 31 33.)(emphasis added). Therefoeegomplete identity of
factual and legal issues between the complaint thedounterclaimallegations related to
trademark infringemergxists Accordingly,the declaratory judgment claim related to trademark
infringementwill be dismissed with prejudice.

Defendants’ First Counterclaim also alleges attendantsuse of Plaintiffs marks does
not constitute unfair competition, false designation of origin, or trademarkodilutiviolation of
the Lanham Act or any related state law claims. It is andl®m Defendantstounterclaims

whether they also seek a declaratory judgment that their acts do not gieevicdattons of these



claims and Defendants do not address this issue in their response. To th®ektadiants’ seek
a declaratory judgment on these issues, these ci#soswvill bedismissedwvith prejudicefor the
reasons discussed directly below.
Defendants’ declaratory judgment claim related to unfair competition edd@signation
of origin will be dismissedbecause thee claimsinvolve the same factual and legal issues as

Plaintiffs’ trademark infringement claimSeeAudi AG v. D'Amatag, 469 F.3d 534, 542 (6th Cir.

2006)(“Under the Lanham Act .we use the same test to decide whether there has been trademark
infringement, unfair competition, or false designation of origin: the likelihoodoofusion
betweerthe two marks.”).Defendants’ declaratory judgment claim related to trademark dilution
will be dismissed becau$aefendants have failed to plausibly allege it. A dilution claim involves

the issues of whether a mark is famous and distincesKellogg Co. v. Toucan Golf, Inc337

F.3d 616, 628 (6th CiR2003). None of Defendantdactualallegations address this iss@aad it

is axiomatic that conclusory allegations cannot survive a motion to dis®es$gbal, 556 U.S.
at681.Furthermore, lhparallel claims under state law also will themissed for the same reasons
the federal claimwill be dismissed.

The noninfringement claims in Defendants’ Second Counterclaim are redundant of
Plaintiffs’ copyright infringement claims and therefore also wildimmissed. Defendants claim
that they are “entitled to a declaration tfthey are]not infringing nor will infringe Plaintiffs’
Copyrights or otherwise violate federal copyright law with respedtheir] facilitation of
purchasing and importation of Plaintiffs’ textbooks lawfully made and sold abrd@mht. No.

43 136; Doc. No. 311 39.) This is a mirror image of Plaintiffs’ first and second claims in the
amended @mplaint, in which Plaintiffs assert Defendants have infringed Plaintifigyroghts

under the Copyright Act.Specifically, Plaintiffs copyright infringement claims are based on



Defendants’ importation and distribution of unauthorized couwsiterbf Plaintiffs’ textbooks.
(SeeDoc. No. 25 1 33). Defendants allege just the oppostteeincounterclaim. §eeDoc. No.
43 133; Doc. No. 31y 36) (“Defendants have neither imported unauthorized copies of works
embodying Plaintiffs’ Copyrights nor distributed unauthorized copies to thecpyldiale or other
transfer of ownership.”) Plaliffs also allege that Defendants “indirectly infringed Plaintiffs’
copyrights by encouraging, causing, and materially contributing to imigngpnduct by others”
and further “engaged in, supervised, and/or controlled the importation and/or distridfitioa
counterfeits at issue. (Doc. No. ¥% 4041.) Defendants’ counterclaim, again, alleges the
opposite—that they have not “encouraged, caused, materially contributed to, knowingly @ngage
in, supervised, nor controlled the importation and/or distribution” of the counterfeitaat Sge
Doc. No.43 134; Doc. No. 31 37.) Accordingly, because identity of factual and legal issues
between the complaint anlde counterclaimallegations related to copyright infringemexists
the declaratory judgment claim related to copyright infringement wdisraissed with prejudice.
Even if, assumin@rguendo the mirrorimage rule does not apply, the Court vetill
dismiss the First and Second Counterclaims based on its discretion under thet@gcladgment
Act. The Declaratory Judgment Act states that in a case of actual controversy igthin
jurisdiction, a court may declare the rights and other legal retatibany interestegarty seeking
such declaration. 28 U.S.C. § 2207D]istrict courts possess discretion in determining whether

and when to entertain an action under the Declaratory Judgment Witdn v. Seven Falls

Co.,515 U.S. 277, 282 (1995)his is true “even when the suit otherwise satisfies subject matter
jurisdictional prerequisi®” which as discussed herein, has not occurred héde.seeState of

Mich. v. Meese, 853 F.2d 395, 397 (6th Cir. 198®)ding that if there is no case or controversy,

then the court lacks subject matter jurisdictionfie Sixth Circuit has adopted a fifactor test to



determine when a district court should exercise jurisdiction over a declaratgment:(1)
whetherthe judgment would settle the controver&), whether the declaratory judgment action
would serve a useful purpose in clarifying the legal relations at issughéher the declaratory
remedy is being used merely for the purpose of “procedural fenairitg provide an arena for a
race for res judicata’(4) whether the use of a declaratory action would increase the friction
between our federal amstiate courts and improperly encroach on state jurisdiction5amdhether

there is an alternative remedy that is better or more effe&wm&outh Bank v. Dale, 386 F.3d

763, 785 (6th Cir. 2004). The Court finds that these factors, particularly the presencérst the

and second, weigh in favor of dismissing the First and Second Counterclaims.grenugould

not settle a controversy that is not already at issue and would not serve a useful purpose

clarifying the legal relations at issue. “[T]his is not a situation in which a déatsuplaintiff will

suffer injury unless ledaelations are claniéd; the [Defendants] do not currentlgct at their

peril.”” Id. at 786. Accordingly, the Court will dismiss the First and Second Counterclaims.
Defendants present three arguments against the Court’s dismissdficdtiendSecond

Counterclaims, none of which are persuasive. First, they argue that thegrdaims serve the

useful purposef preserving an award of attorney’s fees if Plaintiffs withdraw their cantpla

without prejudice. However, the Sixth Circuit and anothertdauthis district have rejected this

argument.SeeMalibu Media, LLC v. Ricupero, 705 F. App’x 402, 407 (6th Cir. 2017) (rejecting

argument that defendant’s counterclaim was not redundant of plaintiff's claaudeeit provided

an additional avenue f@ecuring an award of attorney’s fedgpwdsley v. Kirklands, Inc, No.

3-130462, 2013 WL 5754947, at *2 (M.D. Tenn. Oct. 23, 20{d¥smissing defendant’s
declaratory judgment claim for nanfringement of plaintiff's copsight and stating that7 U.S.C.

§ 505allows an attorneys feeawardto “the prevailing party, whether oot a counterclaim is



asserted . . . If Plaintif§ claim for infringement is denied, Defendant could be the prevailing party
without having asserted auwaterclaim. Moreover, Defendang speculation that Plaintiff could
withdraw her claim to avoid a finding of namfringement is just that, speculation”T.his Court
does the same.

Second, Defendants argue that their counterclaims differ from the usual infenge
claim—where the parties solely dispute whether the product was infrirgdegause they deny
both that the product was infringing and committing the infringing acts. (Doc. Nat 38.)
Howe\er, as Plaintiffs aptly assentfringement claims necessarily address whether the defendant
engaged in the infringing act and therefore Plaintiffs’ claims will resolve thig.isSeeNCR

Corp. v. Korala Assocs., Ltd., 512 F.3d 807, 814 (6th Cir. 2008).

Third, Defendants argue that the holding in Dominion Elec. Mfg. Co v. Edwin L. Wiegand

Co, 126 F.2d 172 (6th Cir. 1942) is controlling hamed sets forth “a direct exception to the
‘mirror-image’ counterclaim rule” for “[ijntellectual property claiths(Doc. No. 34 at 69 In
Dominion, the Sixth Circuiteversedhe district court'slismissl of the defendant’s counterclaim

for a declaratory judgment that the trademark at issue be held invalid actedsand non
infringed, even though Plaintiff's suit appeared to assert the opplusite.173. The Sixtieircuit

stated inter alia, that in patent or trademark infringement suits, courts may find the defendant
innocent of infringement and thtdeem| ] it unnecessary to determine issues of title, validity, or
the scope of the patent claimsld. at174. While “[o]ne defendant exonerated of infringement
may be content with such adjudicateanother may not . . . [Such a defendardisljvities are

still circumscribed by the monopoly based upon the patemt” Id. at 17475. Tre latter kind

> The Court notes that although Defendants Biteninion to support this assertion, the pages
Defendants cite froominiondo not support the proposition that there diract exception to
the mirrorimage counterclaim rule f@il intellectual property claims, including copyright claims.
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of defendant may wish “to be freed from the restrictions of an invalid patent or addeand he
represents not only himself, but, in a sense, also the public which is likewise exchudedtidr
field of monopoly. The Declaratory Judgment Act furnishesith the means of escapeld.

at 175. However, the facts Dominion are distinguishable from the present case because the
counterclaims irDominion specifically raised the issue of title, validity, and scope, wisetfea
counterclaims here do noEurthermorefor its findingthat the district courbusedts discretion

in dismissing the counterclaim for declaratory judgm&uminionrelied on the fact that it was
“impossible to determine, except by inference, the grounds upon which the coimtdarla
declaratory judgment was dismissedd. at 175. By contrast, here the Court has outlirsxbve

its reason for dismissal.

2. Whether Defendants’ Counterclaims Seek in Part Declaratory Relief Not Based
on an Actual Controversy

In addition to seeking dismissal of the Fiastd Second ©unterclaimdn their entirety,
Plaintiffs alternatively argue for partial dismissal of these counterclaimsdismissal to the
extent that these counterclaims seek declaratory relief concerning Defenglasséctive
conduct (Doc. No. 27 at-B.) Specifically, Defendants ifst andSecondCountertaims seela
declaratory jugmentstating thatits use of Plainti’ marks “does not andill not” infringe
Plaintiffs’ marks (Doc. No.43 131; Doc. No. 31Y 34) (emphasis addedand thatit is not

infringing norwill infringe Plaintiffs’ Copyright% (Doc. N0.439 36; Doc. No. 31 1 39emphasis

added). TheDeclaratoryJudgmen/ct requires an “actual controversy.” 28 U.S.C. § 2201(a).
To determine whether there is an actual controversy, “the question inasels whether the facts
alleged, under all the circumstances, show that there is a substantial controvesssn parties
having adverse legal interests, of sufficient immediacy and reality tantaiie issuance of

adeclaratoryjjudgment” Medimmune Inc. v. Genentech, Inc., 549 U.S. 118, 127 (200iMe
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answer in this case is noDefendants’ claims for a declaratory judgment absolving them of
wrongdoing associated with unspecified future conduct are not a substantial copti@ivers
sufficientimmediacy and reality to warrant the issuance of a declaratory judgiesite are no
allegations in the counterclaims that Defendants continue to import and deliveootext
published by PlaintiffsDefendantfiave not presented an argument against this conclusiase
claims thereforeare dismissed with prejudice

Plaintiffs also move to dismiss the first and secoadnterclaim because the allegations of
Defendants’ involvement with “legitimate textbooks” and “textbooks lawfuligde and sold
abroad” are not based on an actual controversy. (Doc. No. 29.ptAcording to the parties,
these allegations relatettee first salaloctrine, which th&upreme Court extendeddopyrighted

works lawfully manufacturedutsidethe United States iKirtsaeng v. John Wiley & Sons, Inc.

568 U.S. 519 (2013) The first sale doctrine is a defense to infringem@&eke Brilliance Audio,

Inc. v. Haights Cross Commc’ns, Inc., 474 F.3d 365, 369 (6th Cir. 2007) (“It is true that tredemar

law contains a ‘first sale’ exception that provides a defense to claimsingarrent.”) Raymond

J. Dowd, Copyright Litigation HandbooE 13:31 (2d ed.2017) (section titled Defenses

commonly arising in copyrighlitigation—First sale doctrine?)Kinney & Lange, P.A.Intell.

Prop. L. Bus. Law8 8:25 (20172018 ed.)“The first saledoctrine may be asserted as a defense

to infringement of the exclusive distribution right.”Yherefore,Plaintiffs’ infringement clairs
will necessarily resolvéhe first sale doctrinessue if Defendants choose to raise it adedense

Accordingly,theseallegatiors will be dismissed with prejudideased on the previously discussed

12



authority related to mirreimage counterclaimsn light of the foregoingthe First andSecond
Counterclaimswill be dismissedwith prejudice®

B. Third Counterclaim , for Intentional Interference with Contract

To establish a claim fointentional interference with contract under Tennessee law, a
plaintiff must establish that: (1) a legal contract existedth@)vrongdoeknew of the contract’s
existence; (3)he wrongdoemtended to induce a breach oéatlbontract; (4) the wrongdoearcted
maliciously; (5) the contract was actually breachedii{€)act complained afasthe proximate

cause of the breach; and (7) damagssiitedfrom the breach.Jones v. LeMoyn®wen Coll,

308 S.W.3d 894, 908 (Tenn. Ct. App. 2009). Defendants’ intentional interference with contract
claim is based on thelaintiffs’ allegal physical seizure of textbooks and ithententional
misrepresentation of the nature of the textbooks to MBS. (Doc. No. 34 at 12.)

Plaintiffs move to dismisBefendants’ counterclaim for intentional inference wiintract
because Defendants have not sufficiently alleged that Plaintiffs tadlédge of the contract

betweerDefendants and MB& the time of the alleged breac®eeSophia’s Cure Inc. v. AveXis,

Inc., No. 2:16CV-865, 2017 WL 4541449, at *7 (S.D. Ohio Oct. 10, 20¢To be liable for
tortious interference, a tortfeasor must not only have knowledge of the contractishénave

knowledge of the contract at the time of, or before, the alleged bed&bstatement (Second) of

Torts 8 766 cmt. i §tating thakeven if the tortfeasor’'s “conduct is in fact the cause of another’s
failure to perform . .the actor does not induce or otherwise intentionally cause that failure if he
has no knowledge of thentract). Defendantscounterclaims allegthat “Plaintiffs were aware

of the contract between C&N and MBS at least by and through their counsel.” (Dd@& IN8;

® Because the Court dismisses the First and Second Counterclaims on thergforemgrounds
it declines to address whether an attase or controversy exists with regards to KietSaeng
issue.”
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Doc. No. 31 ##2). However, there are no allegations detailing that Plaintiffs became awhee of t
contract, through their counsel or otherwis@gr to the alleged acts of interferendccordingly,
the Third Counterclaim will bedismissed with prejudicé.

C. Fourth Counterclaim, for Intentional Interference with Business Relationship

The Temessee Supreme Court hasfided the elements of the tort of intentional
interference with business relationshigs follows: (1) an existing or prospective business
relationship with specific or identifiable third persons; (2) the alleged antegf party knew of the
existing or prospedive business relationship; (3his party intended to cause a breach or
termination of the business relationship or business prospect; (4) that theingeptaty used

improper motive or means; and (5) the padaglksng relief suffered damage$ennison Bros. v.

Thomas No. W201301835C0OA-R3CV, 2014 WL 3845122, at *10 (Tenn. Ct. App. Aug. 6,

2014)(citing Trau-Med of America, Inc. v. Allstate Ins. C&@1 S.W.3d 691, 701 (Teng002))

Concerning théourth element of “improper motive or means,” the plaintiiistdemonstrate that
the defendant’s predominant puggowas to injure the plaintiffTrauMed, 71 S.W.3d at 70h.
5. “Improper means” of interference includes:

those means that are illegal or independently tortious, such as
violations of statutes, regulations, or recognized comlaarrules

. . . violence, threats or intimidation, bribery, unfounded litigation,
fraud, misrepresentation or deceit, defamation, duress, undue
influence, misuse of inside or confidential information, or breach of
a fiduciary relationship . . . and those methods that violate an
established standard of a trade or profession, or otheiniskre
unethical conducsuch as sharp dealingyarreaching, or unfair
competition.

Id. (internal citations omitted).

’ Because Defendants’ Third Counterclaim will be dismissed on the aforementiases,
Plaintiffs’ additional arguments regarding the existence of a legal cqriiraath, malice, and the
NoerrPennington Doctrine need not be addressed.
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Defendants’Fourth @unterclaimwill be dismissed because Defendants have failed to
plausibly allege thaPlaintiffs used an improper motive or means. In regard to improper motive,
the counterclaims allege

Plaintiffs were motivated to prevent the importation and resale of

cheaper, lawful textbooks . . . to maintain their anticompetitive

prices and economic advantagehe U.S. textbook market . By

preventing . . . C&N and MBSdm importing and/or facilitating the

importation and resale of cheaper textbooks made lawfully abroad,

Plaintiffs seek to reduce supply of lawful textbooks in the U.S.

market and eliminatéhe secondary textbook market . . . to bolster

their position as the only source for Plaintiffs’ textbooks.
(Doc. N0.43 147, Doc. No. 31 $0). Thus, Defendants allege that Plaintiffs were motivated by
a concern over U.S. book prices and the secondary book market, not by a ldiesingeto injure
Defendants Defendants have failed to assert any other facts which would support a deiermina
that Plaintiffs predonmant motive was to injure them. In addition, Defendants’ counterclaims
contains no &gations of improper means. Rather, the counterclaims allege that Plainstsl cau
the shipment of textbooks that had been delivered to MBS to be seized becausedbeg thed
textbooks were counterfei{SeeDoc. N0.43 15-17% Doc. No. 31 115-17). In other words,

these allegations support the notion that Plaintiffs seized the textbooks through proper means.

Accordingly, DefendantsFourth @unterclaim will be dismissed with prejudite.

8 Becawse Defendats’ Fourth Counterclaimwill be dismissed on the aforementioned basis,
Plaintiffs’ additional arguments regardikgowledgeand theNoerrPenningtorDoctrine need not
be addressed.

15



CONCLUSION
For the foregoing reasons, Plaintiffs’ Motion to Dismiss (Doc.28pwill be GRANTED.
Defendants’ counterclaims will i@SMISSED WITH PREJUDICE .

An appropriate order wilbe entered

ELI RICHARDSON
UNITED STATES DISTRICT JUDGE
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