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IN THE UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF TENNESSEE
WESTERN DIVISION

JEFFREY JACOBS, )
Plaintiff, ))
V. ; No. 2:09-cv-2599
MEMPHIS CONVENTION AND ))
VISITORS BUREAU etal., )
Defendants. ))

ORDER GRANTING DEFENDANT TENNESSEE DEPARTMENT
OF TOURIST DEVELOPMENT" S MOTION TO DISMISS

Before the Court is Defendant Tennesse@ddenent of Tourist Development's (“the
Department”) Motion to Dismiss filed on Febryd, 2010. (D.E. #54.) Plaintiff Jeffrey Jacobs
(“Plaintiff”) filed a response in opposition on lfr@ary 26, 2010. For the reasons stated below,
the Department’s motion to dismisSGRANTED.

l. BACKGROUND !

Plaintiff, a resident of Memphis, Tennesseeduly registered with the United States
Copyright Office as the holdesf copyrights in several pre§sional photographs of various
Mempbhis-area landmarks. (Pl.'s Compl. 11 23, 67-68.) @tiff in turn granted Defendant
Memphis Convention and Visitors Bureau (“Visit@sreau”) limited licenses to certain of his

copyrighted photographs._ (Ifl. 24.) These licenses were nontransferable and required that a

! The following background facts are bdagon Plaintiff's complaint and are assumed to be true for purposes of
this motion only.

2 Specifically, the photographs depict the Memphis Brooks Museum of Art, the Memphis Botanic Gardere th

Museum of Memphis, the Orpheum Theater, the Cannon Center for the Performing Arts, and the Memphis Cook
Convention Center._(Sd¢d.’'s Compl. 1 68.)
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copyright notice and credit line appear on alblshed uses of the plographs licensed by the
Visitors Bureau. (Idf 25.)°

More specifically, on or aroundanuary 6, 2003, Plaintiff gnted the Visitors Bureau a
limited license for use of a copyrighted photqrdne created of the Memphis Brooks Museum
of Art (“Brooks Museum Photograph”). (18.27.) The license was limited to a period of twelve
months and allowed the Visitors Bureawe the Brooks Museum Photograph in its 2003/2004
Meeting Planner's Guide and its Tour Opera& Guide but in no other documents or
publications. (Id. On January 6, 2004, this license expired. {I28.)

Notwithstanding the fact that it had no lisenfrom Plaintiff allowing it to do so, the
Visitors Bureau used the Brooks Museuhofgraph in its 2009 Dasation Guide. (1df 29.)
The Visitors Bureau also reproduced, distributed, and publicly gepléhe Brooks Museum
Photograph on internet websites andpint media during the years 2007, 2008, and 2009
without a license. _(19l. Furthermore, the Visitors Bureanade the Brooks Museum Photograph
available to the general public for downloadthging those years andfered the photograph to
the general public for use in e-cards anduaktpostcards on the websites www.jubileeltd.biz,
www.postcardsforyou.com, and wsmypostcards.com._ (147 30-31, 33-34.)

Though it likewise possessed no licensenfrdllaintiff for the Brooks Museum
Photograph, the Department reproduced, distrihuad publicly displayed the Brooks Museum
Photograph on the website www.tnvacation.com. {ld2.) Additionallyseveral other named
defendants reproduced, distribaditeand publicly displayed thBrooks Museum Photograph on

websites without possessing a license from Plaintiff. (8§ 32-33, 35-41.) Neither the

3 While Plaintiff seeks redress for infringement of his cagiyts in several photographs, the specific work relevant
to Plaintiff's allegations against the Department is a photograph of the Memphis Brooks Museum of Artuifthe Co
will not include the alleged facts surroungithe asserted violations of Plaffisi other works, as these allegations

of infringement do not implicate the Department.



Department nor any other defendant had receatgborization from Plaintiff to copy, display,
or distribute his worksluring the time periods &sue in this case. (14 68-69.)

On September 14, 2009, Plaintiff filed suittime United States District Court for the
Western District of TennessedRlaintiff sues the Departmeahd several other defendants for
copyright infringement, contributory copght infringement, and vicarious copyright
infringement. _Seé&7 U.S.C. § 501. Plaintiff also sues Wisitors Bureau for breach of contract
under state law. The Department, as an arthefState of Tennessee, now seeks dismissal of
Plaintiff's claims against it on géhgrounds of sovereign immunity.

Il. LEGAL STANDARD
A motion to dismiss a complaint under Rué(b)(6) of the Fedal Rules of Civil

Procedure only tests whether a cognizablerclaas been pled. Scheid v. Fanny Farmer Candy

Shops, InG. 859 F.2d 434, 436 (6th Cir. 1988). To determine whether a motion to dismiss
should be granted, the court examines the ¢amp which must contain a short and plain
statement of the claim showing thaé thleader is entitled to relief. SEed. R. Civ. P. 8(a)(2).

It must also provide the defendant with fairioetof the plaintiff's claim as well as the grounds

upon which it rests, Conley v. Gibs®@b5 U.S. 41, 47 (1957); Westlake v. Luca37 F.2d 857,

858 (6th Cir. 1976). While the complaint need po¢sent detailed factual allegations, to be
cognizable it must provide more than labeld @onclusions, and a formulaic recitation of the

elements of a cause of action will reatffice. Bell Atlantic Corp. v. Twombl|y550 U.S. 544,

555 (2007); see als®cheid 859 F.2d at 436-37.

Likewise, the complaint must contain fadt@diegations sufficient “to raise a right to
relief above the specuige level[.]” Twombly, 550 U.S. at 555 (citation omitted). The mere

possibility that some set of undisclosed facii support recovery is insufficient to overcome a



12(b)(6) challenge. Twomblp50 U.S. at 561; see also Ashcroft v. Igd&9 S. Ct. 1937, 1950

(2009) (“[O]nly a complaint that states aapsible claim for relief survives a motion to
dismiss.”). On a motion to dismiss under Ruleb)@), the court acceptss true all factual
allegations made in the complaint and construes theie light most favorable to the plaintiff.

Neitzke v. Williams 490 U.S. 319, 326-27 (1989); Sensatjdns. v. City of Grand Rapid$26

F.3d 291, 295-96 (6th Cir. 2008); Windsor v. The Tennessédd F.2d 155, 158 (6th Cir.

1983). The court, however, only takes as twadl-pled facts, and iwill not accept legal

conclusions or unwarranted factual irfleces. Lewis v. ACB Bus. Servs., Int35 F.3d 389,

405-06 (6th Cir. 1998); sdgbal, 129 S. Ct. at 1949.
lll. ANALYSIS
A. Sovereign Immunity and Its Exceptions
The Eleventh Amendment to the United States Constitution reads:
The Judicial power of the United&s shall not be construed to
extend to any suit in law or equity, commenced or prosecuted
against one of the United States®gizens of another State, or by
Citizens or Subjects @ny Foreign State.
U.S. Const. amend. XI. Sinds ratification in 1795, the Elevén Amendment has effectively
cloaked states with broad, though not absolute, immunity &wtrin federal court. Sed¥evada

v. Hall, 440 U.S. 410, 420 n.19 (1979). However, ‘m@gn immunity devies not from the

Eleventh Amendment but from the structureha original Constitution itself.”_Alden v. Maine

527 U.S. 706, 728 (1999). “The Eleventh Amerent confirmed, rather than established,
sovereign immunity as a constitutional principle; it follows that the scope of the States’
immunity from suit is demarcated not by th&ttef the Amendment alone but by fundamental
postulates implicit in the constitutional design.” &i.728-29. The scope of immunity enjoyed

by the states is therefore more extensive thantext of the Eleventh Amendment alone would



suggesf. SeeFed. Mar. Comm’n v. S.C. State Ports AuB5 U.S. 743, 753 (2002) (“[T]he

Eleventh Amendment does not define the scophefStates’ sovereign immunity; it is but one
particular exemplificatiof that immunity.”).

Because sovereign immunity limits the judicpower of the federal judiciary under
Article Il of the Constitution, absent a validrabation of that soveremgimmunity by Congress,

“a State will . . . not be subjeto suit in federal court unlesshas consented to suit, either

expressly or in the plan of the convention.”aBhford v. Native Village of Noatak and Circle
Village, 501 U.S. 775, 779 (1991) (internal qumatmarks and citation omitted); see also

Pennhurst State Sch. & Hosp. v. Haldermdf5 U.S. 89, 119-20 (1984) (“[The Eleventh

Amendment] . . deprives a federal court pbwer to decide certain claims against States that
otherwise would be within the scop&Art. 1lI's grantof jurisdiction.”). Thus, states are subject
to suit by another state inderal court and the United Statemy sue a state in federal court
because “[i]n ratifying the Constitution, the Statesmisented to suits brought by other States or

by the Federal Governmert.” Alden 527 U.S. at 755; se@rincipality of Monaco v.

Mississippj 292 U.S. 313, 328-29 (1934) (describing jurisdiction over suits between states as “a
necessary feature of the formation of a mondege Union” and over suits by the United States

against a state as “inherent in the constitutional plan”); seeBésthford 501 U.S. at 781-82,;

cf. U.S. Const. art. lll, 8 2 (“The judicial Powerashextend to all Cases, in Law and Equity, . . .
[and] to Controversies between two or morat&.”). The United States Supreme Court has

also recently held that “[ijn ratifying the Blruptcy Clause, the States acquiesced in a

* For example, although the Eleventh é&miment speaks of “suit in law or éyy/ states enjoy sovereign immunity
in admiralty proceedings as well. Séfelch v. Tex. Dep't of Highways and Pub. Trang{83 U.S. 469, 472-73
(1987) (plurality opinion); see algda. Dep't of State v. Treasure Salvors, |d&8 U.S. 670, 683 n.17 (1982).

® A state is generally not susceptible to a fedevart action brought by a foreign nation. Weld83 U.S. at 487
(citing Principality of Monacp292 U.S. at 331) (plurality opinion). Nor may an Indian tribe sue a state in federal
court. Blatchford501 U.S. at 782.




subordination of whatever saedgn immunity they might dierwise have asserted in
proceedings necessary to effectuate theem jurisdiction of the bankiptcy courts.” _Cent.

Virginia Comm. Coll. v. Katz 546 U.S. 356, 378-79 (2006) (itadialtered to underlining).

Additionally, under the exceptn created by Ex parte Young09 U.S. 123 (1908), “a federal

court can issue prospective injunctive and declayatref compelling a state official to comply

with federal law[.]” S&M Brands, Inc. v. Coopes27 F.3d 500, 507 (6th Cir. 2008).

Nevertheless, sovereign immunity genergligcludes any privatearty—whether or not
a citizen of the state to be sued—from naming a nonconsestatg as a defendant in a federal

court action. _ldaho v. Coeur d’Alene Tribe of Idab@81 U.S. 261, 267-68 (1997) (citing Hans

v. Louisiana 134 U.S. 1 (1890)); Edelman v. Johnséh5 U.S. 651, 662-63 (1974) (“While the

[Eleventh] Amendment by its terms does not batssagainst a State by its own citizens, this
Court has consistently held that an unconserfitage is immune from g8 brought in federal
courts by her own citizens as well as by citzesf another State.”). A state’s sovereign
immunity also shields “instrumentalities” or “arms” of the state, though this does not include

counties or municipalities. S.J. v. Hamilton County, QBit4 F.3d 416, 419-20 (6th Cir. 2004).

Therefore, the successful prosecution of a civilosctigainst a state (or an arm of the state) in
federal court without the statet®nsent requires that Congress habeogated the state’s federal

court sovereign immunity fahe claim being asserted.

® A state may choose to waive its sovereign immunity by voluntarily and affirmatively invoking the jurisdiction of
the federal courts or by clearly and unequivocally sgativat it consents to be sued in federal court. Galé
Savings Bank v. Florida Prepaid Postsecondary Educ. Expens&BdU.S. 666, 675-76 (1999). A state may,
however, elect to maintain immunity from suit in federairtavhile waiving its immunity for actions brought in its
own state courts._ Pennhyrgit5 U.S. at 99 n.9 (“[T]he Court consistly has held that a State’s waiver of
sovereign immunity in its own courts is not a waivethaf Eleventh Amendment immunity in the federal courts.”);
Johns v. Supreme Court of Ohitb3 F.2d 524, 527 (6th Cir. 1985) (“[T]he fact that the state has waived immunity
from suit in its own courts is not a waiver of Eleventh Amendment immunity in the federal courts.”); Ohio v.
Madeline Marie Nursing Homes No. 1 and Ng.6®4 F.2d 449, 460 (6th Cir. 1982) (“[W]here the sovereign
consents to be sued in a specially designated courtresniting waiver is not general but is confined to actions
brought in the forum designated.”). States thereby retain the ability to deprive a plaintiff of the right to bring suit in
a federal forum, even if the federal courts would otherwise have jurisdiction over the controversy.




To properly abrogate state sovereign imityynCongress must “make]] its intention to
abrogate unmistakably clear in the language efstiatute and act[] pursuant to a valid exercise

of its power under 8 5 of the Fourteenth Amierent.” Nev. Dep’t of Human Res. v. Hihl538

U.S. 721, 726 (2003). Because Article | of @enstitution does not grant Congress any general
power to pass legislation abrogating state smga immunity, Congress’s ability to subject

states to suit in federal court is restrictedeislation passed pursuant to 8 5 of the Fourteenth

Amendment. Bd. of Trustees of Univ. of Ala. v. Garre®31 U.S. 356, 364 (2001) (“Congress
may not, of course, base itsrafation of the States’ ElevdnAmendment immunity upon the

powers enumerated in Article 1.”); Seminole Tribe of Fla. v. Floristh7 U.S. 44, 59-60, 66

(1996) (overruling prior holding #t Congress could abrogatatst sovereign immunity under
the Interstate Commerce Clause of Article I).

Article I, Section 17 of the Tennessee Constitution provides that the State of Tennessee
retains its sovereign immunity from claims agsiit unless the state legislature has expressly

removed that immunity. Sélenn. Const. art. § 17; State v. Thompsp®97 S.W.3d 685, 691-

92 (Tenn. 2006). Plaintiff in the instant casencedes that the State of Tennessee has not
consented to be sued in federaurt for copyright infringemerdnd that the State of Tennessee
has also not waived its immunity by affirmativehywoking the jurisdiction of the federal courts.
Plaintiff further concedes that the Department qualifies as an arm of the State of Tehnessee.
Therefore, Plaintiff's action can be maintair@dy if Congress has validly abrogated the states’

sovereign immunity for claimef copyright infringement.

" Section 5 of the Fourteenth Amendment, also knowth@$ourteenth Amendmen&nforcement Clause, reads:

“The Congress shall have power to enforce, by appropriate legislation, the provisions of 1gi8§ duti§. Const.

amend. XIV, 8 5. The relevant Fourteenth Amendment guarantee in this case is the right to due process contained in
8§ 1. Sedd. § 1 (“[N]or shall any State deprive any person of life, liberty, or property, without due process of
law[.]").

8 SeeTenn. Code Ann. §8 4-3-101(20), -2201.



B. The Copyright Remedy Clarification Act of 1990: Article | versus Amendment XIV
In 1990, Congress passed the Copyright Ren@dyification Act (“Copyright Remedy
Clarification Act” or “Act”), Pub. L. No. 101-553, 104 Stat. 2749 (codified at 17 U.S.C. 88§

501(a), 5117. SeeHairston v. N.C. Agric. & Tech. State UniWwo. 1:04-cv-1203, 2005 WL

2136923, at *3 (M.D.N.C. Aug. 5, 2005) (discusspassage of the Act). The language enacted
with passage of the Act and now codified at 17 U.S.C. §Fravides as follows:

(a) In General.—Any State, any instrumentality of a State, and any
officer or employee of a Stater instrumentality of a State
acting in his or her officiacapacity, shall not be immune,
under the Eleventh Amendmenf the Constitution of the
United States or under any het doctrine of sovereign
immunity, from suit in Fedetacourt by any person, including
any governmental or nongovernmereatity, for a violation of
any of the exclusive rights @& copyright owner provided by
sections 106 through 122for importing copies of
phonorecords in violation of section 602, or for any other
violation undetthis title.

(b) Remedies.—In a suit described in subsection (a) for a violation
described in that subsection, redies (including remedies both
at law and in equity) are availa&bfor the violation to the same
extent as such remedies are klde for such a violation in a
suit against any public or private entity other than a State,
instrumentality of a State, wfficer or employee of a State
acting in his or her official capacity. Such remedies include
impounding and disposition offinging articles under section
503, actual damages and profitsd statutory damages under
section 504, costs and attorieeyees under section 505, and
the remedies provided in section 510.

17 U.S.C. § 511(a)-(b).

° “In addition to passing the . . . [Copyright Remedy Clarification Act], Congress also passed the RlaRiah@n
Variety Protection Remedy Clarification Act (‘Patent Remedy Act’) of 1992, Pub. L. Ne58M2106 Stat. 4230
(codified at 35 U.S.C. 88 271(h), 296(a)), and the Trademark Remedy Clarification Act of 1992 (‘TR@A', Pu

No. 102-542, 106 Stat. 3567 (codified at 15 U.S.C. §§ 1051, 1114, 1122). All three statutes expressly purport to
waive the States’ Eleventh Amendment immunity from liability for violations of federal trademark, copyright, and
patent law.” _Hairston2005 WL 2136923, at *3.

19 The Copyright Remedy Clarification Act also added language to § 501 clarifying that, as usedatutagtse
term “anyone” includes states, their instrumentalities, and their officers and employeéds. LS8eC. § 501(a).



The plain language of the Actedrly expresses Congress’s itéo abrogate the states’
sovereign immunity with respetd claims of copyright infngement—a point the Department
concedes. Accordingly, therdt criterion for finding an abgation of state sovereign
immunity—viz., a clear statement in the text of thgisation exhibiting ©@ngress’s intention to

remove state immunity—is satisfied. Seeminole Tribe517 U.S. at 55 (“Congress’ intent to

abrogate the States’ immunity from suit mustdivious from a clear legislative statement.”)

(internal quotation marks and citation ondfe Hoffman v. Conn. Dep'’t of Income Main492

U.S. 96, 101 (1989) (“[T]o abrogate the Statekventh Amendmenimmunity from suit in
federal court, . . . Congress must make its timen'unmistakably clear in the language of the

statute.”) (quoting Atascade State Hosp. v. Scanlpa73 U.S. 234, 242 (1985)).

The next step in the Court’s inquiry must be whether the abrogation constituted a valid
exercise of Congress’s power under § 5 of the téeath Amendment. Hcting pursuant to § 5,
Congress may “abrogate state sovereign imiyuoy authorizing private suits for damages
against the States” to redress direct viola& of the rights secured by the Fourteenth

Amendment. _United States v. Georgt6 U.S. 151, 158-59 (2006). In order to deter or

remedy violations of Fourteenth Amendmerghts, 8 5 of the Fourteenth Amendment also
enables Congress to enact prophylactigislation making actimable—under certain

circumstances—state conduct that is not itaalfonstitutional. City of Boerne v. Flores21

U.S. 507, 518 (1997). For prophylactic legislatioméovalid, “[t{jhere must be a congruence and
proportionality between thmjury to be prevented or remedi and the means adopted to that
end.” Id.at 520. The requirement of congruence and proportionality exists because 8§ 5 grants
Congress the power to remedy witdbns of the Fourteenth Amément, but confers no authority

to establish substantive constitutional rights.  Idimportantly, “the congruence and



proportionality requirement applies only to prophyilaétgislation . . . [and does not] . . . apply

to a direct remedy for unconstitotial conduct.” _Alaska v. EEQ&G64 F.3d 1062, 1068 (9th

Cir. 2009) (en banc), cedeniedsubnom. Office of Alaska Governor v. EEQQ@30 S. Ct. 1054

(2010); seeGeorgia 546 U.S. at 158 (“While the Members of this Court have disagreed
regarding the scope of Congress’s ‘proplayic’ enforcement powers under 8 5 of the
Fourteenth Amendment, no one doubts that 8amtgrCongress the power to ‘enforce . . . the
provisions’ of the Amendmenby creating private remedieggainst the States for actual
violations of those provisions.”) (internal citations omitted).

The legislative history of the Copyright Redy Clarification Act unambiguously reveals
that Congress intended to remove the state®retmn immunity by meanof Article —namely,
the Copyright Clause, sé&S. Const. art. |, § 8, cl. 8—rather than by means of'§ SeeH.R.
Rep. No. 101-282 (1989), reprintgd1990 U.S.C.C.A.N. 3949, 3955 (discussing bill in relation
to Congress’s power under the Copyright Clause); seeSalstep. No. 101-305 (1990), 1990
WL 259306 (June 5, 1990) (same). Congressl@ance on Article | isunsurprising since

passage of the Act precede@ tht996 decision in Seminole Trilpeecluding abrogation of state

immunity under Article I. Indct, the law’s enactment followesthortly after tie Supreme Court

issued its decision in Rasylvania v. Union Gas Co491 U.S. 1 (1989), a ruling which upheld

an abrogation of state sovereign immunitgder Congress’s power to regulate interstate
commerce, se&).S. Const. art. |, 8 8, cl. 3, andetitHouse and SenafReports discuss the

importance of Union Gato the legislation @6ngress eventually crafte The circumstances

surrounding the Act’s passage ar@lained in Nimmer on Copyright

M In point of fact, review of the legislative record slsavat the Copyright Remedy Clarification Act was a reaction
to Atascaderand its progeny and that Congress viewed thea&ch means of achieviije abrogation of state
sovereign immunity it had originally intended to effect as part of the Copyright Act of 1976. SeH,.R.dqRep.
No. 101-282, 1990 U.S.C.C.A.N at 3953-55.

10



In late 1987, Representative #€anmeier requested that the
Copyright Office prepare a “greqraper” on the status of states’
Eleventh Amendment immunity from infringement actions; by
June 1988, the Register hadngaied. After an exhaustive
analysis of Eleventh Amendmt precedents, the Register
recommended that Congress await the Court's ruling in the
pending appeal from United States v. Union Gas @dhat case
validated Congress’ authority tabrogate Eleventh Amendment
immunity under Article 1, thenthe Register suggested an
amendment to the Copyright Act explicitly making states liable as
defendants for infringement. Comsely, if that case forbade such
abrogation, he suggested an amendment to the jurisdictional
statute, subjecting states to infringent actions in state courts. In
1989, a bitterly divided Courthanded down its ruling in
Pennsylvania v. Union Gas C@& bare majority concluded that the
environmental statutes at issue there evinced an explicit
Congressional intent thold the states liabl as defendants. A
plurality then concluded that the Commerce Clause grants
Congress the constitutionauthority to enact such an abrogation to
the states’ Eleventh Amendment immunity. Justice White, who
had disagreed with the statutongerpretation, provided the crucial
fifth vote in agreement with the constitutional conclusion. Based
on Union Gasconclusion that Congress may, in the exercise of its
Article | authority, abrogate s&atEleventh Amendment immunity,
Congress followed up on the rewmendations contained in the
Register's Report.

3 Melville B. Nimmer & DavidNimmer, Nimmer on Copyrigh§ 12.01 [E][2][b] (Matthew

Bender rev. ed. 2010) (footnotes and paragraph breaktted) (italics in original altered to
underlining).

Although there exist older cases suggestingrdraoy view, the Sugme Court has more
recently disapproved of attempts to justifye thegitimacy of legislation abrogating state
sovereign immunity on a constitutional basis déf@ from that upon which Congress premised

the abrogation at the time of the law’s enactment. Geevez v. Arte Publico Presa04 F.3d

601, 605 (5th Cir. 2000) (contrasting Florida RyiepPostsecondary Educ. Expense Bd. v. Coll.

11



Savs. Bank527 U.S. 627, 642 n.7 (1999) with earlier casésEven before the Supreme Court
expressed disapproval of sustaining an abrogatictate sovereign immunity on an alternative
basis, one federal distriatourt had found that Congresnacted the Copyright Remedy
Clarification Act under Article | réner than the Fourenth Amendment andius for that reason

alone declared the Act’'s abrogatiof state sovereign immuniitgvalid. Jehnsen v. N.Y. State

Martin Luther King, Jr., Inst. for Nonviolenc&3 F. Supp. 2d 306, 311 (N.D.N.Y. 1998) (“Thus,

due to the fact that the copyhiglegislation was authorized Brticle | and not the Fourteenth
Amendment, Congress is without authority toogfate state sovereigmmunity for copyright
cases.”). Although the Departmdrds not argued that the legisla record precides Plaintiff
from relying on 8 5 to support the constitutionalitfythe Copyright Remedy Clarification Act,
the Court finds that the Act wamdoubtedly passed pursuant tdiéle | and theefore cannot be
defended and sustained as prophtit legislation under theokrteenth Amendment. Even
assuming, however, that Plaintiff is nptecluded from defending the Copyright Remedy
Clarification Act's abrogation as an exexei of Congress’'s 8 5 power, the Court would
nevertheless find thatddgress’'s actions were insufficient teprive the Department of its
sovereign immunity.

C. The Florida Prepaid Decision

In arguing against the constitutionality oetiCopyright Remedy Clarification Act, the

Department relies upon the decision in FlofRtapaid Postsecondary Education Expense Board

v. College Savings Bants27 U.S. 627 (1999), a case in which the Supreme Court considered

the Patent and Plant VarietydBection Remedy Clarification Ad“Patent Remedy Act”). As

with the 1990 legislation for copyright clas, Congress passed the Patent Remedy Act to

2 The Court in_Florida Prepaicbnsidered an act abrogating state sovereign immunity that Congress had passed
specifically citing two Article | clauses (the Patent and Interstate Commerce §)laseavell as § 5 of the
Fourteenth Amendment. 527 U.S. at 635.

12



remove the states’ sovereign immunity for clamhgatent infringement and to thereby force an
infringing state to be subject to the saliagility and remedies as a private infrindg@r Florida
Prepaid 527 U.S. at 632-33. Upon being sued fotepainfringement, the State of Florida
challenged Congress’s removal of its immunity.e Bupreme Court agreedth the plaintiff in

Florida Prepaidthat a patent holder’s intellectualoperty rights in tb patent qualify as

“property” protected by the Due Procesa@e of the Fourteenth Amendment. dt642-43.
The Court proceeded, however, to make cleardhsate’s infringement of a patent is not a per
se constitutional violation. _Idat 643. “Instead, only whettbe State provides no remedy, or
only inadequate remedies, to injured patent owfharsts infringement of their patent could a
deprivation of property withoudue process result.” Id.

Evaluating the facts surrounding enactmehtthe Patent Remedy Act, the Supreme
Court found that Congress “barely considered dkailability of state remedies for patent
infringement and hence whether the Statsiduct might have amounted to a constitutional
violation under the Fourteenth Amendment.” I&iven that an action for patent infringement
does not require proof that the infringer actegntionally, the Patent Remedy Act would also
have imposed liability on states for unirtienal conduct, notwithanding Supreme Court
precedent holding that “a state actor’s negligenttlzat causes unintended injury to a person’s
property does not ‘deprive’ that person obperty within the meaning of the Due Process
Clause.” _Id.at 645. Additionally, the Court conclud#tht the record before Congress did not
support a finding of widespread patenfringement by the states. ldt 645-46. “Despite
subjecting States to this expansive liabilitygn@ress did nothing to limit the coverage of the
[Patent Remedy] Act to cases involving arguable titti®nal violations, such as where a State

refuses to offer any state-court remedy for patewers whose patents it had infringed.” adl.

13 The specific provisions of the law at issue werefiiat 35 U.S.C. § 271(h) and 35 U.S.C. § 296(a).

13



646-47. As a result, the Court held that theeRaRemedy Act’'s purpaet abrogation of state
sovereign immunity lacked the congruenced aproportionality required of prophylactic
legislation under § 5 of the Fourteenth Amendnasmt reversed the two lower courts’ rejections
of Florida’s sovereign immunity defense. lat 648. Writing for himself and three other
dissenters, Justice Stevens argued that thextPRtamedy Act should ka been upheld as “an
appropriate exercise of Congrepswer under 8 5 of the FourteerAmendment to prevent state
deprivations of property withowtue process of law.” lct 649 (Stevens, J., dissenting).

The Supreme Court has yet to review trap@ight Remedy Clarification Act, but the
United States Court of Appeals for the Fifth Qite-the sole federal court of appeals to have
addressed the legislation—has declared the Aetisoval of state sovereign immunity invalid.

Chavez 204 F.3d at 608. The Fifth Circuit'scision rests largely othe Florida Prepaid

opinion and finds the same constitutional infires with the CopyrighRemedy Clarification
Act that the Supreme Court found witie Patent Remedy Act. Chaye@d4 F.3d at 605-08; see

alsoRodriguez v. Tex. Comm’n on the Arts99 F.3d 279, 281 (5th Cir. 2000). Several federal

district courts have likewise found that Comegg exceeded its constitutional authority in
purporting to abrogate state sovereign immurdsy all copyright chims brought by private

parties'* SeeNat'| Ass'n of Bds. of Pharmacy ®&d. of Regents of Univ. Sys. of G&lo. 3:07-

CV-084 (CDL), 2008 WL 1805439, at *16 (M.DGa. Apr. 18, 2008); Mktg. Information

Masters, Inc. v. Bd. of Trusteed the Cal. State Univ. Sysb52 F. Supp. 2d 1088, 1094 (S.D.

Cal. 2008);_InfoMath, Inc. v. Univ. of Ark633 F. Supp. 2d 674, 680-81 (E.D. Ark. 2007); De

Romero v. Inst. of Puerto Rican Cultu#é6 F. Supp. 2d 410, 418 (D.P.R. 2006); Hairs?®®5

WL 2136923, at *8;_Salerng. City Univ. of N.Y, 191 F. Supp. 2d 352, 355-56 (S.D.N.Y.

4 The parties have cited no decision from any court reaching the opposite conclusion; nor has the Court's own
research uncovered any contrary judicial opinion.
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2001); seelehnsenl3 F. Supp. 2d at 313eealsoRainey v. Wayne State Unj\26 F. Supp. 2d

973, 976 (E.D. Mich. 1998) (finding state univeysinmune from copyright suit for damages
but not discussing Copyright Remedy Clarification Act). This Court, however, is not bound by
these decisions and must theref conduct an independent assesgnof Congress’s decision to
render states liable f@opyright infringement.
D. The Copyright Remedy Clarification Act as Prophylactic Legislation

Plaintiff's complaint does not allege thaetbepartment engaged am actual violation
of his constitutional rights,ra in responding to the Department’s motion, he makes no attempt
to argue that liabilityunder 8 511 is a remedy for a direviolation of the Fourteenth

Amendment® SeeGeorgia 546 U.S. at 158; ciNat'l| Ass’n of Bds. of Pharma¢y 008 WL

1805439, at *7 (“If a plaintiff alleges a statutoryoldtion that is also an actual constitutional
violation, the court need not examine whethie statute could validly prohibit facially

constitutional conduct under the City of Boetrst.”) (italics altered tanderlining). Plaintiff

instead defends the Copyright Clarificet Remedy Act as prophylactic legislatith To assess
the appropriateness of prophylackgislation under § 5, a revia@vg court typically must (1)
“identify with some precision the scope of the constitutional right at issue,” G&3é&tlJ.S. at

365; se€lennessee v. Lanb41 U.S. 509, 522 (2004R) “examine whether Congress identified

a history and pattern of unconstituial” conduct by the states, GarrdiBl U.S. at 368; see
Lane 541 U.S. at 523-24; and (3) then ensure Wiare Congress has sought to make states

liable for conduct which is not itself unconstitutal there exists congmee and proportionality

15 Similarly, because Plaintiff does not allege a cortiital violation by the Departent and instead limits his
allegations to claims of simple copyright infringemengiRtiff's attempt to rely upon the distinction between a
facial challenge and an as-applied challenge, as wealngsattempt to rely upon the logic of United States v.
Georgia 546 U.S. 151 (2006), is unavailingeeNat'l Ass’n of Bds. of Pharma¢yp008 WL 1805439, at *7-11.

18 As discussed below, the Act makes states liablenfarh conduct that is not itself unconstitutional.
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between the scope of the remeay dhe wrong to be addressed, Labél U.S. at 530; City of

Boerne 521 U.S. at 530; see, e.tnfoMath, Inc, 633 F. Supp. 2d at 679.

1. Identification of the Constitutional Right at I ssue

Plaintiff argues that the Copght Remedy Clarification Acprotects copyright holders
against the deprivation dheir intellectual propey rights by the statewithout the due process
of law guaranteed by the Fourteenth Amendméiitie Court has little difficulty agreeing with

Plaintiff that copyrightslike patents, constitute gpecies of property. Sédorida Prepaid527

U.S. at 641-42 (concluding that pateats a “species of property”); ct7 U.S.C. § 201 (listing
rights of copyright holders). &ordingly, the Due Process Claudahe Fourteenth Amendment
protects copyright holders—Ilike éhholders of patent rights—agairstate deprivation of their

intellectual property rights withdulue process. Florida Prepat®7 U.S. at 642 (“[Patents] are

surely included within the ‘property’ of whicno person may be deprived by a State without due
process of law. And if the Due Process Clause protects patents, we know of no reason why
Congress might not legislate against their depion without due prcess under § 5 of the
Fourteenth Amendment.”).

2. Finding a Pattern of Unconstitutional Conduct to be Remedied

The next step in evaluating the appraf@ness of Congress'abrogation of state
sovereign immunity is to consider whetheongress enacted the legislation to counteract a

pattern of unconstitutional conduay the states. In Florida Prepattie Supreme Court noted

that the evidence before Congress when conegléhe Patent Remedy and Copyright Remedy
Clarification Acts “centered on substantial use of copyrighted textbooks by state universities as
well as state use of copyrighted music and coepsdftware” rather than on instances of patent

infringement by the stas. Florida Prepajcb27 U.S. at 647 n.10. shice Stevens’s dissenting
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opinion went further and expresishis hope that the CopyrigRemedy Clarification Act would
fare better than Congress’s patéegislation precisely becausé the evidence that Congress
received and considered regarding state infringroecopyrights. In a dissent joined by three
other justices, he wrote:

[T]here is hope that the Copght Remedy Clarification Act of
1990 may be considered “apprigie” 8 5 legislation. The
legislative history of that Act cludes many examples of copyright
infringements by States—espdbja state universities. _See
Hearings on H.R. 1131 before the Subcommittee on Courts,
Intellectual Property, and the Adnmtration of Justice of the
House Committee on the Judiciafyd1st Cong., 1st Sess., 93, 148
(1989); Hearing on S. 497 before the Subcommittee on Patents,
Copyrights, and Trademarks dhe Senate Committee on the
Judiciary 101st Cong., 1st Sess., 148 (1989). Perhaps most
importantly, the House requestedthihe Register of Copyrights
prepare a study, which he descdhba his transmittal letter as, “a
factual inquiry about enforcemerof copyright against state
governments and about unfair copgy licensing practices, if any,
with respect to state government use of copyrighted works. | have
also prepared an in-depth analysis of the current state of Eleventh
Amendment law and the decisionsateng to copyright liability of
states, including an assessment of any constitutional limitations on
Congressional action. Finallgs you requested, the American
Law Division of the Congressional Research Service has
conducted a 50 state sagvof the statutes and case law concerning
waiver of state sovereign immuwpit Register of Copyrights, R.
Oman,_Copyright Liability of Stas and the Eleventh Amendment
(June 1988) (transmittal letter). This report contains comments
from industry groups, statisticgnd legal analys relating to
copyright violations, actual and potential, by States. i8get 5,

12, 14, 93-95.

Florida Prepaid527 U.S. at 658 n.9 (Stevens, Jssénting) (underlining added).

Nevertheless, upon closer examination, tlegislative record created during the
consideration of the CopyrigiRemedy Clarification Act does not establish that Congress found
a sufficient pattern of prior unconstitutionaincluct by the states. Atthigh the Supreme Court

has not articulated precisely what constitutgsatiern of unconstitutia conduct, other cases
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indicate that a pattern requires more thasmall number of individual examples and instead
arises from widespread and pervasineonstitutional state conduct. Comphame 541 U.S. at
524-28 (finding sufficient evidence of a “patté where record showed “pervasive unequal
treatment in the administration of state services and programs, including systematic deprivations
of fundamental rights”) withGarrett 531 U.S. at 369-71 (finding insufficient evidence of a
“pattern” where Congress made only general findind record before theourt contained only

“half a dozen examples” of unconstitutional cortdby states). The instances of alleged
copyright infringement cited in the House &enate Reports accompanying the legislation and

in the June 1988 report of the Regisiof Copyrights (Register's Repoft} submitted to

Congress were ultimately few in number and shwthing more than that some states have

engaged in sporadic, individuacts of infringement. _Seé&l.R. Rep. No. 101-282, 1990

U.S.C.C.A.N. at 3949-53; see alddR. Rep. No. 101-887 (1990) (Conf. Rep.), reprintet990
U.S.C.C.A.N. 3965; S. Rep.d\ 101-305, 1990 WL 259306; Registof Copyrights, United

States Copyright Office, Copyright Liabilityf the States and the Eleventh Amendm@9i88)

[hereinafter “Register's Repdjt

The Senate Report succinctly summaritles evidence compiled by the Register of

Copyrights and contained the Register's Repotf

Respondents to the Copyright Office request related specific
instances where State immunity rdigectly affected a copyright
proprietor’s rights. A small buséss provided a training video to a
Texas_Federgbrison to solicit sales. Officials copied the tape and
returned the originalithout remuneration. The business now fears
similar problems with other institutions. The Motion Picture
Association of America reportgroblems with State correctional

1n response to a notice it placed in the Federal RegibtCopyright Office receiveirty-five comments. The

bulk of the Reqister's Reporviz., pages 19 through 90), however, addresses the history of the Eleventh
Amendment and sovereign immunity generally, not spedaifitances of infringement. Although the Court has
reviewed the entirety of the Register’'s Reperthich comprises some 105 pages as well as three appendices—the
most important parts are obviously those Congress cited and relied upon in the House and Setste Repor
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institutions publicly showing ntmn pictures without authority.
Although most discontinue unauthorized use when informed of the
infringement, at least two S&d# have asserted eleventh
amendment immunity. A company that licenses performance
rights for musical compositions ithdrew an infringement suit
against a community collegeetause it was too expensive to
contest the defendant’s claim sdvereign immunity. Similarly, a
nursing publisher could not affortb enjoin a nursing home
affiliated with a State subdivision from operating an information
center that copied and soldettpublisher's works because the
publisher couldn’t recoveattorney’s fees and couldn’t afford to
proceed without their recovery.

S. Rep. No. 101-305, 1990 WL 2593@#fiting Register's Reporat 7-10.) (emphasis addéed).

The Reqister’'s Reposlso provides some brief discussmineight federal copyright cases filed

against states since 1962 in which the statiespgosed a defense abvereign immunity. _See

generally Register's Reporait 90-98. Furthermore, the piéff in National Association of

Boards of Pharmacy v. Board of Regepfsthe UniversitySystem of Georgiaa civil case

prosecuted in the United States District Courttfee Middle District ofGeorgia, pointed to ten
additional examples of allegedfringement discussed in testimony before the House Judiciary
Committee’s Subcommittee on Courts, Intellectiaperty, and the Administration of Justice—
the subcommittee to which the proposedjidation was referred in the House of

RepresentativeS. Nat'| Ass'n of Bds. of Pharmagy2008 WL 1805439, at *13. These

examples included “(1) withdrawal of a pgbuniversity from photoopy license negotiations;
and (2) state infringement of @r valuation guide book[.]”__Id(internal citations omitted).
Moreover, the Senate Report includes a refareio testimony in which a computer software

executive recounted that a stateamal told him thatinstead of purchasingriee copies of certain

18 The relevance of infringement by a fedepabon to the issue of infringement by the stiesf course, limited.
19 Although Plaintiff in the instant case cites and quotes certain statements from congressional testimony regarding

the Copyright Remedy Clarification Act, neither Plaintiff nioe Department provided the Court with a copy of this
testimony.

19



software as the state had originally plashnié would buy only one. S. Rep. No. 101-305, 1990
WL 259306. According to the testihg executive, the official cittnews of a then-recent Ninth
Circuit decision holding that states were iome from copyright suits as the reason for the
smaller order._|Id.

While certainly not diminishing the unacceptay of copyright infringement—whether
committed by a private party or a state—the Court must join the other courts that have reviewed

the legislative record in concluding that theidence before Congress failed to establish a

widespread practice of copyrigitfringement by the staté$. See, e.g.Nat'| Ass'n of Bds. of

Pharmacy2008 WL 1805439, at *14 (“Based on the fyoing, the evidence bwe Congress in
enacting the . . . [Copyright Remedy Clarificatidnt] . . . is similar to the evidence before
Congress when it enacted the . . . [Patenh&ly Act], although there were several more
examples of copyright infringemethan patent infringement. However, there was no evidence
of widespread violations of the copyrightMa by the States and no evidence that unremedied

M

copyright infringement by States ‘had becoanproblem of national iport.””) (quoting Florida
Prepaid 527 U.S. at 641). Given the innumerablstamces in which states utilize copyrighted
works and have an opportunity to deprive copyrigtitders of their rights, the few alleged cases

Congress uncovered do not appear indicative of an extensive practice by which states disregard

intellectual property rights. CGarrett 531 U.S. at 369-70.
More importantly, the legislative record isalinadequate because the House and Senate

Reports as well as the Register's Repve no basis for conclualy that these alleged acts—

even assuming that each occurred as destrimel that each constituted a case of biwha

copyright infringement—amounteld deprivations of the copgit holders’ due process rights

2 The Court is mindful that this conclusion confliatéth certain express findings made by Congress during
consideration of the legislation. See, gl R. Rep. 101-282, 1990 U.S.C.C.A.N. at 3956.

20



under the Fourteenth Amendment. That id)algh some states may have infringed copyright
holders’ intellectuaproperty rights’ the evidence does not establifat these acts necessarily
violated the holders’ constitutional protectionsaiagt the deprivation gbroperty without due

process. As the Supreme Coamphasized in Florida Prepaunintentional state action does

not violate the Due Process Clause, and evamtional infringement of intellectual property
rights by a state does not condgtia due process vation if the state mvides an adequate

remedy. Florida Prepai®27 U.S. at 645eeHudson v. Paime®68 U.S. 517, 533 (1984) (“If

negligent deprivations of property do not vieldhe Due Process Clause because predeprivation
process is impracticable, it follows that inienal deprivations do not violate that Clause

provided, of course, that adequate state pqgsthion remedies are available.”); see also

Jefferson v. Jefferson County Pub. Sch. S360 F.3d 583, 587-88 (6th Cir. 2004)here is no
indication that Congresappreciated this legal dichotomyhcathe House and Senate Reports do
not distinguish between violations of comght law and violationsof the Fourteenth

Amendment. Nor does the Register’s Reploatwv such a distinction.

Therefore, the Court finds that the Iglgtive history of tB Copyright Remedy
Clarification Act fails to supporthe conclusion that Congress itiiad and acted to address a
prevailing pattern of unconstitutional conduct the states with respedo the intellectual

property rights of copyght holders._AccordChavez 204 F.3d at 605-06 (“Rather than expose a

2L Plaintiff cites a few provisions of the Copyright Act that limit or preclude liability for certain very specific
unintentional acts of infringement—17 U.S.C. 88 405(b), 406(a), and 504(c)(2)—in attempt tchah@mrigress

did not extend liability to the states excessively and that copyright law establishes a scheme that ultimately takes
into consideration the intent of the infringer. Copyrigtitingement, however, is at its core a strict liability cause

of action, and copyright law imposes liability even in the absence of an intent to infringe the rights of the copyright
holder. _See, e.gKing Records, Inc. v. Bennet#38 F. Supp. 2d 812, 852 (M.D. Tenn. 2006) (“Liability for
copyright infringement does not turn on the infringenental state because angeal claim for copyright
infringement is fundamentally one founded on strict liability.”) (internal quotation marks and citation omitted); see
alsoWarner Bros. Records, Inc. v. Walker F. Supp.2d __, 2010 WL 1333147, *4 (W.D. Pa. Mar. 31, 2010)
(“Thus, a defendant is liable even fomocent’ or ‘accidental infringementsand a plaintiff red not demonstrate

intent or even knowledge of infringement to prove a copyright claim.”) (internal quotation marks arwh citati
omitted). None of the statutory provisions Plaintifés alters this fundamental tenet of the Copyright Act.
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current epidemic of unconstitutional demtwns, the testimony before Congress worried
principally about the potential for future abuse, and the concerns of copyright owners about

that potentiall.]”) (internal citations omitted); Nat'l Ass’n of Bds. of Pharma?§08 WL

1805439, at 15; De Romerd66 F. Supp. 2d at 418 (“In fact, what the legislative history shows

is that more than consternation over actuaineminent copyright infringement by states in
violation of the Due Process [C]lause, Congneas moved by its conclusion that it would be
anomalous and unjustified for State . . . insting to be exempt from certain remedies, while

private institutions are not.”) (internal gatibn marks and citain omitted);_see alsBegister’s

Reportat 12, 15-17 (including discussi of potential for future harm).

3. Scope: Adequacy of State Law Remedies and Limitations on the Federal Remedy

Even if Congress had properly found a pattef unconstitutional @nduct by the states,
however, the Court would still conclude tha¢ thcope of the remedy created by the Copyright
Remedy Clarification Act and codified & 511 of Title 17 lacks the congruence and

proportionality required of a proptadtic remedy under § 5. Sésty of Boerne 521 U.S. at

530 (“While preventive rules are sometimes appeterremedial measures, there must be a
congruence between the means used and the tende achieved. The appropriateness of

remedial measures must be considered in lighhefevil presented.”) (citation omitted). Like

the Patent Remedy Act addressed_in Florida Pre@aiflll exposes a stato liability for
copyright infringement even the state provides an otherwise adequate remedy for redressing
claims of infringement. Furthermore,581—again, like the Patent Remedy Act—exposes a
state to liability even if the state’s infringent was unintentional. The necessity for such
sweeping liability is fatallyundermined by recognition of thextent to which Congress in

enacting the Copyright Remedy Clarification Adldd to engage in a proper assessment of the
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adequacy of existing state law remedies and @dsiined to place limits on the federal remedy

ultimately created. See, e.8lat’l Ass’n of Bds. of Pharma¢008 WL 1805439, at *12.
a. Adequacy of State Law Remedies

Plaintiff correctly notes that the Departmiehas not shown how Tennessee state law
provides an aggrieved copyrightlder with an alternative remg—such as by an action filed
with the Tennessee Claims Coissions, the forum through which a claim against the State of
Tennessee or one its arms is generally pursuedTeer. Code Ann. 88 9-8-305(1), -307.
Plaintiff, on the other hand, has rutinted to any evidence indHegislative higiry indicating
that Congress considered the unavailability ofiedies under state law deciding to abrogate
the states’ immunity from federal suit, and theude and Senate Reports lack discussion of this
topic. As noted by another coutthe record is “sparse” in temof evidence that Congress took
account of the existence and efficacy of any mednedress that the states themselves might

have create® Nat'l Ass'n of Bds. of Pharma¢y008 WL 1805439, at *15 n.14; s€&havez

204 F.3d at 606 & n.8 (“Instead of considering ddequacy of possibleate remedies, Congress
focused on the adequacy of injunctive relief, stating that injunctive relief was not adequate

protection for copyright owners.”). Rhermore, the Fifth Circuit in Chavdnund “only two

allusions to state remedies in the legislativetdry” and remarked thahe Register's Report
“failed to include information omstate remedies for the unlawful taking of private property by
the state government.”_Chavef4 F.3d at 606.

Apparently attempting to explaithe absence of such considerations from the legislative

record, Plaintiff erroneously asserts that @il of the Constitution gives federal courts

22 The Court acknowledges that an actionbreach of contract—a claim other courts have suggested as a possible
alternative state law remedy—would be unavailing for Plaintiff since he possessed no contract with the Department.
The Court also acknowledges that the ability to obtain injunctive relief from a federal court against state officials
under_Ex parte Younfpr violations of intellectual property rights is limited. Seennington Seed, Inc. v. Prod.

Exch. No. 299457 F.3d 1334, 1341-43 (Fed. Cir. 2006);Sgminole Tribe517 U.S. at 75-75.
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exclusive jurisdiction over copyright claims. e contrary, not only does Article | address the
powers of Congress rathdéran the jurisdiction of the fedéreourts, but a party generally may
maintain a federal cause of action in state court unless Congregsdohsded state court

jurisdiction. _SeeGulf Offshore Co. v. Mobil Oil Corp.453 U.S. 473, 477-78 (1981) (“The

general principle of state-ud jurisdiction over cases iang under federal laws is
straightforward: state courts may assume extthatter jurisdiction over a federal cause of
action absent provision by Congress to the contos disabling incomatibility between the

federal claim and state-court adjudication.”); see Blagwood v. Drown129 S. Ct. 2108, 2117

(2009) (“[H]aving made the decisidn create courts of generakigdiction that regularly sit to

entertain analogous suits, . . . [as]at. . is not at liberty tohait the courthouse door to federal
claims that it considers at odds with its lopalicy.”). Rather, Congress has chosen to limit
copyright claims to federal court and to preestate laws falling within the scope of copyright

law. Seel7 U.S.C. § 301; Ritchie v. William895 F.3d 283, 285 (6th Cir. 2005) (“Section 301

of the Copyright Act broadlypreempts state law claimsnd federal law vests exclusive
jurisdiction over such preemptedmyright claims in the federabarts.”). In discussion of the
Copyright Remedy Clarification Ac€ongress pointedly declinedretreat from this exclusivity
because of concerns that allowing actionsstate court would undermine the uniformity of
copyright law. _SeeH.R. Rep. No. 101-282, 1990 U.SCCA.N. at 3957 (“Concurrent
jurisdiction creates the potentitdr differing standards and selts, depending on whether the
forum is State or Federal. Given that an etakpremise of the Act is to create a uniform
Federal system for the creation and enforceénwncopyrights, the Committee rejects this

suggestion.”). The Supreme C8srl999 decision in_Alden v. Mainbars Congress from

attempting to use its powers undeticle I—the constutional provision by which, as concluded
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above, Congress in fact purportedeftect the abrogation—to compel a state to be amenable to
private suit in its own state courts. Aldes7 U.S. at 754 (“In lighof history, practice,
precedent, and the structure of the Constitutionhwale that the States retain immunity from
private suit in their own courts, an immunity beyond the cosgmeal power to abrogate by

Article | legislation.”); see, e.gHauser v. Rhode Islan840 F. Supp. 2d 143, 148 & n.6 (D.R.I.

2009). This constraint, though, would not have been apparent to Congress during consideration
and passage of the Copyright Remedy Qtaifon Act roughly a decade before Alderas
decided. For this reason, the Registait®rnative suggestion should Union Gasve been
decided differently—i.e.using Article | to subject states to suit in their own state courts when

sued for copyright infringement, sé&egister’s Reporat 103-04—must also, in retrospect, be

viewed as constitutionally flawed.

Therefore, the Court finds that Congress wad adequately consad the existence and
efficacy of existing state law remlies prior to abrogating stasevereign immunity for copyright
claims.

b. Limitations on the Federal Remedy

As discussed above, becausahtogates the states’ sovgre immunity and enables a
state to be sued as if it wesigprivate party, the federal remedyddied at § 511 permits a state
to be sued for much state conduct that isneaessarily unconstitutional. Discussing Congress’s
failure to adopt more limited alternatives to the remedy created by the Patent Remedy Act, the

Supreme Court in Florida Prepaifiserved:

Despite subjecting States to tlagpansive liabity, Congress did
nothing to limit the coverage ofdlAct to cases involving arguable
constitutional violations, such as where a State refuses to offer any
state-court remedy for patent owners whose patents it had
infringed. Nor did it make any attempt to confine the reach of the
Act by limiting the remedy to certain types of infringement, such
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as nonnegligent infringement or infringement authorized pursuant
to state policy; or providing for suits only against States with
guestionable remedies or a high incidence of infringement.

Florida Prepaid 527 U.S. at 646-47. The very sammist be said with equal force for

Congress’s actions with respect the Copyright Remedy Clarition Act. The legislative
history—at least as contain@&d the House and Senate Reperdoes not show that Congress
even considered these potential limitations and alternatives prior to abrogating the states’

sovereign immunity. The Register's Repwrsimilarly lacking in this regard. The alternatives

discussed in the principal House Report com¢ke necessity of money damages (as opposed to
simply injunctive relief), whether states shoulid liable for statutory damages and attorney’s
fees (as opposed to simply actual damages), whiglgrant state courts concurrent jurisdiction
over copyright claims, and whether to make #ates’ immunity comparable to that of the
federal governmerft SeeH.R. Rep. No. 101-282, 1990 U.S.CAQN. at 3956-58. The Senate
Report reveals that concern during that chambkaat®n centered on whethand to what extent
attorney’s fees should be availalib a successful litigant. S8 Rep. No. 101-305, 1990 WL

259306. The Reqister's Repgstimarily concerns the inadequacy of injunctive relief.  See

Register’'s Reporat 13-15.

2 Since 1960, the federal government has been subject to suit for copyright infringSee28. U.S.C. § 1498(b);

see, e.g.O’'Rourke v. Smithsonian Inst. Pres399 F.3d 113, 117 (2d Cir. 2005) (discussing 1960 act waiving
federal government’s sovereign immunity for copyright ac)ion action against the United States must be filed

in the United States Court of Fede€@lhims, and “[u]nder the statute, themedies against the United States are
limited, in that costs and an injunction cannot beraed, and other relief is limited as well.” 3 Nimmer &
Nimmer, supra8 12.01[E][1]. According to the interpretation in Nimmer on Copyrighe statute also deprives the

court of discretion to increase statutory damages above the minimum amounts authorized by law. 3 Nimmer &
Nimmer, supra§ 12.01[E][1] n.162 (“It would therefore appear that, in actions against the government, the court
lacks discretion either to order impoundment and destruction of infringing articles . . . or to incadaeeyst
damages above the minimum amount of $3§0f applicable, $200 for innoceintfringements.”) (internal citations
omitted). Furthermore, the range of infringing activities that can be attributed to the federal government under the
statute is narrowly construed. See, ,eBpyle v. United State200 F.3d 1369, 1373 (Fed. Cir. 2000). Even if
Congress had decided to model the states’ liability on that of the federal government, however, such an arrangement
still would have made the states liable for acts of infringement that did not also constitute deprivations of due
process.
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While Congress’s consideration of thedeeraatives does reflect some congressional
sensitivity to the magnitude of the financialbliily with which an offending state would be
faced, it does not show that Congress attemptedrionize the number of actual cases in which
a state would be held liable factions that violated copyrightviabut that did not also deprive
the plaintiff of due process. Meover, it is not appant to the Court whyhe scope of liability
created by the Copyright Remedya€@fication Act must extend tso many state actions that do
not amount to violations of the Fourteerdimendment. Thus, the Court cannot find that
Congress cabined the ambit of stibility as tightly as it cou have and thereby ensured that
its chosen remedy was proportional and congruemeglation to the constitutional harm to be

redressed. _ Accor€Chavez 204 F.3d at 607; Nat'l| Ass’n of Bds. of Pharma@p08 WL

1805439, at *16.

4. Summary

In reaching this conclusion, the Court does disparage the importance of intellectual
property rights. The Framers saw fit to in@duthe authority “[tjo promote the Progress of
Science and useful Arts, by securing for lirdif€imes to Authors and Inventors the exclusive
Right to their respective Writgs and Discoveries,” U.S. Const. art. I, 8 8, cl. 8, among the
enumerated powers granted @ngress by the Constitution. Since enactment of the first
copyright statute in 1790 thiederal government has extendpubtection to works deemed

copyrightable,_sedldred v. Ashcroft 537 U.S. 186, 194, 201 (2003nd for more than a

century, federal law has supplemented civil liability with criminal penalties for those found

guilty of copyright infringement, seBowling v. United States473 U.S. 207, 221-23 & n.14

(1985) (discussing history of crimahliability for violations offederal copyright law); see also

17 U.S.C. 8 506."By establishing a marketable right tile use of one’s expression, copyright
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supplies the economic incentive to create arsdedninate ideas.” Harper & Row Publishers,

Inc. v. Nation Enters471 U.S. 539, 558 (1985). Protectimincopyright creates the economic

incentive for the development of creative woakal ultimately advances the general public good.

Id. (citing Twentieth Cent. Music Corp. v. AikeA22 U.S. 151, 156 (1975) and Mazer v. Stein

347 U.S. 201, 219 (1954)).

The importance of the interest to be prtgec however, cannot override the obligation of
Congress to abide by the limitations placed upon it by the Constitution. Examination of the
legislative history behind enactment of the CoglytiRemedy Clarificatio\ct first reveals that
Congress passed this legislatiorrquant to Article | rather thathe Fourteenth Amendment.
Additionally, Congress did not eate a record sufficient tpstify prophylactic legislation
abrogating state sovereign imniynunder 8 5 of the Fourteentimendment. Specifically, the
record fails to establish a pattern of unconstohal conduct, fails to deonstrate that existing
state law remedies are inadetgjaand fails to show that éhfederal remedy proscribes and
makes actionable no more fatyatonstitutional state condut¢han reasonably necessary in
relation to the nature of the comstional harm to be addressed.

The necessity of meeting these particular@quisites for prophylactic legislation would
not have been evident to Conggan 1990, but the validity ofdbgress’s actions must be judged
by the law as it currently stands. Therefollge attempt at abrogati of state sovereign
immunity contained in the Copyright Remedy @leation Act of 1990, codied at 17 U.S.C. §
511, cannot be sustained as appropriate proplylsegislation under & of the Fourteenth
Amendment. Accordingly, Plaintiff's claims aigst the Department, aarm of the State of

Tennessee, must be dismissed.
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V. CONCLUSION
For the foregoing reasons, the Department’'s moti@RANTED, and Plaintiff's claims
against the Department dbéSMISSED.
IT IS SO ORDERED, this 10th day of May, 2010.
s/Bernice Bouie Donald

BERNICE BOUIE DONALD
UNITED STATES DISTRICT JUDGE
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